





Curacao celebrates
125 years of

trademark history



The small Caribbean island of
Curagao enjoys a long tradition
of trademark protection. This
year, it is celebrating 125 years
of trademark history.
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The small island of Curagao lies some 65 kilometers north
of the coast of Venezuela, has around 160,000 inhabi-
tants, and boasts a sunny, warm climate all year round
and some of the most beautiful beaches on the planet.

You may also have heard of its world-famous liquor, Blue
Curagao, made from the dried peel of the Laraha citrus
fruit, which grows on the island.

But beyond its welcoming climate and heady liquor,
Curacao also enjoys a long tradition of trademark
protection. This year, it is celebrating 125 years of
trademark history, and the fact that it was one of the first
in the region to establish a fully operational trademark
registration system.

CURAGCAO’S FIRST TRADEMARK

Curacao’s first trademark application is dated January 20,
1893. It was submitted by Mr. Abraham Mendez Chumaceiro
on behalf of Mignot & De Block, a Dutch producer of
tobacco products, based in Eindhoven, Netherlands which
sought to register the “Maria Cristina” mark for cigars. As
Curacao fell under the jurisdiction of the Kingdom of the
Netherlands at that time, the application was processed in
line with Dutch trademark law which first came into effect
in the Netherlands on January 1, 1881, and was amended
on September 30, 1893. This first trademark application
was based on the first legal instrument on trademarks of
Curacgao, an ordinance dated February 12, 1881.

Just months after the submission of its first trademark
application, a new Royal Decree dated November 9, 1893,
established the entry into force of a new trademark law
for Curacao.

While the first trademark registration has lapsed, Curagao’s
trademark register still features the trademark “Vinolia”.
It was first registered by the Vinolia Company Limited of
London, on December 30, 1901 and is still valid today,
highlighting the enduring commercial value of trademark
rights. The products covered by the trademark registration
included among others, soap and candles. Vinolia soap
was used by first class passengers on the RMS Titanic
and the RMS Queen Mary. The trademark has been man-
aged on behalf of its owner by the same Curagao-based
company, G.A. Winkel Sr. Inc., since its initial registration
in 1901. The mark is currently owned by Unilever.

How is it, then, that trademark protection took hold in
such a small and remote, albeit beautiful, island?

INTERNATIONAL TRADE AND INTELLECTUAL
PROPERTY

The answer lies in the twists and turns of Curagao’s
colonial history. Trade has played an important role on
the island since it was conquered by the Dutch West India
Company in 1634. For more than a century, the island
served as a transit hub for seafarers from all corners of
the globe. And following the abolition of slavery in 1863,
trade, agriculture and fishery became the mainstays of
its economy. Moreover, the island’s close political ties
with the Kingdom of the Netherlands meant that political,
legal and technological developments in Europe rippled
down and shaped the local economy, including in the
area of intellectual property.

Curagao’s trademark law emerged at the height of
the industrial revolution. Technological advancements
brought about significant improvements in global
communications and boosted international trade at
an unprecedented rate. To support global economic
expansion, international policymakers concluded two
major international agreements which remain in effect
today. The Netherlands was one of the first countries to
join the Paris Convention for the Protection of Industrial
Property in 1883 and the Madrid Agreement Concerning
the International Registration of Marks a few years later,
in 1891. The Netherlands joined the Paris Convention on
March 20, 1883, and the Madrid Agreement on March 1,
1893. As Curacgao was a constituent part of the Kingdom
of the Netherlands, businesses on the island benefited
from these historic international developments.

These international agreements sought to promote
innovation, market order, economic growth and business
development.

The Paris Convention, for example, introduced the idea
of reciprocity at the international level. Under provisions
governing “national treatment,” the Convention requires
member countries to grant the same protection to nationals
of other contracting states as it grants to its own nationals.
Similarly, it establishes the right of priority with respect
to patents, utility models (where they exist), marks and
industrial designs. This means that when an applicant has
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The “Vinolia” trademark was first registered
by the Vinolia Company Limited of London,
on December 30, 1901 and is still valid today.
It was used by first class passengers on the
RMS Titanic and the RMS Queen Mary.

filed an application in one member country, he or she has a certain time period within
which to apply for protection in any other member country, with all subsequent appli-
cations considered as if they had been filed on the same date as the first application.
In practical terms, this gives applicants more time to decide in which jurisdictions they
wish to seek protection for their intellectual property. The Paris Convention also sets
out a number of common rules, again to help create a competitive landscape in which
legitimate businesses may thrive.

Similarly, the Madrid Agreement spawned the development of the Madrid System (now
governed by the 1989 Protocol to that Agreement) which now includes 101 members,
covering 117 countries. That system offers businesses a cost-effective and user-friendly
means of registering and managing their trademark portfolios internationally.

THE SIGNIFICANCE OF THE MARIA CRISTINA MARK

The registration of the Maria Cristina trademark signals the dawn of trademark pro-
tection in Curacao; a system that has helped support the island’s economy for some
125 years. Trademark protection has proven to be a cornerstone of the economy of
this small but strategically-located Caribbean island. Ready access to trademark
registration services enables companies at home and abroad to remain competitive
and protect their interests in global markets.

Curacgao is home to a thriving financial services sector, and a well-educated, highly-
skilled and multilingual workforce — Dutch, English, Papiamentu and Spanish are
widely spoken on the island. Its strong connections with the Caribbean, Europe and
the Americas, high-quality telecommunications infrastructure, and the fact that it lies
outside the hurricane belt, make the island an attractive business location.
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Moreover, Curagao’s current trademark law is fully aligned with international trademark
registration practices. Applicants may submit their trademark applications in Dutch,
English, Papiamentu, or Spanish.

And in the Caribbean, Curagao is one of just a handful of countries — along with Antigua
and Barbuda, Cuba and Dutch Sint Maarten — to implement the Protocol Relating to
the Madrid Agreement Concerning the International Registration of Marks (the Madrid
Protocol) following the accession to that Treaty in 2003 of the Netherlands Antilles, of
which Curagao was formerly a part.

INTELLECTUAL PROPERTY AWARENESS IN CURACAO

Annual statistics produced by WIPO relating to the use of the trademark system around the
world, in terms of both applications filed nationally and international filings via the Madrid
System, show that on a per capita basis, Curacgao is well positioned by comparison with
other Caribbean nations.

While these data are encouraging, there is still a long way to go in improving aware-
ness about the role and importance of intellectual property rights such as trademarks
across the island.

Local stories can underscore the strategic importance of trademark rights in advancing
the island’s economic development goals. For example, trademark protection is at the
heart of the business strategy of thriving companies like Curagao Laboratories Ltd.,
founded on September 16, 1948, which exports to international markets.

The company has a sizeable portfolio of both national and international trademark regis-
trations, including “Alcolado Glacial,” which is very well known in Curagao and many other
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markets. Alcolado Glacial is a refreshing menthol-scented lotion. It is sold, along with a
range of other related products, in over 25 countries, including Canada, Europe and the USA.

With such arich history of trademark protection behind us, the aim of Curagao’s Bureau
for Intellectual Property is to support businesses at home and abroad to secure and man-
age their trademark portfolios both nationally and internationally. This will enable them
to fully leverage the commercial value of their trademark rights, expand their businesses
and support the development of Curagao’s economy. Today, we lift a glass — of Blue
Curacao, of course —to the last 125 years, and look forward supporting the widespread
uptake and use of our services to support business growth in the decades to come.
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By Eric Goldman,

Professor of Law, Santa Clara
University School of Law,
California, and

Gabriella E. Ziccarelli,
Technology and IP attorney,
Washington, DC, USA

Everyone loves emojis, and why not? They are a fun and an increasingly ubiquitous way
for people to express themselves. Buwt despite their superficial frivolity, emojis can
raise potentially complex and serious legal issues, including novel and complicated
questions about intellectual property (IP). This article surveys how United States IP
law protects emojis, and why such protection may be problematic.

WHAT ARE EMOJIS?

Emojis are small icons that people include in electronic communications to express an
idea or an emotion. Emojis play a variety of communicative roles: they can function as
a word substitute, a word complement (like the emphasis provided by an exclamation
mark), an emotional signal, and more. Although most emojis are static images, they
can be animated. Emojis were preceded by emoticons —icons comprised of keyboard
characters such as the “smiley,” i.e., the keyboard characters :-). Emojis are subject
to a wider range of depictions than emoticons because they can be literally anything,
while emoticons are limited to keyboard characters.

Emojis can be divided into two categories: Unicode-defined emojis and proprietary
emojis.

Unicode-defined emojis. The Unicode Consortium establishes standards for keyboard

characters and, more recently, emojis. Unicode has assigned a unique number, a black-
and-white shape outline and a short description to nearly 2,000 emojis. The Unicode

standards enable emojis to be recognized across platforms. If both the sender’s and

recipient’s platforms adopt a Unicode-defined emoji, a sender can send an emoji

symbol that recipients on other platforms can recognize.

Despite the Unicode’s veneer of standardization, the emojis seen by users are not truly
standardized because each platform implements Unicode-defined emojis differently.
For example, some platforms adopt “house styles,” such as Google’s “blob”-shaped
outlines (instead of the more typical circular shapes) for emojis depicting faces (what
we call “face emojis”). Other platforms implement Unicode-defined emojis in strange
or quirky ways, such as Apple’s depiction of the Unicode-defined pistol emoji as a
neon green water gun. And even where platforms try to adhere to Unicode’s defini-
tions, the way they each implement emojis still varies. For example, platforms have
placed the cheese in the burger emoji in different locations — some above the burger,
others below. Thus, virtually all implementations of the Unicode-defined emojis look
different from each other, at least slightly.

Proprietary emojis. Platforms can also implement emojis that work only on their
platforms. We call these “proprietary emojis” (other names include “stickers”). Even
when proprietary emojis have similar designs to Unicode-defined emojis, they will
not share the Unicode-defined numerical value for those emojis. Accordingly, when a
proprietary emoji is sent outside the platform, it typically appears as a symbol such as
a blank square indicating that the recipient platform did not recognize the character.

_}
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Unicode does not adopt emojis covered by third-party
intellectual property, such as trademarked logos or copy-
righted designs. However, these may be produced by
platforms or individuals as proprietary emojis. Examples
of “branded emoijis” include Twitter hashtag-triggered
emojis (such as NFL emoji hashtags for game day) and
celebrity emoji sets like Kim Kardashian’s “Kimoji.”

COPYRIGHT CONSIDERATIONS

Copyright may protect individual emojis, emoiji sets and
“house styles.”

Individual emojis. Individual emojis, whether proprietary
or platform-implemented Unicode-defined, are presump-
tively copyrightable as graphical images. Nevertheless,
most individual emojis will not receive copyright protec-
tion for at least three reasons.

First, some emojis are so simple that they do not have
enough expression to constitute a work of authorship.
Also, some emoiji designs are so venerable that they are
not original.

Second, emojis are subject to the merger doctrine, which
eliminates copyright protection when an idea can be
expressed only in a limited number of ways, and scénes
a faire, which eliminates copyright protection for details
that, in context, are common or expected. There are
only so many ways to express certain emojis, especially
because emojis’ small size makes it hard to depict many
details. Also, emojis seek to communicate their ideas
as universally as possible. To do so, the details of many
emojis invoke standard cultural references associated
with an emoji’s meaning, raising the odds that the details
will be scenes a faire. Furthermore, emojis have devel-
oped some conventions, such as depicting face emojis
in bright yellow, which are now likely scénes a faire.

Third, though Unicode’s IP policy is not crystal clear, Uni-
code likely either disclaims ownership or freely grants un-
restricted usage of its emoji definitions. Platform-specific

implementations of Unicode-defined emojis are based
on the Unicode outlines, so most implementations
should be derivative works of Unicode’s definitions.
However, some platform implementations, for example,
Apple’s water gun depiction of the pistol emoji, vary so
significantly from Unicode’s definition that they are not
derivative works. For those emojis that qualify as deriv-
ative works, the platforms can only claim copyright for
their incremental changes to the Unicode outline, which
might be so inconsequential that they do not qualify for
separate copyright protection.

In contrast, some proprietary emojis reflect significant
creative judgments, in which case they will be better
positioned to obtain copyright protection. Branded
emojis may also be copyrightable when the source image
is itself protected by copyright.

Even if an individual emoji qualifies for copyright pro-
tection, its scope of protection may be quite narrow. For
example, many courts in the United States will apply the
fair use defense broadly to authorize non-identical emoji
implementations, and even identical depictions could
qualify as fair use. Despite the graphical depictions of
emoijis, courts might feel like copyright law should not
reach so deeply into how humans communicate.

We believe the fact that copyright might protect indi-
vidual emojis has spurred platforms to create their own
version of the same emojis. Does the world really need
hundreds of slightly different emoji implementations of
the smiley? No, but copyright law may motivate platforms
to proliferate variations nonetheless.

Emoji sets. Emaiji sets are collections of individual emo-
jis. The sets may qualify for compilation copyrights if
they have sufficiently original selection, arrangement
and coordination.

House styles. House styles represent standard design
choices implemented across an emoji set, such as the
Google blob shape or a uniform non-yellow color for face

Photo: Clint Physter / CC BY-SA 4.0
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emojis. A house style could provide the basis of compilation copyrights in emoji sets,
and applying the style to individual emojis might help make those emojis copyrightable
(or qualify as a derivative work, if they are a variation of the Unicode standard). House
styles also could be part of a platform’s trade dress.

TRADEMARK CONSIDERATIONS

But where emojis do not qualify for copyright protection, as outlined above, and when
they distinguish goods and services in the marketplace, they can be protected as
trademarks. In such instances, multiple parties could have coexisting trademark rights
in the same emoji symbols for different classes of goods. We believe that hundreds
of emojis, or emoji-like symbols, have been registered as trademarks.

However, the “use in commerce” requirement for trademark protection may prevent
trademark protection for many emojis. For example, platforms typically do not make a
“use in commerce” by providing free emoiji sets that users can incorporate into mes-
sages. Also, where an emoji is used for its dictionary meaning (e.g., Bob’s Car seeks
a trademark registration for Bob’s + a car emoji), the emoji is being used descriptively
and is unlikely to qualify for trademark protection.

The possibility of trademark protection for standard and widely used emojis raises
potential troubles for platforms. To reduce their trademark infringement exposure,
platforms may deliberately implement emojis so that they are not substantially similar
to protected trademarks — even if the platforms are not commercializing the emojis
and merely providing emoji sets to their users. This effort to avoid possible trademark
complications exacerbates copyright’s emoji proliferation problem.

Photo: Pingebat / iStock / Getty Images Plus
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OTHER IP CONSIDERATIONS

Design patents. Emojis may be covered by design patents (industrial design rights)
when they are an ornamental, nonfunctional design element of an item. For example,
US patent D793,512 depicts a winky emoji on a water flotation device. However, plat-
forms probably cannot obtain design patents for using emojis online because they
serve the function of facilitating communication among users.

Utility patents. Emoji- and emoticon-related technologies are potentially patentable,
and we are aware of at least four lawsuits involving such technologies. These include,
for example, WordLogic v Flesky, which involves a patent that predicts words as
mobile app users type, and whether predicting emoticons would violate the patent.

Publicity rights. Proprietary emojis can depict individual faces and other attributes
uniquely associated with a single person. For example, bitmojis allow people to create
emojis of themselves. Also, some celebrities have created emoji sets containing emojis
that look like them. Any emoji depictions of individuals may require consent from the
depicted person. Such consent is certainly required if the emoji is to be used as a
brand on marketplace goods or services.

OWNING EMOJIS

Because emojis are eligible for IP protection, we expect that IP protection and asser-
tions for emojis will increase as their popularity grows. IP protection for emojis, however,
is a mixed blessing. While some emoji owners may profit from exploiting their IP, the
rest of us may find it harder to communicate effectively with each other. Acquiring
IP rights over emojis implicitly encourages unnecessary and undesirable variations
of emoji depictions. It is as if each publisher intentionally spelled common words
differently just to avoid any risk of infringement claims. Insofar as the linguistic role of
emojis is analogous to words in communicative sentences, IP for emojis imposes a
substantial tax on standard human communication. For these reasons, the institutions
that regulate IP — courts, government registration offices and, as necessary, legisla-
tures — need to be circumspect in determining the scope of IP protection for emojis.

*This article is based on a longer forthcoming paper by Prof. Goldman called Emojis
and the Law.
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The public lending right
and what it does

The public lending right (PLR) allows authors and other right holders to
receive payment from government to compensate for the free loan of their
books by public and other libraries. At a time when authors’ incomes from
publishing are falling everywhere, PLR provides vital financial support.

By Jim Parker, Coordinator of the
PLR International Network

The public lending right (PLR) is the legal right that allows authors and other
right holders to receive payment from government to compensate for the
free loan of their books by public and other libraries.

Maureen Duffy, writer and veteran of the authors that led to the right being
introduced in the UK in 1979 after a twenty-year struggle, summarizes PLR
as follows:

“First and foremost PLR upholds the principle of ‘no use without payment’.
This is the basis for the concept of ‘fair remuneration’ which then carries
over into photocopying and digital uses. It is based on the Universal Dec-
laration of Human Rights by which we are entitled to receive income from
any exploitation of our work. If it is claimed that this interferes with another
universal right — to access to knowledge and culture — our answer is that
it supports the creation of new work, and we do not ask teachers to work
for nothing.”

Currently 33 countries have PLR systems. The lending right has been rec-
ognized in European Union law since 1992 and all but four of the countries
with PLR systems are in Europe.
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Denmark was the first country to establish a PLR system in 1946,
followed by Norway in 1947 and Sweden in 1954. But the idea of
a PLR actually dates from 1919 when the Nordic Authors’ Associ-
ation passed a resolution calling on governments to compensate
authors for library lending of their books.

New Zealand was the first country outside of Europe to establish
a PLR system in 1973, followed by Australia in 1974, and Canada
and Israel in 1986.

Around 26 other countries recognize the legal right of authors to
license the loan of their works but have not yet established systems
to enable authors to receive PLR remuneration. This is often the
case in countries with no collective management organization to
administer a PLR system, or where book lending by public librar-
ies — the essential component of most PLR systems — has been
excluded in legislation from any PLR obligation.

(13 K
The most recent PLR system to begin operation is in Poland where Flrst and
the first payments to authors for the loan of their books by public

libraries were made in 2016. foremost
THE LEGAL BASIS FOR PLR
PLR upholds

Most PLR systems exist in Europe where member states of the

European Union are required by law, under the Rental and Lending h - 3 1
Right Directive (Directive 2006/115/EC), to provide authors with t e prlnC]-p e
an exclusive right over the lending out of their works or at least to 6

provide them with remuneration for the lending out of their works. Of no use

The Directive (first passed in 1992 and reconstituted in 2006) gives Without

authors and other right holders an exclusive right to authorize or
prohibit the lending of their works by libraries. Member states, 999
however, may derogate from an exclusive right provided that they payment o
remunerate authors for the loan of their works. EU members must

include public libraries in their PLR schemes but are permitted to Maureen Duffy, novelist and non-fiction author
exclude the lending of authors’ works from other categories of
library; they may also give priority to their national cultural objec-
tives in establishing PLR schemes.

But, the lending right is not a requirement under international
copyright law and there is no obligation for governments outside
the European Union to set up PLR systems. As a consequence,
the spread of PLR has been patchy. For example, there are, as
yet, no PLR systems in Africa, South America or Asia. The only
countries outside Europe currently operating PLR systems are
Australia, Canada, Israel and New Zealand.

But things are changing. Malawi and Greece have recently in-
troduced PLR legislation and are preparing to set up schemes;
the Government of Hong Kong (SAR) has agreed in principle to
introduce PLR; and draft copyright legislation in Turkey making
provision for PLR awaits ministerial clearance before being sub-
mitted to parliament.
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Thirty-three countries currently have PLR
systems, all but four of them (Australia, Canada,
Israel and New Zealand) are in Europe.

And finally, PLR can also function as part of a country’s support structure for its own
culture and language. In several European countries, such as Denmark, Norway and
Sweden PLR is only payable to authors writing in the national language(s) of that
country. Similarly, the PLR systems in Australia and Canada support authors who are
nationals of those countries.

HOW PLR OPERATES

Generally speaking, funding for PLR payments is provided by regional or central gov-
ernment and is not taken from library budgets. In the few cases where libraries pay
for PLR, such as in The Netherlands where public libraries operate as independent
entities, PLR is viewed by the library community as a legitimate charge that fairly
compensates authors for the use of their works free of charge by the pubilic.

There are two main approaches to PLR administration. First, where PLR is managed
by a collective management organization alongside other rights subject to license
like photocopying. This is the case in countries such as Germany, the Netherlands,
Lithuania, Slovakia and Spain. And second, where PLR is a right to remuneration
with its own legislation and is administered by a government body. This is the case
in the UK, where the British Library administers the right. PLR remuneration systems
can also be funded directly by government without any legislative basis. This is the
case in Canada, Israel and Malta, but such arrangements can leave PLR systems
vulnerable to closure.
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In light of the expansion of e-book lending
by public libraries, often PLR systems are
now extended to include e-book loans.

DIFFERENT APPROACHES TO PLR PAYMENTS

Most commonly PLR-related remuneration is distributed
to authors in the form of payments related to how often
their works have been loaned to members of the public
by libraries. Such a payment-per-loan approach is found
in Finland, Germany, Malta, the Netherlands and the UK.

Alternatively, payment can be made to authors in line
with how many copies of their books are held by libraries.
This approach exists in Australia, Canada and Denmark.

Other approaches include relating payments to book
purchases. This is the system in France where part of
the overall PLR fund comes from a small payment made
by publishers when they sell a book to a library. The
remaining part of the PLR fund is made up by a small fee
paid by the government for every registered library user.

Many countries combine elements of these different
approaches. For example, in Slovenia PLR payments
are made to authors for the loan of their books but PLR
funding is also used to provide authors with study grants
and scholarships.

WHO RECEIVES PLR PAYMENTS?

But beyond writers, other individuals, such as illustra-
tors, translators, editors and photographers (which may
variously be considered authors in different jurisdictions),
contribute to the production of a published work and
as such, commonly qualify for PLR payments. And in
several countries publishers also share PLR payments
with authors.

PLR currently applies in many countries both to printed
books and various audiovisual materials, including, audio
books, loaned by libraries. In these countries a wider
range of creators are eligible for payment, including
composers, producers and narrators of audio books.

E-book lending is a rapidly growing feature of public
library activity across the world. Following a decision
by the European Court of Justice in 2016 (Vereniging
Openbare Bibiotheken v Stichting Leenrecht — Case
C-174/15) the Lending Right Directive is deemed to cover
the loan of e-books on the basis of one copy per user
(the copy can only be loaned again when the e-book is
no longer accessible to the previous borrower). The UK
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has now extended its PLR system to include e-book loans where the law
provides for PLR payment while allowing publishers to propose a variety of
licensing options. A system of payment for e-book loans will also be intro-
duced in Denmark this year. Beyond Europe, Canada included e-books in
its PLR system in 2017.

WHY PLR IS IMPORTANT FOR AUTHORS
PLR payments make a real difference to authors’ lives.

In an age when authors’ incomes from publishing are falling everywhere,
PLR provides vital financial support. For example, in the UK, 24,000
writers, illustrators and translators receive payments of up to a maximum of
GBP 6,600 each year. For many, particularly writers who are not among the
bestsellers, this is their biggest source of income.

And PLR can be a life-saver for established and retired writers with long
backlists of published works which remain available for loan in public libraries
even when their works are out of print.

In addition to paying authors for the loan of their works by public libraries,
PLR funding can also be paid out as grants provided for research and travel,
or as pensions. In some countries it can also be bequeathed upon an author’s
death to his or her family for up to 70 years.

PLR is not just restricted to the loan of authors’ works by public libraries.
In Australia, for example, the Educational Lending Right makes payments
to authors for books featuring in the collections of school libraries. This is
very popular among children’s writers. And in Germany higher education
libraries are included in the PLR.

The PLR also generates other benefits for authors. For example, authors in
the United Kingdom find that data generated by the PLR office on how often
their books have been borrowed from public libraries are a great morale
booster — especially when the loans relate to older books that are no longer
available in the shops. “PLR is about more than money, though of course that
is welcome. Getting my cheque each year is a reminder that people want to
read my books rather than simply own them,” notes author, Tracy Chevalier.

THE PLR INTERNATIONAL NETWORK

The PLR International Network brings together those countries with PLR
systems to facilitate the exchange of best practices and provide advice and
technical assistance to countries looking to set up their own PLR systems
for the first time.

An introductory guide to the PLR, guidelines on PLR best practice and
how PLR operates in each country are available on the website of the PLR
International Network at: www.plrinternational.com.
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