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It is increasingly possible to sell or

assign a trademark independently from

the bus iness that currently owns it. In

the case of sale or assignment of a

trademark. it may be required to deposit

a copy of the agreement. or parts of it.

at th e trademark office.

aforesaid Customs Bureau befo re the

counterfiet goods have been dist r ibuted.

In some insta nces. an effect ive way of

dea ling with infringement is through

arbitration or med iation .Arbitration

generally has the advantage of being a

less formal . shorter and cheaper

procedure than court proceedings. and

an arb itral award is more easily enforce­

able internationally.An advantage of

mediation is that the parties retain

control of the dispute resolution

process.As such. it can help to preserve

good business relations with anothe r

enterprise with which you r company

may like to collaborate in the future . For

more information on arbitration and

mediation. see the website of IP Philip­

pines at http://www.ipoph il.gov.ph/.

existence of a conflict. In writing such a

let te r. the ass istance of a trademark

lawye r is recommended.

In order to preven t th e importa tio n of

counterfeit trademark goods. bo rder

enforcement measures are available

through the Bureau of Customs of the

Philippines.As a trademark ow ner. your

company may seek the assistance of the

The infringer may be compelled by the

judicial authorities to inform you of the

identity of persons involved in the

production and distribution of the

infringing goods o r services and thei r

channels of distribut ion .As an effective

deterrent to infringement. the judicial

authorities may order. upon your

request. that infringing goods and

materials be destroyed or disposed of

outside the channels of commerce

without co mpen sation of any so rt .

Ifyour business considers the infringe­

ment to be willful and knows the

location of the infringing activity. then it

may wish to take surprise action by

obtaining. with the help of a t rademark

lawyer. a search and seize o rde r (usually.

from a competent court or the police )

to conduct a raid without prio r notice

to the allegedly offend ing company/

person.

Ifyou are faced with infringement of

your trademark rights . then you may

choose to begin by sending a letter

(common ly known as a "cease and

desist lette r") to the alleged infringer

informing him/her of the possible

It is always useful to seek expert advice

if you believe that so meone is infringing

your trademark.An inte llectua l property

lawyer would be the right perso n to give

you information on the existing options

in the Philippines and. presumably. also

in neighboring countries to initiate

action against counterfeiting and

infringement and will prov ide you with

advice on how to enforce you r rights .

The burden of enforcing a trademark is

mainly on the trademark owner. It is up

to your company as a trademark owner

to identify any infringement and to

decide what meas ures shoul d be taken

to enforce trademark rights .
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5. Enforcing
Trademarks

register all
io s to your

Many t rademarks . including so me of th e

most famous. have slightly cha nged o r

evolve d over the years in order to

modernize the image of a com pany or

adapt to new advertising media. Marks

may be changed o r adapted. but you r

company will have to be careful and

con sult with the Bureau ofTrademark as

to whether a specific change will require

the submission of a new application and

payment of relevant fees.
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ANNEX I - Useful websites

For more information on :

ANNEX II - Internet Addresses

N at ional and Regional Intellectual Property Offices
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• Philippine IP laws and services www.ipophil.gov.ph

• intellectual property issues from a business perspective www.wipo.intlsme

• trademarks in gen eral www.wipo.intl abo ut-ip www.inta.org(lnternational

Trademark Association)

• the pract ical as pects relating to the regis tration of trademarks see Annex II or

www.wipo.intldirectory/en/urls.jsp

• Madrid system for the International Regist rat ion of Marks www.wipo.intlmadrid

• International C lassification of Goods and Services for the Purposes of the

Registration of Marks under the NiceAgreement www.wipo.intl

c1assifications(under Nice Agreement )

• International C lassificat ion of the Figurative Elements of Marks under the

Vienna Agreement www.wipo.intlclassifications (underVienna Agreement)

• the conflict between trademarks and domain names and on alternative dispute

resolution procedures for domain names www.arbiter.wipo.intldomains

www.icann.org.

A list of the on line trademark databases maintained by industrial property offices

throughout the world is available at www.ar biter.wipo.intltrademark

Afr ican Intellectual Property Organization
Algeria
Albania
Andorra
Argent ina
Armenia
Aust ralia
Aust ria
Bahrain

Barbados
Belarus

Belgium
Belize
Benelux
Benin
Bolivia
Botswana
Brazil
Bulgaria
Burkina Faso
Burundi
Cambodia
Cameroon
Canada
Central African Republic
Chad
Chile
China
China (Hong Kong -SAR)
China (Macao )
China (Marks)
Colombia
Congo
Costa Rica

www.oapi.wipo.net
www.inapi .org
www.alpto.gov.al
www.ompa.ad
www.inpi.gov.ar
www.aipa .amlen
www.ipaustralia.gov.au
www.patentamt.at
www.gulf-patent-office.org.sa/
bahrainframe.htm
www.caipo.org
www.belgospatent.org/english/aboutl
history.html
www.mineco.fgov.be
www.belipo .bz
www.bo ip.int
www.oapi.wipo.net
www.senapi .gov.bo
www.aripo.org
www.inpi.gov.br
www.bpo.bg
www.oapi.w ipo.net
www.oap i.wipo.net
www.moc.gov.kh
www.oap i.wipo.net
www.opic .gc.ca
www.oapi.wipo.net
www.oapi.wipo.net
www.dpi.c1
www.sipo.gov.cn
www.ipd.gov.hk
www.economia.gov.mo
www.saic.gov.cn
www.sic.gov.co
www.oap i.wipo.net
www.registronacional.go.cr
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India
Indonesia
Ireland
Israel
Italy
jamaica
japan
jordan
Kazakhstan
Kenya
Kuwait
Lao People's Democratic Republic
Latvia
Lebanon

www.aripo.org
www.european-patent-office.org
www.vpb.lt
www.etat.lu/ec
www.aripo.org
www.mipc.gov.my
www.oapLwipo.net
www.impi.gob.mx
www.european-patent-office.org/patlib/
country/monaco
www.yupat.sv.gov.yu
www.ompic .org.ma
www.aripo.org
www.aripo.org
www.ip.np.wipo.net
www.octrooicentrum.nl
www.iponz.govt.nz
www.oapLwipo.net
www.patentstyret.no
www.gulf-patent-office.org .sa
www.digerpi.gob.pa
www.indecopLgob.pe
www.ipophil.gov.ph
www.business.gov.pl/
Intellectual,property,protection,90.html
www.inpLpt
www.gulf-patent-office.org.sa
www.kipo.go.kr
www.agepi.md
www.osim.ro
www.rupto.ru
196.1.161 .62/govt/cipo/index.asp
www.gulf-patent-office.org.sa
www.oapLwipo.net
www.yupat.sv.gov.yu
www.aripo.org
www.ipos.gov.sg
www.indprop.gov.sk
www.uil-sipo.si/Default.htm
www.aripo.org

Lesotho
Liechtenstein
Lithuan ia
Luxembourg
Malawi
Malaysia
Mali
Mexico
Monaco

Montenegro
Morocco
Mozambique
Namibia
Nepal
Netherlands
New Zealand
Niger
Norway
Oman
Panama
Peru
Philippines
Poland

Portugal
Qatar
Republic of Korea
Republic of Moldova
Romania
Russian Federation
Saint Vincent and the Grenadines
Saud i Arabia
Senegal
Serbia
Sierra Leone
Singapore
Slovak Republic
Slovenia
Somalia

Cote d'ivoire
C ro atia
Cuba www.ocp Lcu
Cyp rus www.mcit .gov.cy/mcitl drco r/drco r.nsf
Czech Republic www.upv.cz
Democratic Republic of the Congo www.oapLwipo.net
Denmark www.dkpto.dk
Dominican Republic www.seic.gov.do/onapi
Egypt www.egypo.gov.eg
EI Salvador www.cnr.gobs .sv
Estonia www.epa.ee
Eurasian Patent Office www.eapo.org
European Union (Office for Harmonization in the Internal
Market - OHIM) www.oami .eu.int
Finland www.prh .fi
France www.inpiJr
Gabon www.oapLwipo.net
Gambia www.aripo .org
Georgia www.sakpatenti .org.ge
Germany www.dpma.de
Ghana www.aripo.org
Greece www.obi.gr
Honduras www.sic.gob.hn/pintelec/indice.htm
Hungary www.mszh.hu/english/index.html
Iceland www.patent.is/focal/webguard.nsf/key2/

indexeng.html
www.ipindia.nic.in
www.dgip.go.id
www.patentsoffice.ie
www.justice .gov.il
www.uibm.gov.it
www.jipo.gov.jm
www.jpo.go.jp
www.mit.gov.jo
www.kazpatent.org/english
www.aripo .org
www.gulf-patent-office .org.sa
www.stea.la.wipo.net
www.lrpv.lv
www.economy.gov.lb
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7. Machines and machine tools; motors and engines (except for land vehicles) ;

machine coupling and transmission components (except for land veh icles );

agricultural implements other than hand-operated; incubators for eggs.

8. Hand tools and implements (hand-o perated); cutlery; side ar ms; razors.

9. Scientific, nautic al. surveying, photographic. cinematographic . optical, we ighing,

measuring. signaling. checking (supervisio n). life-saving and teaching apparat us

and instruments; apparatu s and instruments for conducting. sw itching. trans­

form ing. accumulating. regulat ing o r controlling electricity ; apparatus for

reco rding. transmission or repro ductio n of sound or images ; magnetic data

carriers, reco rding discs ; automatic vending mach ines and mechanisms for coin ­

o perated apparatus; cash registers. calculating mach ines , data process ing

equ ipment and computers; fire extinguishing apparatus.

10. Surgical. medical . dental and veterinary appa ratus and inst ruments. artificial

limbs. eyes and teeth; orthopedic articles; suture materials.

II . Apparatus for lighting. heating. steam generating, cooking. refrigerating. drying,

ventil ating. water supply and sanitary purposes.

12. Vehicles; appa ratus for locomotion by land. air o r water.

13. Firearms ; ammunitio n and projectiles; explos ives; fireworks.

14. Precious metals and thei r alloys and goods in precious metals o r coated

therewith. not included in other classes; jewelry, precious stones; ho rolog ical

and chro no metric inst rume nts.

15. Musical instruments.

16. Paper, cardboard and goods made from these materials. not include d in othe r

classes; pr inted matte r; bookbinding material; photographs; stationery; adhesives

for stat io nery or househo ld purposes; artists' materials; paint br ushes; typew rit­

ers and office requisites (except furniture); instruct io nal and teaching material

(except apparatus); plastic materials fo r packaging (not included in oth e r

classes); printers' type; printing bloc ks.

17. Rubbe r, gutta-percha, gum, asbestos. mica and goods made from these materials

and no t included in other classes; plastics in extruded form for use in manufac­

ture; pack ing. stopping and insulat ing materials; flexible pipes. not of metal.

18. Leat her and imita tions of leather. and goods made of these materials and no t

included in othe r classes; animal skins. hides ; t runks and travelling bags;

umb rellas. parasol s and walking sticks; wh ips. harness and saddlery.

19. Building mater ials (no n-meta llic); non -metallic rigid pipes for building; asph alt.

pitch and bitumen; non-metallic transportable buildings; monuments, not of

meta l.

20. Furnitu re , mir ro rs. pictu re frames; goods (not included in other classes) of

wood. co rk. re ed . cane . wicke r. ho rn . bone. ivory. whalebone, shell. amber.

mothe r-of-pearl , meersch aum and substitutes for all these materials. o r of

plast ics.

21. Household o r kitchen utensils and containers (no t of precious metal or coated

therewith); combs and sponges; brushes (except paint brushes); brush-making

mater ials; arti cles for cleaning purposes; st eelwool; unworked or semi- worked

glass (exce pt glass used in building); glassware. po rcelain and earthenware not

include d in oth e r classes.

22. Rop es, string. nets, tents, awni ngs, tarpaulins, sails, sacks and bags (not included

in oth er classes); padding and stuffing mater ials (except of rubber o r plast ics):

raw fibro us textile materials.

23. Yarns and threads. fo r textile use .
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24. Textiles and textile goods, not included in other classes; bed and ta ble covers.

25. Clothing , footwear, headgear.

26. Lace and embro idery, ribbons and braid; buttons, hooks and eyes, pins and

needles; artificial flowe rs.

27. Carpets, rugs, mats and mat ting, lino leum and other materials for covering

ex isting floo rs; wall hangings (non -textile) .

28. Games and playthings; gymnastic and sporting articles not included in other

classes; decorations for Christmas trees.

29. Meat, fish, poultry and game ; meat extracts; preserved, dried and cooked fru its

and vegetables ; je llies, jams, compotes; eggs, milk and milk products ; ed ible o ils

and fats .

30. Coffee, te a, cocoa, sugar, rice, tapioc a, sago, ar tifi cial coffee ; flour and prepara­

tio ns made from cereals, bread, pastry and confectionery, ices ; honey, t reacle ;

yeast, baking-powder; salt , mustard; vinegar, sauces (co ndiments); spices; ice.

3 I. Agricultural, horticultura l and forestry products and grains not include d in

other classes; live animals; fresh fru its and vegetables; seeds, natural plants and

flowe rs; food stuffs fo r animals, malt.

32. Beers ; mineral and aerated waters and other non-alcoh olic drinks; fruit drinks

and fru it juices; syrups and other prep arat ions for making beverages.

33. Alcoholic beve rages (except beers ).

34. Tobacco; smokers' articles ; matc hes.

Services

35. Advert ising; business management; bus iness administratio n; office funct ions.

36. Insurance; financial affairs; monetary affairs; real estate affairs.

37. Building construction; repair ; installati o n services.

38. Teleco mmunicat io ns.

39. Transport; packaging and storage of goods; t ravel arrangement.

40. Treat ment of materials .

41. Educat ion; prov iding of training; entertainment; spo rti ng and cultural activities.

42. Scient ific and technological services and research and des ign relating thereto;

industrial ana lysis and re search services; design and deve lopment of computer

hardware and software; legal services .

43. Services for providing food and drink; temporary accommod at ion.

44. Medical se rvices ; vete rinary servi ces; hygienic and beauty care for human beings

o r animals; agricul ture, horticulture and forestry services.

45. Personal and social services rendered by others to meet the needs of individu­

als; security services for the protection of prop erty and individuals.

In January 2006,73 states were party to the Nice Agreement.They have adopted

and apply the Nice Classification for th e purposes of the registration of marks.

Note:
Fo r up-to-date info rmat io n, visit website at the following uris :www.wipo.intl

classifications/fulltextlnice8/enmain.htm and www.wipo.intlm adrid/en /contact.html
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Other business oriented con tent and publication on intellectual property are on

the WIPO's SMEs website at www.wipo.intlsme/en

Free electronic monthly newsletter of the SMEs Division are available at

www.wipo .intlsme/en/documents/wipo_sme_newsletter_html


