SCT/9/9 Prov.

page 2

WIPO
[image: image1.png]



E

SCT/9/9 Prov.

ORIGINAL:  English

DATE:  January 20, 2003

WORLD  INTELLECTUAL  PROPERTY  ORGANIZATION

GENEVA

standing committee on the law of trademarks, industrial designs and geographical indications

Ninth Session

Geneva, November 11 to 15, 2002

draft report

Document prepared by the Secretariat

INTRODUCTION

 AUTONUM 
The Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”) held its ninth session, in Geneva, from November 11 to 15, 2002.

 AUTONUM 
The following Member States of WIPO and/or the Paris Union for the Protection of Industrial Property were represented at the meeting:  Algeria, Argentina, Australia, Austria, Belarus, Belgium, Brazil, Canada, Central African Republic, China, Colombia, Costa Rica, Croatia, Cuba, Czech Republic, Denmark, Egypt, Ecuador,
El Salvador, Eritrea, Estonia, Finland, France, Germany, Ghana, Greece, Guatemala, Guinea, Hungary, India, Indonesia, Iran (Islamic Republic of), Ireland, Italy, Japan, Kazakhstan, Latvia, Lebanon, Lesotho, Lithuania, Malawi, Malta, Mauritius, Mexico, Morocco, Netherlands, Niger, Norway, Panama, Portugal, the Republic of Korea, the Republic of Moldova, Romania, Russian Federation, Rwanda, Sao Tome and Principe, Sierra Leone, Slovakia, Slovenia, Spain, Sri Lanka, Sudan, Sweden, Switzerland, Syrian Arab Republic, Thailand, The former Yugoslav Republic of Macedonia, Tonga, Trinidad and Tobago, Turkey, Ukraine, United Kingdom, United Republic of Tanzania, United States of America of America, Uruguay, Uzbekistan, Venezuela, Yemen, (78).  The European Communities were also represented in their capacity of member of the SCT.

 AUTONUM 
The following intergovernmental organizations took part in the meeting in an observer capacity:  African Intellectual Property Organization (OAPI), Benelux Trademark Office (BBM), International Vine and Wine Office (OIV), League of Arab States (LAS), Organization of African Unity (OAU), World Trade Organization (WTO) (6).

 AUTONUM 
Representatives of the following international non-governmental organizations took part in the meeting in an observer capacity:  American Intellectual Property Law Association (AIPLA), Center for International Industrial Property Studies (CEIPI), European Communities Trade Mark Association (ECTA), European Brands Association (AIM), International Federation of Wines and Spirits (FIVS), International Federation of Industrial Property Attorneys (FICPI), International Association for the Protection of Industrial Property (AIPPI), International Trademark Association (INTA), International Wine Law Association (AIDV), Japan Patent Attorneys Association (JPAA), Japan Trademark Association (JTA), International Chamber of Commerce (ICC), Committee of National Institutes of Patent Agents (CNIPA) (13)

 AUTONUM 
The list of participants is contained in the Annex of this Report.

 AUTONUM 
Discussions were based on the following documents prepared by the International Bureau of WIPO:  “Agenda” (document SCT/9/1 Rev.2), “Proposals for further Harmonization of Formalities and Procedures in the Field of Marks” (document SCT/9/2), “Further Development of International Trademark Law and Convergence of Trademark Practices” (document SCT/9/3), “The Definition of Geographical Indications” (document SCT/9/4), “Geographical Indications and the Territoriality Principle” (document SCT/9/5), “Industrial Designs and their Relation with Works of Applied Art and Three-Dimensional Marks” (document SCT/9/6), “Internet Domain Names” (document SCT/9/7), and WIPO General Assembly documents:  WO/GA/28/3, WO/GA/28/3 Add. and Add. 2 on Internet Domain Names, and an extract from the WIPO General Assembly Report (document WO/GA/28/7) on Internet Domain Names.

 AUTONUM 
The Secretariat noted the interventions made and recorded them on tape.  This report summarizes the discussions on the basis of all the observations made.

Agenda Item 1:  Opening of the Session
 AUTONUM  
In the absence of Mr. Topic, Chair of the SCT, Ms. Valentina Orlova, Vice-Chair, acted as Chair and opened the meeting.  

 AUTONUM  
Mr. Shozo Uemura, Deputy Director General, welcomed all the participants on behalf of the Director General of WIPO and made a short introduction of the issues discussed in the previous meetings of the SCT.

 AUTONUM  
Mr. Denis Croze (WIPO) acted as Secretary to the Standing Committee.

Agenda Item 2:  Adoption of the Agenda

 AUTONUM  
The Draft Agenda (document SCT/9/1 Rev.2) was adopted with modifications relating to the order of discussion of the issues on Internet Domain Names.

Agenda Item 3: Adoption of the Draft Report of the Eighth Session
 AUTONUM  
The Secretariat informed the Standing Committee that, following the procedure adopted by the SCT, comments were made by several delegations on the Electronic Forum of the SCT:  Australia in respect of paragraphs 32, 40, 49, 72, 101, 106, 145, 211, 221, 233, 257, 290, 305, 308, 347, 353, 355, 360 and 385;  Finland, paragraph 132; Germany, paragraph 328;  Japan, paragraphs 216 and 252;  Republic of Moldova, paragraph 366, and the Representative of ECTA and INTA, paragraphs 341 and 367.  The abovementioned paragraphs were amended consequently in document SCT/8/7 Prov 2.

 AUTONUM  
The Representative of CEIPI requested that in paragraph 124, the wording “registration of a mark” be replaced by “registration” and also in paragraph 126 the wording “registration of a mark” be replaced by “mark and registration.”

 AUTONUM  
The SCT adopted the Draft Report of the eighth session 

(document SCT/8/7 Prov.2) as modified.

Agenda Item 4:  Geographical Indications
 AUTONUM  
The Secretariat introduced document SCT/9/4, which dealt with the practical differences between systems of protection such as appellations of origin and systems of protection of geographical indications under collective or certification marks.  The document also included issues discussed by the SCT at its eighth session.

 AUTONUM  
The Delegation of the European Communities, also speaking on behalf of its Member States, pointed out that in the last session the importance of the definition of geographical indications as such had been stressed, more specifically as a means to distinguish various rights through which geographical indications were protected.  Member States were free to protect geographical indications through laws on collective or certification marks, or through laws on geographical indications.  However, it seemed that the rights granted under these laws were not totally equivalent, thus the question of the definition allowed to appreciate the differences between these industrial property concepts.  When dealing with collective marks, document SCT/9/4, paragraph 34, indicated that the use of collective marks was governed by regulations which delimited the geographical area of production or the standards.  A collective mark enabled producers who applied for it to register the mark even if it did not contain all the elements which had to be present in a geographical indication.  The Delegation recalled that, at the last meeting Member States had agreed to use the definition contained in Article 22.1 of the TRIPS Agreement as the minimum common denominator.  Producers aspiring to gain exclusive use of a name needed to provide proof before registration that all the elements were covered, so as to establish the link between the geographical name and the product.  In addition, there had to be some form of control of the regularity of the product, although this aspect was not part of the definition.

 AUTONUM  
In reply to the intervention made by the Delegation of the European Communities, the Delegation of the United States of America supported by four other delegations (the Republic of Korea, Australia, Germany and the Russian Federation) and the Representative of a non‑governmental organization (AIPPI), said that this intervention had been helpful in identifying that Article 22.1 of the Agreement on 

Trade-Related Aspects of Intellectual Property Rights (the TRIPS Agreement) was a starting place in terms of definition.  The Delegation noted that the pre-registration check which existed in the European Communities sytem was not a requirement or a part of the Article 22.1 definition.  It was important then, to look at this existing definition and examine how currently different legal systems worked to ensure that those indications set forth as geographical indications indeed met the criteria, and were examined as trademarks or as other rights asserted by third parties.

 AUTONUM  
Referring to document SCT/9/4, the Delegation of Australia commented the system of certification marks in that country, which included, inter alia the protection of geographical indications.  The Australian certification marks system covered a much wider class of rights, but to the extent that protection for a geographical indication was sought in that country as a certification mark, the owner of the mark had to present both the specifications associated with the sign, the rules concerning the use of the sign, and a range of other requirements which would then be checked by an independent authority against two broad criteria:  first a general public interest criteria and secondly a criteria which assessed whether or not the certifying agency had a capability to make the assessments that were being claimed.  The protection which TRIPS obliged Australia to provide was two-fold:  a mechanism for use by those who actually had a claim on a geographical indication, but also an obligation to prevent use by others who were not in such a position.

 AUTONUM  
The Delegation of Germany said that, as a minimum standards treaty, the TRIPS Agreement did not prevent other countries or regions to allow for stronger protection in their territory.  However, this protection would not automatically apply outside of those territories, except in the case of existing multilateral or bilateral agreements.  The Delegation enquired those countries which had a system of certification marks, how the protection provided in Article 23 of TRIPS operated in their jurisdictions, since that article provided for a higher level of protection, while using the same definition contained in Article 22.1.  In the delegation’s view, one could read the definition in Article 22.1 as “geographical indications are for the purpose of this agreement indications which identify a wine or a spirit as originating in the territory…”, and then for the general level of protection provided by Article 22, the definition could read “geographical indications are for the purpose of this agreement indications which identify products other than wines and spirits as originating…”.  The delegation also wondered whether countries using the certification marks systems would need to change their systems if the balance between Articles 22 and 23 changed, including also the exceptions provided for in Article 24 of the TRIPS Agreement.

 AUTONUM  
The Delegation of the Russian Federation noted that although that country was not a member of the WTO, accession negotiations were underway for a long time and in that connection, amendments had been introduced into their legislation with regard to geographical indications.  In previous meetings of the SCT the Delegation had stated that, direct protection for geographical indications was provided only for one type of geographical indications which were indications of source.  This had been deemed to be in compliance with the definition of the TRIPS Agreement.  The Delegation also inquired those countries which currently used the certification marks system to give additional details on the protection provided, in particular for wines and spirits.  In the Russian Federation, regulations provided for a pre-registration check, and since other countries had more experience in this field, the Delegation thought it was useful to look at the bodies charged with such checks and the documents required by them.

 AUTONUM  
In reply to the requests for information on the protection of geographical indications through the system of certification marks, the Delegation of the United States of America explained that, as to the question of whether the system of certification marks provided TRIPS Article 23 level of protection to goods other than wines and spirits, the Trademarks Act had been amended on December 8, 1994, to provide a higher level of protection for certification marks for wines and spirits than for certification marks identifying other goods.  The Delegation noted that in the United States of America, a number of foreign applicants had taken advantage of the certification marks system to obtain protection for their geographical indications.  The Delegation further noted that, as a country following the common law tradition, the United States of America had, in addition to registration, a system that acknowledged actual use as the basis for creation of rights in geographical indications and gave certain examples:  Cognac, Colombian cofee, Comté cheese, Jamaica Blue Mountain Coffee, Halumi cheese, Parma Ham, Parmigiano Reggiano, Prosciutto di Parma, Roquefort cheese, Stilton cheese, and Swiss for chocolate and products of chocolate.  In certain cases, the owners of these geographical indications had exercised their right to prevent confusingly similar trademark registrations and had also benefitted from border enforcement.

 AUTONUM  
In reaction to these comments, the Delegation of the European Communities, also speaking on behalf of its Member States, noted that the purpose of this exercise was not to check compliance of any particular legislation or system with the TRIPS Agreement.  The Delegation proposed instead to look at the differences amongst several systems of protection, by using the definition as a starting point.  It was certain that protection could be granted to a geographical indication through collective marks but attention needed to be given to the definition, otherwise the consumer could be misled.  Apart from the debate on responsibility, it was necessary to recall that protection under collective marks implied that the product could be qualified as a geographical indication under Article 22.1.  With regard to the intervention by the Delegation of the United States of America, the Delegation noted that all of the geographical indications mentioned were well-known, and also protected in the European Communities.  However, when these products had arrived in the United States of America, they were not defined in the same manner, but under collective or certification marks, which was the only system of protection available.  The Delegation saw a problem in keeping with the definition when a geographical indication was protected as a collective mark, because the product “could” and not “should” be defined by certain characteristics.

 AUTONUM  
The Delegation of France noted that individual or collective marks, and geographical indications were two different subject matters while marks were private rights, geographical indications were collective rights, and in France the protection of geographical indications was based on a structure where recognition and registration of geographical indications was public, with a role played by the producers.  In certain countries, there was a question of choice of legislation to protect geographical indications, whereas in other countries, the lack of legal means forced owners to protect geographical indications as trademarks.

 AUTONUM  
In reply to the intervention made by the Delegation of France, the Delegation of Australia explained that, in that country the emphasis in the protection of geographical indications was not on government control but rather on a private or collective role. Australia protected geographical indications through certification marks and this was acceptable under Article 22 of the TRIPS Agreement.  The Delegation further explained that the Wine and Brandywine Act had been enacted and that this legislation dealt with geographical indications in relation to wines and spirits.  In a number of instances, protection was sought through the certification marks system which was thought to add value to the protection of the geographical indications for wines and spirits.

 AUTONUM  
The Delegation of the United States of America noted that the TRIPS Agreement identified intellectual property rights as private rights, either where these rights were asserted by government agencies (national or sectional) or by legal or natural persons.  The Delegation added that it was not necessary to conclude bilateral, multilateral or free trade agreements, to get protection for foreign geographical indications in the United States of America.  The Delegation felt that the main objective of this protection was to prevent that consumers be deceived about the source and the quality of goods and services, to which end competition was the best means.

 AUTONUM  
In response to a comment made by the Delegation of the European Communities, the Delegation of Australia explained that in this country there was no risk of confusion in the public.  The certification marks system provided for examination prior to registration, and at that stage it was necessary to prove the existence of an objective link  between the product and the place from where the origin was claimed.  In addition, another sign containing an identical or similar geographical name could not be registered. 

 AUTONUM  
The Representative of AIPPI pointed out that the TRIPS Agreement did not require any special type of protection.  Article 23.4 only referred to negotiations for a registration system of geographical indications for wines and spirits.  TRIPS called for protection against misleading use of geographical indications, or their registration as trademarks.  Therefore, a law on unfair competition or misleading advertising could be used to fullfil the requirements.  Registration of geographical indications was done through various systems:  a system of appellations of origin (i.e. in France), a sui generis system  (i.e. the European Communities) and systems of collective marks and/or certification marks.  With regard to paragraph 32 of document SCT/9/4, the Representative felt that it was not appropriate to say that a collective mark informed the public about certain particular features of the product, because an applicant of a collective mark did not have to show the characteristics of the goods or services for which registration was sought.  The Representative further noted that the system of certification mark was more appropriate for geographical indications.

 AUTONUM  
The Delegation of the European Communities, also speaking on behalf of its Member States, noted that in that jurisdiction, it was possible to register collective and certification marks.  Producers could always choose how they wanted to protect themselves against unfair use, however the best way to protect geographical indications was according to a law on geographical indications.  The Delegation acknowledged that the TRIPS Agreement did not force Member States to implement a registration system for the protection of geographical indications but provided for protection in cases of undue use.  As to the protection of geographical indications through collective or certification marks, a question concerning applicable law could arise for the examiner, and at a later stage for courts, in case of undue use.  For this reason, the Delegation suggested that it was necessary to draw a clear distinction between the different types of industrial property protection.

 AUTONUM  
In response to the intervention made by the Delegation of the European Communities, the Delegation of Australia noted that, in many countries interested persons could consult existing databases to confirm whether or not the elements of the definition were present in a given designation.  In Australia the registration of certification marks relating to geographical indications was governed by two sets of rules, firstly those rules which applied to all certification marks and secondly, rules which permitted the examiners to determine the link between the good and its geographical origin.  The Delegation added that in that country, there was no problem with choice of law, as Trademark Law, which governed the certifications mark system, provided the means to protect geographical indications.  In case of dispute, the competent authority would apply that set of rules to examine the process and determine infringement action.

 AUTONUM  
The Delegation of Canada recalled that the TRIPS Agreement gave Member States flexibility as to how they wished to implement their obligations and explained that its country fulfilled its obligations through a certification marks system.  The system provided for national treatment and was cost effective.

 AUTONUM  
The Delegation of Panama explained that the law of that country contained precise definitions for appellations of origin and indications of source.  The definition of appellations of origin was similar to that of Article 22.1 of the TRIPS Agreement, and the link between the sign and the geographical place was established in addition to a specified quality.  In Panama, the holder of national appellations of origin was the State, whereas indications of source could be used by any person established in the country who undertook a commercial or industrial activity or provided services.  In addition, the law defined indication of source as the expresion or the sign used to indicate that a product or service comes from a country or from a group of countries, a region or a specified place.  With regard to collective marks it was necessary that the applicant be part of an association of producers and that he comply with pre-established regulations for the use of the mark, and as to certification marks, they could only be used by individuals who were duly authorized and controlled by the holder of the mark, according to the relevant regulations.

 AUTONUM  
The Delegation of Argentina raised a general question concerning the last phrase of paragraph 7 of document SCT/9/4, which stated that the criteria defining geographical indications seemed less restrictive than the criteria defining appellations of origin.  This Delegation also considered that the last phrase of paragraph 52 was premature as it stated that in the case of geographical indications, the production of the raw materials and the development of the product were not necessarily situated in the defined geographical area.  The Delegation pointed out that in paragraph 50, Agricultural Labels were included, although this topic had not been previously discussed in the framework of the SCT and probably was not connected with intellectual property rights.

 AUTONUM  
In reply to the intervention by the Delegation of Argentina, the International Bureau explained that document SCT/5/3, paragraph 15 summarized the differences between the criteria defining geographical indications and appellations of origin.  In respect of the first line of paragraph 52, the Spanish version mentioned “apelación de origen” instead of “denominación de origen,” thus the Spanish text would need to be amended.  Agricultural Labels, had been included in view of the comprehensive character of the document.

 AUTONUM  
In response to a question by the Delegation of Sri Lanka, as to the type of criteria used by Member States to examine certification and collective marks for geographical indications, the Delegation of Australia clarified that in this country, there was a two-step process, the first step took place at the Trademark Office, and the second before an independent body, the Consumer and Competition Commission, where issues of public interest were raised.  There was a detailed analysis of the capacity of the applicant to comply with the rules concerning the mark.  The was also the assessment of the link to the place of origin, and of the characteristics.  The application for certification marks was published for oppositions by both domestic and foreign parties.  After registration, the mark could be challenged if it was deceptive or misleading, or where there was no link with the place of origin.

 AUTONUM  
On the same question, the Delegation of the United States of America pointed out that the system in that country also included a two-tear approach.  For parties seeking registration as a certification mark, there was first an administrative review, which took place at the Patent and Trademark Office, with regard to the statutory and regulatory guidelines.  Then the mark was published to allow for oppositions prior to registration.  However, at any point during the life of the registered mark or at any renewal, the mark could be challenged by third parties if it was deceptive.  The Delegation inquired other Member States, and particularly those applying sui generis systems of protection about the legal means available in their jurisdictions for foreign interested parties to challenge registrations.

 AUTONUM  
The Delegation of France explained that the procedure in its country was initiated by an application from the producers of a region, which was submitted to the National Institute of Appellations of Origin for initial investigation.  The application was then published in the press at local, regional and national level to allow for any third party, including trademark owners, to make comments which were examined by the body and which could eventually bring down the procedure for registration.  At the end of the entire procedure, there was a Decree, which was published in the Official Journal of the French Republic, a widely accessible means, and even at this stage, the appellation of origin could be contested by third parties.

 AUTONUM  
The Delegation of Switzerland stated that some countries had in their legislations the concept of appellations of origin in addition to the concept of geographical indications, and the former was more restrictive because the link to the place of origin was stronger since all the factors of production had to come from the same region.  Although the definition of Article 22.1 of the TRIPS Agreement, did not contain this requirement, it did not prevent members from granting more extensive protection, such as “qualified” geographical indications, (i.e. appellations of origin).  Furthermore, this Delegation pointed out that the nationality of the opponent did not play a role in the availability of means to contest a geographical indication.

 AUTONUM  
The Delegation of Romania noted that in the law of that country the definition of geographical indications was inspired from the TRIPS Agreement.  There was a procedure for registration with the industrial property office and normally the applicant was an association of producers which carried out activities in the geographical area concerned.  The office granted a registration only after the Ministry of Agriculture had certified the characteristics of the products and their origin.  There was an opposition period after publication in the Industrial Property Bulletin, and the registration could be cancelled from the register in the case of non-compliance with the regulations.

 AUTONUM  
With reference to the intervention made by the Delegation of Argentina earlier in the session, the Representative of AIPPI disagreed with the view expressed by that Delegation concerning paragraph 7 of document SCT/9/4 and stated that it was clear that the definition of appellations of origin, as set forth in the Lisbon Agreement was much more restrictive than that contained in the TRIPS Agreement.  In addition, an appellation of origin had to be a geographical name, whereas a geographical indication could be another name or indication, and under Lisbon the product had to have quality and characteristics, while according to TRIPS the product had to have quality or any other characteristics.  Regarding paragraph 52, whether all the raw materials had to come from the region concerned or whether some could come from other regions or countries, the Representative concurred with Argentina that this question could not be deducted from the definition and that, it could perhaps be a subject for further discussion, together with other questions, such as whether producers located in proximity to the geographical area could be allowed to use the geographical indication.

 AUTONUM  
The Delegation of Australia underlined that the TRIPS definition implied that not all of the raw materials or the entire process needed to come from the geographical area.  The Delegation inquired other Member States as to the way in which this question was interpreted in their jurisdictions, and in particular whether producers in adjoining areas were allowed to use a geographical indication or whether materials could be sourced from other places.

 AUTONUM  
The Delegation of the Republic of Korea, supported by the Delegation of Mexico noted that this discussion had been a good opportunity to learn about the legal systems and practices of other countries regarding the protection of geographical indications and suggested that the International Bureau prepare a collection to be used by Member States of the SCT.

 AUTONUM  
As to the requirement that all raw materials and parts of the production process come from a defined geographical area, the Delegation of Sri Lanka noted that it was useful in this context to compare the definitions contained in TRIPS and in the Lisbon Agreements.  The definition in the Lisbon Agreement had two essential features, firstly the name that was used should serve to designate a product originating therein, and secondly, the geographical environment was essential.  Very similar wording was used in the TRIPS definition:  the indication had to identify goods as originating in a territory and secondly, it had to have a characteristic, quality or other reputation which was essentially attributable to that origin.  In both definitions, the wording referring to the essential attributes remained the same, therefore whatever the position was under the Lisbon Agreement in relation to the use of raw materials, products, etc., this remained essentially the same as far as the TRIPS definition was concerned.

 AUTONUM  
In reaction to the comment made by the Delegation of Sri Lanka, the Delegation of Australia noted that there were clear links between the two definitions.  One important feature of the TRIPS definition was that a given quality, reputation or other characteristic of the good was essentially attibutable to its geographical origin and while the Delegation of Australia recognized that each Member was free to apply this provision as it understood it in its own legislation, the TRIPS requirement was a very high standard equivalent to the Lisbon standard.

 AUTONUM  
The Delegation of Mexico was of the view that, while both definitions were indeed very similar, the definition of appellations of origin was more restrictive.  A geographical indication allowed for a part of the production process to take place outside of the geographical area, since the requirement was that the quality, reputation or other characteristic be “essentially” attributable to the place of origin, while according to the Lisbon definition, even the process had to come from the same geographical area, because the quality and reputation were linked to human and other factors particular to the area.

 AUTONUM  
As to the suggestion made, that the Secretariat prepare a comparative study of laws on geographical indications in different Member States, the Delegation of the European Communities, also speaking on behalf of its Member States expressed the opinion that this study was perhaps not a priority, as any interested party could consult the relevant legal texts in the already existing collections, both at WIPO and at the WTO.  The Delegation agreed with the Delegation of Argentina that it was up to each Member to appreciate the conformity of its legislation with the minimum elegibility criteria for geographical indications in the TRIPS Agreement.  As to the observations made by several delegations about the requirement that the entire process occur in a limited geographical area, this Delegation recalled that Article 22.1 did not explicitly provide for this, but it required that the geographic link be established in a convincing manner.  The way in which this was applied to concrete cases depended on the nature of the product.  Sometimes the link could be an animal species or a plant variety indigenous to a determined geographical area.  The aspect of reputation was also important in determining a geographical indication and creating a reputation sometimes involved significant economic investment, which also justified the need for protection.

 AUTONUM  
The Delegation of the United States of America expressed the view that some of the language included in Article 22.1 of the TRIPS Agreement was difficult to interpret, for example the notion of reputation, and in this context the Delegation wondered whether the relationship just noted by the Delegation of the European Communities between reputation and economic investment was appropriate.  If this were the case, products currently identified by trademarks (i.e. Coca-Cola, Budweiser), which represented reputation as coming from a particular Member State and where there had been significant investment to create and maintain that reputation, could be eligible for protection as geographical indications.

 AUTONUM  
The Delegation of Moldova stressed the fact that there were substantial differences between the notions of geographical indications and appellations of origin. There was an analogy between the two notions on the element of geographical origin, however appellations of origin were more rare and more valuable.  The two objects of protection were different and this Delegation wondered if there was a need to protect both.  The Delegation asked whether other Member States had legislation allowing protection for geographical indications and also for appellations of origin.

 AUTONUM  
Concerning the observation made by the Delegation of the United States of America, the Delegation of the European Communities, speaking also on behalf of its Member States, noted that reputation was certainly one of the elements of the definition of geographical indications in Article 22.1 of the TRIPS Agreement.  However, this element was not to be considered in isolation and every product seeking to obtain protection had to fully satisfy the criteria of eligibility contained in that Article, which was a minimum standard.

 AUTONUM  
The Delegation of the Russian Federation said that it was preferable to keep the concepts of trademarks and geographical indications separate.  A geographical indication existed without external participation, while a trademark was a creative element, invented by a human being.

 AUTONUM  
The Representative of AIPPI supported by the Representative another non-governmental organization (CCI) pointed out that, the question raised by the Delegation of the United States of America of America helped illustrate the difference between trademarks, geographical indications, and appellations of origin.  A trademark, and even a well-known trademark (i.e. Coca-Cola), was not the name of a place or a territory.  The fact that the headquarters of the trademark owner were located in a particular country did not grant it a particular origin, because a company could be incorporated anywhere.  The requirement in a geographical indication was that the name identify a product as originating in the territory of a Member.  Although in some cases trademarks, and specially well-known trademarks suggested a particular origin, this was not their main function according to trademark law.  In some cases, geographical indications could become trademarks, but the reverse was hardly foreseeable.

 AUTONUM  
The Delegation of Australia asked Member States of the SCT to provide details on how they assessed the objective link in their jurisdictions, particularly those countries which were Lisbon Members.  Referring to the “Coca-Cola” example mentioned earlier in the session, the Delegation wondered if such an extreme case could help push the boundaries of the discussion to better understand the concepts under review.

 AUTONUM  
The Delegation of European Communities, also speaking on behalf of its Member States, supported by the Delegation of the Republic of Korea, affirmed that using extreme cases could not contribute to the discussion on the definition of geographical indications.  Perhaps every day examples could be more illustrative and allow Member States to share their national experiences.  The Delegation said that, apart from the definition itself, it was important to look at aspects of its application to concrete cases.  In the European Communities, once an application for the registration of a geographical indication was received, a file was established and the distinctive character of the proposed indication was checked just as with trademarks.

 AUTONUM  
The Delegation of Yemen said that while there was agreement amongst Member States on the definition of geographical indications, there seemed to be differences as to the means and methods employed to ensure protection of this type of intellectual property right.  There was some ambiguity with respect to geographical indications because they were separate from trademarks.  Some geographical indications were famous but others were less known and information existing in one office was not transferred to other offices.  In Yemen, registration of geographical indications, both national and foreign was done through trademark law and the procedure included verification and publication as well as opportunity for opposition.  Indications were not registered if they were likely to lead the consumer public to confusion.  It was also possible to cancel registrations by judicial order.

 AUTONUM  
The Delegation of Argentina agreed with the comment made by the Delegation of Australia that the link between the place of origin and the product was fundamental to determine a geographical indication.  In the opinion of the Delegation, the question to be addressed was whether or not a geographical indication could be protected on the basis of reputation, without taking into consideration any other characteristics linking it to the geographical area.  The Delegation objected to the idea that the link could be established through investments made in the promotion of a product.  Could one claim a geographical indication solely on the basis of reputation and independently of the idea that the consumer or the public at large had of this indication?  What was really the basis of reputation?  Did reputation mean knowledge by third parties?  Did it mean that consumers should know that a product had a direct link with a certain territory?  The Delegation added that perhaps parameters were needed to determine reputation, just as parameters had been established to determine well-known marks.

 AUTONUM  
The Delegation of the European Communities, also speaking on behalf of its Member States clarified that in its view, one of the ways to prove the link was reputation, and one important aspect behind reputation was the economic value of the investment made to promote that reputation.  In fact, reputation was territorial, and was determined by each member with reference to specific cases.  Reputation needed not be national or regional, as many geographical indications were only known in one locality and were never exported.  The legal and economic implications of this type of indications were obviously very different to those of famous indications.

 AUTONUM  
The Delegation of Guinea noted that with regard to the definition of geographical indications, the basic principle to be followed was territoriality and the link to be considered was the link of a product to human factors.  If a trademark was well-known through investment, human factors might not be taken into consideration, thus a product protected by a trademark would not be suitable for protection as a geographical indication.  In fact, the same product, with the same qualities could be produced outside of the territory of origin.  This was precisely the case with “Coca-cola” a well-known mark around the world, and a product which could be produced in many countries under different conditions.

 AUTONUM  
The Representative of ECTA expressed the opinion that a broad definition of geographical indications could become an impediment to the free flow of goods around the world.  This was incompatible with object and purpose of the TRIPS Agreement.  According to the Representative, throughout the history of geographical indications, names which had no link with the geographical area had been registered both under the Lisbon Agreement and under bilateral agreements.  The Representative also recalled that recently, in the “Parma Ham” case before the European Court of Justice, the Advocate-General had pointed out that there was a tendency to protect designations as geographical indications and thereby create barriers to trade.

 AUTONUM  
In reply to a question by the Delegation of Australia, the Delegation of France explained that the recognition of geographical indications in this country was a lengthy process, which took into account different parameters such as:  the link between the product and the geographical origin, the know-how of the producers, etc.  In order to determine these elements, there were technical investigations and an inquiry commission was designated.  Another important parameter was reputation and all appellations of origin and geographical indications were by definition well-known although at different levels.  Some of them were known regionally or nationally and the concept of territoriality applied.  The Delegation added that geographical indications applied to products which already existed and which had a reputation based on a particular method of processing.  To develop that reputation, economic investment was required, with the objective of developing high-quality products.

 AUTONUM  
The Delegation of Cuba commented the experience of that country with the registration of geographical indications, and in particular appellations of origin.  In order to establish the link, the applicant, whether a natural or legal person had to be established in the geographical area of production, and this was an aspect of paramount importance.  In Cuba, the application procedure was transparent, it included a publication and the possibility of filing observations and objections by any person.  In case of non‑compliance with all the legal criteria required, there was also a possibility to request nullification and cancellation of the registry.

 AUTONUM  
With reference to comments made earlier in the session, the Delegation of the European Communities, also speaking on behalf of its Member States explained that, according to their legislation when a request for geographical indication was contested, the contesting party could initiate a cancellation procedure.  Then, it was up to the courts to decide whether the designation applied for was a geographical indication or not, and since there was the possibility of judicial review, it was not appropriate to say that many geographical indications were abusively registered.  The Delegation added that the example of bilateral agreements was not useful for the general approach which was needed in the context of this discussion.

 AUTONUM  
The Delegation of the Russian Federation affirmed that, in fact most if not all trademarks were related to a country of origin and thereby implicitly referred to a geographical indication.  Thus, either one had to accept that a trademark could at the same time be a geographical indication, or else draw a clear distinction between the two concepts.

 AUTONUM  
In reaction to the comments made by the Delegation of the Russian Federation, the Delegation of France concurred that there should be a clear distinction between trademarks and geographical indications, however most of the time there was a peaceful coexistence between the two types of protection.  For example, in the case of the appellation of origin “Champagne,” there was on the one hand the name of the protected appellation displayed on the labels of bottles and on the other, the trademarks of different producers.  The trademark distinguished the producer of the champagne and possibly his know-how.  Thus, for the same appellation of origin there could be several trademarks.

 AUTONUM  
The Delegation of United Kingdom observed that part of the difficulty in making progress on the discussion was perhaps the fact that some countries used the trademark system to protect geographical indications and others did not.  According to the Delegation, it seemed that, when there was only one product of one producer trademark protection was appropriate but when there were products produced by more than one producer the general concepts of geographical indications or certification trademarks were more appropriate.  The Delegation questioned whether it was useful to pursue the line of whether a product was produced by more than one supplier.

 AUTONUM  
The Delegation of the Republic of Moldova informed the SCT that, following the recent accession of that country to the Lisbon Agreement, 763 requests for appellations of origin had been considered.  The conformity of these requests with national legislation had been checked.  Applications could be refused if they did not comply with the definition contained in the Lisbon Agreement.  The appellation needed to come from a territory of the country, it had to include the historic name of the product, it had to be used for the designation of a product with special qualities, determined by natural factors.  The legislation of the Republic of Moldova provided that a foreign applicant needed to furnish proof that he intended to use the appellation in the country of origin, and it was up to authorities in that country to appreciate the qualities of the product, the natural and geographical factors.  The question of priority was also important.

 AUTONUM  
In response to the comments made by Delegation of the United Kingdom, the Delegation of the European Communities, also speaking on behalf of its Member States, said that geographical indications were collective rights, and this was a fundamental feature.  Only in exceptional cases the regulations provided that the applicant of a geographical indication could be an individual and there were some well-known examples in the United Kingdom.  However, individual applications did not prevent other producers in the same geographical area to apply for the right to use the name.  One of the consequences of geographical indications was to allow a group of producers to apply for a collective right, which was a comprhensive concept and not a permanent “acquis,”, as others who respected the criteria could state rights in this connection.

 AUTONUM  
The Delegation of the United Kingdom endorsed the comments made by the Delegation of the European Communities that geographical indications were collective rights, although in some cases there could be only one user of the collective right. However, a single user could be in a weaker position than if he had simple trademark rights.  The Delegation noted that recently the trademark owners of “Plymouth Gin” had asked why they had geographical indications protection, as they also had trademark protection.  In the view of the Delegation, at least from one perspective, the owners of this trademark weakened their rights by having a geographical indication, because other producers in the same area could start producing gin to the same standards, which would not happen if they had simple trademark protection.  In addition, differences between collective rights and certification rights were fundamental to the general issue of geographical indication protection.
 AUTONUM  
The Delegation of Mexico noted the distinction between appellations of origin and geographical indications and said that the first was more restrictive than the latter.  In Mexico, two systems coexisted:  registered appellations of origin and collective marks for geographical indications.  In the case of appellations of origin, the objective link included natural and human characteristics.  It was required that the whole process take place in the region.  The protection of geographical indications as collective marks normally applied to a group of producers, and in that case part of the process could take place elsewhere and some of the raw materials could even be imported, because the crucial factor was the particular know-how of the producers of the region.

 AUTONUM  
The Delegation of Switzerland explained that trademarks identified products as originating from a company while geographical indications identified products as originating in a defined area.  Geographical indications did not give a monopoly in favor of one producer but gave an exclusive right of use to producers in an area, who met the pre-established criteria.  With regard to comments made earlier by the Delegation of the United Kingdom as to the advantage of having a trademark over a geographical indication to be able to exclude others from producing the same product, the Delegation said that this would not be so if certification marks were used to protect geographical indications.

 AUTONUM  
The Delegation of Slovenia recalled that in many countries registration of geographical indications was done by the competent ministry, whereas all procedures for the registration of trademarks were done at the trademark office.  The Delegation inquired how in such cases, trademark offices could determine whether a trademark application included a geographical indication and how they determined absolute grounds for refusal.

 AUTONUM  
The Delegation of Algeria said that the commercial and economic impact of a geographical indication should be taken into account.  The TRIPS definition did not solve all questions involved in the determination of the objective link.  Territoriality was of paramount importance to define a geographical indication, and reputation could only go along with it but could not substitute for it.  In Algeria, geographical indications were not protected if they were contrary to public order or if they were likely to mislead the public as to the origin of the goods, and an invalidation procedure could take place even after registration.  Artisanal products which had reputation often existed in countries which lacked the means to promote them, and the Delegation wondered how the necessary promotion could be achieved for these particular geographical indications.

 AUTONUM  
The Delegation of Indonesia stated that in that country geographical indications were protected as signs indicating the place of origin of goods, including geographical and environment factors, natural and human factors or a combination of both the characteristics and the quality.  Protection was granted on the basis of registration, and the application had to be made by an institution representing the producers of the area.

 AUTONUM  
In reply to the question by the Delegation of Slovenia, the Representative of AIDV pointed out that this illustrated the administrative and organizational problems faced by right holders in relation to the protection of geographical indications.  Different offices in the same country dealt with trademarks and with geographical indications and the question arose how they could resolve issues which concerned matters within the competence of other authorities.  The Representative referred in this context to cases where administrative tribunals, usually dealing only with trademark issues had to receive and decide on arguments by third parties that the trademark applied for had elements of a geographical indication or an appellation of origin.  Normally, the answer was that they were only concerned with elements of trademark law, and viceversa, the authority competent for the examination of wine labels, for example, was not concerned with elements of trademarks.

 AUTONUM  
In this connection, the Delegation of Australia explained that in this country, there were two separate mechanisms:  firstly the protection through specific legislation for wines and spirits, and secondly, the certification mark system which was also used by many wine producers.  In dealing with an application for a certification mark which included a geographic reference, an examiner would have to look at the rules which were associated with the application and to the extent that the link between the mark and the place was demostrated, the mark would be allowed.  In the particular case of wines and spirits, there was a slightly more elaborate process by which prior to registration of the geographical indication, the certifying agency went through a number of consultative processes to ensure that the proposed registration did not impinge on existing trademark rights.  In addition, a public consultation process also took place in the region concerned, to allow other producers to assert their claims.  In relation to labels, producers had to follow a number of guidelines.

 AUTONUM  
The Delegation of the United States of America observed that in that country, notifications under Article 6ter of the Paris Convention, in connection with certain designations, had raised administrative issues.  However, certification marks could be challenged at the Trademark Trial and Appeal Board (TTAB).  As an example, the Delegation explained that an opposition filed by the National Institute of Appellations of Origin in France against a mark “Cognac” had been succesful at the TTAB.  Also Scotch Whisky had been considered by this tribunal as a well-known geographical indication which could not be used by other parties.

 AUTONUM  
The Representative of AIPPI explained that in most countries, the registration of geographical indications concerned more than one office and usually the Ministry of Agriculture.  The determination of absolute grounds for refusal had to be seen in relation to national law and the examiner would normally check if the sign was confusing, descriptive or misleading.  With regard to prior rights, an ex officio examination could take place if a database on geographical indications was available.  Otherwise, a trademark could not be refused and it would be published for oppositions by third parties.  In the case that the laws of a country did not provide for opposition, the trademark could be invalidated afterwards through Court procedures.

 AUTONUM  
The Delegation of Panama expressed the view that products having a specific geographical origin could be commercialized as collective marks.  In some countries, protection offered through geographical indications could be generally extended to indications identifying a producer as coming from a country, a region or a locality within a region and where the registry may or may not be required if a given quality or characteristic of the product to which it owed its reputation was essentially attributable to its geographical origin.  Collective marks were generally defined as signs allowing to distinguish the geographical origin, the material, the method of production and other common characteristics of the goods and services of different enterprises using the mark.  Collective marks were often used to promote products which were characteristic of a given region.  Certification marks were granted to products which complied with defined requirements, although the applicant needed not be a member of any organization or entity.

 AUTONUM  
In reaction to these comments, the Delegation of the European Communities, also speaking on behalf of its Member States, explained that, the system in place in the European Union was based on a legal instrument which provided that, every producer located in a defined area, whose product met the criteria of eligibility could request to be incorporated, and allowed to use the geographical indication.  Therefore, the system was open to any producer, and this situation was parallel to the situation under a system of certification marks.  With regard to the principle of territoriality, the Delegation said that in paragraph 15 of document SCT/9/5, the International Bureau had stated that generic terms were not considered to be distinctive, and this way of introducing the subject was not necessarily relevant to the law on geographical indications, as “generic” was a concept of trademark law.  In the law of geographical indications it was more appropriate to refer to “common terms”.  As Article 24.6 of the TRIPS Agreement said “a term customary in common language as the common name…”.  It was more appropriate to use generic to refer to absolute grounds for refusal in trademark law.

 AUTONUM  
The Delegation of the United States of America explained that, in this country the principle of territoriality, as applied to industrial property in general, and to geographical indications and trademarks in particular, referred to the idea that intellectual property obligations could be implemented in various ways at the national level, in a manner consistent with international obligations.  The Delegation wondered whether in some systems the concept of territoriality was closer to the concept of “terroir” (the relationship of the product to a particular place within a territory).  The Delegation further noted that, in relation to generic terms and geographical indications, the concept of generic terms was not relevant only to trademarks and cited as examples the terms:  Parmesan, Chablis, Cheddar and Champagne, which were generic terms in the United States of America and used to describe types of products, while they were proprietory names in other Member States and perhaps even geographical indications.  Thus, in the field of geographical indications as much as in the field of Trademarks, some terms were generic, they were in the public domain and were considered in common language the common name for the goods or services.  In addition, genericness could be governed by the principle of territoriality.

 AUTONUM  
The Delegation of the European Communities, also speaking on behalf of its Member States, noted that its understanding of the two concepts was identical as that expressed by the Delegation of the United States of America, from a legal point of view.  This was also clearly explained in the document prepared by the Secretariat.  An entirely different question was how that concept was applied in practice and in what manner a member decided whether a term was generic or not.

 AUTONUM  
The Delegation of the Republic of Korea stated that the principle of territoriality was an established principle and a basic doctrine of industrial property laws.  Geographical indications did not have to be treated differently.  The country where protection was sought had the authority to determine whether or not the name applied for was a geographical indication or whether it was a generic term.

 AUTONUM  
In relation to a point raised by the Delegation of the European Communities, the Delegation of the United States of America sought clarification as to the possibility, under European Communities geographical indications law, to allow any producer established in a specific geographical area and whose products met the standards, to use the geographical indication.  The Delegation inquired specifically how this protection applied to foreign producers seeking for protection of geographical indications in the European Communities.

 AUTONUM  
The Delegation of Australia also sought clarification from the Delegation of the European Communities as to how the concept of generic term in relation to geographical indications was understood in that jurisdiction and how this concept was different in relation to trademarks.

 AUTONUM  
In reply to the comment made by the Delegation of Australia, the Delegation of the European Communties, speaking also on behalf of its Member States clarified that, according to the principle of territoriality, seen as a legal principle applied for both trademarks and geographical indications, it was up to every member to define whether a name, a term or a designation was a geographical indication in its territory or whether it had become a generic term.  Under the European Communities system, the definition used was that of Article 24.6 of the TRIPS Agreement, because their understanding of generic terms was in the framework of geographical indications and they did not use the term non‑distinctive as equivalent to common use in every day parlance.  In reply to the comment made by the United States of America, the Delegation explained that if a foreign producer established himself in a geographical area delimited for a given geographical indication and fulfilled the requirements, the geographical indication would certainly be open to that producer.

 AUTONUM  
The Delegation of the United States of America further inquired how foreign and homonymus geographical indications were protected under the European Communities system.  The Delegation of the European Communities, also speaking on behalf of its Member States replied that protection to foreign nationals was given in accordance with the obligations established under the TRIPS Agreement.  In particular, the TRIPS Agreement obliged Member States to give nationals of other WTO Member States protection against undue use of their geographical indications in the territory of the European Communities.  The TRIPS Agreement did not, however, establish that registration should be a requirement for protection, but in the European Communities the courts were open to receive complaints against undue use, under Articles 22 or 23, depending on the product. European producers would certainly receive the same type of protection in other Member States.

 AUTONUM  
In relation to the discussion on generic designations, as reflected in paragraph 15 of document SCT/9/5, the Representative of a non-governmental organization (AIPPI) expressed the opinion that a generic term was a term incapable of distinguishing, which could therefore never become a trademark.  However, a generic term was also one which was absolutely needed by consumers and traders to describe an object, and it was necessary to prevent appropriation of that term.  On the issue of territoriality, the Representative said that, in his opinion, there was a big difference between trademarks and geographical indications.  In the first case, both the Paris Convention and the TRIPS Agreement provided for the territorial nature of trademark rights -with the exception of well-known marks- whereas in the case of geographical indications, Articles 22 and 23 of the TRIPS Agreement provided for absolute protection for wines and spirits in every country.

 AUTONUM  
The Delegation of Germany noted that, in relation to the question posed by the Delegation of the United States of America on the protection of foreign geographical indications within the territory of the European Communities, the Courts in Germany would not apply the text of the TRIPS Agreement directly, however through national law, this country complied with the basic obligations imposed on all WTO Member States to provide legal means of protection in case of misleading use of geographical indications.  There were two basic ways to protect geographical indications:  one through the Law on Trademarks and Other Signs, whereby protection was granted on the basis of the existence of a geographical indication, without the need for registration and the law did not distinguish between national and foreign geographical indications.  The second form of protection was through the Act against Unfair Competion, and in this field, the question of whether an indication was national or foreign was also irrelevant.  This system was, of course independent from the registered geographical indications at the European Communities level.

 AUTONUM  
The Representative of ECTA disagreed with the opinion expressed by the Representative of AIPPI as to the notion that, protection of geographical indications under the TRIPS Agreement constituted an exception to the principle of territoriality.  On the contrary, every state had the right to determine whether a geographical indication existed or not.  In addition, the terms of Article 24.6 of the TRIPS Agreement were broadly defined and therefore, this did not mean that a geographical indication could not be refused on other grounds.  The definition of Article 24.6 “a term customary in common language” was in his view broader than European Community Law, under which, there were terms that had always been customary and others which had become customary.  Genericness, neded to be examined by every country separately, according to its own standards.  The Representative, added that there was some degree of controversy as to whether or not a registered term could become generic, and an example which illustrated that controversy was the registration of the indication “Feta” in the European Communities.  The Representative further noted that, under the Lisbon Agreement registered appellations of origin were not to become generic.  However, in his opinion, at least ten terms included in the Lisbon list had become generic terms in some countries.

 AUTONUM  
In response to the comments made by the Representatives of AIPPI and ECTA, the Delegation of the European Communities, also speaking on behalf of its Member States, clarified that in their system, generic terms could not be registered as geographical indications.  In order to determine genericness within the territory of the European Communities, it was necessary to refer to the elements of the definition of geographical indications and to criteria laid down in the appropriate legislation.  All of these checks had to be carried out prior to the registration of a name.  This had been the case of the indication Feta, where the producers had presented ample evidence before the Commission, to prove that the term was neither generic, nor had become generic.  According to the European Community regulation, there was a possibility of judicial review, thus any person who felt affected by this registration could apply for its nullification.

 AUTONUM  
The Delegation of Mexico agreed with previous delegations that determination of whether a term was generic or not had to be done by the authorities of each country.  As a result, names which were generic in one jurisdiction, could be geographical indications in another, and cited the case of Manchego cheese, which was a protected geographical indication in the European Communites, whereas in Mexico it was considered a type of cheese (a generic).  The Delegation added however, that it was important to consider the time factor, in other words, once a geographical indication had been registered and protection had been granted in a given territory, that designation could not become generic.

 AUTONUM  
The Representative of ECTA raised the point that the TRIPS Agreement established, under Article 16 the principle of “first in time, first in right,” which meant that if there were other industrial property rights such as trademarks prior to the request for protection of a geographical indication and if the request was conflicting with those rights, the Member State did not have an obligation to grant protection.

 AUTONUM  
The Delegation of Switzerland, referring to the comments made by the Representative of ECTA and stated the TRIPS Agreement applied the principle of territoriality for the protection of geographical indications.  However, as regarded the country of origin, parameters needed to be established to determine the link.  As to the relationship between geographical indications and trademarks within the framework of the TRIPS Agreement, there was a clear difference between the two concepts, and Article 24.5 established the possibility of coexistence between them.  This tempered the possibility provided under Articles 22.3 and 23.2 to register a mark in the cases considered to in these articles, but the Delegation did not see the principle of first in time, first in right in the relationship between geographical indications and trademarks.

 AUTONUM  
The Representative of ECTA reacted to the comments made by the Delegation of Switzerland, by saying that a distinction had to be made between Articles 24.5 and 16 of the TRIPS Agreement.  Article 16 clearly stated that the owner of a registered trademark should have the exclusive right to prevent third parties from using in the course of trade, an identical or similar sign and it was clear that the term sign also included geographical indications.  In addition, the second sentence of Article 16.1 of the TRIPS Agreement clearly established the principle of prior rights.  Article 24.5 in connection with Article 23 granted absolute protection to geographical indications for wines and spirits and Article 24.5 provided for coexistence.

 AUTONUM  
With respect to the exceptions discussed in paragraph 13 of document SCT/9/5, i.e. generic character of geographical indications or continued use of terms, the Delegation of Argentina stated there was a further very important exception, according to the TRIPS Agreement: continued use over time, but without any link to a prior intellectual property right, in which case the use of expressions that had occurred over a long period of time was allowed to continue.  In addition, the Delegation disagreed with the approach of paragraph 14 of the document, as the two exceptions mentioned above did not stem from relatively rare contexts prior to the entry into force of national or international regulations.  Indeed, they were more common than protection by sui generis systems.  Furthermore, the fact that a name had become generic in many countries was due to processes of immigration and colonization, as in Latin America.

 AUTONUM  
In reply to the comments made by the Delegation of Argentina, the International Bureau explained that perhaps there was a problem with the drafting or the understanding of paragraph 14.  Indeed, reference was made to the situation existing today, as inherited from the past.  There were obviously movements of populations which created situations of fact.  These needed to be dealt with the introduction of the “grandfather clause”, applicable to those periods when there no legal norms.

 AUTONUM  
The Delegation of Australia raised the issue of the protection of geographical indications abroad and referred to document SCT/8/5, starting in paragraph 23.  The Delegation said that the document provided a useful overview of possible ways to protect geographical indications in foreign countries, namely through bilateral agreements, protection of European Community geographical indications, protection of appellations of origin through the Lisbon Agreement, and protection through certification and collective marks by way of the Madrid Agreement and Protocol.  The Delegation explained that several foreign holders of geographical indications had sought and obtained protection through the certification marks system in Australia (Stilton, Ceylon Tea, etc.) and by doing so they had been able to establish certainty as to how Courts in that country understood such protection.  The Delegation recalled that the Delegations of Germany and the European Communities had mentioned that protection against missuse of a geographical indication in those countries was possible through the tribunals. However, the Delegation wondered if other countries had a mechanism of positive protection for foreign geographical indications, which could provide security to the Courts.

 AUTONUM  
The Representative of AIPPI observed that there seemed to be a great difference between specific registration systems for geographical indications and registration of collective or certification marks.  Normally, it was possible for foreigners to apply for collective and certification marks, on the basis of the Paris Convention, but an equal possibility did not exist for geographical indications registration systems, and for this reason the European Union system was limited to residents of the EU territory, except maybe through bilateral agreements.  In the view of the Representative, it was more appropriate to register geographical indications as certification marks, although a large number of countries protected geographical indications as collective marks.  Most countries of the European Community allowed registration as collective marks of terms with a geographical origin, even though they were descriptive, and every member of the association who fulfilled the requirements could use the mark.  The Representative further noted that this could be a way to protect foreign geographical indications, for example in the European Community.  However, the protection granted through collective marks would be lower than the protection under  certification marks or a sui generis system of registration.

 AUTONUM  
Referring to paragraph 33 of document SCT/8/5, the Delegation of the United States of America emphasized that the Madrid Agreement and Protocol provided for the protection of certification marks.  Since this was an open system, which allowed for notice and for the possibility of opposition and cancellation, and was used by a fairly large number WTO Member States, it could provide an easy international mechanism for the protection of geographical indications via the certification marks system.

 AUTONUM  
In reaction to this comment, the Delegation of Switzerland noted that although certain Member States of the Madrid Agreement used trademark law to protect geographical indications, this was not the case in all Member States.  When a country under the Madrid Agreement or Protocol received an application for the registration of a mark, which included or consisted of a geographical indication, the country would examine the application according to its own criteria, and on the basis of the conditions for validity of the trademark, ie. distinctiveness, origin of the products, etc.  This meant that in many countries, if the mark was a simple geographical indication, it could not be registered as a trademark because it did not have a distinctive character, but it would rather be registered as a geographical indication.

 AUTONUM  
The Delegation of the United States of America, said that some of the recent interventions had stressed the existing differences between the common law and civil law systems and stressed the importance of establishing definitions.  The Delegation wondered whether it would be more suitable for the SCT to focus on the elements which led to protection.  For example, elements that tended to establish the characteristics of the good, or the meaning of “essentially attributable to its geographical origin” and how this concept was established.  Perhaps by reaching common understandings on these points, it would be possible to reach a common understanding on the definition of geographical indications.

 AUTONUM  
The Delegation of the European Communities, also speaking on behalf of its Member States, said that in document SCT/9/4, the Secretariat had clarified the differences between trademarks and geographical indications, and other parts of this document had already addressed the concerns raised by the Delegation of the United States of America.

 AUTONUM  
In response to a question raised by the Delegation of Argentina as to the impact of registering geographical indications as collective trademarks, on the substantive rights of holders, the Delegation of Germany explained that such registrations were possible only when they were contemplated in the national legislation of the receiving country, as was the case for Germany.  The Delegation of the European Communities, also speaking on behalf of its Member States, added that in certain cases, a product which received protection as a geographical indication or appellation of origin under national legislation had to be protected by a collective mark if the country where that product was exported did not provide for another type of protection.

Internet Domain Names and Geographical Indications

 AUTONUM  
The Delegation of the European Communities noted that the question of protection of geographical indications in the domain name system (DNS) is a complex matter, and requested the International Bureau to prepare a summary document, setting out the advantages and disadvantages, clarifying objectives and describing the steps involved in implementing protection for geographical indications in the DNS.  The Delegations of Malta, Mexico, Sweden, Sri Lanka and Turkey supported this request.  The Delegation of Switzerland supported the request for such a study, and added that it should examine the extent to which the protection accorded to trademarks under the uniform administrative dispute resolution policy (UDRP) could apply to geographical indications.

 AUTONUM  
The Delegation of the United States of America stated that, while it did not object in principle to the carrying out of such a study, this exercise was likely to be controversial and the International Bureau should be permitted to fully explore the issues raised, including the current facility for complainants holding collective or certification marks to access the UDRP with respect to geographical indications, the relationship between notifications under Article 6ter and actions brought under the UDRP, the role of traditional expressions as geographical indications, and how homonymous geographical indications would be treated.  

 AUTONUM  
The Delegation of Australia strongly supported the request for a study by the International Bureau that compiled discussions of the issues raised by protection of geographical indications in the DNS, but expressed its reservations to discussion of the advantages and disadvantages of such protection, noting that this implied a statement of views on the part of the International Bureau.  The Delegation of Australia further noted that it was important that any implementation of protection of geographical indications in the DNS was not granting new rights in such names, but recognizing an existing intellectual property right for protection against abusive or bad faith use of such indications in the DNS.

 AUTONUM  
The Delegation of Japan emphasized that it was important to take account of the rapid changes in the Internet society, and that excessive protection of names such as geographical indications could create problems for registration authorities and decision‑makers attempting to decide the scope of protection.  The Delegation noted the diversity of opinions in discussions on this issue, including in the TRIPS Council and SCT, over fundamental issues concerning protection of geographical indications in the physical world, including their definition, means and scope of protection, and exceptions to protection.  The Delegation expressed strong doubt as to whether it was possible at this time to usefully discuss this issue in the context of the DNS, and suggested that such discussions be postponed until there was further development in discussions on protection of geographical indications in the physical world.  The Delegations of Argentina, Australia, Canada, Czech Republic, Mexico, the Republic of Korea, Turkey and the United States of America of America, expressed similar concerns. 

 AUTONUM  
The Delegation of Mexico added that protection should only be extended to geographical indications in the DNS once there exists legal certainty or minimum consensus as to how to protect such indicators in the physical world.  In the absence of such consensus, the Delegation requested that these discussions be postponed.  The Delegation of Argentina agreed with this remark, and noted that lengthy discussions concerning protection of geographical indications in the physical world had not yet been resolved.

 AUTONUM  
The Delegation of the European Communities noted that, by its decision in September 2001, the General Assembly required the SCT to discuss the issue of protection of geographical indications in the DNS, and to reach a decision. The Delegation noted that it had shown flexibility in earlier discussions and requests concerning geographical indications, and that similar flexibility should now be extended to consider protection of geographical indications in the DNS, which was an issue of importance to its Member States.  The Delegation noted that, after three years of discussions, a constructive solution was now required to the problem of registration of geographical indications as domain names by persons not entitled to use such identifiers, as established by the TRIPS Agreement.  The Delegation noted that no consensus was required as to a single system for protection of geographical indications in the DNS, but that the minimum protection required by the TRIPS Agreement could be accorded through various means of protection, and that this was consistent with extending a measure of protection to geographical indications in the DNS.

 AUTONUM  
The Representative of AIDV noted the recent resolution of its General Assembly that expressed the AIDV’s concern with the registration of domain names containing all or part of geographical indications by persons not entitled to rights in such names.  The Representative emphasized the need for respect for such intellectual property rights, as established in the TRIPS Agreement, and stated that geographical indications should be accorded protection similar to that granted to trademarks in the DNS.  

 AUTONUM  
The Delegation of Sri Lanka noted that, while there exists a divergence of views as to how to protect geographical indications, there is a general agreement on the need and obligation to protect such indicators under the TRIPS Agreement.  The issue is therefore the manner in which such identifiers must be protected.  The Delegation stressed the urgency with which this issue must be addressed, and a study conducted by the International Bureau, and noted that any delay would allow third parties to register geographical indications as domain names, thereby aggravating the question of alleged acquired rights.  

 AUTONUM  
The Delegation of Sweden agreed with this proposal.

 AUTONUM  
The Delegation of Australia noted the divergence of views on this issue and proposed that, while such discussions should continue in the SCT, clarification was required as to the substance and timing of future work in this area.

 AUTONUM  
The Delegation of Argentina emphasized that the issue of protection of geographical indications in the DNS implicated broader questions as to the scope, object and manner of protection that required a coherence or agreement on the underlying issues (for example, what lists of names would be protected in the DNS, and what treatment would be given to generic terms).

 AUTONUM  
The Delegation of the European Communities noted that no list of names of geographical indications was required in order to grant protection in the DNS, in the same way that no such list existed in order to grant protection to trademarks.  The Delegation noted that, in the case that a domain name registrant had a right to use the geographical indication and its use was non-abusive, then the first-come, first-served principle of domain name registration would apply.

 AUTONUM  
The Representative of INTA noted the fundamental principle of comparative law that different legal systems could achieve a similar solution by means of different procedures or terminology – for example, the protection of business entities under corporate law in common law jurisdictions, and as SARL in civil law jurisdictions.  The Delegation noted that discussions in the SCT revealed a common approach to the issue of protection of geographical indications in the DNS.

 AUTONUM  
The Delegation of France, referring to the intervention of the Representative of INTA, noted that geographical indications were subject to various forms of protection, including as collective or certification marks that were eligible for protection under the current UDRP.

 AUTONUM  
The Chair concluded that all Delegations supported further examination of the question of protection of geographical indications in the domain name space (DNS), and had requested the International Bureau to report to the Committee and outline approaches for future discussion.

 AUTONUM  
The International Bureau indicated that the requested study would summarize the issue of protection for geographical indications in the DNS, set out the advantages and disadvantages of including the protection of geographical indications in the uniform administrative dispute resolution policy (UDRP), and note the challenges and differing views in this area.

Internet Domain Names and Country Names

 AUTONUM  
Discussions on the protection of country names in the Domain Name System (DNS) were based on documents WO/GA/28/7, WO/GA/28/3 and SCT/9/7.

 AUTONUM  
The International Bureau recalled that, at its meeting from September 23 to October 1, 2002, the General Assembly of Member States of WIPO had noted that all delegations had approved the recommendations of the SCT concerning country names with the exception of those of Australia, Canada and the United States of America of America.  It added that the General Assembly had further noted that a number of issues concerning the protection of country names in the DNS required examination in greater depth.  It specified the following three questions:

(a)  the list to be relied upon to identify the country names that would benefit from the protection envisaged;

(b)  the extension of the deadline for the notification to the Secretariat of names by which countries are commonly known;

(c)  how to deal with acquired rights.

 AUTONUM  
The Secretariat recalled that the General Assembly had decided that the debate should continue within the framework of the SCT with a view to reaching a final decision.

 AUTONUM  
The Delegation of Mexico, on reading document SCT/9/7, expressed surprise at the small number of countries that had notified the International Bureau of the names by which they were commonly known. It wondered finally whether that was an indication that few countries that actually wanted country name protection in the DNS.

 AUTONUM  
Replying to a question raised by the Delegation of Australia on the wisdom of drawing up a list of country names, the Secretariat recalled that the SCT recommendations on country names, approved by most delegations in September 2002, included the extension of protection to potentially misleading variations on country names.  It mentioned a certain number of examples of such potentially misleading variations, including “Holland” for the Netherlands, “Russia” for the Russian Federation, or the more difficult matter of “Siam” for Thailand.  It recalled that the idea behind the drawing up of a list of countries was to accommodate these few instances of potentially misleading variations on names in order to ensure that they too were protected.  It also added that the concept of potentially misleading variations had to do not only with the name itself but also with the risk of possible association between the owner of the domain name and the constitutional authorities of the country concerned.

 AUTONUM  
The Delegation of Japan, while favoring the proposal to consider the question of country name protection in the DNS, said that it was necessary to discuss the legal foundation underlying that protection.  The Delegation also pointed out that it did not wish to have UDRP principles extended to country names.  It was however in favor of registries being provided with a list of country names.

 AUTONUM  
The Delegation of Canada recognized that, even though most delegations wished to have country names protected in the DNS, the manner in which the protection system would be administered in practice was still unclear.  The Delegation emphasized the importance of an effective and inexpensive domain name registration system that allowed for the evolution of the Internet, adding in that connection that it was of prime importance that the rules to be laid down for the virtual world should be relevant to the rules that already existed in the real world.  The Delegation made it clear that it supported in principle the control of country name abuse in the DNS, but that it did not recognize the rights of countries in their names.  Consequently it did not support the idea of a country being able to reserve its name in the DNS in order that the domain name corresponding to the name of the country in question might be used only by that country’s constitutional authorities.  The Delegation maintained that, before ICANN could take any action with a view to protecting country names in the DNS, States should introduce the right degree level of protection to be afforded to country names under generally applicable international principles and treaties.  In that connection the Delegation considered it inappropriate to ask ICANN to establish new rights while States were not even capable of setting the appropriate level of protection.  It ended by declaring itself in favor of the consensual approach which consisted in continuing the discussions on the protection of country names in the DNS.

 AUTONUM  
Like the Delegation of Canada, the delegations of Australia, United States of America and the Representative of INTA dismissed the idea of a country being allowed to reserve its own name in the DNS.  

 AUTONUM  
While some delegations were seen to be sceptical regarding the establishment of a list of country names, the delegations of Australia, Egypt, France, Germany, Greece, Mexico, Spain, Sri Lanka and the United Kingdom declared themselves in favor of establishing such a list, which would be based on the UN Terminology Bulletin.  Several delegations (Australia, Egypt, Spain, Sri Lanka, United Kingdom) said that the list could also include the names by which countries were commonly known and two delegations (Australia and Sri Lanka) were also in favour of including to the list potentially misleading variations.

 AUTONUM  
The Delegation of the European Communities suggested that the period allowed for the notification to WIPO by Member States of the names by which their countries were commonly known should be extended.

 AUTONUM  
The Delegation of Australia, while recalling that it was not itself in favor of protecting country names in the DNS, pointed out the General Assembly had decided on such protection, and that attention should therefore be turned to its procedural aspects.  In that connection the Delegation declared itself in favor of drawing up a list containing the official names of States in both the long and the shorter forms, the names by which the countries were commonly known and also potentially misleading variations.

 AUTONUM  
The Delegation of Brazil declared itself in favor of continuing discussions on the question of the protection of country names in the DNS.  It added that examination of the replies to the questionnaire on country names circulated among WIPO Member States by the International Bureau would allow the essential features of this issue to be identified, and could serve as a basis for future discussion.

 AUTONUM  
The Delegation of the United States of America returned to the statements made by the Delegations of Canada and Japan, and said that, in view of the lack of consensus on the legal foundation that should underlie country name protection in the DNS, a preliminary study should be undertaken in order to identify the general principles of intellectual property law.  It also noted that, if UDRP principles were extended to country names, the question of a sovereign State invoking its immunity where a defendant went to court would arise even when there were no consensus on the matter of sovereign immunity.  That however was a matter with which the SCT should not have to concern itself, and so the Delegation concluded that it did not wish to continue to work on the question for the time being.

 AUTONUM  
The Delegation of Mexico said that, if it were decided that protection would be confined to those names alone that appeared in the UN Bulletin, it was willing to have the name “República Mexicana” removed from the list of commonly used country names notified to the International Bureau.

 AUTONUM  
The Delegation of Japan said that UDRP principles should not be extended to country names.  As for the list as to be used, the Delegation said that it wished to have the list based on that appearing on ISO Standard 3166.  It added that it wished to prohibit the misuse of country names in the DNS, but that a discussion in greater depth was necessary.

 AUTONUM  
A certain number of delegations (Mexico, Spain, United States of America) expressed concern regarding the possibility of making comments on the list of commonly used country names notified to the International Bureau.

 AUTONUM  
In reply to a question made by the Delegation of Australia as to whether States were willing to give up their immunity in connection with the UDRP principles, the Secretariat recalled a certain number of provisions applicable in the framework of the UDRP.  Among other things it mentioned that, on filing a complaint, the plaintiff undertook to recognize, in the event of the defendant going to court, the jurisdiction of the place in which the registry was located or that of the defendant’s domicile. A certain number of States, including Australia, Norway and Turkey, had lodged complaints under the UDRP and in doing so had renounced their immunity.  The International Bureau added that, as far as the extension of UDRP principles to the names and acronyms of intergovernmental organizations was concerned, the organizations had said that they did not wish submit to the jurisdiction of one country in particular, and that it had actually being agreed that the UDRP would be amended to provide for de novo examination in connection with an arbitration procedure, and therefore to rule out recourse to the courts.

 AUTONUM  
The Chair recalled that it had been proposed that the list of country names to be protected should be based either on the list appearing in the ISO Standard 3166 or on the UN Bulletin, or alternatively that work should continue on that question.  She proposed setting December 31, 2002, as the date on which work on the issue should be completed, and ended with a reminder that the matter of acquired rights had also to be dealt with.

 AUTONUM  
The Delegation of Mexico endorsed the Chair’s conclusions, adding that it might be useful for the International Bureau to draw up a document containing suggestions for possible options available to the owner of a domain name in the event of a State party to a dispute refusing to renounce its immunity.

 AUTONUM  
The Delegation of Australia declared its concern regarding the question of extending the time limit to December 31, 2002, while there was not even a process concerning the fate of the list.

 AUTONUM  
The Delegation of Yugoslavia wondered how in a case of a country changing its name would be dealt with.

 AUTONUM  
The International Bureau took the opportunity to mention that the UN Bulletin was a sound basis inasmuch as its regular updating reflected any changes that might have been made to a country name.

 AUTONUM  
The Delegation of Venezuela wondered whether certain terms appearing in the UN Bulletin such as “Government” or “Confederation” were also going to be protected as such.

 AUTONUM  
The Secretariat stated once again that a decision had to be taken regarding the list on which the protection of country names in the DNS should be based, namely the list appearing in ISO Standard 3166 or the UN Terminology Bulletin.  It emphasized in that connection that the discussions had revealed a majority of delegations favoring the use of the UN Bulletin.  While recalling that conclusions had to be reached on the matter of acquired rights, some delegations at the special sessions had proposed the payment of compensation to the owners of domain name registrations that corresponded to country names where those owners had no connection with the constitutional authorities of the countries concerned.  It did however point out that such an approach would raise a certain number of difficulties, such as the calculation of the amount of compensation.  It suggested that the simplest approach might be to protect country names against future registration as domain names in gTLDs.  It added that such an approach could more easily be applied in the ICANN framework.

 AUTONUM  
The delegations of Australia, Germany, Greece, Japan, Mexico, Spain and the United Kingdom supported the approach proposed by the International Bureau, which consisted in protecting country names against future registration as domain names in gTLDs.  

 AUTONUM  
The Delegation of Spain said on the other hand that, in the case of registration in bad faith, UDRP principles could be applied retroactively.

 AUTONUM  
The Delegation of Greece said that, if the principle of retroactivity were accepted, it saw no objection to it being applied.

 AUTONUM  
The Delegation of the United States of America said that, as far as acquired rights were concerned, a trademark for instance could very well incorporate a country name, and also that certain generic terms in English could correspond to country names, “Turkey” being an example.  The Delegation highlighted the fact that that was an instance of intellectual property rights being used in good faith as domain names.

 AUTONUM  
On the matter of sovereign immunity, the Delegation of Mexico asked the International Bureau to explain to it why de novo examination could be considered in the case of an international intergovernmental organization, but not for a State.  The Delegation finally wondered whether other systems existed that allowed States not to renounce their immunity.

 AUTONUM  
The International Bureau said it was acknowledged in international law that international intergovernmental organizations could object to any recognition of national jurisdiction and opt for recourse to arbitration.  It said that, in the course of discussions on the protection of the names and acronyms of intergovernmental organizations in the DNS, the legal advisers of the United Nations had proposed a procedure whereby de novo examination could be considered in the case of arbitration.  The International Bureau said that the option was available in the case of States.  

 AUTONUM  
While the delegations of France, Germany and Spain stated expressly that they were in favor of extending UDRP principles to country names, delegations of Germany, Spain and Greece declared their preference for the lifting of sovereign immunity in such cases.

 AUTONUM  
The Chair drew the following conclusions:

(a)  Recalling the decision taken by the General Assembly at its September 2002 session, the majority of delegations had declared themselves in favor of amending the Uniform Domain Name Dispute Resolution Policy (UDRP) with a view to having country names protected in the DNS.

(b)  As far as the procedure for that protection was concerned( the delegations had spoken in favor of the following measures:

(i)  protection should cover the names of countries in their long and shorter forms as appearing in the UN Terminology Bulletin;


(ii)  protection should make it possible to combat the registration or use of a domain name identical or confusingly similar to a country name where the owner of the domain name had no right to or legitimate interest in the name, and where the domain name was of such a nature that users were liable to be wrongly led to believe that there was an association between the owner of the domain name and the constitutional authorities of the country concerned;


(iii)  every country name should be protected in the official language or languages of the country concerned and in the six official languages of the United Nations;


(iv)  protection should extend to all future registrations of domain names in generic top-level domains (gTLDs).

(c)  The delegations had declared themselves in favor of continuing discussions on the following points:

(i)  extension of protection to the names by which the countries are commonly known;  the delegations had also agreed that any additional name of that kind should be communicated to the Secretariat by December 31, 2002;

(ii)  retrospective application of protection to existing domain name registrations in which rights invoked might have been acquired;

(iii)  the matter of the sovereign immunity of States party before the courts of other countries regarding the procedures for the protection of country names in the DNS.

(d)  The delegations asked the Secretariat to convey the recommendation to the Internet Corporation for Assigned Names and Numbers (ICANN).

(e)  The Delegations of Australia, Canada and the United States of America of America dissociated themselves from the decision.

(f)  The Delegation of Japan considered that, while it was not opposed to the decision to extend protection to country names in the DNS, further discussions were necessary regarding the legal foundation of that protection, and it expressed reservations regarding paragraph 2 above, with the exception of its subparagraph (iv).

Trademarks

 AUTONUM  
The Secretariat informed the SCT that two new countries had acceeded to the Trademark Law Treaty (TLT) since the eighth session of the Committee, namely Kazakhstan and Estonia, bringing to thirty the total number of Member States to this treaty, by the end of January 2003.  The Secretariat also announced the publication of the Joint Recommendation concerning Provisions on the Protection of Marks, and Other Industrial Property Rights in Signs, on the Internet, as WIPO publication No. 845.

Proposals for further harmonization of formalities and procedures in the field of marks
 AUTONUM  
The Secretariat introduced document SCT/9/2 which reflected the changes suggested by SCT Member States at its last session.  The Secretariat proposed to begin discussions with Article 8 of the TLT regarding Communications and the relevant Rule 5bis of the draft Rrevised Treaty.  The Secretariat explained that concerns were raised at the eighth session as to the proposed language of sub-paragraphs (b) and (c) which, reproduced the language of the Patent Law Treaty (PLT) and was worded in the negative.  Concerns were also expressed as to whether a contracting party could be forced to accept communications other than on paper.  Some delegations also expressed the desire of introducing some form of incentive or a statement recalling the importance of electronic filing particularly for trademark users.  To reflect these concerns, the Secretariat had reproduced the extisting paragraphs (b) and (c) as Alternative A, and as Alternative B new wording bearing in mind these concerns.

Article 8

 AUTONUM  
The Delegation of the United States of America noted that, in its view, the approach used in Article 8 seemed to limit the right of offices to choose the means through which they wished to receive communications.  The Delegation further explained that although the United States of America had currently no plan to shift to mandatory electronic communications, it was of the opinion that a treaty should be forward-looking and therefore it should not tie offices to a particular form of communication.  The Delegation presented some statistics on filings of trademark applications from foreign applicants at the USPTO, in the period 2000 – 2001, which showed that, contrary to certain offices, applicants who have experience with electronic filing preferred this form of filing.  For this reason, the Delegation explained that it would not support a treaty which limited offices from moving into the future.

 AUTONUM  
The Delegation of Spain, supported by the delegations of Germany, Panama, the Republic of Korea, the Russian Federation and Ukraine favored Alternative B in the text, as it provided a positive language and was clearer than Alternative A.

 AUTONUM  
The Delegation of Australia noted that although this Delegation had expressed its preference for a positive wording of the provision on communications, it did not consider that the sense of Alternatives A and B was equivalent.  The Delegation noted that Alternative B could more accurately reflect Alternative A if it read “Any Contracting Party may require the filing of communications on paper and other than on paper.”  As it stood, alternative B meant that Contracting Parties were free to decide whether or not they would accept communications on paper and other than on paper, but it did not say whether they were free “to require” the presentation of communications in a particular way.  Referring to the intervention made by the Delegation of the United States of America that offices should be allowed to determine the means of transmittal of correspondence, this Delegation noted that neither Alternative A or B reflected that position.

 AUTONUM  
The Delegation of the United Kingdom indicated that neither Alternatives A or B conveyed the message that encouragement was needed to use electronic filing, although one should not deter applicants from using more traditional methods.  Perhaps this underlying message was lacking in these alternatives rather than any precise legal wording.

 AUTONUM  
The Delegation of the European Communities said that, in principle it welcomed the statement made by Australia at the last session asking for a positive wording for Article 8.  However, the Delegation did not think that the two alternatives presented at this meeting had equivalent meaning.  It wondered if it would not be preferable to say exactly what was expected from these provisions, and suggested that a wording should be found allowing Offices to accept communications both electronically and on paper.  Perhaps the appropriate wording could be drawn from the explanations contained in the notes.

 AUTONUM  
The Delegation of Canada supported the positions expressed by the Delegation of Australia and the Delegation of the European Communities.  While the Delegation had some sympathy for Alternative B as a more positive approach, it thought that the drafting was confusing.  The Delegation was of the opinion that the suggestion put forward by Australia, allowing Contracting Parties to receive communications on paper and other than on paper would make clearer that it was up to the Office to decide what type of communication it would require.  This position seemed to follow the meaning of the first part of Article 8.1, which set out the requirements that a Contracting Party was allowed to establish.  If this part limited the requirements, there had to be a part allowing a Contracting Party to require the filing of communications on paper or other than on paper.

 AUTONUM  
The Representative of OAPI, expressed support for Alternative A which took into account the concerns expressed by the Delegation of the United States of America in letter (c), allowing other forms of communication (i.e. by electronic means).  The Representative also referred to two previous articles of the draft:  Article 1(i) on the definition of “Office,” which in the view of the Representative, excluded regional offices serving various contracting parties, such as ARIPO or OAPI.  Thus the wording of this paragraph should be changed to “… the agency entrusted by one or more Contracting Parties…” Concerning Article 3(a)(iii) which  read “… the applicant has a real and effective industrial or commercial establishment…,” the Representative suggested to delete the term “real” as it was subjective and it could mean different things in different jurisdictions.

 AUTONUM  
Following the suggestion previously made by the Delegation of the European Communities, the Delegation of Australia noted that, there was a third alternative wording for Article 8, which was to use, with slight modifications, the explanation contained in the Notes as it spelled out relatively well the purpose of the provision.  In relation to the intervention made by the Representative of OAPI on Article 1(i), this Delegation noted that in most instances, reference to an Office was to the Office of a Contracting Party and it was in relation to one application.  With regard to Article 3 (a)(iii) the expression “real and effective” had to be seen in relation to other intellectual property instruments such as the Patent Law Treaty and the Madrid Agreement.  In Australia there had already been case law on the interpretation of these terms, and the Delegation cautioned against introducing any changes in the text which may disrupt the interpretation of the various instruments.

 AUTONUM  
In reaction to these comments, the International Bureau explained that, both Articles 1 and 3 were not yet the subject of discussion, as the SCT had decided at the last meeting to first deal with Articles 8 and 13.  However, for the sake of clarification, it noted that the language in the TLT followed closely the language of the Paris Convention.

 AUTONUM  
The Representative of CEIPI agreed with the views expressed by the Delegations of Australia, Canada and the European Communities that the text contained in 

Alternative B was not a positive expression of the language contained in Alternative A.  The Representative expressed some sympathy for Alternative A, if paragraphs (b) and (c) left offices free to choose the means of communication.  This provision was similar to the corresponding provision in the Patent Law Treaty and there was some merit in having the same principle for both patents and trademarks, to avoid future generations having different interpretations in these two fields.  This provision had been the subject of intensive discussions during the Diplomatic Conference for the adoption of the PLT and at the end, it gathered consensus as being the language which unambigously provided offices with the freedom to choose the means of communication.  With respect to an encouragement for offices to move to a system of electronic filing, the Representative was of the view that this aspect should be dealt with elsewhere for example in an agreed statement of the Conference adopting the treaty, but not in the text of the treaty itself.  A treaty should express rights and obligations and not encouragements.

 AUTONUM  
The Delegation of Egypt, supported by the delegations of Brazil, Belgium, France, Moldova, Slovenia, and Switzerland agreed with the comments made by CEIPI and stated that it prefered Alternative A, since this had been the language adopted for the PLT, and in that framework there had been no particular problems for having this formulation in negative terms.  In addition, that Delegation reiterated the comments put forward in the last session, that developing countries needed to be allowed as much time and freedom as possible with regard to electronic filing.  The Delegation further noted that there needed to be an agreed statement with regard to technical assistance for developing countries to receive assistance in the implementation of electronic filing.

 AUTONUM  
The Delegation of the Republic of Korea first announced that its country was close to acceeding to the TLT.  Secondly, with respect to Article 8, the Delegation informed that the Republic of the Republic of Korea had implemented an electronic filing system since 1999 and based on that experience, could affirm that the system contributed to an increase in filings and to administrative efficiency.  The IP Office continued however to handle paper filing.  The Delegation believed that each State had the right to choose the form of filing, and that exclusive electronic filing should be postponed until at least five years after the adoption of the treaty.

 AUTONUM  
The Delegation of the United States of America, supported by three other delegations (Mexico, the Netherlands and the European Communities) said that it had become clear that the real concern was to give Contracting Parties the right to choose the means of transmittal by which they receive communications.  Therefore it proposed the following wording “Any Contracting Party may choose the means of transmittal by which it receives communications” to make it clear that any Contracting Party could determine how it wished to receive communications, either on paper or electronically, according to its development.

 AUTONUM  
The Delegation of Guinea stated that although it recognized the efficiency of electronic means of transmittal, not all the countries had such means.  Paper filing had always existed in its country and had functioned well.  Thus the Delegation expected that the system could be maintained, although it wished that electronic means could be implemented in the future.

 AUTONUM  
Referring to the statements made by several delegations in support of a harmonization of the provisions of the PLT and the TLT, the Delegation of Australia said that, although in some instances resorting to the language of the PLT could be useful, there was a need to go beyond that treaty.  When revising the TLT, the SCT needed to be clear, first about the purpose of the provisions and secondly, on the fact that the text of the provisions clearly reflected that purpose leaving as little room as possible for other interpretations.  Alternative A did not give Offices enough freedom to choose the means of filing, and it also allowed for a wide interpretration, which was the reason for concern.  If the SCT tied itself to the language contained in the PLT, it would be restricted only to the improvements contained in that treaty.  Users of intellectual property community could benefit most if the future TLT Conference could use work already achieved by the PLT Conference in order to move ahead.  The Delegation wondered whether the way forward was for the SCT to ask the Secretariat to propose alternative wording, on the basis of the deliberations.

 AUTONUM  
In reply to the comments made by the Delegation of Australia, the Delegation of Mexico stated that the implications of the provision contained in Alternative A differ from the previous provision which contained a preceding sentence indicating a limit date for the acceptance of paper filing.  In the PLT the date to exclude paper filing was June 2, 2005, and in the last session concerns had been expressed by many delegations about having a combination between the date and alternative A, which would offer a possibility of excluding paper filing.  In the current text of alternative A there was no longer a date, and this offered greater freedom to Offices.  However, this Delegation agreed with the Delegation of Australia that there was no absolute need to harmonize this treaty with the PLT.  Since trademark and patent laws were different, the Delegation was also in favor of drafting an entirely new text, not based on the PLT.

 AUTONUM  
The Delegation of Canada agreed with previous delegations that, in the particular context of Article 8, there was no need to follow the language of the PLT.  That language had been adopted in the PLT, especially in connection with a rule, equivalent to Rule 5bis, which established the June 2005 deadline for Contracting Parties to accept communications on paper.  This Delegation was of the opinion that, in the context of trademarks, there was no need for such a restriction.  Thus, a provision could be drafted in simple terms, combining Alternatives A and B and Rule 5bis, particularly in view of the fact that, at the present meeting, a consensus had been built around the notion that Offices needed flexibility to choose the form in which they wanted to receive communications.  The Delegation recognized, nevertheless, the concerns expressed by some Delegations that developing countries needed time to implement electronic filing, and proposed the following wording “Any Contracting Party may exclude the filing of communications on paper or may exclude the filing of communications other than on paper.”

 AUTONUM  
The Delegation of Australia further noted that the SCT had to take into account in its deliberations on electronic filing, that there were two constituencies in every country, one was the office, and the impact that electronic filing could have in the work load of the Office and its capacity to deal with such load.  The other constituency were users of the trademark system.  Referring to the comment put forward by the Delegation of Mexico in relation to the date contained in the PLT, the Delegation of Australia noted that this date had been designed to protect owners of patents in a situation where Offices would rush to implement electronic filing without permitting paper filing.  The issue of dates was however not as critical in the discussion of the TLT as was the issue of the impact of electronic filing on offices and on users.  It was important to think about nationals filing overseas and overseas nationals filing nationally, and this was the reason to engage in harmonization of law and requirements in the first place.

 AUTONUM  
To help advance the discussions on this item, the Secretariat presented a document to the SCT containing four proposals suggested by various delegations as alternative wording for Article 8(1).

 AUTONUM  
The Delegation of Sri Lanka suggested to keep in mind the interest of national offices (capability to process e-filing if required) and the interest of prospective trademark owners (access to computers and to electronic filing).  Imposing electronic filing might scare some countries to join the TLT.  For this reason, the Delegation favored alternate proposal A because it gave some flexibility to national offices, and looked after the interest of developing countries and prospective trademark owners in developing countries.

 AUTONUM  
The Delegation of Australia questioned whether paragraph 1(d) and Rule 5bis should be maintained and said that the SCT should not focus on the words but rather on the goal this article was trying to achieve.  If the goal is for national offices to be free to choose, then the wording of the “chapeau” for Article 8, 1(b), 1(c), 1(d) and Rule 5bis was complicated.

 AUTONUM  
The Delegation of Brazil stated that it could not choose one of these proposals until they were submitted to the proper authorities in its country.  However, safeguarding the interest of various constituents was important and, for this reason, alternate proposal A seemed to be the most appropriate.

 AUTONUM  
For the Delegation of the United States of America supported by one Representative of a non-governmental organization (INTA), Article 8(1) should be a general principle stating that national offices chose the means of transmittal.  Regarding the concern that national offices may impose their mean of communication to others, the Delegation declared it unlikely because most offices would want to serve all prospective trademark owners.  From experience, the Delegation said that electronic filling was done by applicants without the help of attorneys, and since national offices knew best their constituents, it was for them to choose the means of communication.  To conclude, the Delegation of the United States of America proposed Article 8(1) to become a general principle reading as follows “a contracting party may choose the means of transmittal of communications”.

 AUTONUM  
In response to the proposal made by the Delegation of the United States of America, the Delegation of Australia supported by one delegation (Panama) felt that a general principle should not be stated in Article 8(1) but rather in Rule 5bis.  The Delegation of Australia noted that large and medium enterprises looking for export markets would file their trademarks electronically in the Unites States of America to export their products in this country.  However, since other enterprises did not have the means to file electronically, allowing national offices to decide the means of transmittal of communications would disadvantage them.  The Delegation favored taking out all references to filing date and complying with a time limit and have a general provision stating that Offices may choose the means of transmittal of communication.

 AUTONUM  
The Representative of the CCI indicated that at this time it could not chose a particular wording for this Article.  Moreover, it declared it was up to the users to decide on the best means of communication.

 AUTONUM  
The Representative of AIPPI, supported by one delegation (United Kingdom), said that the wording of Article 8(1) was inaccurate in light of the four new proposals and suggested to include alternate proposal E in Article 8(1);  or to leave Article 8(1) as it was and put (b), (c) and (d) in the rule.  The Representative explained that the rules might change because new means of transmittal of communication will come up in the future.  In addition, he noted that changing the rules was easier than articles which required a diplomatic conference. 

 AUTONUM  
The Delegation of Australia stated that 30% of applications were electronically filed in its country.  Fifty percent of these applications were filed by applicants not represented by an agent and more than half of those chose to file electronically.  They were small businesses and people without large resources.  Those who did not have a computer used the services of an agent who did have a computer to file electronically.

 AUTONUM  
The International Bureau summarized the discussion on Article 8(1) by stating that the SCT seemed to agree on the fact that it was for national offices to decide on the means of transmittal of communications.  The SCT needed however to make a choice on the various alternatives, and decide where to include it and list the exceptions to this general principle.  The SCT also had to take a decision on whether there should be a need to encourage electronic filling by fixing a time limit, as in the PLT, or through another approach.

 AUTONUM  
In commenting the summary made by the International Bureau, the Delegation of Brazil, supported by the Delegation of Egypt, said that the special needs of developing countries should guide the SCT and that this issue was linked with technical assistance to Offices, about which the SCT should make a declaration.  The Delegation expressed concern regarding implications of some alternative proposals for Article 8(1) for developing countries.  Maximum flexibility should be provided, because the same technological means were not available for all the Offices and also the exporting firms in developing countries might not be technologically advanced.  For these reasons, the Delegation favored Alternative A.  The Delegation also expressed doubts about electronic filing being applicable for all countries in the future.

 AUTONUM  
The Delegation of the United States of America supported the views of the Delegations of Brazil and Egypt emphasizing that the countries should be free to choose the means of transmittal of communications.  The Delegation wondered whether there was a need for a special provision concerning electronic filing and that the harmonization of means of communication should not be an objective.  In the view of the Delegation, Alternative E reflected the wishes of the SCT.  This alternative permitted the Offices to continue to accept communication with whatever means they had chosen.

 AUTONUM  
The Delegation of Ukraine expressed a preference for Alternative B since this alternative allowed other forms of communications than on paper to be chosen in the future.

 AUTONUM  
The Representative of AIPPI noted that Alternative E could not be interpreted wrongly since it covered everything.  In the explanatory notes it should be underlined that no Contracting Party should be obliged to accept the filing of communications other than on paper and should neither be obliged to exclude the filing of communications on paper.

 AUTONUM  
The Delegation of Sweden, supported by the Delegation of Norway, favored the view expressed by the Representative of AIPPI.  The heading of Article 8(1) should either be kept and have Alternative E in the Regulations or the heading should be deleted and have Alternative E in Article 8(1).  This approach would cover the technical solutions of communications which might be different in the future.  However, the Delegation preferred the first alternative it proposed.

 AUTONUM  
The Delegation of China supported the views of the Delegations of Brazil and Egypt that national conditions should be taken into account.  Agents were more important in respect of patents than in respect of trademarks and many trademark applications were filed on paper by the applicants.  Therefore the TLT should not create any obligation for Contracting Parties.

 AUTONUM  
The Delegation of Australia observed that the technologically advanced countries should not be constrained to allow filing on paper other than as an exception.  The Delegation suggested that a time limit should be fixed, as in Rule 8(1) of the Patent Law Treaty, after which a Contracting Party might exlude the filing of communications on paper.  At present, there were only four countries which allowed electronic filing, therefore in almost all cases, applications from abroad were made through agents who had access to electronic filing.

 AUTONUM  
The Delegation of Lebanon asked what would be the position of countries which were not, after the specific time period, capable of handling electronic filing.  The Delegation cautioned against trademark rights becoming a right of a minority and pointed out the situation of persons, for example in the countryside, who were entitled to file an application but did not have access to electronic filing.

 AUTONUM  
The Representative of AIPPI clarified that none of the Alternatives A to F opposed electronic filing.  Neither did they impose any Office to apply electronic filing.

 AUTONUM  
The Delegation of Mexico expressed a preference for the Alternative E.  The Delegation proposed that the International Bureau draft for the next session a revised Article 8(1) and Rule 5bis.

 AUTONUM  
The Delegation of the United States of America suggested the deletion of paragraphs (1) and (2) of Rule 5bis.

 AUTONUM  
The Representative of the ICC supported the statement made by the Representative of AIPPI and expressed a preference for Alternative E.  The general principle should be clarified in the Explanatory Notes.

 AUTONUM  
The Delegation of Australia noted that Article 8(1) was unnecessary since it was the Office who decided about the form of communication.  The wording of paragraph (3) could be simplier, such as “a Contracting Party shall accept a communication on a Form.”  Paragraphs (5) and (6) could be put together.  In Rule 5bis(2) the reference to a language and to different forms of transmittal should be deleted.  This paragraph could be reformulated as follows “Where a Contracting Party permits filing other than on paper, the original of the document may be filed within a time limit”.

 AUTONUM  
The Delegation of the United States of America expressed its reservation concerning Article 8(3) since this provision contained an implication of paper filing.  The Delegation proposed to clarify the content of the provision by referring simply to an information and not to a special Form.  The Delegation reserved its position also in respect of Rule 5bis concerning time limits.

 AUTONUM  
The Delegation of the European Communities stated that it should be clarified that Article 8(2) concerning languages also applied to all attachments to the documents.  Moreover, Article 8(7) should not apply to non-compliance with requirements regarding languages.  Under national law, it should be allowed to disregard a communication in a foreign language if it was not possible to understand its content.

 AUTONUM  
In response to the Delegation of the European Communities, the Chair, referring to Article 1(iv), clarified that the term “communication” was defined as meaning any application, or any request, declaration, document, correspondence or other information relating to an application or a mark which was filed with the Office.

 AUTONUM  
The Delegation of Japan, referring to Article 8(2), emphasized that documents, such as declarations or agreements written in a language which was not accepted by the Office, should be translated into the language of the Office.  The Delegation suggested adding such a provision to this Article.  Provisions concerning translations in Article 11(2) and in the Joint Recommendation concerning Trademark Licenses should be included in this paragraph.  As regards notifications of refusal concerning international registrations under the Madrid Protocol which designate Japan, it should be possible for  the Office, in this context, to require that the documents submitted by the holder indicate the goods and services in two languages.  This is due to the fact that the Protocol requires entries to be in English.

 AUTONUM  
The Delegation of the United States of America sought clarification about the meaning of Article 8(7).  If the Office required the communication to be on paper, should the sender of an e-mail containing an application be notified?

 AUTONUM  
In reply to the Delegation of the United States of America, the Delegation of Australia noted, that in such a case, the Office would notify the sender that an application was not filed.  The Delegation also wondered whether Article 8(3) concerning Model International Forms was needed.

 AUTONUM  
The Representative of AIPPI proposed two sets of Model International Forms: one set on paper and the other one in electronic form.

 AUTONUM  
The Delegation of Japan explained that Article 8(7) and (8) affected the rapidity of the registration procedure.  The Delegation expressed concern about the consequences for the date and effects of the recording  The sanctions and notifications should be left to the discretion of the Contracting Parties.  The Japanese law provided for the registration date to be confirmed after the requirements concerning the application were fulfilled.

 AUTONUM  
The Delegation of the United States of America stated that it did not share the view of the Representative of AIPPI of reproducing the Model International Forms in electronic form.  If the necessary information was submitted to the Office, the Office had to accept the filing.

 AUTONUM  
The Delegation of Australia suggested that, instead of Model International Forms, a check list could be drafted which could be inserted in the TLT.

 AUTONUM  
The Representative of CEIPI noted that the general structures of paragraphs (4)(b) and (5) were different and should be aligned with each other.  As regards Rule 5bis(2), the Representative shared the view expressed by the Delegation of Australia that this provision should be redrafted but the expression “accompanied by a letter…” should be kept.

 AUTONUM  
The Delegation of France, supported by the Delegation of Sri Lanka expressed reservation concerning Article 8(7), since this provision would complicate and delay the inter partes proceedings, such as opposition proceedings, if the communication was not in an official language of the Office.

 AUTONUM  
The Delegation of Japan, referring to Article 8(4)(a), stated that a signature could be required for any communication.  The Delegation sought a clarification about Article 8(4)(b) concerning the exceptions and said that in Article 8(4)(b) of the Patent Law Treaty quasi-judicial proceedings were mentioned.

 AUTONUM  
The Representative of AIPPI, supported by the Representative of INTA, stated that the purpose of the TLT is to set-up maximum requirements.  The presentation of the contents of a communication shall correspond to a Model International Form but not necessarily be identical to the International Form.  Contracting Parties can simplify or adapt it.  As regards signatures, Article 8(4)(b) is a corner stone of the TLT and should not be weakened.  However, he suggested to add “subject to Rule 6(4)” in this article.

 AUTONUM  
The Delegation of Australia noted that Article 8(4)(b) was an exception to the general principle.  The Delegation suggested that the removal of exceptions could be discussed at the next meeting.

 AUTONUM  
The Chair concluded that the appropriate changes to Article 8(1) and Rule 5bis according to the previous discussion, and in conformity with Alternatives A and E, would be made for the next session of the SCT.

 AUTONUM  
The Delegation of Australia stated that the revised version of Article 8 should cover Alternatives A to E and also counter proposals.

Articles 13bis, 13ter and 13quater

 AUTONUM  
The Delegation of Japan expressed a preference for Alternative A of Article 13bis and pointed out that this provision had a great effect on applications which were accepted on accelerated basis.  Delays in respect of registration procedures should be prevented.  The Delegation suggested deleting Article 13bis(2) because of its implication on the proceeding of other applications.

 AUTONUM  
The Representative of AIPPI proposed to reformulate the expression “registration of a mark” simply as “registration.”

 AUTONUM  
The Delegation of Australia sought clarification about the differences between Articles 13bis(1)(ii) and 13bis(2).

 AUTONUM  
The Delegation of the United States expressed doubt about the practical consequences of Article 13bis since this provision would cause uncertainty among third parties.  The Delegation emphasized that in contrast with patents, trademarks could be reapplied.  Adding time limits would complicate and delay examination procedures.

 AUTONUM  
The Delegation of Japan pointed out that Article  3quater(1), (2) and (3) contained remedies which were not covered by Articles 13bis(2) and 13bis(3) concerning exceptions specified in Rules 9(5) and 10(3).  The Delegation suggested specifying the time related remedies covered by Article 13quater in these Rules.

 AUTONUM  
The Delegation of the Republic of Korea observed that Articles 13bis, 13ter and 13quater would lead to a delay in respect of examination procedures.  The Delegation raised concern about the potential conflict between the time limits under the Madrid Protocol and these Articles.

 AUTONUM  
The Representative of AIPPI suggested examining the background behind the corresponding PLT provisions.

 AUTONUM  
The Delegation of Australia said with regard to Article 13bis that a Contracting Party could provide for extension of time limits.  Where the extension was not provided for in the national law, the Contracting Party was required to give an additional time limit if requested.

 AUTONUM  
The Delegation of Sri Lanka asked whether the Office would continue proceeding on the basis of the elements sofar presented by the applicant, if continued processing in accordance with Article 13bis(2) was not provided for.

 AUTONUM  
The International Bureau informed that at the last session of the SCT there were no disagreement on the purpose of Articles 13bis or 13ter.  The purpose of Article 13bis(2) was that when the applicant failed to comply with the time limits and the Contracting Party did not provide for extension of a time limit under paragraph (1)(ii), the Contracting Party should provide for continued processing.  Article 13bis(1) applied to time limits fixed by the Office while Article 13ter applied to all time limits.

 AUTONUM  
The Delegation of Australia declared that deletion of Article 13bis would merit re-consideration taking into account the reservations expressed at this sesssion.

 AUTONUM  
With regard to Article 13bis, the Delegation of Switzerland, supported by two other delegations (Denmark and Sweden) expressed the view that this provision should be retained, as it was necessary to have in the treaty a text regarding the extension of time limits and continued processing with respect to time limits fixed by the office.  This would allow freedom to the Contracting Parties to fix special time limits and would also offer guarantees to the holder in certain circumstances.  The Delegation was not in favor of the fixed two-month period established under Rule 9(2)(a), as this was not in favor of the holder and would unnecessarily extend the application procedure.  Determination of the extension of time limits should be left to each Contracting Party.  Moreover, if this were the case, there should not be a general obligation to accept reinstatement of rights as provided under Article 13ter and there should not be a provision concerning correction or addition of a priority claim as set out in Article 13quater.

 AUTONUM  
The Delegation of Australia reacted to the comments made by the Delegation of Switzerland by saying that its reading of Article 13bis was that where an office provided for an extension of time, this was covered by Article 13bis(1).  If an office had decided not to provide for an extension of time, Article 13bis(2) required that it continue the processing of the application, which in the opinion of this Delegation had the same effect as an extension of time.  Thus, Article 13bis(2) was intended to remove the options from national offices.

 AUTONUM  
The Delegation of Switzerland clarified that its previous intervention referred to the possibility offered under Article 13bis(1), sub paragraphs (i) and (ii) to provide for the extension of time limits fixed by the Office prior to the expiration of the time limit or after the expiration of the time limit.

 AUTONUM  
The Delegation of Sri Lanka requested clarification as to whether Article 13bis(1) established an obligation for Contracting Parties to give a time limit, but only choosing between alternatives (i) and (ii), or whether this provision confirmed the discretion of offices to grant an extension of time if they so decided.

 AUTONUM  
In reply to this query, the International Bureau explained that the general idea behind the inclusion of the provisions contained in Articles 13bis and 13ter was to make the treaty more user-friendly for applicants and thus provide them with recourse in case of time limits which they might not be able to meet or might have failed to meet.  Article 13bis would only apply to time limits fixed by the office and provided for extension prior to expiration or after expiration.  Paragraph (1) was an option, and paragraph (2) came into play if paragraph (1) did not apply.  The International Bureau also referred to the Notes on this Article in document SCT/9/2.

 AUTONUM  
The Delegation of Australia recalled that, during the discussions at the last session, that Delegation had made a proposal to dispose of Articles 13bis and 13ter, as the language of the provisions had been taken from the PLT, which did not help to clarify their meaning.  The Delegation further suggested to start with entirely new language and include in the TLT a provision allowing for relief to applicants and owners in a situation where offices made administrative, arbitrary and sometimes very short decisions about time limits, which could have also resulted in loss of rights.  In any case, the text should be clear at first reading and although the notes could be used to provide additional explanations, they should not be needed to clarify the text.

 AUTONUM  
The Delegation of the United States of America supported the comments made by the Delegation of Australia and added that a definition was perhaps needed to clarify the meaning of the various time limits considered in Article 13bis:  time limits by statute, by regulation or simply published.  Clarification was also needed about whether this article imposed on offices the requirement to give the alternatives in sub paragraphs (i) and (ii), or without paragraph (2).

 AUTONUM  
The Delegation of the Russian Federation explained that in that country it was considered important for applicants to be able to extend time limits.  However, this depended on the Office, as applications sometimes involved intermediate work, such as translation or transfer of documents, which created delays.  Current national legislation provided for the Office to respond to requests within two months, but the possibility to apply for extensions was unlimited, which in practice led to a situation where applicants could extend this period even for years, with the consequent damage to other applicants and third parties.  New legislation had been drafted to limit the extension of time limits to a six-month period, which was considered fully sufficient.  With regard to the explanation given by the International Bureau, this Delegation was of the view that it would not be reasonable to consider other time limits, in addition to those provided in national legislation, and also wondered about the need to retain Article 13bis.

 AUTONUM  
The Delegation of Canada recalled explanations given by the International Bureau to the effect that Article 13bis(1) was optional for Contracting Parties.  There was no obligation to grant extensions according to either sub-paragraphs (i) or (ii).  However, if offices granted time after the expiration of the time limit, they would need to have continued processing as in paragraph (2).  In the opinion of this Delegation, the real objective of the provision was to allow for some mechanism to solve a situation where a time limit had been missed.  Some offices granted an extension of time only after the time limit had been missed, others had a continued processing approach.  Therefore, the Delegation suggested to discuss whether countries actually preferred one of the two alternatives or both and on the basis of their preference, arrive to a simpler drafting.

 AUTONUM  
The Representative of AIPPI said that, from the point of view of users of the trademark system, Articles 13bis and 13ter should be kept in the text of the TLT, since Article 13bis was important and helpful for users and may have some harmonizing effect, so that the legislations of countries would include at least one of the systems.  It was also important to clarify, as the Delegation of the United States of America had pointed out, which were the cases where an office fixed time limits on its own, apart from the time limits fixed by the regulations, because it was important for users to be able to comply with every time limit.  The Representative also said that it was not necessary to change the contents of Article 13bis but only its drafting, to offer two possibilities:  extension of time limits or continued processing.

 AUTONUM  
The Delegation of France expressed reservation with regard to Article 13bis.  Sub-paragraph (ii) gave Contracting Parties a possibility to extend a time limit after the expiration of the time limit, and then paragraph (2) provided for continued processing.  The Delegation had concerns about the relationship between these two paragraphs and the fact that continued processing was required if a Contracting Party did not provide for the extension of a time limit.  The Delegation thought it would be clearer if paragraph (2) provided for continued processing only when the extension of a time limit was not possible, whether before or after the expiration, and in this case, sub paragraph (ii) was superfluous.

 AUTONUM  
The Delegation of Spain explained that in its country, a law had been passed in relation to time limits, not only for procedures dealing with industrial property but in general for procedures with the public administration.  According to that legislation the length of extension of the time limit was half the length of the original time limit, and the applicant was required to request the extension prior to expiration.  This provision had not caused problems to the administration, as it was always possible to determine when an applicant had requested the extension of a time limit and for how long.  Although this Delegation was also in favor of maintaining Article 13bis, it shared the concerns expressed by France with regard to sub paragraph (ii).

 AUTONUM  
The Delegation of Australia wondered whether a description of the situation in the different jurisdictions with regards to time limits would be helpful for the discussions particularly with regards to time limits established administratively by the office without reference to a statute.  In addition, the Delegation thought it would also be useful to hear about the nature of problems that users had in different systems.  With regard to continued processing, the Delegation also wondered whether the terminology, was helpful in the area of trademarks.

 AUTONUM  
The International Bureau raised the issue concerning the extension of a time limit after expiration contained in paragraph 1(ii) as it seemed from the interventions made, that the majority of systems had the extension of time limits before expiration.  It further noted that in the field of patents, there were systems which provided for the extension of time limits after expiration.  However, if countries did not have that option, then sub-paragraph (ii), which was closely related with paragraph (2), would not be understandable.

 AUTONUM  
The Delegation of Mexico suggested to amend Article 13bis and 13ter to provide for specific time limits to be included for legal certainty, for the benefit of trademark users and to avoid corruption. The new draft should make clear under Article 13ter(iv) what time limits are concerned, the criteria for establishing those time limits and the possibility for the office to determine why the delay occurred. 

 AUTONUM  
The Delegation of the United States of America concurred with the concerns expressed by the Delegation of Mexico and others regarding arbitrary administration actions.  Arbitrary administrative actions must be balanced with efficient processing and legal certainty for all users of the trademark system.  In light of these concerns, the Delegation proposed to revise Article 13bis in order to include a definition of a time limit and Article 13ter to clarify whether the grace period required by the Paris Convention for the renewal of registration was a time limit or an extension.

 AUTONUM  
The Delegation of Sweden informed that its trademark law allowed for extension of time limits but for not continued processing.  However, a new trademark act, which would likely come into force on January 1, 2004, would allow for continued processing.  In Sweden, examiners evaluated requests for extension of time limits from applicants and decided whether to grant them or not.  Usually, these requests were made to solve a conflict with the holder of a prior right, which was reported by the national office.  The IP Office notified the applicant that his application was problematic and that he had one month to solve the problem.  The time limit extension was usually 16 weeks but the new trademark act would provide for an automatic extension of a time limit if the payment of a fee is to be made.

 AUTONUM  
The Delegation of Germany explained that in its country, the law did not make a difference between a request made prior and after the expiration of the time limit.  Furthermore, there were time limits in opposition proceedings, which could be extended if both parties agreed to it.  The new trademark act, which would likely come into force in January 2005, would allow for continued processing only when an application is to be rejected.  Germany did not have a problem with Article 13ter since German law already provided for reinstatement of rights.  However, the Delegation of Germany thought the time limit of two months in Rule 9 was too long.

 AUTONUM  
The Delegation of Australia, supported by another delegation (Canada), suggested to present these two articles and other issues of substance out of the general context of the TLT at the next SCT meeting to enable a better understanding of these articles. 

 AUTONUM  
The Delegation of Slovenia said that in its country, continued processing was frequently used because users were more accustomed to time limits than applicants which were often small companies.  For the Delegation, the expression “interested parties” in paragraph 2 was problematic since in Slovenia only applicants could ask for continued processing.

 AUTONUM  
The Delegation of the European Communities explained that under EC law, extensions could be granted if the request was made to the OHIM before the expiration of the time limit.  The Delegation suggested that the levels of administrative requirements in Article 13bis should be reduced, for the benefit of IP Offices.  This was vital for patent law but not for trademark law.

 AUTONUM  
The Representative of AIPPI said that Article 13ter was more important than Article 13bis because it dealt with loss of rights and could be applied to all time limits.  It was therefore important to safeguard Article 13ter as a general principle. 

 AUTONUM  
The Representative of INTA was of the view that a one-month time limit was not enough for international practitioners of trademark law. In addition, questions about various time limits needed to be included in the SCT questionnaire to know what they were in different countries.  The Representative of INTA felt reasonable extension should be available and rights should be restored if they were lost. 

 AUTONUM  
The Representative of AIM stated that it was important for industry to benefit from Articles 13bis and 13ter due to special circumstances that may affect the submission of certain documents and to avoid arbitrary administrative action.  It suggested that these two articles should be redrafted for a better understanding, so long as their content was preserved. 

 AUTONUM  
The Delegation of the Netherlands noted that Article 13ter was included to harmonize the provisions of the TLT with those of the PLT.  However, the need for such a procedure was not necessary because reinstatement of rights played a lesser role with trademarks and because time limits could be extended with Article 13bis.  The Delegation stressed that extension of time limits is less cumbersome and expensive than a procedure for the reinstatement of rights.

 AUTONUM  
The Delegation of the Republic of Korea reiterated its concerns regarding Article 13bis and 13ter which might be contrary with the 18-month grace period to comply with a notification of refusal under the Madrid Agreement.  The Delegation hoped that the International Bureau would take into account these concerns when redrafting these articles.

 AUTONUM  
The Representative of AIPPI concurred with the intervention of the Delegation of the Netherlands only if Article 13bis was extended to all time limits.  In addition, the Representative agreed that Articles 13bis and 13ter were more important for patents but so was the loss of rights in trademarks because of non-compliance with a time limit.

 AUTONUM  
The Delegation of the United States of America pointed out that it did not object to Article 13ter now that it had a better understanding of it.  However, Article 13ter was problematic and would require legislative changes because processing of applications in the United States of America required applicants to provide, within three years an affidavit of use of the mark.  After three years, the application was considered abandoned if the affidavit was not provided.  With Article 13ter, another 2 months would have to be given to applicants who did provide an affidavit after 3 years or would have to be included in the list of exceptions.  Contrary to what the Delegation of Australia had said about renewal being included in the list of exceptions, it was renewal fees not renewal of the application.  In the United States of America, payment of fees was a separate issue from the renewal of registrations.  Furthermore, the affidavit of use maintained the registration and had to be filed between the fifth and sixth year after registration or within a six-month grace period after the sixth year.  Therefore, Article 13ter would require additional legislative changes to allow reinstatement of rights after finding of due care. 

 AUTONUM  
The Delegation of Canada supported the intervention made by the Representative of AIPPI and considered it was best to leave both articles because they served different purposes.  Article 13bis dealt with time limits set only by national offices whereas Article 13ter dealt with all time limits.  In respect to Article 13bis, the Delegation of Canada thought it could be simplified and time limits set by national offices should be defined. 

 AUTONUM  
The Delegation of France explained that French law provided for reinstatement of rights and that France was about to ratify the TLT.  However, Article 13ter and the corresponding rule were too broad in scope because they also applied to renewals.  

In light of the six-month grace period already provided for by the TLT for the renewal of a registration, the Delegation, supported by two other delegations (Australia, Norway) stated that it was not appropriate to allow for the extension of time limits.

 AUTONUM  
In response to the intervention made by the Delegation of the United States of America, the Delegation of Australia stated there was no difference between the payment of the renewal fee and the request for renewal in Australia.

 AUTONUM  
The Representative of AIPPI stated that extension of time limits for renewals should be included in the exceptions and that each country should look into their trademark law and see what exceptions in the Rule to Article 13ter applied to them.  Concerning Article 13ter, he said that it was problematic for the United States of America because it was one of the few countries where a trademark needed to be used before it could be registered.

 AUTONUM  
The Representative of OAPI thought that reinstatement of rights should still be allowed following the six-month grace period for renewal, when failure to comply with the time limit was independent of the will of the trademark owner.  The mark should not be appropriated by third parties in such a case.

 AUTONUM  
The Delegation of Spain felt that Articles 13bis and 13ter should be maintained in the TLT.  These provisions were in conformity with Spanish trademark law which entered into force on June 13, 2002.  This law reflected the Community Trademark Regulations and kept in balance the rights of holders and third parties.

 AUTONUM  
The Delegation of European Communities explained that the Community Trademark System enabled relief in respect of time limits as well as reinstatement of rights which could go beyond the grace period in respect of renewals.

 AUTONUM  
The Delegation of Canada, supported by the Delegation of France, was in favor of maintaining Article 13ter as it was, and suggested that the SCT should discuss the exceptions which applied to 13ter(2), particularly relating to the grace period in respect of renewals.  The Delegation expressed doubt about maintaining Article 13quater since it was not aware of any problems regarding priorities.

 AUTONUM  
The Delegation of the United States of America reserved its position with regard to Article 13quater.  Priority as such was already an exception, therefore a restauration of the priority right would raise concern among the business circles.

 AUTONUM  
Delegations of Australia, the European Communities, France, Switzerland, The Netherlands and the Representatives of INTA and AIPPI suggested deleting Article 13quater, which would create uncertainty among trademark holders.  In addition, in the field of trademarks, the six-month priority period was long enough.

 AUTONUM  
In conclusion, the Chair stated that the International Bureau would redraft Article 13bis and 13ter for the next meeting.

Further development of international trademark law and convergence of trademark practices
 AUTONUM  
The International Bureau introduced document SCT/9/3 and noted that during the eight session of the SCT, the SCT asked the Secretariat to draft a questionnaire on substantive matters relating to trademark law on the basis of the views expressed by the Committee at its eight session when discussing the set of principles contained in document SCT/8/3.  The purpose of the questionnaire, was to collect information regarding the national practices of Member States of WIPO and to identify issues which required to be addressed at the international level concerning the further development of international trademark law and the convergence of national trademark practices.  This questionnaire was conceived in broad terms in order to cover all existing or possible legislations or practices and therefore, should not be considered as interpreting the provisions of any specific national legislation.  The International Bureau invited the SCT to comment, on whether the circulation of the questionnaire should be postponed to a later stage, or should it be discussed in parallel with the TLT.  In the latter case, on the basis of the comments at this session and on the SCT Electronic Forum, the questionnaire would be amended and circulated.

 AUTONUM  
The Delegation of Australia suggested that there is need to have a period of time for comments on the questionnaire on the Electronic Forum.  After circulation of the questionnaire, Offices would have a time limit to answer.  The responses from Offices could be discussed at the second session next year.

 AUTONUM  
The Delegation of the United States of America thanked the International Bureau for the very comprehensive document.  However, the Delegation pointed out that the first priority of the SCT should be the TLT.  Substantive harmonization was more difficult, therefore the discussion concerning document SCT/9/3 should be postponed.

 AUTONUM  
The Delegation of Canada underlined the importance of the TLT but stated that work should continue also in respect of substantive harmonization.  The Delegation requested the International Bureau to prepare explanatory notes to the questions since some of them were difficult to understand for example, question 2 of Part I., which referred to specific categories of signs.  As another example which needed clarification, the Delegation indicated question 2 in Part II.A. concerning personal names, and questions 4 and 5 in Part II.D. concerning collective and certification marks.

 AUTONUM  
The Delegation of the European Communities, supported by the delegations of France, Sweden and Switzerland and the Representative of AIPPI, favored the view expressed by the Delegation of Canada and invited the SCT to indicate what clarifications regarding the questionnaire were needed.  The SCT would continue discussions concerning document SCT/9/3 at the next session or at the second session next year.  Comments could be sent within a time limit through the SCT Electronic Forum.  

 AUTONUM  
The Delegation of Australia stated that the SCT should not spend time to revise the questionnaire at the SCT, but rather that the questionnaire be circulated after receiving comments.

 AUTONUM  
The Delegation of the Russian Federation addressed a question to the International Bureau whether it was possible to circulate the questionnaire before the next session and when it would be appropriate to discuss the responses.

 AUTONUM  
The Representative of ICC underlined the importance for the private sector to answer the questions, in view of the future work of the SCT.

 AUTONUM  
The Delegation of the United States of America reiterated its view that the TLT was a priority for the SCT.  By the time the SCT started debating substantive harmonization, the responses to the questionnaire would be out of date.  The Agenda of the SCT was too crowded and the SCT should concentrate on few points.

 AUTONUM  
The Representative of INTA requested that the questionnaire should relate to the practices of the Industrial Property Offices but that practitioners should also be addressed since they might have different views from the Offices.

 AUTONUM  
The Delegation of Germany opposed discussing the questionnaire at the SCT and stressed that the real issue to be discussed was the answers to the questionnaire.

 AUTONUM  
In conclusion, the Chair proposed that the questionnaire should be put on the SCT Electronic Forum for comments and that comments should be sent by the end of January, 2003.  The International Bureau would then introduce the comments and circulate the new version of the questionnaire before the tenth session of the SCT.  At the next session there would be no discussion on the questionnaire, only presentation of the questionnaire by the International Bureau.

 AUTONUM  
The Delegation of Switzerland considered premature to distribute the questionnaire because the comments to be made could be contradictory.

 AUTONUM  
The International Bureau suggested that the comments on the questionnaire be made by the end of January on the SCT Electronic Forum.  After having received the comments, the International Bureau would finalize the questionnaire and send it to the Offices.  The responses would be then discussed at the SCT at a later stage.

 AUTONUM  
The Representative of ICC took the opportunity to congratulate the Delegation of the United States of America for the envisaged accession of its country to the Madrid Protocol.  He welcomed the United States of America to the family of Madrid System for international registration of marks stating that this had been a longterm dream for the business circles.  He also paid tribute to the work completed by the Director General of WIPO, by the former Director General, Mr. Bogsch, by the former Vice Director General, Mr. François Curchod, by Doctor Gerd Kunze and by Mr. Ludwig Bäumer.

Industrial Designs
 AUTONUM  
The International Bureau introduced document SCT/9/6 “Industrial Designs and their relation with works of applied art and three-dimensional marks,” and stated that the subject of industrial designs was explained in a broad way since it was the first time it was dealt with by the SCT. 

 AUTONUM  
The delegations of France, Japan, Panama, Romania, Switzerland, Ukraine and the Representative of CCI congratulated the International Bureau for this comprehensive and very useful document.  The delegations of France and Switzerland informed the SCT that comments would be sent to the International Bureau to be taken into consideration.  Finally, the delegations of France, Romania and Switzerland informed the SCT that new legislation on industrial designs had just been enacted in those countries.

 AUTONUM  
The Delegation of Japan welcomed the start of discussions on industrial designs. In addition, the Delegation hoped that this subject of great importance would not be forgotten by the SCT in future discussions.

 AUTONUM  
The Chair summarized the discussions on industrial designs by stating that the SCT was grateful for document SCT/9/6 and that a number of delegates would send comments to the International Bureau.

Agenda Item 5:  Future Work

 AUTONUM  
The International Bureau explained that not only issues to be dealt with at next session should be discussed but also issues with a longer term perspective.  The different issues that the SCT should deal with in the future should be prioritized.

 AUTONUM  
The Delegation of Australia requested the International Bureau to make a study setting out issues for general consideration on the protection of geographical indications, looking at the key elements in the TRIPS definition, namely reputation, characteristics and quality which were essentially attributable to geographical origin.  This study should be a general overview of systems of protection of geographical indications without addressing the question of whether the different systems were compatible with the TRIPS definition.  This study would not aim at the harmonization of different systems but would be a basis for discussion.

 AUTONUM  
The Delegation of the United States of America stated that the SCT should devote its next session to the Trademark Law Treaty as a first priority and to work in general on geographical indications as a second priority.  This Delegation recommended that the SCT focus on these two topics.

 AUTONUM  
The Delegation of the European Communities also speaking on behalf of its Member States declared that trademarks were the first priority.  As regarded geographical indications, one day of the next session would be devoted to this subject.  The discussion would be based on a study by the International Bureau which address the elements of the TRIPS definition without trying to harmonize the different approaches.  The Delegation suggested that an informal exchange of views could take place without being reflected in the report of the session.

 AUTONUM  
The Delegation of Australia supported the suggestion made by the Delegation of the United States of America stating that the first priority should be the Trademark Law Treaty together with substantive harmonization and geographical indications.  Three dimensional trademarks and industrial designs might be discussed at a later stage.

 AUTONUM  
The Delegation of Switzerland felt that the agenda contained too many issues.  As priorities this Delegation mentioned the Trademark Law Treaty, co-existence of industrial designs and three dimensional marks, and geographical indications.  In respect of industrial designs and three dimensional marks, the scope of protection should be addressed as well as the grounds for refusal.  The Delegation also favored the continuation of discussions on geographical indications as suggested by the Delegation of European Communities.

 AUTONUM  
The Delegation of Mexico stressed that its first priority was geographical indications although it did not oppose discussing also trademarks.  Legal certainty concerning the nature of geographical indications was of outmost importance, therefore a full day of the next session should be devoted to geographical indications in order to have a better understanding.  The Delegation did not share the opinion of the Delegation of the European Communities that the discussion should be informal and not reported.  Three dimensional marks and industrial designs were not urgent matters to be discussed.

 AUTONUM  
The Delegation of Canada supported the suggestion of the Delegation of Australia concerning geographical indications.  The SCT should focus on the Trademark Law Treaty and geographical indications.  The substantive harmonization of trademarks laws was a long term objective.  As regarded industrial designs, they had a lower priority.

 AUTONUM  
The Delegation of the Czech Republic pointed out that trademarks were the first priority besides industrial designs.

 AUTONUM  
The Representative of INTA favored discussions on the Trademark Law Treaty.  Also the questionnaire concerning the substantive harmonization of trademark laws should be finalized in this session in order to be circulated after the session.

 AUTONUM  
The Representative of ICC emphasized that users and business circles, wished to see more concrete results as regarded the substantive matters concerning trademarks.  A half day should be devoted to industrial designs on the basis of document SCT/9/6 which should be studied carefully.  Discussion should also continue on geographical indications although concepts for harmonization depended on political matters.

 AUTONUM  
The Delegation of the Russian Federation felt that the most important topics were the Trademark Law Treaty and geographical indications.

 AUTONUM  
The Delegation of Germany stressed the importance of the Trademark Law Treaty.  Germany would submit its instrument of accession to this Treaty after having solved some technical problems.  Also substantive matters concerning trademarks were important.  Industrial designs were not a priority for this Delegation.  The debate on geographical indications depended on the outcome of discussions at the WTO.

 AUTONUM  
As a result of this discussion, the International Bureau suggested that three days of the next session be devoted to trademarks, including the Trademark Law Treaty, harmonization of substantive aspects and the relationship between three dimensional marks and industrial designs, one day to geographical indications and one day to various issues, such as domain names and adoption of the Summary by the Chair.

 AUTONUM  
The Delegation of the European Communities, supported by the Delegation of the United States of America, welcomed the suggestion of the International Bureau to devote three days to trademarks.  However, a half day should be devoted to geographical indications and a half day to conflicts between domain names and geographical indications.  Other issues, such as three dimensional marks could be discussed during one day.

Agenda Item 6:  Summary by the Chair

 AUTONUM  
The Chair proceeded to the adoption of the Summary by the Chair in document SCT/9/8 Prov.  Paragraphs 1 to 4 of the Summary were adopted without any modifications.  The Chair then opened the floor for comments on the following paragraph (Internet Domain Names and Geographical Indications).

 AUTONUM  
The Delegation of the European Communities expressed interest in defining the scope of the document requested in paragraph 5 of the Summary by the Chair.  In addition, the Delegation stressed that this document should take into account the interim and final reports prepared after the WIPO Second Domain Name Process meeting as well as prior discussions on this subject within the SCT.

 AUTONUM  
The Delegation of Australia proposed that paragraph 5 read as follows:  “the SCT [..] and requested the International Bureau to prepare a paper summarizing the state of the positions, drawing together work already done by the International Bureau and including the comments made by several delegations at the SCT.”

 AUTONUM  
The Chair declared this proposal was accepted since no objections were made. 

 AUTONUM  
The International Bureau read the new paragraph 5 as proposed:  “The SCT decided to continue discussions on this issue and requested the International Bureau to prepare a paper summarizing the state of the positions, drawing together work already done by the International Bureau and including the comments made by several delegations at the SCT.”

 AUTONUM  
The Delegation of the European Communities stated that it could accept this proposal if the report made it clear that reference to the SCT means also its special sessions.

 AUTONUM  
The Delegation of Switzerland thought anything regarding domain names and geographical indications should be left open for discussion.

 AUTONUM  
The Delegation of Australia thought the proposed new wording of Agenda Item 5 allowed the International Bureau to prepare a comprehensive paper that dealt with all matters regarding domain names and geographical indications.

 AUTONUM  
The Delegation of the United States of America pointed out that it agreed with the new wording of paragraph 5 but recalled that the substance of the paper was summarized earlier during this meeting by the International Bureau and should include information on the state of protection of geographical indications on the Internet, the advantages and disadvantages of this protection in the context of the UDRP and the challenges to protect geographical indications on the Internet. 

 AUTONUM  
 The International Bureau concurred with the intervention made by the Delegation of the United States of America and stated that the three points raised by this Delegation would be reflected in detail in the report of this meeting.

 AUTONUM  
The Chair asked whether there was a consensus on paragraph 5.  Since there were no objections, the chair moved to the following paragraphs (Internet Domain Names and Country Names)

 AUTONUM  
The Delegation of Mexico referred to paragraph 8(iii) and wondered whether Member States would be parties to a dispute or an international treaty. If this paragraph referred to an international treaty, the Delegation of Mexico thought the word “estados” was sufficient.  However, if this paragraph referred to a dispute, the correct words should be “estados partes a una disputa.”

 AUTONUM  
The Delegation of the United States of America wondered whether paragraph 9 meant that the SCT would transmit its recommendations to ICANN, since paragraph 8 stated that discussions were not over on this subject. The Delegation wondered whether this discussion would continue on the SCT Forum and whether additional names would be included in the resolution to be sent to ICANN.

 AUTONUM  
The Delegation of Australia stated that it did not understand the intervention of the Delegation of Mexico and added that it seemed that there was no need in the English version for the word “party.”  In response to the intervention of the Delegation of the United States of America, the Delegation proposed to invert the order of paragraphs 8 

and 9.

 AUTONUM  
The Delegation of Mexico clarified that it proposed to delete the word “parties” and keep the word “states”.  In response to the question raised by the Delegation of the United States of America, the Delegation thought it was decided to protect names, extend their protection through the UDRP and submit this recommendation to ICANN.  Only after, the items under paragraph 8 would be discussed by the SCT.  Finally, the Delegation of Mexico thought that inverting the order of paragraphs 8 and 9 was appropriate.

 AUTONUM  
The Delegation of the United States of America indicated that inverting the order of paragraphs 8 and 9 alleviated some of its concerns.  However, the Delegation questioned the need for further discussions on country names after their communication to ICANN.

 AUTONUM  
The Chair summarized the discussion on Agenda Item 6 by stating that the proposal of Australia seemed to have broad support and clarified the concerns that were raised.

 AUTONUM  
The Delegation of Australia noted that inverting the order of paragraphs 8 and 9 meant that two proposals would be sent to ICANN at different time. 

 AUTONUM  
The Delegation of Sri Lanka supported inverting the order of paragraphs 8 and 9 but wondered whether the SCT should also inform ICANN that further work will be done on this issue.

 AUTONUM  
The Delegation of Australia, supported by the Delegation of Germany, concurred with the intervention made by the Delegation Sri Lanka and suggested giving the International Bureau some latitude to convey this issue to ICANN, possibly within the Government Advisory Commission of ICANN.

 AUTONUM  
The International Bureau confirmed that the recommendation transmitted to ICANN would include the statements made in paragraphs 6 and 7 of the Summary by the Chair.  However, the substance of paragraphs 8, 10, 11 of the Summary by the Chair would also be brought to the attention of ICANN.

 AUTONUM  
The Chair proposed to exclude paragraph 9, and then stated that Agenda Item 6 should be left as it was.  Since there were no objections, the Chair proceeded to the following paragraph (Trademarks). 

 AUTONUM  
The Delegation of the Republic of Korea wondered whether paragraph 12 meant that future discussion would be limited to Articles 8, Article 13bis, and the related rules. 

 AUTONUM  
The International Bureau replied that the new draft proposals of Articles 8, 13bis and 13ter will be presented since suggestions were made during this meeting.  However, the discussion at the next SCT meeting may go beyond Articles 8, 13bis and 13ter.

 AUTONUM  
The Chair asked whether there were any objections to include Article 13ter and Article 13quater to paragraph 12.  Since there were no objections, the Chair proceeded to the following paragraph (Further development of international trademark law and convergence of trademark practices). 

 AUTONUM  
The International Bureau proposed the following new wording for paragraph 13: “The SCT decided that the International Bureau should circulate the questionnaire contained in document SCT/9/3 on the SCT Electronic Forum, inviting for comments by the end of January 2003.  On the basis of these comments, the International Bureau shall finalize the questionnaire and circulate it for reply.”

 AUTONUM  
The Chair considered paragraphs 12 and 13 adopted since there were no more objections.  The Chair opened the floor for comments on the following paragraph (industrial designs).

 AUTONUM  
The International Bureau proposed the following summary for industrial designs: “The SCT welcomed the discussion on industrial designs at the SCT and expressed the wish to continue such discussions at future meetings.”

 AUTONUM  
Since there were no objections, the Chair opened the floor for comments on the following paragraph (Future work).

 AUTONUM  
The Delegation of Australia stated that a synthesis of the questionnaire might not be ready for the next SCT meeting because of priority reasons.

 AUTONUM  
The Delegation of Switzerland wanted the wording to be changed in order to state that priority will be given to the revision of the TLT and the harmonization of substantive trademark law.  However, the Delegation wondered whether the harmonization of substantive trademark law was premature for the SCT.  According to the Delegation, paragraph 14 should simply say “priority will be given to the revision of the TLT and continued work on the questionnaire which might lead to harmonization.”

 AUTONUM  
The Delegation of Australia congratulated the Chair for a well managed meeting.

Agenda Item 7:  Closing of the Session

 AUTONUM  
The Chair closed the ninth session of the Standing Committee.

[Annex follows]

LISTE DES PARTICIPANTS/LIST OF PARTICIPANTS

I.  MEMBRES/MEMBERS
(dans l’ordre alphabétique des noms français des États)

(in the alphabetical order of the names in French of the States)

ALGÉRIE/ALGERIA

Nor-Eddine BENFREHA, conseiller, Mission permanente, Genève

ALLEMAGNE/GERMANY

Li-Feng SCHROCK, Senior Ministerial Counsellor, Federal Ministry of Justice, Berlin

<schrock-li@bmj.bund.de>

Helga KOBER-DEHM (Mrs.), Senior Trademark Examiner, German Patent and Trademark Office, Munich

<helga.kober-dehm@dpma.de>

Mara WESSELER (Mrs.), Permanent Mission, Geneva

ARGENTINE/ARGENTINA
Marta GABRIELONI (Sra.), Consejera, Misión Permanente, Ginebra

AUSTRALIE/AUSTRALIA

Michael ARBLASTER, Deputy Registrar of Trademarks, IP Australia, Woden ACT

<michael.arblaster@ipaustralia.gov.au>

Jyoti LARKE (Miss), Third Secretary, Permanent Mission, Geneva

AUTRICHE/AUSTRIA

Robert ULLRICH, Head of Department, Austrian Patent Office, Vienna

<robert.ullrich@patent.bmvit.gv.at>

Alois LEIDWEIN, attaché, Permanent Mission, Geneva

BÉLARUS/BELARUS

Irina EGOROVA (Mrs.), First Secretary, Permanent Mission, Geneva

BELGIQUE/BELGIUM

Monique PETIT (Mme), conseillère adjointe, Office de la propriété industrielle, Bruxelles

<monique.petit@mineco.fgov.be>

David BAERVOETS, conseiller adjoint, Office de la propriété industrielle, Bruxelles

BRÉSIL/BRAZIL

Leonardo DE ATHAYDE, Secretary, Permanent Mission, Geneva

<leonardo.athayde@ties.itu.int>

Leandro DA MOTTA OLIVIERA, Coordinator, Industrial Technology, Ministry of Development, Brasilia

<leandroo@mdic.gov.br>

CANADA

Lisa POWER (Ms.), Assistant Director, Trade Marks Branch, Department of Industry, Hull, Quebec

<power.lisa@ic.gc.ca>

Alan Michael TROICUK, Counsel to the Canadian Intellectual Property Office, Department of Justice, Hull, Quebec

<troicuk.alan@ic.gc.ca>

Tina MILANETTI (Ms.), Deputy Director, International Trade Policy Division, Department of Foreign Affairs and International Trade, Ottawa

<milanettit@agr.gc.ca>

Edith ST-HILAIRE (Ms.), Senior Policy Analyst, Intellectual Property Policy Directorate, Department of Industry, Ottawa

<edith.st-hilaire@dfait-maeci.gc.ca>

Raphaël SAUVÉ, analyste politique, Direction de la politique de la propriété intellectuelle, Industrie Canada, Ottawa

<sauve.raphael@ic.gc.ca>

Cameron MACKAY, First Secretary, Permanent Mission, Geneva

<cameron.mackay@dfait-maeci.gc.ca>

CHINE/CHINA

ZHAO Gang, Head of Division, Trademark Office, State Administration for Industry and Commerce (SAIC), Beijing

<saiczhaogang@sina.com>

LI Han (Mrs.), First Secretary, Permanent Mission, Geneva

<c-hanlin@yahoo.com>

COLOMBIE/COLOMBIA

Luis Gerardo GUZMAN VALENCIA, Consejero, Misión Permanente, Ginebra

<mission.colombia@ties.itu.int>

COSTA RICA

Alejandro SOLANO, Ministro Consejero, Misión Permanente, Ginebra

<alejandro.solano@ties.itu.int>

CÔTE D’IVOIRE

Désiré-Bosson ASSAMOI, conseiller, Mission permanente, Genève

CROATIE/CROATIA

Mirjana PUŠKARIČ (Miss), Head, Legal Department, State Intellectual Property Office of the Republic of Croatia (SIPO), Zagreb

<mirjana.puskaric@patent.del.cr>

Slavica MATEŠIĆ (Mrs.), Head, Trademark Department, State Intellectual Property Office of the Republic of Croatia (SIPO), Zagreb

Josip PERVAN, First Secretary, Permanent Mission, Geneva

CUBA

Clara Amparo MIRANDA VILA (Sra.), Jefe del Departamento de Marcas, Oficina Cubana de la Propiedad Industrial (OCPI), La Habana

<marcas@ocpi.cu>

DANEMARK/DENMARK

Ellen BREDDAM (Mrs.), Head of Division, Danish Patent and Trademark Office, Taastrup

<ebr@dkpto.dk>

ÉGYPTE/EGYPT

Ahmed ABDEL-LATIF, Third Secretary, Permanent Mission, Geneva

<abdelatif@yahoo.com>

ÉQUATEUR/ECUADOR

Rafael PAREDES, Ministro, Misión Permanente, Ginebra

ÉRYTHRÉE/ERITREA

Bereket WOLDEYOHANNSES, Consul, Consulate of the State of Erithrea, Geneva

ESPAGNE/SPAIN

María Teresa YESTE (Sra.), Jefe de la Unidad de Recursos, Departamento de Coordinación Jurídica y Relaciones Internacionales, Oficina Española de Patentes y Marcas, Madrid

<teresa.yeste@oepm.es>

Ignacio GIL OSES, Consejero Jurídico, Departamento de Coordinación Jurídica y Relaciones Internacionales, Oficina Española de Patentes y Marcas, Madrid

<ignacio.gil@oepm.es>

Ana PAREDES PRIETO (Sra.), Consejera, Misión Permanente, Ginebra

<ana.paredes@ties.itu.int>

ESTONIE/ESTONIA

Ingrid MATSINA (Ms.), Deputy Head, Trademark Department, The Estonian Patent Office, Tallinn

<ingrid.matsina@epa.ee>

ÉTATS-UNIS D’AMÉRIQUE/UNITED STATES OF AMERICA

Chris J. KATOPIS, Director, Patent and Trademark Office, Department of Commerce, Washington, D.C.

<chris.katopis@uspto.gov>

Eleanor MELTZER (Ms.), Attorney-Advisor, Patent and Trademark Office, Department of Commerce, Arlington, Virginia

<eleanor.meltzer@uspto.gov>

Lynne G. BERESFORD (Ms.), Deputy Commissioner for Trademark Examination Policy, Office of Legislative and International Affairs, Patent and Trademark Office, Department of Commerce, Washington, D.C.

<lynne.beresford@uspto.gov>

Dominic KEATING, Intellectual Property Attaché, Permanent Mission, Geneva

Michael A. MEIGS, Counsellor (Economic Affairs), Permanent Mission, Geneva

EX-RÉPUBLIQUE YOUGOSLAVE DE MACÉDOINE/THE FORMER YUGOSLAV REPUBLIC OF MACEDONIA

Simco SIMJANOVSKI, Head of Department, Industrial Property Protection Office, Skopje

Biljana LEKIČ (Mrs.), Deputy Head of Department, Industrial Property Protection Office, Skopje

<biljana@ippo.gov.mk>

FÉDÉRATION DE RUSSIE/RUSSIAN FEDERATION

Valentina ORLOVA (Ms.), Head, Legal Department, Russian Agency for Patents and Trademarks (ROSPATENT), Moscow

<vorlova@rupto.ru>

Anastasia MOLTCHANOVA (Ms.), Senior Expert, International Cooperation Department, Russian Agency for Patents and Trademarks (ROSPATENT), Moscow

<lsimonova@rupto.ru>

Liubov KIRIY (Mrs.), Head of Division, Federal Institute of Industrial Property, Moscow

<lkiriy@rupto.ru>

Robert VOSKANIAN, Head of Division, Federal Institute of Industrial Property, Moscow

FINLANDE/FINLAND

Hilkka NIEMIVUO (Mrs.), Deputy Head, Trademark Division, National Board of Patents and Registration of Finland, Helsinki

<hilkka.niemivuo@prh.fi>

Heli Marjut HIETAMIES (Ms.), Lawyer, National Board of Patents and Registration of Finland, Helsinki

<heli.nietamies@prh.fi>

FRANCE

Marianne CANTET (Mme), chargée de mission, Institut national de la propriété industrielle (INPI), Paris

<cantet.marianne@inpi.fr>

Michèle WEIL-GUTHMANN (Mme), conseiller juridique, Mission permanente, Genève

Fabrice WENGER, juriste, Institut national des appellations d’origine (INAO), Paris

<f.wenger@inao.gouv.fr>

Bertrand GEOFFRAY, chargé de mission, Institut national de la propriété industrielle (INPI), Paris

<geoffray.b@inpi.fr>

GHANA

Bernard A. TAKYI, Minister Counsellor (Consular Affairs), Permanent Mission, Ghana

GRÈCE/GREECE

Alexandra THEODOROPOULOU (Mme), Secrétaire d’ambassade, Mission permanente, Genève

<alexandra.theodoropoulou@ties.itu.int>

Andreas CAMBITSIS, Minister Counselor, Permanent Mission, Geneva

<andreas.cambitsis@ties.itu.int>

GUATEMALA

Andrés WYLD, Primer Secretario, Misión Permanente, Ginebra

GUINÉE/GUINEA

Mamadou Billo BAH, chef du Bureau des signes distinctifs, Service de la propriété industrielle, Conakry

<billoafiya@yahoo.fr>

HONGRIE/HUNGARY

Gyula SOROSI, Head, National Trademark Section, Hungarian Patent Office, Budapest

<soros@hpo.hu>

Péter CSIKY, Head, Legal Section, Hungarian Patent Office, Budapest

<csiky@hpo.hu>

INDE/INDIA

Preeti SARAN (Mrs.), Counsellor, Permanent Mission, Geneva

INDONÉSIE/INDONESIA

Emawati JUNUS, Director, Copyright, Industrial Designs, Layout Designs of Integrated Circuits and Trade Secrets, Directorate General of Intellectual Property Rights, Tangerang

<emawati@dgip.go.id>

IRAN (RÉPUBLIQUE ISLAMIQUE D’)/IRAN (ISLAMIC REPUBLIC OF)

Ali HEYRANI NOBARI, Counsellor, Permanent Mission, Geneva

IRLANDE/IRELAND

Frank BUTLER, Department of Enterprise, Trade and Employment, Dublin

<frank_butler@entemp.ie>

ITALIE/ITALY

Sem FABRIZI, premier secrétaire, Mission permanente, Genève

<sem.fabrizi@ties.itu.int>

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHIRIYA

Hanan ALTURGMAN BAHGAT (Mrs.), Official, National Board for Scientific Research, Tripoli

JAPON/JAPAN

Jitsuya HASEGAWA, Deputy Director, Office of International Trade Organizations, Customs and Tariff Bureau, Ministry of Finance, Tokyo

<jitsuya.hasegawa@mof.go.jp>

Soichi OGAWA, Director, Chemicals, Trademark Division, Trademark, Design and Administrative Affairs Department, Japan Patent Office, Tokyo

<ogawa-soichi@jpo.go.jp>

Fumiaki SEKINE, Assistant Director, International Affairs Division, General Administration Department, Japan Patent Office, Tokyo

<sekine-fumiaki@jpo.go.jp>

Hiroyuki ITO, Assistant Director, Design Division, Trademark, Design and Administrative Affairs Department, Japan Patent Office, Tokyo

<ito-hiroyuki@jpo.go.jp>

Kazuhiko YAMADA, Specialist for Trademark Planning, Trademark Division, Trademark, Design and Administrative Affairs Department, Japan Patent Office, Tokyo

<yamada-kazuhiko@jpo.go.jp>

Keiko NAKAGAWA, Assistant Section Chief, Intellectual Property Policy Office, Economic and Industrial Policy Bureau, Ministry of Economy, Trade and Industry, Tokyo

<nakagawa-keiko-I@meti.go.jp>

Takashi YAMASHITA, First Secretary, Permanent Mission, Geneva

KAZAKHSTAN

Nauruzova GULZHIKHAN (Mrs.), Chief, Department of Trademarks and Industrial Designs, Kazakhstan Institute of Patent Examination (KIPE), Almaty

Murat TASHIBAYEV, Counsellor, Permanent Mission, Geneva

<tashibayev@rbcmail.zk>

LESOTHO

Mampoi TAOANA (Ms.), Crown Attorney, Registrar-General, Maseru

LETTONIE/LATVIA

Dace LIBERTE (Ms.), Head, Trademarks and Industrial Designs Department, Patent Office of the Republic of Latvia, Riga

<valde@lrpv.lv>

LIBAN/LEBANON

Hanaa JOUMAA (Mme), employée, Ministère de l’économie et du commerce, Beyrouth

LITUANIE/LITHUANIA

Digna ZINKEVIČIENÈ (Miss), Acting Head, Trademarks and Industrial Design Division, State Patent Bureau of the Republic of Lithuania, Vilnius

<d.zinkeviciene@vpb.lt>

MALAWI

Frank Edward CHIBISA, Assistant Registrar General, Ministry of Justice, Registrar General’s Department, Blantyre

<reg@malawi.net>

MALTE/MALTA

Michael BARTOLO, Ambassador, Permanent Representative, Permanent Mission, Geneva

<michael.bartolo@ties.int>

Tony BONNICI, Second Secretary, Permanent Mission, Geneva

<tony.bonnici@ties.itu.int>

MAROC/MOROCCO

Khalid SEBTI, premier secrétaire, Mission permanente, Genève

MAURICE/MAURITIUS

Yagambaram SOOBRAMANIEN, Trade Analyst, Permanent Mission, Geneva

MEXIQUE/MEXICO

José Alberto MONJARAS OSORIO, Coordinador Departamental de Conservación de Derechos, Instituto Mexicano de la Propiedad Industrial (IMPI), México D.F.

<a.monjaras@impi.gob.mx>

Karla Tatiana ORNELAS LOERA (Srta.), Tercera Secretaria, Misión Permanente, Ginebra

NIGER

Jérome Oumarou TRAPSIDA, directeur, Ministère du commerce et de la promotion du secteur privé, Niamey

NORVÈGE/NORWAY

Solrun DOLVA (Mrs.), Head, National Trademarks, The Norwegian Patent Office, Oslo

<sdo@patentstyret.no>

Oluf Grytting WIE, Legal Adviser, The Norwegian Patent Office, Oslo

<ogw@patentstyret.no>

OUZBÉKISTAN/UZBEKISTAN

Makhmudjan Erkinovich TUKHTAEV, Head, Publication Department, State Patent Office of Uzbekistan, Tashkent

PANAMA

Romel ADAMES, Embajador, Representante Permanente ante la Organización Mundial del Comercio (OMC), Ginebra

<mission.panama-omc@ties.int>

Luz Celeste RIOS DE DAVIS (Sra.), Directora General, Dirección General del Registro de la Propiedad Industrial, Panama

<degerpi@senfo.net>

Lilia CARRERA (Sra.), Analista de Comercio Exterior, Representante Permanente ante la Organización Mundial del Comercio (OMC), Ginebra

<lilia.carrera@ties.itu.int>

PAYS-BAS/NETHERLANDS

Adriana Pieternella Rianne VAN ROODEN (Miss), Lawyer, Netherlands Industrial Property Office, Rijswijk

<rianne.van.rooden@bie.minez.nl>

Brigitte A. J. SPIEGELER (Mrs.), Legal Adviser on Industrial Property, Ministry of Economic Affairs, Directorate-General for Innovation, The Hague

<b.a.j.spiegeler@minez.nl>

Jennes DE MOL, First Secretary, Netherlands Permanent Mission, Geneva

PORTUGAL

Jorge Miguel SEVIVAS, juriste, Institut national de la propriété industrielle (INPI), Lisbonne

<jservivas@inpi.pt>

Maria JOÃO RAMOS (Mme), juriste, Institut national de la propriété industrielle (INPI), Lisbonne

<maria.ramos@inpi.pt>

José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Genève

<mission.portugal@ties.itu.int>

RÉPUBLIQUE ARABE SYRIENNE/SYRIAN ARAB REPUBLIC

Baskar BASKAR AL-SAKKA, Director, Ministry of Supply and Home Trade, Directorate of Property Protection, Damascus

RÉPUBLIQUE CENTRAFRICAINE/CENTRAL AFRICAN REPUBLIC

Vincent Saturnin LAVOU, directeur, Promotion du développement industriel et artisanal, Bangui

RÉPUBLIQUE DE CORÉE/REPUBLIC OF KOREA

MOON Chang Jin, Deputy Director, Korean Intellectual Property Office, Daejon-City

<jinanjin@hanmail.net>

WOO Jong-Kuyn, Director, Korean Intellectual Property Office, Daejon-City

<jkwoo@kipo.go.kr>

AHN Jae-Hyun, Intellectual Property Attaché, Permanent Mission, Geneva

<ipkorea@hotmail.com>

RÉPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

Svetlana MUNTEANU (Mrs.), Head, Trademarks and Industrial Designs Direction, State Agency on Industrial Property Protection (AGEPI), Kishinev

<munteanu_sv@yahoo.com>

RÉPUBLIQUE TCHÈQUE/CZECH REPUBLIC

Hana ČIŽKOVA (Mrs.), Clerk, Industrial Property Office, Prague

<hcizkova@upv.cz>

RÉPUBLIQUE-UNIE DE TANZANIE/UNITED REPUBLIC OF TANZANIA

Leonillah B. KISHEBUKA, Deputy Registrar Intellectual Property, Business Registrations and Licensing Agency, Dar Es Salaam

<usajili@intafrica.com>

Irene F. KASYANJU (Mrs.), Counsellor, Permanent Mission, Geneva

<mission.tanzania@ties.itu.int>

Roumanie/ROMANIA

Constanta Cornelia MORARU (Mme), chef du Service juridique et de la coopération internationale, Office d’État pour les inventions et les marques, Bucarest

<moraru.cornelia@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

Jeff WATSON, Senior Policy Advisor, The Patent Office, Newport

<jwatson@patent.gov.uk>

David Charles MORGAN, Manager, Trade Mark Examination, The Patent Office, Newport

<davimorgan@patent.gov.uk>

RWANDA

Doh KAVARUGANDA, conseiller, Mission permanente, Genève

SAO TOMÉ-ET-PRINCIPE/SAO TOME AND PRINCIPE

Luís Manuel GAMBOA DA SILVA, responsable du GENAPI, Direction du commerce et de l’industrie, Service national de la propriété industrielle, Sao Tomé

<dci@cstome.net>

SIERRA LEONE

Salimatu KOROMA (Miss), Administrator and Registrar-General, Administrator and Registrar-General’s Department, Freetown

<arg@sierratel.sl>

SLOVAQUIE/SLOVAKIA

Júlia VETÁKOVÁ (Miss), Lawyer, Industrial Property Office of the Slovak Republic, Banská Bystrica

<jvetrakova@indprop.gov.sk>

Barbara ILLKOVÁ (Miss), Deputy Permanent Representative, Counsellor, Permanent Mission, Geneva

SLOVÉNIE/SLOVENIA

Vesela VENIŠNIK (Mrs.), Head, Trademark Department, Slovenian Intellectual Property Office, Ljubljana

<v.venisnik@uil-sipo.si>

Anton SVETLIN, Director, Office for the Recognition of Agricultural Product and Foodstuff Designations, Ljubljana

<anton.svetlin@gov.si>

SOUDAN/SUDAN

Christopher L. JADA, Second Secretary, Permanent Mission, Geneva

SRI LANKA

Chanaka DE SILVA, Attorney-at-Law, Member of the National Advisory Commission on Intellectual Property, National Intellectual Property Office, Colombo

<cds@dynaweb.lk>

Gothami INDIKADAHENA (Mrs.), Counsellor (Economic and Commercial), Permanent Mission, Geneva

<mission.sri-lanka-wto@ties.itu.int>

Prasad KARIYAWASAM, Ambassador, Permanent Mission, Geneva

<mission.sri-lanka-wto@ties.itu.int>

SUÈDE/SWEDEN

Magnus AHLGREN, Deputy Head, Designs and Trademark Department, Swedish Patent and Registration Office, Stockholm

<magnus.ahlgren@prv.se>

SUISSE/SWITZERLAND

Stefan FRAEFEL, conseiller juridique, Division des marques, Institut fédéral de la propriété intellectuelle, Berne

<stefan.fraefel@ipi.ch>

Alexandra GRAZIOLI (Mlle), conseillère juridique, Division droit et affaires internationales, Institut fédéral de la propriété intellectuelle, Berne

<alexandra.grazioli@ipi.ch>

Michèle BURNIER (Mme), conseillère juridique, Division des marques, Institut fédéral de la propriété intellectuelle, Berne

<michele.burnier@ipi.ch>

Martin ETTLINGER, stagiaire, Institut fédéral de la propriété intellectuelle, Berne

Jürg HERREN, conseiller juridique, Division droit et affaires internationales, Institut fédéral de la propriété intellectuelle, Berne

THAÏLANDE/THAILAND

Pojaman SRUKHOSIT (Ms.), Intellectual Property Promotion and Development Division, Trademark Office, Department of Intellectual Property, Nonthaburi

<pojamans@moc.go.th>, <pojamans@hotmail.com>

Supark PRONGTHURA, Permanent Mission, Geneva

<suparkp@yahoo.com>

TONGA

Distaquaine TUIHALAMAKA (Mrs.), Assistant Registrar, Ministry of Labour, Commerce and Industries, Nuku’alofa

<quaine@kalianet.to>

TRINITÉ-ET-TOBAGO/TRINIDAD AND TOBAGO

Mazina KADIR (Miss), Controller, Intellectual Property Office, Port of Spain

<mazina.kadir@ipo.gov.tt>

TURQUIE/TURKEY

Yasar OZBEK, conseiller juridique, Mission de Turquie, Genève

Mustafa DALKIRAN, expert, Institut turc des brevets, Ankara

<mdalkiran@yahoo.com>

UKRAINE

Lyudmyla MENYAYLO (Mrs.), Head, Registration and Intellectual Property Economics Division, State Department of Intellectual Property, Kyiv

<l.menyaylo@spou.kiev.ua>

URUGUAY

Alejandra DE BELLIS (Srta.), Second Secretary, Permanent Mission, Geneva

<mission.uruguay@ties.itu.int>

VENEZUELA

Aura Otilia OCANDO (Sra.), Directora del Registro de la Propiedad Industrial, Caracas

<aocando@sapi.gov.ve>

Fabio DI CERA, Misión Permanente, Ginebra

<fabiodicera@hotmail.com>

YÉMEN/YEMEN

Abdu Abdullah AL-HODAIFI, Director, Trademarks Administration, Ministry of Industry and Trade, Sana’a

YOUGOSLAVIE/YUGOSLAVIA

Ivana MILOVANOVIĆ (Miss), Third Secretary, Permanent Mission, Geneva

<ivana.milovanovic@ties.itu.int>

COMMUNAUTÉS EUROPÉENNES (CE)(/EUROPEAN COMMUNITIES (EC)(
Víctor SÁEZ LÓPEZ-BARRANTES, Official, Industrial Property Unit, European Commission, Brussels

<victor.saez@cec.eu.int>

Susana PÉREZ FERRERAS (Mrs.), Administrator, Industrial Property, European Commission, Brussels

<susana.perez-ferreras@cec.eu.int>

Detlef SCHENNEN, Head, Legislation and International Legal Affairs Service, Office for Harmonization in the Internal Market (Trade Marks and Designs), Alicante

<detlef.schennen@oami.eu.int>

Patrick RAVILLARD, Counsellor, Permanent Delegation of the European Commission in Geneva

<patrick.ravillard@cec.eu.int>

II.  ORGANISATIONS INTERGOUVERNEMENTALES/

INTERGOVERNMENTAL ORGANIZATIONS
ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE ORGANIZATION (WTO)

Lillian BWALYA (Mrs.), Economic Affairs Officer, Geneva

<lillian.bwalya@wto.org>

Lauro LOCKS, Legal Affairs Officer, Intellectual Property Division, Geneva

Thu-Lang TRAN WASESCHA (Mrs.), Counsellor, Geneva

<thu-lang tran.wasescha@wto.org>

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE (BBM)

Paul LAURENT, chef de la Division d’opposition, La Haye

<plaurent@bmb-bbm.org>

Edmond Léon SIMON, directeur adjoint, La Haye

<dsimon@bmb.bbm.org>

LIGUE DES ÉTATS ARABES (LEA)/LEAGUE OF ARAB STATES (LAS)
Mohamed Lamine MOUAKI BENANI, conseiller à la Délégation permanente, Genève
OFFICE INTERNATIONAL DE LA VIGNE ET DU VIN (OIV)/INTERNATIONAL VINE AND WINE OFFICE (OIV)

Yann JUBAN, Head, Law, Regulation and International Organizations Unit, Paris

<yjuban@oiv.int>

Philippe HUNZIKER, président du groupe d’experts droit et règlementation, Paris

<oiv@oiv.int>

ORGANISATION AFRICAINE DE LA PROPRIÉTÉ INTELLECTUELLE (OAPI)/AFRICAN INTELLECTUAL PROPERTY ORGANIZATION (OAPI)

Hassane YACOUBA KAFFA, chef du Service de la propriété littéraire et artistique, Yaoundé, <oapi@oapi.cm

UNION AFRICAINE (UA)/AFRICAN UNION (AU)

Francis MANGENI, Counsellor, Geneva

<fmangeni@lsealumni.com>

III.  ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/

INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS
Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual Property Law Association (AIPLA)

Allison STRICKLAND (Ms.), Chairman, AIPLA Trademark Treaties and International Law Committee

Association communautaire du droit des marques (ECTA)/European Communities Trade Mark Association (ECTA)

Dietrich OHLGART, Chairman, Law Committee, Hamburg

<dietrich.ohlgart@lovells.com>

Association des industries de marque (AIM)/European Brands Association (AIM)

Jean BANGERTER, Chairman, AIM Trademark Committee, Lausanne

Association internationale des juristes pour le droit de la vigne et du vin (AIDV)/International Wine Law Association (AIDV)

Douglas REICHERT, Attorney-at-Law, Geneva

<dreichert@swissonline.ch>

Association internationale pour la protection de la propriété industrielle (AIPPI)/International Association for the Protection of Industrial Property (AIPPI)

Gerd F. KUNZE, President, Zurich

<kunze@bluewin.ch>

Assocation internationale pour les marques (INTA)/International Trademark Assocation (INTA)

Richard J. TAYLOR, Member, INTA Trademark Affairs and Policies Group, New York

<rjtnyc@aol.com>

Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association (JPAA)

Daisaku FUJIKURA, Chairman, Trademark Committee, Tokyo

<tm@nakapat.gr.jp>

Tetsuaki KAMODA, Member, Trademark Committee, Tokyo

<canard@amy.hi-ho.ne.jp>

Association japonaise pour les marques (JTA)/Japan Trademark Association (JTA)

Tetsuaki KAMODA, Vice-Chair, International Activities Committee, Tokyo

<canard@amy.hi-ho.ne.jp>

Centre d’études internationales de la propriété industrielle (CEIPI)/Center for International Industrial Property Studies (CEIPI)

François CURCHOD, professeur associé à l’Université Robert Schuman de Strasbourg, Genolier

<francois.curchod@vtxnet.ch>

Chambre de commerce internationale (CCI)/International Chamber of Commerce (ICC)

António L. DE SAMPAIO, conseiller, L.E. Dias Costa, I.D.A, Lisbonne

<diascosta@jediascosta.pt>

Gonçalo DE SAMPAIO (membre, avocat, J.E. Dias Costa, I.D.A, Lisbonne)

<diascosta@jediascosta.pt>

Committee of National Institutes of Patents Agents (CNIPA)

Robert Dale WESTON, Phillips and Leigh, London

<robert.weston@pandl.com>

Fédération internationale des conseils en propriété industrielle (FICPI)/International Federation of Industrial Property Attorneys (FICPI)

Jean-Marie BOURGOGNON, Member of Group I, Paris

Fédération internationale des vins et spiritueux (FIVS)/International Federation of Wines and Spirits (FIVS)

Frederico CASTELLUCCI

IV.  BUREAU/OFFICERS
Présidente/Chair:

Valentina ORLOVA (Mme/Mrs.) (Fédération de Russie/
Russian Federation)

Secrétaire/Secretary:


Denis CROZE (OMPI/WIPO)

V.  SECRÉTARIAT DE L’ORGANISATION MONDIALE

DE LA PROPRIÉTÉ INTELLECTUELLE (OMPI)/

SECRETARIAT OF THE

WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)

Shozo UEMURA, vice-directeur général/Deputy Director General

Francis GURRY, sous-directeur général/Assistant Director General

Ernesto RUBIO, directeur principal, Département des marques, des dessins et modèles industriels et des indications géographiques/Senior Director Trademarks, Industrial Designs and Geographical Indications Department

Octavio ESPINOSA, directeur-conseiller, Secteur des marques, des dessins et modèles industriels et des indications géographiques/Director-Advisor, Sector of Trademarks, Industrial Designs and Geographical Indications

Joëlle ROGÉ (Mme/Mrs.), directrice-conseillère, Secteur des marques, des dessins et modèles industriels et des indications géographiques/Director-Advisor, Sector of Trademarks, Industrial Designs and Geographical Indications

Denis CROZE, chef de la Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Head International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

Martha PARRA FRIEDLI (Mme/Mrs.), juriste principale à la Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Senior Legal Officer, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

Lucinda JONES (Mlle/Miss), juriste principale à la Section du commerce électronique, Bureau des affaires juridiques et structurelles/Senior Legal Officer, Electronic Commerce Section, Office of Legal and Organization Affairs

Päivi LÄHDESMÄKI (Mlle/Miss), juriste principale à la Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Senior Legal Officer, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

Catherine REGNIER (Mlle/Miss), juriste à la Section du commerce électronique, Bureau des affaires juridiques et structurelles/Legal Officer, Electronic Commerce Section, Office of Legal and Organization Affairs

Takeshi HISHINUMA, juriste adjoint à la Section du commerce électronique, Bureau des affaires juridiques et structurelles/Assistant Legal Officer, Office of Legal and Organization Affairs

Abdoulaye ESSY, consultant, Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Consultant, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)
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*	See WIPO document WO/GA/28/3 of June 24, 2002 (“Internet Domain Names”).


( 	Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de membre sans droit de vote.


( 	Based on a decision of the Standing Committee, the European Communities were accorded member status without a right to vote.















