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INTRODUCTION

 AUTONUM 
The Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”) held its tenth session, in Geneva, from April 28 to May 2, 2003.

 AUTONUM 
The following Member States of WIPO and/or the Paris Union for the Protection of Industrial Property were represented at the meeting:  Albania, Argentina, Armenia, Australia, Austria, Azerbaijan, Barbados, Brazil, Belarus, Belgium, Bulgaria, Cambodia, Cameroon, Canada, Chile, China, Congo, Costa Rica, Croatia, Czech Republic, Democratic People’s Republic of Korea, Denmark, Dominican Republic, Ecuador, 

El Salvador, Estonia, Fiji, Finland, France, Germany, Ghana, Greece, Hungary, India, Ireland, Islamic Republic of Iran, Italy, Japan, Kenya, Latvia, Lithuania, Malta, Mexico, Morocco, Mongolia, Mozambique, Nepal, Nigeria, Norway, New Zealand, Oman, Netherlands, Poland, Portugal, Qatar, Republic of Korea, Republic of Moldova, Romania, Russian Federation, Serbia and Montenegro, Singapore, Slovakia, Slovenia, Spain, South Africa, Sudan, Sweden, Switzerland, Tajikistan, Thailand, The former Yugoslav Republic of Macedonia, Turkey, Ukraine, United Kingdom, United States of America, Uruguay, Venezuela, Zambia, Zimbabwe (79).  The European Communities were also represented in their capacity of member of the SCT.

 AUTONUM 
The following intergovernmental organizations took part in the meeting in an observer capacity:  Benelux Trademark Office (BBM), International Vine and Wine Office (OIV), World Trade Organization (WTO) (3).

 AUTONUM 
Representatives of the following international non-governmental organizations took part in the meeting in an observer capacity:  Association of European Trade Marks Owners (MARQUES), Center for International Industrial Property Studies (CEIPI), European Brands Association (AIM), European Communities Trade Mark Association (ECTA), International Association for the Protection of Industrial Property (AIPPI), International Federation of Industrial Property Attorneys (FICPI), International Federation of Wines and Spirits (FIVS), International League of Competition Law (LIDC), International Trademark Association (INTA), International Wine Law Association (AIDV), Japan Trademark Association (JTA), Japan Patent Attorneys Association (JPAA) (12).

 AUTONUM 
The list of participants is contained in Annex II of this Report.

 AUTONUM 
Discussions were based on the following documents prepared by the International Bureau of WIPO:  “Draft Agenda” (document SCT/10/1 Prov.), “Draft Revised Trademark Law Treaty” (document SCT/10/2), “Further Development of International Trademark Law and Convergence of Trademark Practices” 

(document SCT/10/3 Prov.), “Geographical Indications” (document SCT/10/4), “The Protection of Country Names in the Domain Name System” (document SCT/10/5), “Internet Domain Names and Geographical Indications” (document SCT/10/6), “The Protection of Country Names in the Domain Name System” (document SCT/10/7 Corr.).

 AUTONUM 
The Secretariat noted the interventions made and recorded them on tape.  This report summarizes the discussions on the basis of all the observations made.

Agenda Item 1:  Opening of the Session
 AUTONUM  
Mr. Shozo Uemura, Deputy Director General, opened the session and welcomed all the participants on behalf of the Director General of WIPO.  Mr. Uemura made a short introduction of the issues discussed in previous meetings of the SCT and the issues submitted for discussion at the present meeting.

 AUTONUM  
Mr. Denis Croze (WIPO) acted as Secretary to the Standing Committee.

Agenda Item 2:  Election of a Chair and two Vice-Chairs

 AUTONUM  
The Delegation of Portugal, speaking on behalf of Group B proposed, as Chair of the SCT for the year 2003, Mr. Li-Feng Schrock (Senior Ministerial Counsellor, Federal Ministry of Justice, Germany) and as Vice-Chairs Mrs. Graciela Road d’Imperio (Director de Asesoría Técnica, Dirección Nacional de la Propiedad Industrial, Uruguay) and Mrs. Valentina Orlova (Director, Legal Department, Russian Agency for Patents and Trademarks –ROSPATENT– Russian Federation).

 AUTONUM  
The Delegations of Romania and of Switzerland endorsed the proposal.

 AUTONUM  
The Standing Committee unanimously elected the Chair and Vice-Chairs as proposed.

 AUTONUM  
Mr. Li-Feng Schock chaired items 3, 5, 6, 7 (partly) of the agenda.  In the absence of the Chair, Mrs. Graciela Road d’Imperio chaired discussions on agenda items 4, 7 (partly), 8, 9 and 10.
Agenda Item 3:  Adoption of the Agenda

 AUTONUM  
The Draft Agenda (document SCT10/1 Prov.) was adopted with a modification relating to the order of discussion of Agenda Item 4 (Adoption of the Draft Report of the Ninth Session).
 AUTONUM  
The Delegation of Switzerland requested that under Agenda Item 8 (Other Matters), the SCT continue the discussion of document SCT/9/6 (Industrial Designs and Their Relation with Works of Applied Art and Three-Dimensional Marks), started at the ninth session of the Committee.  The Delegation of the United Kingdom suggested that under Agenda Item 9 (Future Work), the SCT consider current procedures as set out in Article 6ter of the Paris Convention for the Protection of Industrial Property, including application, guidelines for interpretation, possibility of adding specific guidelines on withdrawal or deletion procedure, and a provision of an online database.  The SCT agreed to these proposals.

Agenda Item 4: Adoption of the Draft Report of the Ninth Session
 AUTONUM  
The Secretariat informed the Standing Committee that, following the procedure adopted by the SCT, comments were made by several delegations on the Electronic Forum of the SCT:  Japan (in respect of paragraphs 205 and 214), Mexico (paragraphs 142, 285 and 305), the Republic of Moldova (paragraphs 47 and 64), Switzerland (paragraphs 37, 68, 91, 98, 284 and 324), the European Communities, (paragraphs 88 and 102), and the Representative of CEIPI (paragraphs 162, 203 and 211).  The abovementioned paragraphs were consequently amended in document SCT/9/9 Prov.3.

 AUTONUM  
The Delegation of France requested a modification to paragraph 115.

 AUTONUM  
The SCT adopted the Draft Report of the ninth session 

(document SCT/9/9 Prov.3) as modified.

Agenda Item 5:  Internet Domain Names
 AUTONUM  
The Secretariat recalled that, as a result of the Second WIPO Internet Domain Name Process, the Member States of WIPO recommended to extend protection to two types of identifiers, namely the names and acronyms of Intergovernmental Organizations (IGOs) and country names, by extending the scope of the Uniform Domain Name Dispute Resolution Policy (UDRP).

 AUTONUM  
The Secretariat also recalled that it had transmitted these recommendations to the Internet Corporation for Assigned Names and Numbers (ICANN).  At its meeting from March 23 to 25, 2003, the Governmental Advisory Committee of ICANN endorsed these recommendations.  The recommendations are currently being considered by ICANN in accordance with its internal decision-making procedures.  
Internet Domain Names and Geographical Indications

 AUTONUM  
The Secretariat presented document SCT/10/6 which summarizes the discussions throughout the Second WIPO Internet Domain Name Process on the protection of geographical indications in the domain name system.

 AUTONUM  
The Representative of ECTA referred to paragraph 231 of document SCT/10/6 and explained that, given the complexity of the disputes regarding geographical indications, and the divergences in their legal protection, it would be premature to extend UDRP protection to geographical indications. 

 AUTONUM  
The Delegation of the European Communities stated that it could see no reason why geographical indications should be afforded less protection in the domain name system than trade or service marks.  Although, the Final Report of the Second WIPO Internet Domain Process summarizes the evidence of the misuse of geographical indications in the domain name system, it concludes that in view of the divergences in the international legal protection of geographical indications it would be premature to extend UDRP protection to such identifiers.  The Delegation stated that, when the legal measures of protection of geographical indications existing in the European Union are extended to the new European Union Member States, wider harmonization will be achieved which could be used as a reference for the international protection of  geographical indications.  As a result, the Delegation of the European Communities confirmed its support for the extension of UDRP protection to geographical indications.

 AUTONUM  
The Representative of the OIV expressed concern about the number of Internet domain names consisting of geographical indications.  The Representative stated that such domain name registrations constitute commercial piracy.

 AUTONUM  
The Delegations of France and Switzerland expressed support for the positions put forward by the Delegation of the European Communities and the Representative of the OIV and requested the extension of the UDRP to geographical indications.

 AUTONUM  
The Delegation of Uruguay considered that, given the lack of a harmonized system of protection for geographical indications, it would be premature to extend the UDRP to such identifiers.  The Delegation of the United States of America agreed with the position advanced by the Delegation of Uruguay.

 AUTONUM  
In response, the Delegation of the European Communities stated that the establishment of a fully harmonized system of protection for geographical indications was unlikely in the near future, and that it was therefore necessary to find a common denominator in order to provide protection for geographical indications in the domain name system.  The Delegation pointed out that, like trademarks, geographical indications are subject to the principle of territoriality, and should therefore benefit from the same protection currently available for trademarks.  On the question of who should be deemed to have standing to file complaints under a proposed revised UDRP protecting geographical indications, the Delegation stated that this issue could be determined by reference to the applicable national law.  In any event, the Delegation declared its support for the establishment of an international registry of geographical indications as stated in paragraph 245 of document SCT/10/6.

 AUTONUM  
The Chair concluded that there was a split in the positions of Member States on the issue of Internet domain names and geographical indications.

Internet Domain Names and Country Names

 AUTONUM  
Discussions on the protection of country names in the domain name system were based on documents SCT/10/5 and SCT10/7 Corr.

 AUTONUM  
The Secretariat presented the issues to be decided by the SCT in connection with the protection of country names in the domain name system, as reflected in document SCT/10/5, namely:

(a)  whether protection should be extended to names by which countries are familiarly or commonly known as notified by the Member States to the Secretariat in the cumulative list annexed to document SCT/10/7 Corr.;  

(b)  whether protection of country names should be extended retroactively and, if so, whether there is a need to take specific account of acquired rights;

(c)  whether to recommend, in view of the immunities enjoyed by sovereign States, a special appeal mechanism by way of de novo arbitration.

 AUTONUM  
The Delegation of Greece reserved its position regarding the notifications made by The former Yugoslav Republic of Macedonia included in the Annex to documents SCT/10/5 and SCT/10/7 Corr. 

 AUTONUM  
The Delegation of Barbados supported extending protection under the UDRP to names by which countries are familiarly or commonly known, including those notified by Member States to the Secretariat after December 31, 2002.  The Delegations of China and Mexico supported this approach.

 AUTONUM  
The Delegations of the Netherlands and the Czech Republic supported the protection of names by which countries are familiarly or commonly known.  The Delegation of Switzerland also supported such an extension of protection, suggested to determine a new deadline for notifications by Member States to the Secretariat, and considered that an objection mechanism was not required.  The Delegation of Zimbabwe agreed with the position expressed by the Delegation of Switzerland but stated that a mechanism allowing countries to object to individual notifications should be established.

 AUTONUM  
The Delegation of the United Kingdom urged caution and considered that protection should only be extended to the long and short names of countries as provided by the United Nations Terminology Bulletin.  The Delegation stated that extending protection to names by which countries are familiarly or commonly known might be difficult to manage.  The Delegation of Australia supported the position expressed by the Delegation of the United Kingdom.  It also stated that the risk of disputes would be increased if protection was extended to such names. 

 AUTONUM  
The Delegations of Japan and South Africa opposed the extension of protection to the names by which countries are familiarly or commonly known.  The Delegation of the United States of America also opposed such an extension and referred to specific examples of conflicts between trademarks and domain names based on such names. 

 AUTONUM  
The Delegation of Ukraine expressed concern about the problem of countries changing names.

 AUTONUM  
The Chair solicited views on whether the protection of country names should be extended retroactively as stated in paragraph 15 of document SCT/10/5.

 AUTONUM  
The Delegation of China declared itself in favor of the retroactive protection of country names.

 AUTONUM  
The Delegations of Japan, Australia and the United States of America declared themselves against retroactive protection of country names.

 AUTONUM  
As Member States could not agree on the issue of retroactive protection of country names, the Chair proposed moving to the issue of  whether to recommend, in view of the immunities enjoyed by sovereign States, a special appeal mechanism by way of de novo arbitration as stated in paragraph 18 of document SCT/10/5.

 AUTONUM  
At the request of the Delegation of the United States of America, the International Bureau explained that the SCT had recommended to respect the privileges and immunities enjoyed by IGOs in the implementation of protection for the names and acronyms of IGOs.  As a result, instead of submitting to the jurisdiction of national courts, IGOs would submit to a special appeal procedure by way of de novo arbitration.  A similar issue arises regarding the immunity of sovereign States.

 AUTONUM  
The Delegations of Mexico and Zimbabwe declared their support to the establishment of a special appeal mechanism for sovereign States by way of de novo arbitration.

 AUTONUM  
The Delegation of China stated that it was against a special appeal mechanism for sovereign States by way of de novo arbitration.  It suggested that, in order to preserve the sovereign immunity of States, the UDRP should include a ground to consider registration of country names as domain names as a violation of the public order.

 AUTONUM  
At the request of the Delegation of South Africa, the Secretariat explained that the registration agreement would require the domain registrant to submit to the de novo arbitration and that it might be liable for the costs of the arbitration, as it would be liable for the costs of any proceedings conducted before a national court of justice.

 AUTONUM  
The Delegation of Australia expressed its opposition to the establishment of a special appeal mechanism for sovereign States by way of de novo arbitration since a State is only required to waive its immunity with regard to specific UDRP proceedings.  The Delegation reported that Australia, like other countries, had already done so in the context of individual UDRP proceedings.  However, if there was consensus for the establishment of such a mechanism, the Delegation of Australia would follow.

 AUTONUM  
The Delegations of Japan, Morocco, the United Kingdom, the United States of America and Uruguay stated that they reserved their position with regard to paragraph 18 of document SCT/10/5.  They said that further discussions on the issue of sovereign immunity of States should take place at the SCT before making any recommendation to ICANN.  The Delegation of the United Kingdom, supported by the Delegation of Australia, suggested that a short description of how a de novo arbitration mechanism might work should be prepared by the Secretariat for the next session.

 AUTONUM  
The Chair drew the following conclusions: 

(i)
the SCT decided to revert to the issues considered in paragraphs 13 and 18 of document SCT/10/5 (The Protection of Country Names in the Domain Name System) at the next meeting of the SCT; 

(ii)
in respect of the question of sovereign immunity, it was agreed that a short description of how a de novo arbitration mechanism might work should be prepared by the International Bureau;  and

(iii)
with respect to the issues contained in paragraph 15 of document SCT/10/5, it was agreed that no further action should be taken.

Agenda Item 6:  Geographical Indications

 AUTONUM  
The Secretariat introduced document SCT/10/4 and recalled that at its ninth session, the Committee had requested WIPO to prepare a study setting out the issues generally considered with regard to the protection of geographical indications, taking into account the elements contained in the definition of the Agreement on Trade-Related Aspects of Intellectual Property Rights (the TRIPS Agreement), in particular, the elements supporting a claim for quality, reputation or other characteristics, and what is considered in evaluating a claim that these elements are “essentially attributable” to the geographical origin.  The list of factors would be illustrative and not exhaustive and the purpose of the study itself would be to provide members with a general overview of issues considered by different systems of protection.

 AUTONUM  
The Secretariat added that, in document SCT/10/4, the issue of geographical indications was dealt with in two parts.  A first part containing a number of questions which have not yet been resolved at the international level and which may have to be answered before any substantive discussions could be engaged on this issue, and a second part highlighting the elements of the definition as they are taken into account in different systems of protection.  On the whole, the purpose of the document was to serve as the basis of an exchange of information amongst members of the Committee.

 AUTONUM  
In reply to a query by the Delegation of the United States of America, the Secretariat clarified that use of the word “systematically” in paragraph 14 of the document, in relation to reputation or notoriety reproduced a conclusion contained in the World Trade Organization (WTO) survey on the subject according to which countries applying the TRIPS model refer to reputation in their national legislation as an element linked to geographical origin, whereas countries applying the Lisbon model did not generally do so.

 AUTONUM  
The Representative of the FIVS noted that countries which had experience with geographical indications had incorporated into their legislation the language of the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement).  In Italy, the National Committee for Appellations of Origin on Wine considered the fact of a product name being well known or having reputation as one of the key elements to grant an appellation of origin to a given wine.  If the product was not known to a specific sector of consumers, one of the elements would be considered to be lacking and members of the National Committee would vote against granting the appellation of origin to the product.

 AUTONUM  
The Delegation of the European Communities, also speaking on behalf of its member States, noted that the document was comprehensive and dealt with all of the items of the definition of geographical indications.  It added that the element of reputation appeared in Article 2(2) of the Lisbon Agreement which took account of the notoriety of the geographical name.  The determination was however done on a case by case basis.  The Delegation stressed that, behind the geographical name for which protection was sought, the fact that the product was well-kown, that it sold well and that people appreciated it over a certain period of time, constituted an important element.  In addition, reputation was also an important element to consider if the product was replaced or substituted or the name was usurped. 

 AUTONUM  
As a general remark, the Representative of the OIV said that the definition of Article 22(1) of the TRIPS Agreement applied to any product including wines and spirits.  He added that the additional protection for wines and spirits under Article 23 was not conditioned by a special definition − granting a specific and autonomous protection − but by the very nature of the product.  Therefore, if a product was rejected out of the scope of the additional protection, it would still benefit from the general protection contemplated under Article 22(1) of TRIPS.  The TRIPS Agreement did not define either wines or spirits, and this observation was important because it raised the question of whether products such as plant wines or palm wines could benefit from the additional protection of Article 23 of TRIPS when they had a geographical indication.  In the opinion of the Representative, it would perhaps be necessary to limit the additional protection only to products of the vine, whether fermented or distilled.  With regard to document SCT/10/4, the Representative regretted that no clarification was made on the meaning of the word “indication,” which was contained in the TRIPS definition.  The Agreement did not spell out that a geographical indication was a geographical name, while the Lisbon Agreement did use the term “geographical name.”  Thus, it could be understood that a word which was not a geographical name strictu senso but had the very strong power of a geographical evocation could be considered a geographical indication.  This exceptional situation was regulated in certain regions, where a particular indication—such as Vinho Verde, Muscadet or Manzanilla, 

Cava—would be assimilated to the geographical name of a geographical area.  The representative recalled that since 1992, the OIV had assimilated well-known traditional expressions to appellations of origin and to geographical indications.  

 AUTONUM  
In reply to a request for clarification by the Chair regarding traditional expressions which could be assimilated to geographical indications, the Representative of the OIV added that Vinho Verde and Muscadet were not geographical names but had acquired a reputation over time.  In the case of Muscadet, this denomination was recognized as a geographical indication and was thus protected under French regulations.

 AUTONUM  
In reply to remarks made by one delegation as to the relevance in the framework of these discussions of bilateral negotiations resulting in the mutual recognition of geographical indications, including traditional expressions, the Chair noted that the work of the Committee was concerned with multilateral agreements and that it would be preferrable not to take up the case of bilateral negotiations, as they had a more limited content and scope, usually reflecting the reciprocal concessions of the parties involved.

 AUTONUM  
The Delegation of Australia was of the opinion that discussions on geographical indications at the SCT should be restricted to areas clearly defined in the TRIPS Agreement and to elements or expressions meeting that definition.  The Delegation felt that it would be difficult to manage a discussion covering elements that might or might not be included in the definition, both in terms of understanding the issues and identifying the way forward.  The Delegation also pleaded members of the Committee to keep outside of the discussion designations such as traditional expressions or apellations of origin, although it conceded that the latter were, for some countries, the primary form of geographical indications.

 AUTONUM  
Referring to interventions made earlier in the session, the Delegation of the United States of America asked members of the Committee for their views on whether it were agreed that a geographical indication need not be a geographic term, then for example could a grape variety (i.e. Muscadet) ever transform into a geographical indication?  The Delegation also asked, in relation to paragraph 25 of document SCT/10/4, whether the economic value of reputation could be used to distinguish a geographical indication from a trademark.

 AUTONUM  
The Chair asked the representative of the OIV whether he wished to address the first query put forward by the Delegation of the United States of America.  The Representative explained that Muscadet was the name of the synonym for a variety called “melon”  which became later a geographical indication.  He further explained that there were geographical indications which combined the name of a variety with a geographical name, the two elements together constituting the geographical indication.  The representative of the OIV said that since Muscadet was a French appellation of origin, the authorities of that country were better placed to answer the question.

 AUTONUM  
The Delegation of France confirmed that there were instances where the names of grape varieties became part of a geographical indication.  He nevertheless stressed that the names of the varieties remained free and available for use.

 AUTONUM  
Referring to the second query put forward by the Delegation of the United States of America, the Representative of ECTA explained that building on the element of reputation without the requirement of a geographical name would lead to something very close to a trademark, even more so if the reputation was considered only in the country of origin.  The Representative cautioned against applying a very broad definition while at the same time allowing to build a geographical indication solely on the basis of reputation.

Agenda Item 7:  Trademarks

Draft Revised Trademark Law Treaty

 AUTONUM  
The Secretariat introduced document SCT/10/2, containing a revised version of draft Articles 8, 13bis and 13ter and related rules of the draft revised Trademark Law Treaty (“TLT”), which was presented separately from the rest of the text, pursuant to a decision of the SCT at its ninth session.  The document also contained explanatory notes related to these articles.  The Secretariat noted that the convocation of a Diplomatic Conference for the adoption of the TLT reform had been included in the draft program and budget for the next biennum 2004-2005, which was currently under discussion.  The Chair proposed to begin discussions with Article 8 of the TLT on Communications and related Rule 5bis of the Draft Revised Treaty.

Article 8 (Communications)
 AUTONUM  
The Secretariat explained that, as agreed by the SCT at its ninth session, alternative wording had been prepared for some sections of this article reflecting the positions which had gathered the most support of participating delegations.

Paragraph (1) [Form and Means of Transmittal of Communications]
 AUTONUM  
The Secretariat noted that three alternatives were presented for this paragraph :  the first one (Alternative A) along the lines of the corresponding provision in the Patent Law Treaty (PLT);  the third one (Alternative C), reproducing one of the alternatives discussed at the last meeting;  and the second one (Alternative B) drafted as an intermediate way between the other two alternatives and developed in Rule 5bis(1), which further clarified the requirements referred to in Alternative C, i.e., the establishment of a filing date and the compliance with a time limit.

 AUTONUM  
The Delegations of Australia, Cameroon, the European Communities, Italy, Russia, South Africa, Sudan, Sweden, Ukraine, the United States of America and Zimbabwe favored Alternative C which reads :  “Any Contracting Party may choose the means of transmittal of communications.”  The delegations stressed the simplicity of the provision and the fact that it made clear that each office is free to determine the most appropriate means of communications, either paper, electronic communications or both.

 AUTONUM  
The Delegations of Austria, France, Korea and Thailand supported Alternative B for the reason that Alternative A was too complicated to understand and Alternative C was too simplistic and did not allow for harmonization.  Alternative B was the clearest alternative which enabled foreign applicants to make, first a direct filing on paper for the purpose of getting a filing date, and later regularize the application electronically with a local agent.

 AUTONUM  
The Delegation of France further noted that it supported Alternative B because it better reflected the text of Article 5(1) of the TLT which provided that an applicant could file on paper or as otherwise permitted by the office for the purpose of the filing date.  In the opinion of the Delegation, Alternative C did not contain that possibility.  The Delegation added that discussions on Article 8 should be linked to Article 5 of the TLT as presented in document SCT/9/2.

 AUTONUM  
In reply to the comment made by the Delegation of France, the Secretariat explained that the text of Article 5 contained in document SCT/9/2 and presented at the last session mirrored the corresponding provision of the PLT as this was the mandate that the International Bureau had received from the SCT and also because the possibility to continue to allow filing on paper for the purposes of the filing date had to be read in tandem with Alternative A.  However, if the Committee decided to choose Alternative C, then the text of Article 5 would have to be revised accordingly, and the SCT would have to decide whether or not to allow the filing on paper for the purpose of establishing a filing date, as contemplated in Alternative B.

 AUTONUM  
The Delegation of Indonesia favored Alternative A because it was identical to the PLT provision.  However after hearing the discussions, it declared that it could also, in a spirit of compromise, join the consensus on Alternative C.

 AUTONUM  
The Chair concluded the discussion on Article 8(1) “Form and Means of Communications” by stating a majority of delegations seemed to favor Alternative C, and opened the discussions on Rule 5bis.

Rule 5bis [Communications Under Article 8]

Paragraph (1) [Communications]
 AUTONUM  
The Secretariat introduced the provision and explained that three different alternatives were presented under paragraph (1) of Rule 5bis.  Each alternative of 

Article 8 did not necessarily relate to an alternative in Rule 5bis.  With regard to Alternative C of Article 8, which seemed to be favored by the Committee and did not refer to any requirements in the regulations, the SCT had to decide whether there was a need for requirements and in such case, what requirements.  Alternative C of Rule 5bis did not contain a new principle but had been included in the text at the request of the Committee at its last session, to further clarify that no Contracting Party is obliged to accept against its wishes the filing of communications in electronic form or by electronic means of transmittal, or to exclude the filing of communications on paper.  This provision was previously found in the notes and had been added to the rules at the request of the SCT at its last session.

 AUTONUM  
The Delegation of Australia, supported by the Delegations of the United Kingdom,  Sweden and Italy, expressed the view that Rule 5bis should be seen in light of the purpose that Article 8 was supposed to achieve.  If such purpose was to allow offices to move at their own pace with electronic filing, as provided for in Alternative C of Article 8, then there was no need to establish additional provisions in the rules. 

 AUTONUM  
The Chair concluded that in view of the opinions expressed by SCT members, Alternatives A, B and C of paragraph (1) of Rule 5bis would be eliminated.

Rule 5bis (2) [Communications Filed in Electronic Form or by Electronic Means of Transmittal]
 AUTONUM  
The Secretariat said that this provision had been included at the request of certain delegations at the ninth session and that it reflected the practice of several offices which require that the original of a communication transmitted in electronic form or by electronic means of transmittal, be filed on paper with the office within a certain time limit.

 AUTONUM  
In reaction to comments made by the Delegation of Australia to delete Rule 5bis, the Representative of AIPPI recalled that the purposes of the TLT was to facilitate the task of offices but also to assist trademark applicants and holders.  The Representative agreed with the Delegation of Australia that paragraph (1) of Rule 5bis may be deleted, 

but stressed that paragraph (2) was important to applicants as it obliged an office to respect the time limit of one month from the date of transmission for requesting the paper copy of an earlier electronic submission.

 AUTONUM  
The Delegation of the United States of America agreed with the Representative of the AIPPI that there was a serious problem if an office set a time period which proved insufficient for the applicant to comply with.  Unless there was a real issue with supplying paper copies when an electronic filing was made, the Delegation suggested that it would be more appropriate to deal with that problem in another article, such as for exemple Article 13bis which referred to time limits, or in a general provision which would introduce general language relating to reasonable time limits.

 AUTONUM  
Following an intervention by the Representative of the AIPPI, recalling that in some countries a paper copy of the electronic transmission was required by the office, the Delegation of Australia expressed the view that it was perhaps necessary to keep some safeguards for applicants.  However in his view, this problem related to the more general issue of time limits and, as had been suggested by the Delegation of the United States of America,  should be inserted in the/a corresponding article, with a specific explanation in the notes.

 AUTONUM  
In view of the comments made by delegations, the Chair concluded that the principle contained in paragraph (2) of Rule 5bis should be maintained in another provision of either the treaty or the rules.

Paragraph (2) [Language of Communications]
 AUTONUM  
The Secretariat introduced the provision relating to the language of communications and recalled that at its ninth session, the SCT had decided to group in one single provision of Article 8 of the draft revised TLT all the provisions concerning languages which appeared in different articles of the current TLT:  namely Articles 3(3) concerning application, 10(1)(c) change of address, 11(2) change of ownership, (12)(c) correction of mistakes, 13(3) renewal of registration and 4(4) power of attorney.  Paragraph 2(a) contained alternative language between brackets reflecting the current wording of the TLT and the language of the PLT.  The SCT would have to decide on this alternative wording.  Sub-paragraph (b), drafted on the basis of Article 11(2) of the Joint Recommendation on Trademark Licenses, was suggested by one delegation at the last meeting, in order to allow declarations or agreements written in a language which is not accepted by the office to be translated into the language of the office.

 AUTONUM  
The Delegation of Japan requested that Article 8(2)(a) be amended to allow a Contracting Party to require that certain communications, or parts of a communication, be presented in two languages.  During the national phase of an international application which designates Japan under the Madrid Protocol it might be useful, in order to avoid 

any misunderstandings about the scope of protection of the mark, if the list of goods and services could be written in English and the rest of the application in Japanese.  For this reason, the Delegation of Japan suggested to add at the end of Article 8(2)(a) the following words: “ unless otherwise stipulated in the Regulations.”

 AUTONUM  
The Delegations of Australia and of the United States of America asked for a clarification as to the meaning of the language requirement in the second sentence of Article 8(2)(a) and the need for the Japanese proposal.  The Delegation of the United States of America said that it had more to do with an amendment to the provision of the Madrid Protocol than with the TLT.

 AUTONUM  
In response to the request of the Delegation of Japan, the Representative of the AIPPI, recalled that the TLT dealt only with national and not with international applications.

 AUTONUM  
The International Bureau recalled that the second sentence of Article 8(2)(a) was in the current text of the TLT and had been included to accommodate multilingual countries which allowed an application to be filed in one language and, for example, the list of goods and services in another language. 

 AUTONUM  
The Delegation of Japan clarified its earlier statement by saying that it referred only to communications submitted during the domestic phase of an examination or registration.

 AUTONUM  
The Delegations of Australia, the United States of America, the Dominican Republic and the Representative of the AIPPI favored the use of the wording between brackets “a language” in Article 8(2)(a).  However, the Delegations of Australia and of the United States of America expressed their reservations with regard to the second sentence of Article 8(2)(a).

 AUTONUM  
The Delegation of the European Communities explained that it supported the second sentence of Article 8(2)(a) because an application for a Community Trademark could be made in 11 languages but the procedure could take place only in two languages chosen by the applicant. 

 AUTONUM  
The Chair felt opened the discussion on Article 8(2)(b).

 AUTONUM  
The Delegation of the Dominican Republic, supported by the Delegation of the United States of America, stated that the wording “a language” should be chosen in Article 8(2)(b).  Furthermore, the Delegation of the Dominican Republic felt that the certification requirement, which is optional in the proposed provision, should be kept for countries that do require a certified translation.  This proposal was supported by the Delegation of Venezuela.

 AUTONUM  
The Delegation of the European Communities said that it preferred “the language, or in one of the languages” in Article 8(2)(b).

 AUTONUM  
The Delegation of Australia, supported by the Delegation of the United States of America and by the Representatives of the AIPPI, the FICPI and INTA, favored the deletion of the certification requirement.

 AUTONUM  
The International Bureau pointed out that paragraph (b) applied only to the change of ownership (Article 11) in the current TLT and that specificity had disappeared because of  there was now a common language provision for all communications.

 AUTONUM  
The Delegation of the United States of America explained that communications were understood to be everything the office received.  The Delegation, supported by the Delegation of the United Kingdom, emphasized that communications accompanied by a translation should be admitted by the office.

 AUTONUM  
The Delegation of Switzerland, supported by the Delegation of France, suggested to delete the general provision in Article 8 and maintain the corresponding provision in 
Article 11(2)(b).

 AUTONUM  
The Delegation of Australia, supported by the Delegation of New Zealand, proposed the following wording for paragraph (2) of Article 8 “(a) [..] where such a communication is not in the required language, an office must accept the communication, if it is accompanied by a translation into that language”, “(b) Subject to subparagraph (c), where an office does not require a communication to be in a language admitted by the Office, it may require the communication to be accompanied by a translation” and “(c) In relation to the request for change in ownership, an office may require that a communication be accompanied by a certified translation”.  In addition, paragraph (d) should refer to the special requirements concerning multilingual offices.  The delegation also reminded that originally the proposed provision referred to licenses.

 AUTONUM  
The Representative of the AIPPI expressed reservations concerning the expression “a certified translation”.

 AUTONUM  
The Delegation of Venezuela pointed out that the issue of security should be remembered.  Depending on the circumstances, a certification could be required.

 AUTONUM  
The Delegation of the United States of America reminded that only one or two cases concerning falsified signature had taken place in its country during the last century.

 AUTONUM  
The Delegation of Germany noted that its office accepted applications in a foreign language for the establishment of a filing date.  However, a translation certified by a patent attorney or an official translator was required afterwards.  Also, priority documents in a foreign language may be accepted by its office, if the content of the document was understood by the office, otherwise a certified translation was required.

 AUTONUM  
Referring to the intervention made by the Delegation of Germany, the Representative of the AIPPI stated that a certification by a representative or an official translator was not problematic to the patent attorneys as long as a certification of a notary public was not required.

 AUTONUM  
In order to facilitate the discussion of this paragraph, the International Bureau prepared for the next day a new revised text (Informal Document 1), containing the three following alternatives for consideration by SCT members :

[Alternative A]

(2)
[Language of Communications]  Any Contracting Party may require that any communication be in a language admitted by the Office.  Where the Office admits more than one language, the applicant, holder or other interested person may be required to comply with any other language requirement applicable with respect to the Office, provided that the communication may not be required to be in more than one language.

[End of Alternative A]

[Alternative B]

(2)
[Language of Communications]  (a)  Any Contracting Party may require that any communication be in a language admitted by the Office.  

(b)  Where a communication is transmitted in a language not admitted by the Office, the Office must accept the communication if it is accompanied by a translation into a language admitted by the Office.

(c )  Subject to Article 11(2)(b), where an Office does not require a communication to be in a language admitted by the Office, it may require that the communication be accompanied by a translation into a language admitted by the Office.

(d)  Where the Office admits more than one language, the applicant, holder or other interested person may be required to comply with any other language requirement applicable with respect to the Office, provided that the communication may not be required to be in more than one language.

[End of Alternative B]

[Alternative C]

(2)
[Language of Communications]  (a)  Any Contracting Party may require that any communication be in a language admitted by the Office.  Where the Office admits more than one language, the applicant, holder or other interested person may be required to comply with any other language requirement applicable with respect to the Office, provided that the communication may not be required to be in more than one language.


(b)
Where a communication is transmitted in a language not admitted by the Office, any Contracting Party may require that it be accompanied by a translation into a language admitted by the Office. 


(c)
Where an office does not require a communication to be in a language admitted by the Office, it may require that the communication be accompanied by a translation into a language admitted by the Office, certified by an official translator or a representative.

[End of Alternative C]

 AUTONUM  
The Delegation of the European Communities expressed its preference for Alternative A of Informal Document 1, as the wording was clear and could include the other two alternatives.

 AUTONUM  
The Delegation of New Zealand expressed its preference for Alternative B with a reservation regarding paragraph (c) since time is generally required to transmit the translation together with the communication.

 AUTONUM  
The Delegation of Austria expressed concern about the wording of Alternative B paragraph (b) since a communication as defined in the text included the request and other documents.  In its country the request had to be in a language accepted by the office (i.e. German) but other documents could be accepted in foreign languages if a translation was provided.

 AUTONUM  
Following a question by the Delegation of Germany as to whether paragraph (b) of Alternative B covered a situation where an office could accept an application in language other than the language admitted by the office to meet the filing date requirement, the Secretariat explained that this specific situation may require further reflection by the Committee.  It would be an advantage for applicants if it were possible to grant a filing date upon receipt of a document in a language not admitted by the office, but subject to receiving a translation of the said appplication, within a certain time limit.  Article 5 would have to be amended accordingly.

 AUTONUM  
The Delegation of the United States of America supported the concept explained by the International Bureau as in its country, if an applicant or holder files the translation of a document which has the elements of an application there is no problem to grant a filing date.  The translation would in such a case be considered as the original.  The Delegation asked for a clarification of the wording “the Office must accept” in 
paragraph (b) of Alternative B as it seemed obvious that the office would accept a communication if it was accompanied by a translation.

 AUTONUM  
In reaction to these comments, the Delegation of Germany said that if a communication comes to the office together with a translation, then the communication would be considered as filed in a language admitted by the office.  Thus the Delegation wondered about the purpose of the provision.  If there was no period of time to submit a translation later, there was no benefit for the user.

 AUTONUM  
The Delegation of the European Communities was of the view that the provision contained in Alternative B paragraph (b) was artificial because if the applicant could file an application together with a translation into a language accepted by the office, then the applicant had complied with the language requirement.

 AUTONUM  
The Delegation of Australia, supported by the Delegation of the United States of America, said that its understanding of the discussion of the previous day was that a provision was still needed because it was not universally accepted that a communication accompanied by a translation was accepted by the office, particularly when offices provided for special application forms.

 AUTONUM  
The Representative of the AIPPI said that Alternative C paragraph (c) was acceptable from the point of view of users as it dealt with the presentation of a translation without the need for official certification but only a confirmation by the translator or by the agent that the translation corresponds to the original.  In his opinion, paragraph (c) could also be included in Alternative B.

 AUTONUM  
The Delegation of New Zealand expressed concern about the wording of Alternative C paragraph (c), as it did not cover the situation where an office may accept a document in another language while giving the applicant time to provide a translation.

 AUTONUM  
The Secretariat prepared a second draft proposal (Informal Document 2) for Article 8(2) as follows :

(2)
[Language of Communications]  (a)  Any Contracting Party may require that any communication be in a language admitted by the Office.  Where the Office admits more than one language, the applicant, holder or other interested person may be required to comply with any other language requirement applicable with respect to the Office, provided that the communication may not be required to be in more than one language.

(b)  No Contracting Party may require the attestation, notarization, authentication, legalization or any other certification of any translation of a communication other than as provided under this Treaty.  

 AUTONUM  
The Delegation of Germany restated that its law enabled applications in foreign languages to be accepted for the purpose of a filing date.  However, a certified translation of this application was later required by an attorney or official translator.  For this reason, this Delegation had a reservation on this new proposal that would require its law to be changed.

 AUTONUM  
In response to the concern raised by the Delegation of Germany, the Chair considered the new drafting of Article 8(2)(a) as allowing applications to be in foreign languages.

 AUTONUM  
The Delegation of Germany explained it was Article 8(2)(b) that created a problem because it banned certification of any translation.

 AUTONUM  
The Representative of the AIPPI recalled that the absence of the requirement for certification was the cornerstone of the TLT.  For this reason, it would be interesting to know how many countries required a certification of translation.  If a number of countries had the same requirement, the Representative thought that this article should be redrafted.  Finally, the Representative stressed that German law did not require a certification but a statement from the representative or the translator indicating that the document corresponds to the original.  Requirement for such a statement was acceptable as long as an attestation, notarization, authentication and legalization were excluded.

 AUTONUM  
The Delegation of Sweden noted that it was reasonable to allow some form of certification for communications carrying facts or evidence.  Perhaps the way forward was, as suggested by the AIPPI, to allow for only a certification by a translator. 

 AUTONUM  
The Delegation of Germany confirmed that its law did not ask for a certification but for a confirmation by the attorney that the translation corresponds to the original document.

 AUTONUM  
The Delegation of Australia supported the new draft Article 8(2) as contained in Informal Document 2 but raised some concerns as to the second sentence of 

paragraph (a).  Furthermore, in order to determine whether the certification requirement was an issue, the Delegation asked the Secretariat to address it in the questionnaire contained in document SCT/10/3 Prov.  Finally, the Delegation of Australia stated that the type of communications referred to in Article 8(2)(b) needed to be clearly defined.

 AUTONUM  
The Delegation of the Unites States of America, supported by the Delegation of Australia and the Representatives of CEIPI and INTA, indicated that the problem arose from Alternative C of Article 8(2)(c) in Informal Document 1 which stated that a translation needs to be certified by an official translator or a representative.  This Delegation suggested that this provision be rewritten as follows:  “Where an Office does not require a communication to be in a language admitted by the Office, it may require that the communication be accompanied by the translation of an official translator or a representative in a language admitted by the Office.”

 AUTONUM  
The Representative of CEIPI, supported by the Delegation of Germany and the Representative of the AIPPI, suggested to use the word “verified” instead of “certified.”  Regarding the second sentence of Article 8(2)(a) of Informal Document 2, the Representative of CEIPI observed that it covered only applications made under the European Community trademark.  For this reason, this provision should be restricted to the office of an intergovernmental organization, which in his view was the only case where this situation would arise.

 AUTONUM  
The Secretariat suggested another wording for Article 8(2)(b): “Except for the purpose of granting a filing date, no Contracting Party may require the attestation, notarization, authentication, legalization or any other certification of any translation of a communication other than as provided under this Treaty.”

 AUTONUM  
The Delegation of the United States of America suggested to further clarify an “application” filing date in the proposal from the Secretariat.

 AUTONUM  
The Delegation of South Africa noted that the Secretariat offered an answer to this problem with Article 5(1)(b) where a reference to a filing date other than language requirement in Article 8(2) was made.

 AUTONUM  
The Chair concluded that the Secretariat would draft a new provision on Article 8(2)for the next meeting of the SCT.  The Chair proposed to keep subparagraphs (a) and (b) of Article 8(2) as stated in Informal Document 2 but revised by the International Bureau to take into account the concern of the Delegation of Japan.  He also suggested to add a subparagraph (c) worded as follows:  “Where an Office does not require a communication to be in a language admitted by the Office, it may require that the communication be accompanied by a translation of an official translator or a representative, into a language admitted by the Office.”

 AUTONUM  
The Delegation of the United States of America observed that, according to its understanding of the intervention by the Delegation of Germany, the law of that country provided that the translation of the document not in a language admitted by the office needed to be provided at a later stage and not together with the application.

Paragraph (3) [Presentation of a Communication]
 AUTONUM  
The Secretariat explained that the two alternatives presented reflected the views expressed by delegations at the last meeting.  Alternative A was a new provision and focused more on the contents of the information which should be provided in an International Model Form.  Alternative B was very close to the current language of the TLT and contained two sub-paragraphs : (i) when a Contracting Party allows the transmittal of communications to the office on paper and (ii) when the Contracting Party allows the transmittal of communications on electronic form or by electronic means of transmittal.  It was important to look at the proposals in the light of the explanations provided in note 8.12 which referred to the Agreed Statements N°5 and 6, approved by the TLT Diplomatic Conference in 1994, and which stressed the importance of the contents of a communication more than its format.  These Statements also stressed that the Contracting Parties may not provide for mandatory requirements additional or contrary to those contained in the Treaty or the Regulations.

 AUTONUM  
Several delegations felt that the proposed Alternative A was clearer than Alternative B.

 AUTONUM  
The Delegation of the United States of America said that Article 8(3) should refer to the relevant provisions of the Treaty instead of referring to the Model International Forms.

 AUTONUM  
The Delegation of Australia, supported by the Representative of the AIPPI, cautioned against deleting the references to the Model International Forms without considering the consequences.  Without a reference to the Model International Forms, it was difficult to reach the same result as to the maximum allowable content.

 AUTONUM  
The Chair concluded that the majority of delegations preferred the proposed Alternative A of Article 8(3).

Paragraph (4) [Signature of Communications]
 AUTONUM  
The Secretariat said that the introductory part of this paragraph was inspired from the PLT and could be a useful addition to the treaty.  Paragraph (b) was already contained in the current TLT, paragraph (c) was new and inspired from the PLT and could provide IP offices with some flexibility.  It was important that the office could require evidence if it doubted of the authenticity of a signature, particularly in the case of an electronic signature.  The Chair suggested to discuss this paragraph together with the related paragraphs (4), (5) and (6) of Rule 6.

 AUTONUM  
Following an intervention by the Delegation of Germany relating to draft legislation in that country providing for a “qualified” electronic signature and not simply a graphic representation of the signature as contemplated in Rule 6(4), the Delegation of Australia noted that its country had a very liberal approach to electronic signatures and did not require a signature on an application.  This was also the case where the application was transmitted from a fax machine to a computer terminal, as in the example put forward by the Delegation of Germany.  For a number of other communications with the office, signatures were indeed required, for example declarations, disputes between the parties or requests for cancellation or withdrawal of registration.  However, Australia also accepted a number of other graphic representations attached to e-mails and Internet Web-deployed electronic form.  In the legislation of that country there were penalties for misrepresentation, which were considered sufficient to avoid problems in this field.

 AUTONUM  
The Delegation of the Unites States of America said that its country had several methods of affixing signatures to either electronic applications or other documents filed with the office.  One of them was to attach a jpeg picture of the signature to the application filed.  The office in that country also allowed the applicant or the agent to sign by filling their name between two back slash, and this operated as a signature for an application or other document.  The United States Patent and Trademark Office (USPTO) had taken a practical approach to signature and was not concerned with the validity of the signature.  Such issue would probably arise if someone objected to the claim that was being made.  In such case, cancellation, opposition or other procedures applied. The office in that country was considering eliminating the requirement all together if electronic filing was to be encouraged.

 AUTONUM  
In reply to a suggestion by the Delegation of Japan to add a provision in paragraph (4)(b) allowing an office to confirm any electronic signature not in the form of a graphic design by an authentication process, the Chair indicated that such a provision already existed in Rule 6(6).

Paragraph (5) [Indications in Communitations]
 AUTONUM  
The Secretariat noted that this provision concerned all the indications which should or may be contained in a communication and it was further developed in 

Rule 6bis(1).

 AUTONUM  
The Delegation of Japan supported by the Representative of JIPA, requested that the reference number of an appeal be added in item (ii) of sub-paragraph (a), as such a number was required to be indicated in communications relating to appeals in that country.

 AUTONUM  
In this connection, the Representative of the AIPPI expressed the view that this requirement may be limited to one country and questioned how appeals would fit in the context of the TLT.  He added that the purpose of revising the TLT was to further simplify it and adjust it to technological developments so as to improve the situation of applicants, not to provide for additional requirements applied by particular offices.

 AUTONUM  
The Delegation of the United Kingdom, supported by the Delegation of the United States of America, expressed concern about the possibility of having an 

ever-increasing list of items in the Regulations and suggested to redraft the provision by replacing the number requirement in point (ii) with a reference to the nature of the communication.

 AUTONUM  
In reply to a question of the Delegation of the United States of America as to why paragraph (5) referred to communications prescribed in the Regulations, instead of indicating those in the Treaty, the Secretariat pointed out that this wording was taken from the PLT.  Article 8(5) prevented a Contracting Party to require other indications than those detailed in Rule 6bis .  However it was up to the Committee to decide whether the indications referred to in this article related to all communications mentioned in the TLT, in addition to those in the Regulations, or only related to those in the Regulations.

 AUTONUM  
The Delegation of the United States of America further noted that referencing the regulations could open the door for amending the Treaty by adding elements which were not allowed under the original language of the Treaty.  The request of Japan illustrated the fact that the TLT was not specifically concerned with appeals. 

 AUTONUM  
The Representative of the AIPPI was of the view that paragraph (5) should be read in tandem with the new wording which would be proposed for Article 3 (Application) in order to avoid repeating the same principle in more than one place.

 AUTONUM  
The Delegation of the European Communites, supported by the Delegation of France, found that the wording of paragraph (5) led to confusion and could be improved. The provision stated that no Contracting Party may require that a communication contain indications other than those prescribed in the Regulations but in Rule 6bis(1) a set of details could be required.  This gave the impression that no other details may be required.  However, in cases such as a transformation, requirements other than these may be required.  The Delegation of France added that in relation to rule 6bis(1)(b), another item should be included for a Contracting Party to be able to require the “quality of representative or agent” as in France authorized agents were registered in a special list.

 AUTONUM  
The Delegation of the United States of America, supported by the Representative of the AIPPI, was of the opinion that following the discussion on paragraph (5) there was probably a need to define the word “communication” to limit its scope to any communication dealt with under the TLT.

 AUTONUM  
In response to these comments, the Secretariat recalled that at the last session of the SCT, a definition of the word “communication” was proposed in paragraph (iiibis) of Article 1 (“Abreviated Expressions”) of the draft revised TLT (document SCT/9/2).  This definition had been drafted on the basis of the definition contained in the PLT and would need to be rediscussed when the Committee reviewed the entire text of the draft treaty.

 AUTONUM  
In relation to this definition, the Representative of the AIPPI noted that the wording “whether relating to a procedure under this Treaty or not” was too broad and should be circumscribed to procedures dealt with under the TLT.

 AUTONUM  
The Delegation of Australia was of the view that it was better to reserve the discussion on Article 1 for later, particularly the issue of whether the definition under paragraph (iiibis) in its current drafting was meant to extend the scope of the TLT to cover new ground.  On the one hand, it was necessary, as expressed by the Delegation of the United Kingdom, to avoid increasing the complexity imposed on users, but on the other hand, it was possible to envisage that the SCT could, in the future, discuss other procedures before the office.

 AUTONUM  
In reaction to the position expressed by the Delegation of Australia, the Delegation of the United States of America noted that expanding the scope of the TLT would probably be a time consuming task.  The Delegation recalled that the exercise of revision was rather based on a short list of items, in view of the time frame prior to the Diplomatic Conference.  Although the Delegation would have liked to work on a Joint Recommendation dealing with commonalities on appeal procedures, this was not likely to happen in the near future.

 AUTONUM  
The Representative of the AIPPI said that any work on appeal procedures at the SCT would probably need to be preceded by a questionnaire to enquire on procedures applied around the world, as they were very different from country to country.  The questionnaire to be circulated by the International Bureau would deal with opposition procedures but not with appeals and in the view of the Representative, future substantive harmonization should perhaps deal with this issue.

 AUTONUM  
The Delegation of Australia proposed the following wording for Article 8(5): “Except where expressly provided in other articles, no Contracting Party may require that a communication contain indications other than those prescribed in the Regulations.”

 AUTONUM  
The Chair drew a preliminary conclusion from the discussions on this paragraph and proposed the following wording for Article 8(5): “ Except where expressly provided elsewhere in the Treaty, no Contracting Party may require that a communication contain indications other than those prescribed in the Regulations.”  The Chair also added that the issue of the definition of communications should be dealt with when the SCT would discuss Article 1.

 AUTONUM  
The Delegations of the European Communities and Australia supported this proposal but were of the opinion that there was an ambiguity in the wording of this article.  For the Delegation of the European Communities, a communication containing indications could refer to formalities for the identification of the holder or applicant, as suggested by Rule 6bis, or to something else.  It was the belief of the Delegation that the goal of this provision was to correctly identify an applicant.  For this reason, it proposed that Article 8(5) start with the following wording: “For a communication to be considered as a communication from the applicant, …”

 AUTONUM  
The Delegation of the Dominican Republic concurred with the position expressed by the Delegation of the European Communities but saw no problem with a reference to the Regulations in the article.

 AUTONUM  
The Delegation of Ukraine felt that Article 8(5) referred to requirements on a form and requirements relating to the content.  The form requirements must meet the stipulations, which already exist in the Regulations.  As for the content requirements, the Regulations were important but so was the Treaty.  For this reason, this Delegation proposed Article 8(5) to start with the following wording:  “As prescribed in the Treaty and in the relevant or appropriate Regulations...”

 AUTONUM  
The Representative of the AIPPI supported by the Delegation of Germany, stated that it preferred the proposal made by the International Bureau.

 AUTONUM  
The Representative of CEIPI supported the proposal made by the International Bureau but proposed the word “elsewhere” to be replaced by “in this treaty.”

 AUTONUM  
In conclusion, the Chair suggested the following wording for Article 8(5) “No Contracting Party may require that a communication contain, regarding its formalities, indications other than those prescribed in the Treaty or in the Regulations.”

 AUTONUM  
The suggestion was welcomed by several delegations and the representative of an observer organization.  However, the formulation was left to be finalized by the International Bureau.

Paragraph (6) [Address for Correspondence, Address for Legal Service and Other Address]
 AUTONUM  
The Secetariat noted that this provision had already been included in the previous draft contained in document SCT/9/2, and submitted at the last session of the SCT.

 AUTONUM  
The Delegation of Australia suggested deleting item (iii) of paragraph (6).  The Delegation explained that Article 8(2) addressed, first of all, the possibility for the holder to be contacted and, secondly, the transmission of the legal documents to the correct address.  However, an e-mail address should be considered as an address in the context of the new technological delivery of communications.

 AUTONUM  
The Delegation of the United States of America explained that its office sometimes required an e-mail address in addition to a mailing address.

 AUTONUM  
The Delegation of the United Kingdom asked whether an address should indicate a physical location and/or electronic address.

 AUTONUM  
The Representative of the AIPPI suggested adding details concerning an e-mail address to Rule 2(2)(c).

 AUTONUM  
In reply to an intervention by the Representative of the AIPPI, the Secretariat observed that Rule 2(2)(c) defined the details which might be indicated while Article 8(6) referred to the types of addresses.

 AUTONUM  
The Delegation of Australia noted that Article 3 also contained a number of indications referring to an address.  A distinction should be made between the content and the type of communication.

 AUTONUM  
The Representative of the AIPPI noted that the Patent Law Treaty (PLT) did not have a corresponding provision to Rule 2 of the TLT, therefore e-mail addresses were not covered by the Patent Law Treaty.

 AUTONUM  
After some discussion, the Committee agreed to delete item (iii) of Article 8(6) and to re-examine Rule 6bis(2), (3) and (4).

Paragraph (7) [Notification]
 AUTONUM  
The Secetariat noted that this provision had already been included in the previous draft contained in document SCT/9/2 and submitted at the last session of the SCT.

 AUTONUM  
The Delegation of the European Communities asked whether the reference to paragraph (1) should be deleted.

 AUTONUM  
The Delegation of the United States of America concurred with the position of the Delegation of the European Communities explaining that its office had around 10,000 official e-mail adresses.  The office should have right to select the means by which they accept a communication.

 AUTONUM  
The Delegation of Australia reserved its position concerning paragraph (1).

 AUTONUM  
The Delegation of France expressed reservation concerning paragraph (2).

 AUTONUM  
In reply to a question as to why the reference to paragraph (2) was deleted, the International Bureau explained that some delegations pointed out at the ninth session that the office should be allowed to disregard a communication in a foreign language if it was not possible to understand its content. 

 AUTONUM  
In conclusion, the SCT agreed to refer only to paragraphs (3) to (6) in Article 8(7).

 AUTONUM  
The Delegation of Australia suggested that, upon deletion of paragraph (2) in Rule 6ter, it would be appropriate to reintroduce in paragraph (7) the principle of that provision according to which an applicant cannot be notified if he cannot be contacted.

Paragraph (8) [Non-Compliance with Requirements]

 AUTONUM  
The Delegation of the United States of America asked how the sanctions in paragraph (8) could be applied, if the applicant or the holder could not be contacted.

 AUTONUM  
The Delegations of Australia, the European Communities, France and 
New Zealand stressed that the wording in paragraph (8) should be aligned with paragraph (7).

 AUTONUM  
The Representative of CEIPI, supported by the Representative of the AIPPI, pointed out that if paragraphs (7) and (8) were aligned totally, paragraphs (1) and (2) would not be complied with.  In this situation, the sanctions in paragraph (8) were not applicable.

 AUTONUM  
The Delegation of South Africa wondered how an office would be able to apply sanctions if the requirements under paragraph (2) concerning languages were not met.

 AUTONUM  
On the basis of the consensus arising from the discussion on paragraph (8) and related Rule 6ter(2), the Chair proposed to eliminate these provisions.  Thus, in case of non compliance with the requirements, it would be up to each national office to decide whether or not to apply sanctions.

 AUTONUM  
Several delegations and representatives of observer organizations supported this proposal.  The Representative of CEIPI said that, while he agreed with the proposal, it would be necessary to reflect the consequences of this change in the explanatory notes so that future generations and other persons not participating in the SCT would understand the differences between the text of the TLT and the PLT.

Article 13bis (Relief in Respect of Time Limits fixed by the Office) and Article 13ter (Reinstatement of Rights After a Finding of Due Care or Unintentionality by the Office)
Alternatives A and B

 AUTONUM  
The International Bureau introduced Alternatives A and B and explained that Alternative A consisted of two separate articles.  Article 13bis obliged Contracting Parties to provide for relief in respect of time limits fixed by an office.  Paragraph (1)(a) of Article 13bis provided for an extension of a time limit and paragraph (1)(b) for continued processing.  Article 13ter applied to all time limits and was subject to a finding by an office that the failure to comply with the time limits occurred in spite of due care required by the circumstances having been taken or, at the option of a Contracting Party, that the delay was unintentional.  Alternative B combined the two provisions under one single Article 13bis.

 AUTONUM  
The Chair called for general comments on these Alternatives, and on Alternatives A and B of related Rules 9 and 10.

 AUTONUM  
The Delegation of the United States of America raised a question as to whether the SCT should discuss the proposed Articles 13bis and 13ter.  The Delegation explained that in its country the six-month period for responding to the office was stipulated by a statute and an additional period of two months was granted when the applicant or holder had failed to respond.  After that period, it took at least one month for the examiner to examine the application or the registration.  These time limits were long enough and thus no additional relief was needed.  Reinstatement of rights would make the period of uncertainty much longer and cause serious problems for third parties carrying out searches concerning the trademark registries.

 AUTONUM  
The Delegation of Sweden expressed the view that the procedure should be quick, cheap and offer legal certainty.  The interests of third parties should also be taken into account and equal cases should be treated equally.  The Delegation did not have special problems with provisions concerning a basic extension of time limits or with provisions concerning continued processing or concerning reinstatement of rights based on objective criteria.  However, the situation was different when it came to provisions concerning reinstatement of rights after a finding of due care.  Requests for such reinstatement would normally be filed several months or even a year after the failure to comply with the time limit in question, thus creating a troublesome uncertainty for third parties.  Moreover, the expression “due care” could be interpreted differently in different jurisdictions.  This had for example been the case with the criterion of due care in Article 53 of the European Patent Convention concerning restitutio in integrum.  In some countries an applicant or a holder had to show that he had done all he could to avoid failure, while in other countries almost any justification was accepted.  The provision concerning reinstatement of rights after a finding of due care should therefore be deleted in the draft TLT because it could cause uncertainty.  In respect of patents, it was reasonable to have provisions concerning reinstatement of rights after a finding of due care, since an applicant or a holder could not file a new application due to the criterion of novelty.  This applies especially to reinstatement of rights after a failure to pay annual fees.  The Delegation stressed that reinstatement of rights or continued processing should be requested within two months from the expiration of a time limit and added that the provision concerning reinstatement of rights should not apply in relation to payment of renewal fees, priority claims or appeals.  The remaining relevant time limits were merely time limits fixed by the office in a registration case, for which mandatory provisions on continued processing were sufficient.

 AUTONUM  
The Delegation of Australia asked whether there was a need for Articles 13bis and 13ter and suggested deleting these provisions.

 AUTONUM  
The Delegation of Uruguay emphasized the importance of Articles 13bis and 13ter and expressed the opinion that these provisions should be maintained in the TLT.  The two articles provided guarantees for the users and made procedures easier.

 AUTONUM  
The Delegation of Ireland agreed with the principle expressed in Article 13bis but said that the content of Article 13ter was not clear.

 AUTONUM  
The Delegation of Switzerland, supported by the Delegations of France, the United Kingdom and the European Communites, expressed support for Alternative A as it was easier to understand and it contained two different articles and two different rules.  The Delegation proposed to delete the length of the time limits contained in related 

Rules 9 and 10, and to introduce directly into Articles 13bis and 13ter a reference to reasonable time limits without fixing any minimum time limit.  In Article 13ter(1), it suggested to replace “shall” by “may” which would allow member countries to choose whether to provide for reinstatement or not, and to maintain the list of exceptions under Rule 10(3).  The Delegation further proposed that new provision be added obliging Contracting Parties to offer at least one of the three possibilities provided for in Alternative A.

 AUTONUM  
The Delegation of the United States of America recalled earlier interventions expressing that time limits in patents and trademarks were different, that they produced different rights and engendered different responsibilities, which required different provisions.  Against this background, the Delegation joined the opinion expressed by the Delegation of Australia that Articles 13bis and 13ter were not needed and could be deleted from the text.  If one of these provisions should be kept, it would be Article 13bis but the Delegation enquired members of the SCT if there was a real need for these provisions in the trademark area.  Perhaps if some Member States had very short time limits these provisions were adequate, but normally time limits in the trademark area were long enough.

 AUTONUM  
From the point of view of users, the representative of the AIPPI said that losing one trademark filing date in one country would have grave consequences if an application had been filed in many other countries relying on that first date, as it would entail losing the filing date in all countries.  In his opinion, if only one of the provisions were to be retained, it should be Article 13ter because in a situation of loss of rights it was more important to have them reinstated, even under very stringent conditions, and limited to circumstances beyond the control of the applicant or his representative.

 AUTONUM  
The Delegation of Denmark expressed support for keeping the provisions on relief for time limits, even though this would have as a consequence a longer processing of registrations.  With regard to reinstatement of rights, the Delegation declared that according to inquiries conducted amongst interested circles in its country, this provision would also be welcomed by users, although it may create a problem of legal uncertainty for third parties.  In addition, if the consensus of the meeting was to retain the provisions on reinstatement, important aspects such as the time limits and the criteria to be applied should be mentioned in the treaty itself and not in the regulations.

 AUTONUM  
The Delegation of the United Kingdom noted that in its country, it would not be possible to grant the extension of time limit provided for under Article 13bis(1)(a), in the case of a mark concerning the name of the head of State.  The Delegation believed that in such cases there should be an exception to provide the relief, in the form of a bad faith or overriding public policy exception, to be inserted in Rule 9(5).

 AUTONUM  
Several delegations requested information from other members of the SCT as to their experience with the provisions under analysis, as well as the rules and the criteria used to determine in which cases a particular form of relief would apply.  The number and the nature of cases that they had received would also justify to include these provisions in the TLT.

 AUTONUM  
Following some discussion on the issue, the Delegation of Australia, supported by the Delegations of the United States of America and South Africa, expressed the view that the information supplied was not persuasive enough to justify the inclusion of these provisions in the text of the TLT.  However, if the majority of delegations believed that it was necessary to provide for this type of relief in the TLT, as was done in the PLT, there should be some limitations.

 AUTONUM  
The Delegation of the European Communities expressed the view that Contracting Parties should be given the possibility, if they so choose, to provide for the three options, namely relief, continued processing and reinstatement of rights, or two of them or even one.  The Delegation added that the fact that there were many or few cases to be addressed by these provisions was less important than being able to solve a particular situation through appropriate rules.

 AUTONUM  
The Delegation of Sweden expressed the opinion that any discussion on reinstatement of rights needed to include a more in-depth discussion on the different time limits.  The SCT needed to see whether it was appropriate to have, for instance, reinstatement in relation to priority claims, renewal fees, actions before a court of appeal or appeal itself.  Only after this discussion the SCT would be able to determine whether a provision on reinstatement was actually necessary or whether for some of these time limits there could be a way out with continued processing.  In addition, one should also take account of the need to provide legal certainty to third parties.

 AUTONUM  
In response to the comment made by the Delegation of Australia, the Delegation of Sweden observed that there was no need for reinstatement of rights if the time limits in Rule 10(3) were excluded.  Therefore, continued processing could take care of all other time limits.  Furthermore, the Delegation of Australia felt that the questionnaire addressed some of these issues, and thus it was more appropriate to wait for a discussion on this subject.

 AUTONUM  
The Representative of FICPI explained that the time limit for a response to a notification in different countries varied from one month to a year.  If the time limit was one month and could not be extended, there was a need to provide for the extension of a time limit or continued processing.  However, when the time limit was one year, there was no such a need, because the applicant had ample time to respond to a notification.  For the purposes of harmonization, the Representative felt that the time limit should be between five and six months.

 AUTONUM  
The Representative of the AIPPI was of the view that governments should have a choice between continued processing and reinstatement of rights.  However, the Representative pointed out that the law of many countries called for fees to be paid within a certain time limit in order to get a filing date.  If the fees were not paid within a time limit of two months, the filing date was lost.  In such a case, continued processing was of no use since the time limit was statutory.  For this reason, the Representative was more in favor of Article 13ter than of Article 13bis.

 AUTONUM  
The Delegation of the United States of America noted that perhaps the problem other delegations had with Article 13ter and 13bis was due to the short time limits set out by their offices.

 AUTONUM  
In connection with a statement made by the Representative of the AIPPI, the Delegation of Sweden agreed that extension of time limits was not an alternative to reinstatement of rights.  However, continued processing was indeed an alternative to extension of time limits.

 AUTONUM  
The Delegation of Germany supported the proposals made by the Delegations of Sweden and Switzerland, and by the Representative of the AIPPI.  Furthermore, this Delegation regarded continued processing as the most modern legal instrument which should be applied to all time limits.

 AUTONUM  
The Chair drew a preliminary conclusion that most delegations and representatives seemed to support the proposal made by the Delegation of Switzerland, i.e., to have one provision dealing with all time limits and allowing Member States to choose between continued processing and reinstatement of rights.

 AUTONUM  
The Representative of the AIPPI felt that for countries which did not want continued processing and reinstatement of rights, because of their long time limits, the proposal of the Delegations of Germany, Sweden and Switzerland might be a solution.  For countries that have time limits that are less than six months, they should have a possibility to choose between continued processing and reinstatement of rights.

 AUTONUM  
The Chair asked the members of the Committee whether an Alternative C, drafted along the lines of the proposal made by the Delegation of Switzerland, should be put forward to alleviate the problems that some countries have with Alternatives A and B.

 AUTONUM  
The Delegation of Australia favored an Alternative C drafted along the lines of the proposal made by the Delegation of Switzerland.  However, the Delegation requested that time limits be set out according to the means of communication available today.

 AUTONUM  
The Representative of the AIPPI expressed support for a maximum time limit of 6 months beyond which there should be no need for continued processing or reinstatement of rights, and for the exception contained in related Rule 9.

Further Development of International Trademark Law and Convergence of Trademark Practices

 AUTONUM  
The Chair recalled that document SCT/10/3 Prov. (Further Development of International Trademark Law and Convergence of Trademark Practices) containing the questionnaire prepared by the Secretariat had been posted on the Electronic Forum for SCT members to provide comments on the nature of the document.  At present, only five members had sent comments.  The SCT therefore had to decide whether the period for comments should be extended or whether the questionnaire should be sent for reply.

 AUTONUM  
The majority of delegations seemed to be in favor of the latter option.  Following some discussion as to what would be the adequate time frame for Member States to reply to the questionnaire, the SCT decided that the International Bureau should finalize the questionnaire contained in document SCT/10/3 Prov. within the coming weeks, and circulate it for reply before the end of 2003.  Replies to the questionnaire would be discussed at a meeting of the SCT in 2004.

Agenda Item 8:  Other Matters

 AUTONUM  
The Chair recalled that at the beginning of the current session, the Delegation of the United Kingdom had requested the SCT to consider current procedures as set out in Article 6ter the Paris Convention for the Protection of Industrial Property, including application, guidelines for interpretation, possibility of addition of a specific guideline on withdrawal or deletion procedure, and provision of an online database.

 AUTONUM  
The Secretariat explained the procedures and guidelines currently applied by the International Bureau of WIPO in this connection and also as a result of the 1995 Agreement with the World Trade Organization (WTO) concerning the notifications to be sent to WTO members, non-members of the Paris Convention.  The Secretariat informed the SCT that, over the years, a number of questions regarding the interpretation of Article 6ter had arisen, which would probably justify revision and updating of the guidelines adopted by the Paris Union Assembly in 1992.

 AUTONUM  
As no questions were raised on this issue, the Chair concluded that the SCT had noted the explanations provided by the Secretariat.

 AUTONUM  
Upon request by the Delegation of Switzerland and as agreed at the beginning of the session, the International Bureau made a brief summary of document SCT/9/6 (Industrial Designs and Their Relation with Works of Applied Art and Three-Dimensional Marks), which had been presented at the ninth session of the SCT and invited SCT to provide comments on the document.

 AUTONUM  
The Delegation of Australia suggested that the relationship between industrial designs and three-dimensional marks should be discussed in connection with the harmonization of substantive trademark law.

 AUTONUM  
The Delegation of Switzerland pointed out that absolute grounds for refusal should be included in the future work of the SCT.  Also the technical requirements and the scope of protection for industrial designs and trademarks should be dealt with.

 AUTONUM  
The Delegation of the United States of America, supported by the Delegation of Switzerland, suggested that the International Bureau include the issue concerning the relationship between industrial designs and three-dimensional marks in document SCT/10/3 Prov. under section II “Types of marks.”

Agenda Item 9:  Future Work

 AUTONUM  
The Delegation of Uruguay suggested that in order to facilitate the work of the SCT in relation to the revised TLT, the International Bureau elaborate a new document for the next session of the Committee including not only the provisions studied at the present meeting, but the entire text of the Treaty and the Regulations, with their explanatory notes.

 AUTONUM  
The Delegation of Australia supported the proposal of Uruguay and added that at least three additional provisions which had been mentioned at the current session, namely definitions, licensing and the establishment of an assembly, would merit development in the new draft to be presented by the International Bureau at the next session.

 AUTONUM  
The Delegation of the United States of America supported the proposals by the previous speakers and requested that the eleventh session of the SCT devote four full working days to the revision of the TLT.

 AUTONUM  
The representative of CEIPI, supported by the Delegation of the United States of America, suggested that, in view of the mandate received by the International Bureau to provide for one single document containing the text of the draft TLT in its entirety, and in view of the difficulty in handling a voluminous text, the International Bureau produce three separate documents:  one containing the Treaty, a second one containing the Regulations and a third one containing the explanatory notes.  The Delegation of Switzerland further suggested that the current text of the TLT and the Regulations be presented in parallel with the proposed amendments so as to have an immediate comparison between the two.

 AUTONUM  
The Delegation of Australia noted that although it agreed that priority should be given to work on the TLT, time should be allowed for discussion of other outstanding issues such as geographical indications, on the basis of the document prepared by the International Bureau for this session, as well as issues concerning the Second Domain Name Process, which were referred to the SCT by the General Assembly.

 AUTONUM  
With regard to the suggestion made by the Delegation of the United Kingdom at the beginning of the tenth session that the SCT discuss the application of Article 6ter of the Paris Convention, and in view of the explanations given by the Secretariat, the Delegation of Australia was of the view that this item should be added to a list of subjects for future consideration by the SCT even though it would not be included in the agenda of the eleventh session.

 AUTONUM  
After some discussion, it was decided that the last day of the eleventh session be devoted to discussion of domain names and country names, domain names and geographical indications, and geographical indications in general.

Agenda Item 10:  Summary by the Chair

 AUTONUM  
The Chair proceeded to the adoption of the Summary by the Chair contained in document SCT/10/8 Prov.  Agenda Items 1 to 6 of the Summary were adopted without modifications.

 AUTONUM  
Following a suggestion of the Delegation of Australia, the Secretariat proposed that paragraph 8 of Agenda Item 7 read as follows:  “The SCT decided that the International Bureau should revise Articles 8, 13bis, 13ter and related rules according to the comments made by SCT members at the tenth session and would submit for the next meeting a new document containing the full text of the TLT, including provisions on trademark licenses and the establishment of an Assembly.”  This paragraph was adopted as modified.

 AUTONUM  
The Delegations of Australia, Morocco and Switzerland expressed the opinion that paragraph 9 of Agenda Item 7 should contain and indication of the timetable according to which the International Bureau expected to receive replies and prepare a synthesis for discussion.  In view of these comments, the Secretariat proposed that paragraph 9 read as follows:  “The SCT decided that the International Bureau shall finalize the questionnaire contained in document SCT/10/3 Prov. and circulate it for reply before the end of 2003.  Replies to the questionnaire will be discussed at a meeting of the SCT in 2004.”  This paragraph was adopted as modified.

 AUTONUM  
Agenda Item 8 was adopted without modifications in the English and French versions and with a minor modification in Spanish, following a request of the Delegation of Mexico to replace the words “artes aplicadas” for “arte aplicado.”

 AUTONUM  
Agenda Item 9 was adopted with a minor modification suggested by the Delegation of the United States of America.  The Summary of the Chair is attached as Annex I.

Agenda Item 11:  Closing of the Session

 AUTONUM  
The Chair closed the tenth session of the Standing Committee.

[Annex I follows]
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Agenda Item 1:  Opening of the Session

 AUTONUM 
Mr. Shozo Uemura, Deputy Director General of the World Intellectual Property Organization (WIPO), opened the session and welcomed the delegates on behalf of the Director General of WIPO.

Agenda Item 2:  Election of a Chair and two Vice-Chairs
 AUTONUM  
Mr. Li-Feng Schrock (Germany), was elected as Chair of the Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT).  Mrs. Graciela Road D’Imperio (Uruguay) and Mrs. Valentina Orlova (Russian Federation) were elected as Vice-Chairs.

Agenda Item 3:  Adoption of the Draft Agenda

 AUTONUM  
The SCT adopted the Draft Agenda (document SCT/10/1 Prov) with modifications to the order of Agenda item 4, Adoption of the Draft Report of the Ninth Session.
Agenda Item 4:  Adoption of the Draft Report of the Ninth Session

 AUTONUM  
The SCT adopted the Draft Report (document SCT/9/9 Prov.3) with minor modifications.

Agenda Item 5:  Internet Domain Names

 AUTONUM  
The SCT decided to revert to the issues considered in paragraphs 13 and 18 of document SCT/10/5 (The Protection of Country Names in the Domain Name System) at the next meeting of the SCT.  In respect of the question of sovereign immunity, it was agreed that a short description of how a de novo arbitration mechanism might work should be prepared by the International Bureau.  With respect to the issues contained in paragraph 15 of 

document SCT/10/5, it was agreed that no further action should be taken.

 AUTONUM  
With regard to the issue of Domain Names and Geographical Indications, the SCT took note of the content of document SCT/10/6.

Agenda Item 6:  Geographical Indications
 AUTONUM  
The SCT took note of the content of document SCT/10/4.

Agenda Item 7:  Trademarks
Draft Revised Trademark Law Treaty

 AUTONUM  
The SCT decided that the International Bureau should revise Articles 8, 13bis, 13ter and related rules according to the comments made by SCT members at the tenth session and would submit for the next meeting a new document containing the full text of the TLT, including provisions on trademark licenses and the establishment of an Assembly.

Further development of international trademark law and convergence of trademark practices

 AUTONUM  
The SCT decided that the International Bureau shall finalize the questionnaire contained in document SCT/10/3 Prov. and circulate it for reply before the end of 2003.  Replies to the questionnaire will be discussed at a meeting of the SCT in 2004.

Agenda Item 8:  Other Matters

 AUTONUM  
The SCT took note of the explanation given by the Secretariat regarding the protection provided under Article 6ter of the Paris Convention.

 AUTONUM  
The SCT took note of the explanations provided by the Secretariat regarding SCT/9/6 Industrial Designs and their relation with Works of Applied Art and Three-Dimensional Marks.

Agenda Item 9:  Future Work

 AUTONUM  
The SCT decided that priority should be given to the revision of the TLT.  The SCT further agreed that its eleventh session would last five full working days and that the agenda of that session would devote four full days to work on the TLT, leaving the last day flexible for consideration of other issues including Geographical Indications, Geographical Indications and Domain Names, and Country Names and Domain Names.  The date of the next session will be announced by the Secretariat in due course.
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<moriyama-hiroshi@jpo.go.jp>

Masakazu KOBAYASHI, Trademark Examiner, Trademark Division, Japan Patent Office, Tokyo

<kobayashi-masakazu@jpo.go.jp>

Ryokichi SUZUKI, Officer Director, Formality Examination Standards Office, Formality Examination Division, Trademarks, Design and Adminstrative Affairs Department, Tokyo

Keisuke HAYASHI, Formality Examination Standards Office, Tokyo

<hayashi-keisuke@jpo.go.jp>

Takashi YAMASHITA, First Secretary, Permanent Mission, Geneva

KENYA

Geoffrey Muchai RAMBA, Trademarks Examiner, Kenya Industrial Property Institute, Nairobi

<kipi@swiftkenya.com>

<jefframba@yahoo.co.uk>

LETTONIE/LATVIA

Zigrids AUMEISTERS, Director, Patent Office of the Republic of Latvia, Riga

<valde@lrpv.lv>

Dace LIBERTE (Ms.), Head, Trademarks and Industrial Designs Department, Patent Office of the Republic of Latvia, Riga

<valde@lrpv.lv>

LITUANIE/LITHUANIA

Digna ZINKEVIČIENE (Miss), Head, Trademarks and Industrial Design Division, State Patent Bureau of the Republic of Lithuania, Vilnius

<d.zinkeviciene@vpb.lt>

MALTE/MALTA

Tony BONNICI, Second Secretary, Permanent Mission, Geneva

<tony.bonnici@ties.itu.int>

MAROC/MOROCCO

Amina ADNANI (Mme), cadre, Office marocain de la propriété industrielle et commerciale, Casablanca

<amina.adnani@hotmail.com>

Khalid SEBTI, premier secrétaire, Mission permanente, Genève

MEXIQUE/MEXICO

José Alberto MONJARAS OSORIO, Coordinador Departamental de Conservación de Derechos, Instituto Mexicano de la Propiedad Industrial (IMPI), México, D.F.

<a.monjaras@impi.gob.mx>

Karla Tatiana ORNELAS LOERA (Srta.), Tercera Secretaria, Misión Permanente, Ginebra

<kornelas@sre.gob.mx>

MONGOLIE/MONGOLIA

Namjil CHINBAT, Director General, Intellectual Property Office of Mongolia (IPON), Ulaanbaatar

<ipom@magicnet.mn>

MOZAMBIQUE

Joana Valente CHISSANO (Mrs.), Industrial Property Officer, Ministry of Industry and Commerce, Maputo

<jchissano@mic.mz>

NÉPAL/NEPAL

Baikuntha Bahadur ADHIKARY, Director, Department of Industries, Ministry of Industry, Commerce and Supplies, Kathmandu

NIGÉRIA/NIGERIA

Aliyu Mohammed ABUBAKAR, Counsellor, Permanent Mission, Geneva

NORVÈGE/NORWAY

Debbie RØNNING (Miss), Senior Legal Advisor, Design and Trademark Department, Norwegian Patent Office, Oslo

<dro@patentstyret.no>

Oluf Grytting WIE, Legal Advisor, Design and Trademark Department, Norwegian Patent Office, Oslo

<ogw@patentstyret.no>

NOUVELLE-ZÉLANDE/NEW ZEALAND

George WARDLE, Policy Analyst, Ministry of Economic Development, Wellington

<george.wardle@med.govt.nz>

OMAN

Fatima AL-GHAZALI (Miss), Counsellor, Permanent Mission, Geneva

<ghazali@hotmail.com>

PAYS-BAS/NETHERLANDS

Adriana Pieternella Rianne VAN ROODEN (Miss), Legal Adviser, Netherlands Industrial Property Office, Ministry of Economic Affairs, Rijswijk

<RiaRoo@bie.minez.nl>

Brigitte A.J. SPIEGELER (Mrs.), Legal Advisor on Industrial Property, Ministry of Economic Affairs, The Hague

<b.a.j.spiegeler@minez.nl>

POLOGNE/POLAND

Marta CZYZ (Mrs.), Head, Trademarks Examination Division, Patent Office of the Republic of Poland, Warsaw

<mczyz@uprp.pl>

Andrzej SZCZEPEK, Expert, Patent Office of the Republic of Poland, Warsaw

<szczepek@uprp.pl>

PORTUGAL

Rogélia Maria PINTO INGLÊS (Mrs.), Head of Department, National Institute of Industrial Property (INPI), Lisbon

<romingles@inpi.pt>

José Sérgio DE CALHEIROS DA GAMA, conseiller juridique, Mission permanente, Genève

<mission.portugal@ties.itu.int>

QATAR

Ahmed YOUSIF AL JUFAIRY, Head of Trademarks Office, Ministry of Economy and Commerce, Doha

RÉPUBLIQUE DE CORÉE/REPUBLIC OF KOREA

LEE Kyung-Lim, Deputy Director, Korean Intellectual Property Office (KIPO), Daejeon

MOON Chang Jin, Deputy Director, Korean Intellectual Property Office (KIPO), Daejeon

NAM Young-Taeg, Deputy Director, Korean Intellectual Property Office (KIPO), Daejeon

AHN Jae-Hyun, First Secretary, Permanent Mission, Geneva

RÉPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

Ion DANILIUC, First Deputy Director General, State Agency on Industrial Property Protection (AGEPI), Kishinev

<office@agepi.md>

<danil@agepi.md>

RÉPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC

Jocelyn CASTILLO (Srta.), Suplente del Director General, Oficina Nacional de la Propiedad Industrial (ONAPI), Santo Domingo

<onapi@seic.gov.do>

Isabel PADILLA ROMÁN (Srta.), Consejera, Misión Permanente, Ginebra

<isabel.padilla@ties.itu.int>

RÉPUBLIQUE POPULAIRE DÉMOCRATIQUE DE CORÉE/DEMOCRATIC PEOPLE’S REPUBLIC OF KOREA

JANG Il Hun, Counsellor, Permanent Mission, Geneva

RÉPUBLIQUE TCHÈQUE/CZECH REPUBLIC

Hana ČIŽKOVA (Mrs.), International and European Integration Department, Industrial Property Office, Prague

<hcizkova@upv.cz>

Roumanie/ROMANIA

Constanta Cornelia MORARU (Mme), chef du Service juridique et de la coopération internationale, Office d’État pour les inventions et les marques, Bucarest

<moraru.cornelia@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

Jeff WATSON, Senior Policy Advisor, The Patent Office, Newport

<jwatson@patent.gov.uk>

David Charles MORGAN, Manager, Trade Mark Examination, The Patent Office, Newport

<davimorgan@patent.gov.uk>

SERBIE-ET-MONTÉNÉGRO/SERBIA AND MONTENEGRO

Branka TOTIĆ (Mrs.), Director Assistant, Federal Intellectual Property Office, Belgrade

SINGAPOUR/SINGAPORE

LOW Dennis, Senior Assistant Director, Intellectual Property Office of Singapore (IPOS), Singapore

SLOVAQUIE/SLOVAKIA

Zdenka HAJNALOVÁ (Mrs.), Director, Trademark Department, Industrial Property Office of the Slovak Republic, Banská Bystrica

<zhajnalova@indprop.gov.sk>

Júlia VETRAKOVA (Miss), Legal Officer, Legal and Legislation Department, Industrial Property Office of the Slovak Republic, Banská Bystrica

<jvetrakova@indprop.gov.sk>

SLOVÉNIE/SLOVENIA

Vesela VENIŠNIK (Mrs.), Director, Trademarks and Designs Division, Slovenian Intellectual Property Office, Ljubljana

<v.venisnik@uil-sipo.si>

SOUDAN/SUDAN

Fawzia HUSSEIN SALIH (Mrs.), Legal Adviser, Minister of Justice, Khartoum

Wani JADA, Second Secretary, Permanent Mission, Geneva

SUÈDE/SWEDEN

Magnus AHLGREN, Senior Legal Counsel, Deputy Head of Trademark Department, Swedish Patent and Registration Office, Stockholm

<magnus.ahlgren@prv.se>

Per CARLSON, Judge, Court of Patent Appeals, Ministry of Justice, Stockholm

<per.carlson@pbr.se>

SUISSE/SWITZERLAND

Michèle BURNIER (Mme), conseillère juridique, Division des marques, Institut fédéral de la propriété intellectuelle, Berne

<michele.burnier@ipi.ch>

Stefan FRAEFEL, conseiller juridique, Division des marques, Institut fédéral de la propriété intellectuelle, Berne

<stefan.fraefel@ipi.ch>

Alexandra GRAZIOLI (Mme), conseillère juridique, Division droit et affaires internationales, Institut fédéral de la propriété intellectuelle, Berne

<alexandra.grazioli@ipi.ch>

TADJIKISTAN/TAJIKISTAN

Guennadi KOUPAI, First Deputy Director, National Center for Patents and Information, Dushanbe

<adm@tjo.tajik.net>

THAÏLANDE/THAILAND

Pornchai DANVIVATHANA, Minister Counsellor, Permanent Mission to the World Trade Organization (WTO), Geneva

<pornchai@thaiwto.com>

Supark PRONGTHURA, First Secretary, Permanent Mission, Geneva

<suparkp@yahoo.com>

TURQUIE/TURKEY

Yasar OZBEK, conseiller juridique, Mission permanente, Genève

<yozbek@yahoo.fr>

Asu COŞKUN, Trademark Expert, Turkish Patent Institute, Ankara

<asu.yildiz@turkpatent.gov.tr>

UKRAINE

Yurii SHEMSHUCHENKO, Director, Institute of State and Law by V.M. Koretskiy, Kyiv

<tsybenko@sdip.kiev.ua>

Lyudmyla TSYBENKO (Miss), Head, Legal Division, State Department of Intellectual Property, Kyiv

<tsybenko@sdip.kiev.ua>

URUGUAY

Graciela ROAD D’IMPERIO (Sra.), Director de Asesoría Técnica, Dirección Nacional de la Propiedad Industrial, Montevideo

Alejandra DE BELLIS (Miss), Second Secretary, Permanent Mission, Geneva

<mission.uruguay@ties.iu.int>

VENEZUELA

Aura Otilia OCANDO JUÁREZ (Srta.), Director del Registro de la Propiedad Industrial, Caracas

<aocando@sapi.gov.ve>

Virginia PÉREZ PÉREZ (Srta.), Primer Secretario, Misión Permanente, Ginebra

<virginia-perez-perez@yahoo.com >

ZAMBIE/ZAMBIA

Edward CHISANGA, First Secretary, Permanent Mission, Geneva

ZIMBABWE

Jameson Mupariwa MUKARATIRWA, Law Officer, Ministry of Justice, Legal and Parliamentary Affairs, Harare

<jmupariwa@yahoo.com>

COMMUNAUTÉS EUROPÉENNES (CE)(/EUROPEAN COMMUNITIES (EC)(
Susana PÉREZ FERRERAS (Mrs.), Administrator, Industrial Property, European Commission, Brussels

<susana.perez-ferreras@cec.eu.int>

Detlef SCHENNEN, Head, Industrial Property Matters Service, Office for Harmonization in the Internal Market (Trade Marks and Designs), Alicante

<detlef.schennen@oami.eu.int>

Patrick RAVILLARD, Counsellor, Permanent Delegation of the European Commission in Geneva

<patrick.ravillard@cec.eu.int>

II.  ORGANISATIONS INTERGOUVERNEMENTALES/

INTERGOVERNMENTAL ORGANIZATIONS
ORGANISATION MONDIALE DU COMMERCE (OMC)/WORLD TRADE ORGANIZATION (WTO)

Lauro LOCKS, Legal Affairs Officer, Intellectual Property Division, Geneva

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE (BBM)

Edmond SIMON, directeur adjoint, La Haye

<dsimon@bmb-bbm.org>

Paul LAURENT, chef de la Division d’opposition, La Haye

<plaurent@bmb-bbm.org>

OFFICE INTERNATIONAL DE LA VIGNE ET DU VIN (OIV)/ INTERNATIONAL VINE AND WINE OFFICE (OIV)

Yann JUBAN, Head, Law, Regulation and International Organizations Unit, Paris

<yjuban@oiv.int>

Charles GOEMAERE, juriste

Sébastien RICOLFE, avocat, Office international de la vigne et du vin (OIV)

François ROUSSET, stagiaire à l’Office international de la vigne et du vin (OIV)

III.  ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/

INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS
Association communautaire du droit des marques (ECTA)/European Communities Trade Mark Association (ECTA)

Burkhart GOEBEL, Law Committee, Hamburg

<burkhart.goebel@lovells.com>

Association des industries de marque (AIM)/European Brands Association (AIM)

Jean BANGERTER, Chairman, AIM Trademark Committee, Lausanne

Association des propriétaires européens de marques de commerce (MARQUES)/Association of European Trade Marks Owners (MARQUES)

Tove GRAULUND (Mrs.), Chairman of Council

<info@marques.org>

Rudolf HAUG, Trademark Specialist, Basel

<rudolf.haugg@sygenta.com>

Association internationale des juristes pour le droit de la vigne et du vin (AIDV)/International Wine Law Association (AIDV)

Douglas REICHERT, Attorney-at-Law, Geneva

<dreichert@swissonline.ch>

Association internationale pour la protection de la propriété industrielle (AIPPI)/International Association for the Protection of Industrial Property (AIPPI)

Gerd F. KUNZE, AIPPI President, Zurich

<kunze@bluewin.ch>

Association internationale pour les marques (INTA)/International Trademark Assocation (INTA)

Toe SU AUNG, Chair, INTA Regulatory Analysis, New York

<toe_su_aung@bat.com>

Bruce J. MACPHERSON, Director, External Affairs, New York

<bmacpherson@inta.org>

Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association (JPAA)

Reiko TOYOSAKI (Miss), Member, Trademark Committee, Tokyo

<toyosaki@soei-patent.co.jp>

Association japonaise pour les marques (JTA)/Japan Trademark Association (JTA)

Kozo TAKEUCHI, Vice-Chair, International Activities Committee, Tokyo

<takeuchi-k@fukamipat.gr.jp>

Centre d’études internationales de la propriété industrielle (CEIPI)/Center for International Industrial Property Studies (CEIPI)

François CURCHOD, professeur associé à l’Université Robert Schuman de Strasbourg, Genolier

<francois.curchod@vtxnet.ch>

Fédération internationale des conseils en propriété industrielle (FICPI)/International Federation of Industrial Property Attorneys (FICPI)

Jean-Marie BOURGOGNON, Member of Group I, Paris

<courrier@cabinet-loyer.fr>

Fédération internationale des vins et spiritueux (FIVS)/International Federation of Wines and Spirits (FIVS)
Frederico CASTELLUCCI, Special Representative to the President, Washington

<federvini@federvini.it>

Ligue internationale du droit de la concurrence (LIDC)/International League of  Competition Law (LIDC)

François BESSE, représentant, Lausanne

IV.  BUREAU/OFFICERS
Président/Chair:
Li-Feng SCHROCK (Allemagne/Germany)

Vice-présidentes/Vice-Chairs:
Graciela ROAD D’IMPERIO (Mme/Mrs.) (Uruguay)

Valentina ORLOVA (Mme/Mrs.) (Fédération de Russie/Russian Federation)

Secrétaire/Secretary:
Denis CROZE (OMPI/WIPO)

V.  SECRÉTARIAT DE L’ORGANISATION MONDIALE

DE LA PROPRIÉTÉ INTELLECTUELLE (OMPI)/

SECRETARIAT OF THE

WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)
Shozo UEMURA, vice-directeur général/Deputy Director General

Francis GURRY, sous-directeur général/Assistant Director General

Ernesto RUBIO, directeur principal, Département des marques, des dessins et modèles industriels et des indications géographiques/Senior Director, Trademarks, Industrial Designs and Geographical Indications Department

Octavio ESPINOSA, directeur-conseiller, Secteur des marques, des dessins et modèles industriels et des indications géographiques/Director-Advisor, Sector of Trademarks, Industrial Designs and Geographical Indications

Joëlle ROGÉ (Mme/Mrs.), directrice-conseillère, Secteur des marques, des dessins et modèles industriels et des indications géographiques/Director-Advisor, Sector of Trademarks, Industrial Designs and Geographical Indications

Denis CROZE, chef, Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Head, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

Ignacio DECASTRO, juriste principal, Section du développement du droit, Centre d’arbitrage et de médiation de l’OMPI/Senior Legal Officer, Legal Development Section, WIPO Arbitration and Mediation Center

Martha PARRA FRIEDLI (Mme/Mrs.), juriste principale, Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Senior Legal Officer, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

Päivi LÄHDESMÄKI (Mlle/Miss), juriste principale, Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Senior Legal Officer, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

Abdoulaye ESSY, consultant, Section du développement du droit international (marques, dessins et modèles industriels et indications géographiques)/Consultant, International Law Development Section (Trademarks, Industrial Designs and Geographical Indications)

[End of Annex II and of document]










( 	Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de membre sans droit de vote.


( 	Based on a decision of the Standing Committee, the European Communities were accorded member status without a right to vote.














