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Working Group on Multiple Invention Disclosures and Complex Applications – comments from the United Kingdom
(1)
Unity of invention

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.  

Unity of invention is governed under UK law by section 14(5)(d) of the Patents Act 1977.  This states that the claim or claims must “relate to one invention or to a group of inventions which are so linked as to form a single inventive concept”.  Rule 22 of the Patents Rules 1995 then sets out that inventions are regarded as relating to a single inventive concept if they have one or more of the same technical features, and those features define a contribution which the invention (when considered as a whole) makes over the prior art.  This is all aligned with the PCT and EPC.

Practice is set out in paragraphs 14.157 to 14.168 of the Manual of Patent Practice, which is available on the UK Patent Office website at www.patent.gov.uk/patent/reference/mpp/index.htm
The methodology used to assess unity of invention is one which allows for some flexibility, and takes account both of the degree of interdependence between the inventions claimed and the state of the relevant prior art.  The test most often used successfully is to identify the common subject matter between inventions, and then to ascertain whether that common subject matter is known or obvious.  If it is, then unity of invention is likely to be lacking.  Documentary evidence can be found to demonstrate this, although it is not an absolute requirement and in some cases the lack of unity may be absolutely clear without it.  The inter-relation of the inventions is an important factor – for example, separate claims to a transmitter and a receiver would not lack unity of invention provided those devices were both adapted to be used together (for example by using a novel method of encoding a signal).  Another example might be that claims to two separate parts of an electrical coupling may be regarded as relating to the same invention provided the two parts are specifically adapted to be used together and individually have no further obvious application.  

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

The methodology as described above is generally well-defined enough to apply in most cases, but has the necessary flexibility to ensure that obviously undesirable results are avoided.  There are occasions where, due to bad drafting, a lack of unity objection must be made despite the fact that there is clearly one invention disclosed in the application, but this is not regarded as a serious problem, and is usually remedied at examination stage.  The methodology does require, in most cases, for some searching to be carried out before unity of invention can be assessed, which means that a wider search may have to be undertaken (at least initially) than is later proved to be necessary when searching the first of a number of inventions.  Identifying the common subject matter between many independent claims of slightly varying scope can prove time-consuming.  If only the first invention has been searched, the applicant may request a “further search” for each further separate invention claimed.  When it comes to examination, this means a full examination of all the claims relating to all the inventions can be undertaken (leading to more efficient processing, particularly if divisional applications are filed).  If further searching is not requested, the examiner at substantive examination stage cannot consider the novelty and obviousness of the unsearched further inventions.

Q3.
What should be reviewed and how could the current standard be improved?

Recent consideration of the patents legislation and a consultation on how to make patent processing more efficient have not resulted in any proposals to change how unity of invention is generally dealt with under UK law.

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

The UK certainly supports the inclusion of a harmonised unity standard in the draft SPLT, and views the aims of such a standard as being to ensure (i) that third parties can understand the scope of protection afforded by a patent quickly and easily, (ii) that the patentee can claim his invention in such a way as to have protection of a reasonable scope, and (iii) that Offices do no more extra patent processing than is strictly necessary to achieve these first two aims, whilst recouping the expense of any necessary extra processing (ie further searching or claims analysis).  However, it is probably too early to be able to state with confidence how such a harmonised standard might be set out in practice.

(2)
Linking of claims

Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

Both independent and dependent claims are allowed.  This includes allowance of ‘omnibus’ claims (which embrace the entire patent disclosure using a standard form of wording) although this may change in the future.  UK patents legislation provides for no definition of different claim types - the terms ‘independent’ and ‘dependent’ are ones which have simply built up through practice rather than being definitions in statutory form.  There are no explicit restrictions on types of claims and the established practice is that the form of the claim is a matter for the applicant.  Claims of all types will be allowed provided requirements of clarity, conciseness, support and unity of invention are met (and, of course, they define a patentable invention).

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

There are presently no restrictions on the number, type or relationship between claims in UK law.  That said, the UK would certainly argue that the more independent claims there are in a particular category, the less clearly-defined the essential features of the invention are likely to be.  Therefore, the UK may in the future introduce a restriction (corresponding to new rule 29(2) EPC) which allows the applicant to have only one independent claim in each category (product, process, apparatus, method, use) unless the invention is related to a plurality of inter-related products, or different uses of a product or apparatus, or discloses alternative solutions to a particular problem.  This clearly limits the current substantial flexibility available to the applicant under UK practice when it comes to claim drafting, but has the clear advantage (to Offices and third parties) of forcing the applicant to focus on and define the essential features of his invention, rather than drafting separate independent claims for each embodiment of the invention.  Since each embodiment should contain the essential features of the invention, and only differ in non-essential features, such a set of claims can obscure the proper scope of the invention in its broadest form and put an undue burden of analysis on Offices and third parties alike.  No other restrictions are proposed, so that the UK does not foresee introducing any restriction on the number of dependent claims, nor on the dependency structure of those claims.  

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

There are clearly efficiency gains to be made from adopting a restriction of the type set out above, and in particular it may lead to a significant reduction in the time spent analysing multiple independent claims of only slightly varying scope (particularly those which do not in effect make a great deal of difference to the scope of protection achieved and/or which could more clearly be expressed in terms of dependent claims following a single independent claim setting out the essential features of the invention).  Such a restriction may also ease considerably the difficulties of analysing plurality of invention in such cases.  

The UK has no other restrictions related to multiple dependencies and inter-linking of dependent claims, and does not encounter any serious difficulties as a result.  A pragmatic approach is taken to such claims, so that the examination effort is concentrated on the independent claims.  If they are supported and clear, and define a new and inventive invention, there is much less need to undertake a detailed analysis of dependent claims, which if properly dependent can only narrow the scope of the invention.  In other words, the inter-relationship of dependent claims is not a key issue unless it  affects the scope or clarity of the independent claims themselves – in which case there is a clarity objection to be raised over the claims as whole.  Thus while there is a balance to be struck between efficiency on the one hand and achieving a clearly-defined and consistent claiming of the invention on the other, there are only minimal gains to be had if time is spent analysing in great detail the inter-relationship of many dependent claims, when the independent claims contain nothing objectionable.

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

The UK believes that the draft SPLT should strike a balance between ensuring that the claims give as clear an indication as possible of the scope of the invention, and imposing the minimum possible number of restrictions on the applicant.  With this in mind, a fairly minimalist approach is favoured, but there may be advantages in including a provision restricting the number of independent claims to one of each type.  The UK would tend not to look for detailed provisions in the draft SPLT setting out restrictions on the relationship or interlinking of dependent claims – as presently set out in rule 5(5) - unless these provide a maximum standard (as was suggested in document SCP/6/5). 

(3)
Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

The statutory requirement for clarity and conciseness in UK law is taken to apply both to an individual claim and to the set of claims as a whole.  Objecting to the clarity of wording in an individual claim is relatively common.  As far as objecting to a set of claims is concerned: the UK believes that to state apparently the same thing in several different ways takes unnecessary time and leaves unfair doubt in the mind of third parties who are trying to determine the scope of protection afforded by the claims.  This is particularly true if there are several different claims which differ in only seemingly immaterial ways, or there are plainly co-terminous claims.  Therefore, the more independent claims there are, the less clearly-defined the essential features of the invention are likely to become, and so a large number of independent claims may give rise to an objection of lack of clarity.  If the independent claims repeat substantial amounts of subject matter unnecessarily, or are almost identical in subject matter and differ in only minor features, this may also give rise to an objection of lack of conciseness.  

Therefore when objecting to the clarity or conciseness of a set of claims, objections are likely to be raised in particular against a large number of independent claims.  As far as dependent claims are concerned, a conciseness objection is less likely to arise, unless the claims are structured in such a way that identical or very similar dependent claims appear several times.  The number of claims, whether independent or dependent, is always considered in the light of the nature and complexity of the invention.   

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

Lack of clarity and conciseness objections tend only to be made reasonably rarely in relation to a set of claims, and are made more frequently in relation to a single claim.  They are also much less likely to be raised against a dependent claim provided the dependent claim is clear enough to be certain that its scope does not exceed the independent claim to which it is appended.  There are no particular difficulties in applying these requirements.  Objections to a lack of conciseness in a set of claims, where there is a large amount of repetition of subject matter, is probably one of the easier objections for the applicant to overcome without creating new objections.

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

If the requirements concerning unity, clarity and conciseness are met, there is no other mechanism under UK patent law by which the number of claims or distinct embodiments may simply be limited.  However, it should be noted that an objection to a lack of support or sufficiency may be useful in limiting a broad or speculative claim; for example a claim to a “Markush” grouping in circumstances where the disclosure does not show how the grouping may work across its entire broad range may fall into this category.  Furthermore, as far as “Markush” groupings are concerned, UK practice tends to be to use the unity requirement to restrict what is claimed by the “Markush” grouping unless the compounds in the grouping are related by their property or have slightly differing properties but are structurally closely related.  An objection to lack of industrial applicability may also be available to restrict speculative claims to genetic sequences.

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

The use of the unity requirement to limit the number of independent groupings seems to be reasonably successful, and may provide a more flexible remedy than introducing a specific limit on the number of groupings which are allowable.  That said, even using such a unity requirement, searching “Markush” groupings can be difficult, and examiners are often forced to restrict the search to the examples contained in the embodiments.  Whilst an arbitrary limit on the number of compounds contained in a grouping may help to remedy this, the UK has some reservations about the lack of flexibility that such a provision may bring with it.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

The answer to Q8 generally applies, so that the UK believes that the draft SPLT should strike a balance between ensuring that the claims give as clear an indication as possible of the scope of the invention, whilst imposing the minimum possible number of restrictions on the applicant.  Therefore, a basic clarity requirement should be included in the draft SPLT, and a mechanism by which unduly repetitious claims can be limited should also be included – a basic conciseness requirement is one way of achieving this. 
(4)
Special procedures to treat complex applications, such as mega‑applications or large sequence listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

Like all Offices, the UK Office encounters difficulties in handling complex applications.  The vast amount of paper that may be involved leads to difficulties in filing, storage and publication.  The majority of complex applications at present are concerned with nucleotide or amino acid sequence listings, but applications which contain extensive lists or print-outs are not entirely new, and the UK has in the past tended to adopt the practice of noting in the published A-document that an extended list or other documentation exists, which is available for public inspection on request.  This has been done in the past with, for example, extensive computer program listings.  UK patents legislation makes no specific provision for electronic filing, but plans are now well advanced to introduce legislation which will enable the Office to specify conditions and requirements for electronic filing of applications in general.  The proposed legislation will be flexible enough to enable different conditions and requirements to be specified for different purposes – so, for example, the Office will be able to specify different requirements for complex applications.  The UK firmly believes that the presentation of genetic sequences in a machine-readable and standardised format greatly facilitates both the compilation of search databases and the conduct of searches – so one such specific requirement which will be imposed for the electronic filing of genetic sequence listings will be compliance with WIPO standard ST.25.

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

In the UK’s experience thus far, complex applications are on the increase but do not present problems of a nature or magnitude which require special measures as far as searching and examination are concerned.  Applications which contain a large number of variations on a single genetic sequence are relatively straightforward to deal with whereas applications which cover a large number of independent sequences (not restricted to a common specific activity) are susceptible to objections of plurality, lack of support and/or lack of industrial applicability.  In practice, rather than making an arguable prima facie plurality objection, the UK has recently tended to contact the applicant and suggest that the examiner will search the first sequence only unless the applicant can identify a clear unifying concept for all of the claimed sequences – in which case a search will be made for that concept.  Problems encountered in complex applications such as applications with a large number of claims, speculative claims, or claims defining many inventions have also been present in applications of all sorts for many years, and examiners have long had search strategies for dealing with such problems – particularly given that there is only a requirement to search what is ascertained to be the first invention present in the claims.    

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

The UK would prefer to see general provisions dealing with unity, clarity and the number of claims contained in the draft SPLT which can be applied satisfactorily to all types of applications.  Matters of how such general provisions are applied to differing types of applications, for example, those using “Markush” groupings or relating to sequence listings, may be given in the guidelines.
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