Annex, page 4

ANNEX TO CIRCULAR C. 6717

(Swedish Patent and Registration Office)

Working Group on Multiple Invention Disclosures and Complex Applications

Suggested Structure for Comments

Comments and proposals from the members and observers of the SCP might address, but need not be limited to, the following issues:
(1)
Unity of invention

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.  

According to § 10 in the Swedish Patent Law (PL) an application may not relate to two or more independent inventions. 16 § in the decree on patent applications (PK) is more detailed and states that when a group of inventions is claimed in one and the same application, the requirement of unity of invention shall be fulfilled when there is a technical relationship among those inventions involving one or more of the same or corresponding special technical features. The expression "special technical features" shall mean those technical features that define a contribution which each of the claimed inventions makes over the prior art (c.f. PCT Rule 13.2). The determination whether a group of inventions is so linked as to form a single general inventive concept shall be made without regard to whether the inventions are claimed in separate claims or as alternatives within a single claim (c.f. PCT Rule 13.3).

Methodology according to the Guidelines (RL IV) of the Swedish Patent and Registration Office:

Before a search is made the independent claims are analyzed in order to establish the unity of the application. The prior art described in the description as well as well known technique is taken into consideration during this analyze. The application has unity if one of the following is true:

· The inventions in the application have a common inventive concept, or idee, that differs essentially from the prior art;

· The inventions in the application have at least one common special feature that is either the same or a corresponding feature.

Any of the two alternatives above can be used. However, if the claims are analyzed by comparing special technical features and such features are missing it is also necessary to analyze if a common inventive concept, or idee, is missing between the claims. When the later analyze is made it is necessary to interpret a claim as a whole in light of the description.

A further step in analyzing unity of an application is to consider the problem that each claimed invention solves in light of prior art.

When lack of unity á posteriori (i.e. after a novelty search) is explained to the applicant the following is discussed:

1    Each group of invention

2 What is known from the most relevant document

3 The special technical feature(s) that differ the first invention from the closest prior art

4 The problem that the first invention solves considering the differences under 3

5 Steps 3 and 4 are repeated for the other inventions defined under 1. The same document under 2 is used.

6 Comparison between the different inventions regarding their respective special technical feature(s) and the problem(s) that respective invention solves.

7 Establish that the application does not involve a common inventive concept, or idee, (single general inventive concept) over prior art.

8 Finally, establishing that the different groups of inventions lack common or corresponding special technical features as well as a common inventive concept over prior art and therefore the application does not fulfill the requirement of unity.

In rare cases it is obvious even before the search that the application lacks unity and that there is no need for a prior art document in order to carry out the analyze. In these cases the explanation to the applicant can be simplified. 

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

Q3.
What should be reviewed and how could the current standard be improved?

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

(2)
Linking of claims

Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

15 § PK (decree on patent applications) states that one or more independent claims as well as dependent claims are allowed in an application. A dependent claim is a claim that describes an embodiment of the invention mentioned in another claim in the application and therefore involves all the features mentioned in that other claim. All other claims are independent. 

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

15 § PK (decree on patent applications) states that one or several dependent claims might be linked to another claim and that a dependent claim may be linked to several preceding claims.

The Guidelines (RL III: 3.3.4) mention that a claim may involve a reference to another claim without being dependent. One example of this is when an independent claim has a reference to another independent claim of a different category, e.g. “Method for manufacturing a device according to claim 1…”. Another example of independent claims that are linked to each other is when an application relates to a lock and a key: “Key for use in the lock according to claim 1…”. 

Thus, the Swedish practice is rather liberal regarding how claims can be linked.

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

In cases of many multiple dependent claims it is sometimes difficult and/or time consuming to examine whether different combinations are possible.

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

(3)
Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

Yes, if the large number and also the wording of the claims presently on file render it difficult, if not impossible, to determine the matter for which protection is sought (RL XVI: 5.2.2). According to § 8 in the Swedish Paten Law a patent application shall contain a distinct statement, in the form of patent claims, regarding what is intended to be protected. 

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

Bearing in mind the answer under Q9 an application may contain several independent/dependent claims as stated in § 15 PK and § 19 PB (PB is the Swedish Rules of Practice). At present PB is under redrafting in order to harmonize Swedish practice with EPC Rule 29 that regulates the number of independent claims in one and the same category. The Swedish Guidelines (RL III: 3.1) mention that the allowable number of claims shall be limited to a reasonable level considering the specific nature of the claimed invention. 

The number of distinct embodiments in a claim can be limited if it relates to an extremely large number of possible compounds / products / apparatus / methods (RL XVI: 5.2.3) and support in the disclosure is to be found for only a very small proportion of the compounds / products / apparatus / methods claimed.

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

(4) Special procedures to treat complex applications, such as mega‑applications or large sequence listings

See enclosed paper/file  “EUROTAB 14/2002e”

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

[End of Annex]














