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CIRCULAR C. 6717

Working Group on Multiple Invention Disclosures and Complex Applications

REPUBLIC OF SLOVENIA

(1)
Unity of invention

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.  

A1.
Standard applied for assessment of unity of invention corresponds to provision of Rule 13.1 PCT. It is stated in Article 87(6) of Industrial Property Act, hereinafter referred as “IPA”, which entered into force in 2001: “A patent application may relate to several inventions, provided that they are so linked as to form a single inventive concept.” This provision corresponds to provision of PCT Rule 13.1.

General provision of Article 87(6) is further elaborated in Article 6 of  implementing Rules on the content of patent application and procedure with divided patents. Those provisions correspond to provisions of PCT Rules 13.2 and 13.3. 

If the patent application, which relates to several inventions, doesn’t meet the requirement of Article 87(6), provisions of Article 86(2) of IPA shall apply: 

“Not later than up to the issue of an order on the publication of the application, the applicant may file a divisional application in respect of subject-matter which does not extend beyond the content of the earlier application. The divisional application shall be deemed to have been filed on the date of filing of the earlier application and shall have the benefit of the same right to priority as the earlier application.”

Because of specific national legislation, which requires from a patentee to provide a document of evidence that patentability requirements for the invention, protected by Slovenian patent, are actually met, unity of invention is again considered, when the Office compares patent claims contained in Slovenian patent with patent claims contained in document of evidence (document of evidence could be european patent, granted for the same invention, or, if the european patent application hasn’t been filed, patent granted for the same invention by any office, which has a status of international preliminary examination authority under the Article 32 of PCT, or opinion of any of the international preliminary examination authorities under the Article 32 of PCT – Article 92 of IPA). If in such cases the Office finds out, that Slovenian patent doesn’t meet the requirement of unity of invention, it will react according to provisions of Article 93(4) of IPA: “Where the Office establishes, on the basis of the submitted evidence under Article 92, that the patent granted does not meet the requirement of Article 87(6), it shall divide the patent into several patents preserving the date of filing of the initial application and, if priority is claimed, the date of priority.”

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

A2.
No. 
Q3.
What should be reviewed and how could the current standard be improved?

A3.
Since we don’t have any problems in applying current standard, we don’t feel any need to change relevant provisions.
Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

A4. 
We don’t have any exact proposal, but we believe that we should have the same standard on unity of invention in the PCT and in the SPLT.

(2)
Linking of claims

Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

A5.
Yes, according to the provisions of implementing rules it is allowed to file independent and dependent claims. Although there’s no exact definition of dependent or independent claim, there are some provisions on different types of claims in the implementing rules.


Rule 5 (3) states: “Subject to Article 87(6), a patent application may contain more independent claims in the same category (product, process, apparatus or use) where it is not appropriate, having regard to the subject-matter of the application, to cover this subject-matter by a single claim.”


Rule 5(4) states: “Any claim stating the essential features of an invention may be followed by one or more claims concerning particular embodiments of that invention.”


Rule 5(5) states: “Dependant claim shall include all the features of any other dependent or independent patent claim, and shall at the beginning, if this is possible, give reference to the other patent claim or patent claims and then state the additional features, for which the protection is claimed. All dependent patent claims, which state reference to one or more previous patent claims, shall be grouped in such a manner, that their inner co-relation can be determined and that their meaning  in this co-relation can be clearly explained.”

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

A6.
No. There’s also no restrictions on multiple dependant claim serving as a basis for any other multiple dependant claim.

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

A7.
No.

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

A8.
No, except that we prefer if this issue would be settled in the same manner in the PCT and in the SPLT.

(3)
Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

A9.
There is a requirement on clear and concise drafting on claims, stated in the Article 87(4) of the IPA: “The claims shall define the subject-matter for which protection is sought. They shall be clear and concise and supported by the description.”


If  the claims would be too complex and they would not meet the requirement of either clearness or conciseness, it would be possible to ask the applicant to re-draft them by reducing their number.

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

A10.
No.

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

A11.
No.

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

A12.
No.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

A13.
No.

(4)
Special procedures to treat complex applications, such as mega‑applications or large sequence listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

A14.
No, because we are non-examining office and because mega applications have not been filed yet at our Office.

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

A15.
No.

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

A16.
We would prefer if, at least, the requirement of presenting the sequence listings  in the electronic form would be included.
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