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Responses to questions of the WIPO International Bureau

on Multiple Invention Disclosures and Complex Applications
(Russian Federation)

(English translation done by the International Bureau)

Q1.

1.
In accordance with Russian legislation, an application for the grant of a patent shall relate to one invention or group of inventions linked by a single inventive concept.  This requirement is known as the requirement of the unity of invention.


The conditions subject to which an application may be considered to meet this requirement, i.e. relating to one invention or group of inventions linked by a single inventive concept, are laid down in the Patent Office Rules.


In accordance with these Rules, an application is considered to relate to one invention, if the claims contain one independent claim, including where this claim applies a characteristic of the features with the use of an alternative.


An independent claim is not considered to relate to one invention and the use of an alternative is not permitted in the following cases:


(a)
where the alternative features do not obtain the same technical result;

(b)
the alternative relates to groups of features, each of which includes several functionally independent features (unit or component of the device;  method operation, substance, material,  equipment used in the method;  composition ingredient);


(c)
the choice of one or other alternative for a particular feature depends on the choice 

made for the other feature(s).


In addition, an independent claim is not considered to relate to one invention when it includes the characteristics of inventions relating to subjects of different kinds, or an array of means, each of which has their own designation, without the general-purpose array of means being carried out.


For a group of inventions characterized by more than one independent claims, the requirement of unity is considered to be satisfied in the following cases:


(a)
one of the inventions is designed to obtain (manufacture) another one (for 


example, a device or substance and method for obtaining (manufacturing) the 

device or substance as a whole or part thereof);


(b)
one of the inventions is designed to produce another one (for example, a method 

and device for carrying out the method as a whole or one of its actions);


(c)
one of the inventions is designed for use in another one (for example, a method 

and substance designed for use in a method;  a device and part thereof);

(d)
one of the inventions is designed for use of another one (for example, an electric 
lamp and attached holder);


(e)
the inventions relate to objects of one kind, or identical purpose, for obtaining the same technical result (this case usually occurs where the alternative inventions cannot be characterized in one independent claim, using a permitted alternative).


In this regard, the requirement of a unified inventive concept for inventions presented as independent claims must be satisfied for these inventions in the form in which they are presented in the corresponding independent claims, with no account being taken of features which may be contained in claims depending thereon.


For example, two inventions according to independent claims relating to improvements of electric lamps, designed to obtain different technical results, do not meet the requirement of unity.  If both these independent claims have dependent claims, according to which the lamps are made of quartz glass for better transmission of ultraviolet radiation, this does not meet the requirement of unity of invention.

2.
The methodology for verifying compliance with the requirement of unity of invention in general terms may be characterized by a series of responses to the following questions:

(a)
how is the requirement of unity of invention to be understood in the simplest case, when the application contains only two inventions characterized in different independent claims of the invention?

(b)
how is compliance with the requirement of unity of invention established in the case of use of an alternative for characterizing the features in a single claim?

(c)
should unity be guaranteed between two inventions in the form in which they are characterized in independent claims or, if the question of unity is to be resolved successfully, may features included in dependent claims be 

used?

(d)
what are the features of the verification of compliance with the requirement of unity where more than two inventions are claimed?


The answers to questions (a), (b) and (c) in relation to the practice of the Russian Patent Office are contained in the information given in section 1 above.


The answer to question (d) is that in order for the requirement of unity to be observed a direct link is sufficient between any claim and at least one other claim, as well as a mediated link with the remaining claims (Fig. 1 – see original text).  In other words, a link according to the “each to each” principle is not compulsory (Fig. 2 – see original text).


Fig. 3 (see original text) illustrates the nature of the link where the requirement of unity should not be considered to have been satisfied.

Q2.

The practical application of the standard described in the answer to Q1 does not cause difficulties.  There are, however, discrepancies which are caused by the fact that this standard does not coincide with the PCT standard.  The application of the latter sometimes generates results which differ from those according to the national standard, which is important in the examination of international applications.


Thus, in the following example:


1.
A crane hook distinguished by the fact that it is made of the metal M.


2.
The rim of a bicycle wheel distinguished by the fact that it made of the metal M.

According to the PCT standard, compliance with the requirement of unity of invention may be observed (the features of inventions defining the contribution made by the inventions to the prior art coincide), but this is not possible according to the national standard (there is no technical link between the inventions according to independent claims, which would correspond to one of the particular cases (a) to (d), listed in the response to Q1.

In the example where:


1.
A bicycle wheel distinguished by the fact that its rim is made of the metal M, and the spokes in cross section are hexagonal.


2.
The rim of a bicycle wheel distinguished by the fact that it is made of the metal M.


3.
The spoke of a bicycle wheel distinguished by the fact that in cross section it is hexagonal.


By contrast, compliance with the requirement of unity of invention may not be observed according to the PCT standard (the link between the inventions does not correspond to the “each to each” principle, since there is no link between Claims 2 and 3), while this is possible according to the national standard (there is a direct link between each of Claims 2 and 3 and Claim 1, and a link between Claims 2 and 3 (sic?) through Claim 1).

Q3.

The discrepancies referred to in the answer to Q1 are caused by the deficiencies in the formal PCT standard rather than in the national standard.

Q4.

It appears that the SPLT should contain an agreed standard on unity of invention which would be applied both by offices carrying out substantive examinations and also offices not conducting such examinations.


Such a standard should therefore allow compliance with the requirement of unity of invention to be verified a priori, i.e. prior to novelty being established.  The national standard described in the answer to Q1 allows this to be done in most cases, since the PCT standard requires the disclosure of features defining the contribution of inventions to the prior art, which is possible only a posteriori, i.e. only after a novelty search has been carried out.

Q5.

The Rules of the Russian Patent Office envisage the possibility of including both independent and dependent claims in an application.


Formal definitions of independent and dependent claims are not given in the Rules;  however, the requirements for their wording are such that they allow these concepts to be considered to coincide in semantic terms with those used in the Regulations Under the PCT.

Q6.

One restriction is currently established, which requires dependent claims to be grouped together with an independent claim to which they are directly or indirectly subordinated.  Consequently, in a dependent claim reference is permitted only to one independent claim and other claims dependent on the independent claim.  In addition, as stated in the Regulations Under the PCT reference is permitted in a dependent claim to other claims only as alternatives.


Reference to more than one claim “in the cumulative” appears to be logically incorrect.  Since each dependent claim includes, by definition, all the features of the independent claim or of any of the dependent claims to which it is subordinated, reference “in the cumulative” would signify multiple inclusion in the corresponding dependent claim of one and the same features.


References in a claim with multiple dependency to other claims with multiple dependency are currently authorized.

Q7.


The Russian Patent Office does not encounter any difficulties in applying the current restrictions described in the response to Q1.


However, the lack of prohibition on references in a claim with multiple dependency to other claims with multiple dependency complicates the work of experts.  It is assumed that a prohibition on such references will be introduced, similar to that contained in the Regulations Under the PCT.


Disputes sometimes arise with applicants in connection with the ambiguity of the phrase “dependent claim.” This term is designed for use in a situation where several claims relate to one and the same invention and, in this regard, a claim containing a reference to another claim stands in “type-gender” relation to it.  However, the definition of a dependent claim, including as contained in the Regulations Under the PCT, also formally covers other cases encountered in patent practice.  In these cases, one claim contains a reference to a claim or claims relating to other inventions.  Such a reference is used in order to avoid complete repetition of the content of another claim or other claims (for example, “3.  Method of sheep shearing, wherein a device according to Claim 2 is used.”).  As a result of this form of wording, the establishment of a number of claimed inventions, required in particular for verifying whether the correct patent fee has been paid, is made more difficult.


The above remarks demonstrate that the terms “independent” and “dependent” are insufficient for characterizing the ways used in practice to draft claims.  Therefore, use of the term “dependency” or “independency” of particular claims without additional clarification or analysis of the actual link between specific claims does not give a full impression of the structure of this claim or of the number of claimed inventions.

Q8.


A prohibition should be envisaged in the SPLT on references in a claim with multiple dependency to other claims with multiple dependency.  In combination with the introduction of a sliding scale of patent fees, as proposed in the response to Q13, this would lead to the rejection by applicants of the unconsidered use of the references discussed.


In connection with the lack of logical correctness, noted in the response to Q6, the unacceptability of references in one claim to several other claims in the cumulative should also be envisaged and references should be permitted only as alternatives.

Q9.


A restriction on the number of claims, in particular based on the requirements of “concision and clarity,” is not envisaged.

Q10.


No requirements of any kind are described in the response to Q9.

Q11.


The restrictions mentioned in Q11 are not envisaged.

Q12.


No restrictions of any kind are described in the response to Q11.


The absence of such restrictions significantly increases the workload relating to the examination of applications.

Q13.


Any restriction on the number of claims, based on the requirements of concision and clarity, would always be subjective and would lead only to disputes in that regard.


It appears that the introduction of a sliding scale of patent fees might be an effective measure.

Q14.


Difficulties are basically linked to the large volume of work involved in examining such applications.

Q15.


No, no such measures are taken.

Q16.


(More detailed) discussion of these issues is required.  In the SPLT, requirements should be defined allowing mega-applications to be divided, while also satisfying the requirement of unity.


