Multiple Invention Disclosures and Complex Applications

Comments by the Portuguese Industrial Property Office

(1)

Q1. The standard applied in Portugal to check if a group of inventions can be claimed in a single patent application is to verify if there is a single inventive concept claimed, according with the provisions of article 61 of the National Industrial Property Code. 

Article 61 of the National IP Code states:

1. A person may not apply for more than one patent, or for the grant of one patent for more than one invention.

2. A variety of inventions linked among themselves in such a way that they may constitute a single inventive concept shall be deemed as a single invention.

In practice a plurality of independent claims can be allowed if the requirement of said article 61 is met. The question of the existence of a single inventive concept, is solved case by case, on discretionary grounds, by the examiners.

Q2. No.

Q3. In order to prevent possible abuses it could be advisable for the law to restrict  the number of allowable independent claims in a single patent application.

Q4. SPLT could have provisions on this subject, e.g. specifying the number of allowable independent claims or its type (product, process, apparatus or use).

(2)

Q5. The Portuguese National law doesn’t mention nor includes any definition of what are independent or dependent claims. There is a national provision, Desp. 67/95, which refers to the two part form of a claim, presumably the independent main claim.  In practice, INPI accepts and grants patent applications containing both independent and/or dependent claims. To interpret the meaning of this concepts we refer to the EPC, namely Rule 29, on the form and content of claims.

Independent claims could be defined as claims which describe essential features of the invention. Dependent claims describe particular embodiments of the invention and state the additional features which it is desired to protect.

Q6. No.

Q7. No.

Q8. SPLT could state the precise definitions of dependent and independent claims, and as already proposed, specify its allowable number and/or type.

(3)

Q9. The requirement of clear and concise claims, doesn’t exist under national provisions. But in practice the examiners invoke lack of clarity, when the principle of functioning of the invention is not stated in the main claim or it is not clearly stated. If there is a large number of dependent claims in a patent application, the requirement of unity of invention must be checked by the examiner and the applicant notified in case there is a plurality of inventions being claimed.

Q10. No.

Q11. There are no provisions in the law relating to any limitations in the number of claims.

Q12. No.

Q13. SPLT could state the obligation of conciseness and clarity of the claims, and as already proposed, specify its allowable number and/or type.

(4)

Q14. No. Normally this kind of applications stay out of the national route and go through the European route.

Q15. No

Q16. First of all the concept of “complex applications” should be precisely defined. Then we support that complex applications should be extra charged. Additionally they should be published, or at least in part, en electronic format. In the future, the reception of this kind of applications should be restricted to the electronic format.
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