Comments Related to Work on Multiple Invention Disclosures

and Complex Application

(Philippines)

(1) UNITY OF INVENTION

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application? Please specify relevant provisions under the law and/or regulations as well as any Guidelines. Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.

Provisions of law on unity of invention under Republic  Act 8293:

R.A. 8293, Sec. 38. Unity of Invention
38.1. The application shall relate to one invention only or to a group of inventions forming a single general inventive concept.  

       
38.2. If several independent inventions which do not form a single general inventive concept are claimed in one application, the Director may require that the application be restricted to a single invention. A later application filed for an invention divided out shall be considered as having been filed on the same day as the first application: Provided, That the later application is filed within four (4) months after the requirement to divide becomes final, or within such additional time, not exceeding four (4) months, as may be granted: Provided further, That each divisional application shall not go beyond the disclosure in the initial application.  

       
38.3. The fact that a patent has been granted on an application that did not comply with the requirement of unity of invention shall not be a ground to cancel the patent. (Sec. 17, R.A. No. 165a)  

Rules and Regulations on Invention, Rule 605. Requirements for  Unity of Invention 

(a) The requirement of unity of invention shall be fulfilled only when there is a technical relationship among those inventions involving one or more of the same or corresponding special technical features. The expression “special technical features” shall mean those technical features that define a contribution which each of the claimed inventions, considered as a  whole makes over the prior art.

(b) The determination whether a group of inventions is so linked as to form a single general inventive concept shall be made without regard to whether the inventions are claimed in separate claims or as alternative within a single claim. 

(c) A plurality of independent claims in different categories may constitute a group of inventions linked to form a single general inventive concept, the link being e.g. that between a product and the process which produces it; or between a process and an apparatus for carrying out the process. 

(d) Three different specific combinations of claims in different categories which are permissible in any one application are the following: 

(1) in addition to an independent claim for a given product, an independent claim for a process specially adopted for the manufacture of the product, and an independent claim for a use of the  product; or

(2) in addition to an independent claim for a given process, an independent claim for an apparatus or means specifically designed for carrying out the process; or 

(2) in addition to an independent claim for a given product, an independent claim for a process specially adapted for the manufacture of the product, and an independent claim for apparatus or means specifically designed for carrying out the process.  

Methodology applied in determining compliance with the standard on unity of invention are provided in the Manual of Substantive Examination Practice  (MSEP) as follows:

Guidance for the assessment of unity of invention 
1.
General  

An application should relate to one invention only. The reason for this is that an applicant should file a separate application for each invention, and pay corresponding fees for each application. If he includes more than one invention in an application he might avoid the fee payment.  
2.
Two approaches for examining unity of invention:   
There are two ways of examining for unity of invention. The first method is called the "common subject-matter approach", and is the traditional method used, and the second method, for purpose of explanation, is here called the "Rule 605 approach", and is relatively new. This rule says that unity of invention exists only if there is technical relationship between the claimed inventions and they involve one or more of the same or corresponding special technical features." 

The above two methods should give the same result, but nevertheless both are explained below. 

2.1
The Rule 605 approach comprises the following steps: 
Step 1: 

Compare the subject-matter of the first invention (1st independent claim) with the relevant prior art to determine which are the "special technical feature(s)" defining the contribution the invention, considered as a whole, makes over the prior art. This means identify those features that make the claim novel and inventive.   

Step 2:

Compare the "special technical features" of the first invention identified in step 1 with the subject-matter of the second invention (2nd independent claim), and determine whether or not one or more of the same or corresponding special technical features are present, i.e. do the two claims contain the same features that are novel and inventive. If they do, there is a technical relationship among the two inventions.  
Step 3: 

Conclude that there is a single general inventive concept if such technical relationship is present. If on the other hand, no such technical relationship exists, conclude that there is no single general inventive concept, and, consequently, that unity of invention is lacking.   
Step 4: 

Repeat the above for the remaining independent claims.  
2.2
The "common subject-matter approach"   
The "common subject-matter" of two inventions (claims) is the technical features which are common to the two inventions (claims). In certain cases, two apparently different technical features may have a common technical effect, which contributes to the "common subject-matter".  

The "common subject-matter approach" involves the following steps:  

(i) 
identify the common subject-matter (CSM) of the independent claims. Thus if claim 1 has the features a, b, c, d, e, and f, and claim 10 has the features a, b, d, e, g, and h, the common subject-matter comprises a, b, d, and e;  

(ii)
compare this CSM with the disclosure of the closest prior art document to determine whether or not it is known (and, possibly, also whether or not it is obvious) and  

(iii)
decide that there is no single inventive concept between the independent claims, if said CSM is known (or obvious, and vice versa). 

 3.
"A priori" and "a posteriori" lack of unity 
         A lack of unity "a priori" is based on general knowledge of the skilled person, whereas "a posteriori" is based on knowledge from a particular prior art document. 

         To illustrate these terms in more detail, consider the following set of claims: 

         1. A telephone 

2. A telephone having a cradle switch 

3. A telephone having a dial 

4. A telephone having a rotary dial 

5. A telephone having a pushbutton dial  
Suppose that an application contains all of these claims. They are all linked by a single general concept i.e. a telephone. If the telephone is new and involves an inventive step, then these claims form a group of linked inventions and are free from an objection of non-unity. 

If the telephone is not new or lacks an inventive step, Claim 1 would not be allowable, for lack of novelty. Claims 2 to 5 are then no longer linked by a single general inventive concept. Consequently, an objection of non-unity would arise, it being assumed that both the cradle switch and a dial themselves are inventive.   

If the claims had been in the form:  

1. A telephone 

2. A cradle switch 

3. A dial 

4. A rotary dial 

5. A pushbutton dial,   

It would have been clear from the start that there was non-unity. The second example indicates what is meant by "a priori". In the first example however, it was necessary to know whether the concept of a telephone was or was not new and inventive before one could decide as to the unity, so that here the case of "a posteriori" arose. This is the much more common case.   

4.
Claim containing alternatives (see   3.7).  
Non-unity can sometimes arise where there appears to be only one claim, for example:  

A thermoplastic moulding composition which comprises a polyphenylene etherstyrene resin composition (A); and as a conductive material, aluminium flakes (B), a combination of aluminium flakes (B) with carbon fibres (C) or conductive carbon black (D), or a combination of carbon fibres (C) and conductive carbon black (D), or carbon fibres (C), in an amount sufficient to make the composition shielding against electromagnetic interference when moulded.  

It must be first recognised that this claim should be regarded as not one but five independent claims, i.e.:  

1. A + B 

2. A + B + C 

3. A + B + D 

4. A + C + D 

5. A + C  

If the combination of A with any conductive material is known, then at first sight (a priori) there is non-unity. It must nevertheless be considered whether the known combination is such as to make the composition shielding against electromagnetic interference when moulded. It must also be considered whether, having regard to the problem to be solved, the materials B (aluminium flakes) and C (carbon fibres) have something in common which makes these materials particularly suitable for use in combination with the particular resin composition A. Finally it should also be considered whether, having regard to the state of the art, any of the combinations involves an inventive step. It would be wrong to raise only a non-unity objection if some of the combinations did not involve an inventive step.   
5.
Independent claims for related articles  

Having dealt with a few examples of claims which sometimes looked alike but nevertheless exhibited non-unity, it may be instructive to look at some claims which do not look at all alike but which do exhibit unity.   

1.      A transmitter including carrier-frequency-hopping generating means (16) for generating as an output a distinct sequence of carrier frequencies (f(t)), modulating means (12,14,18) responsive to both a message signal and the distinct sequence of carrier frequencies for modulating the message signal to produce as an output of the transmitter a carrier-frequency-hopped single sideband signal, characterised in that the distinct sequence of carrier frequencies is generated in response to an assignment code (c(t)) received from a remote receiver and representative of the distinct sequence of carrier frequencies.   

2.      A receiver including carrier-frequency-hopping generating means (24) for generating as an output a distinct sequence of carrier frequencies related to a received carrier-frequencyhopped single sideband signal, and demodulating means (22,26,28) responsive to both the received carrier-frequencyhopped single sideband signal and the distinct sequence of carrier frequencies for demodulating the received carrier-frequency-hopped single sideband signal to produce as an output of the receiver the message signal related thereto, and characterised by means (24) for generating for transmission an assignment code (c(t)) representative of the distinct sequence of carrier frequencies.   

In this case a single general inventive concept can be recognised in the transmission of an assignment code representative of the distinct sequence of carrier frequencies. These claims are an example of independent claims in the same category.   

6.
Claims in different categories  
Independent claims  
See examples a) and b)   7.1 – 7.2  

7.            “Markush” claims  
The assessment of unity in case of Markush claims is dealt with under   7.4a   
8.            Different medical uses of a known substance
  

If an application discloses different medical uses of a known substance, and the uses are new, then independent claims for the substance having the different uses may be claimed. There is no lack of unity since the unifying concept is the first medical use of the substance, which is novel and inventive.  
Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?


In practice, only simple cases on lack of unity of invention have been processed, therefore, difficulty in applying the current standard has not been encountered.

Q3.
What should be reviewed and how could the current standard be improved?

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non-examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

(2) LINKING OF CLAIMS

Q5.
Does the applicable law of your country allow independent as well as dependent claims? What are the definitions of “independent claim” and “dependent claim” under your national law?


Yes, independent and dependent claims are applicable under the Philippine patent law. 

In practice, an independent claim is construed as a stand-alone claim, i.e., it does not refer back to any other claim while a dependent claim is a claim which refers back to another claim. 

Q6.
Provided the requirement concerning unity of invention is met, does your national law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?


Rule 415 of the implementing Rules and Regulations provides that one or more claims may be presented in dependent form, referring back and further limiting another claim or claims in the same application. Any dependent claim which refers to more than one other claim shall refer to such other claims in the alternative only. A multiple dependent claim shall not serve as a basis for any other multiple dependent claim. A multiple dependent claim shall be construed to incorporate by reference all the limitations of each of the particular claims in relation to which it is being considered.  

Referring back to other claims in cumulative is not allowed. 

There is no restriction as to the number of independent claims or dependent claims or distinct embodiments such as independent species claim.

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6? Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?


Official Actions are issued to applicants who are not aware of such restriction inviting corrections and/or payment of additional claims fee.

Q8
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?


SPLT should provide for the harmonization of practices on linking of claims. Restriction on linking of claims is an important mechanism that will simplify analysis and understanding of the scope and limitation of the invention as stated in the claim.
(3) Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims? If yes, under what circumstances could the requirement of clear and concise claims be invoked?


No. A large number of claims is justifiable as long as it is supported by the description. Limiting the number of claims claimable per invention might dampen the creative faculty of the inventor.

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?


No, as long as the claims are properly drafted. However, if the claims are not properly drafted and there is a large number of improperly drafted claims based on this requirement, it may take longer time to process the application.

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large groupings of independent species inventions)? If yes, under what circumstances could the limitation be required?

There are no limitations as to the number of claims as long as the claims are fully supported in the description.

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11? Or, if your office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

It takes longer to process applications with large number of claims.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

(4) Special procedures to treat complex applications, such as mega-applications or large separate listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?


Yes.  Complex applications are difficult to search and examine and these kind of applications take longer time to process.

Q15.
Does your office take special measures applicable to search and/or examination of such complex applications?


To facilitate the search and examination procedure, the applicant is invited to submit search and examination report on the corresponding foreign application.
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