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ANNEX TO CIRCULAR C. 6717

Working Group on Multiple Invention Disclosures and Complex Applications

(New Zealand)

(1)
Unity of invention

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.  

Under Section 10(4) of the Patents Act 1953, the claim or claims of a complete specification must all relate to a single invention. 
The guideline for determination of “unity of invention” or whether the claims relate to a single invention is established by the Commissioner’s Practice Note 1997/3 below:

“UNITY OF INVENTION
The Patent Office will follow a consistent practice in regard to the examination for the unity of invention requirement of section 10 for all applications.  

In examining non-Patent Cooperation Treaty applications for unity of invention, the examiner will follow the principles set out in Rule 13 of the PCT and explained in paragraphs 113 to 121 of the PCT Applicant's Guide (Volume 1 - International Phase) and Annex B of the Administrative Instructions.  These principles supersede those set out in the Examiner's Manual on unity of invention.

In examining international applications which have entered the national phase of PCT in New Zealand, the New Zealand examiner will consult the International Search Report and (where present) the International Preliminary Examination Report.  If either of these PCT reports includes a notification that the application relates to more than one invention, the examiner will examine the case according to the principles set out in Rule 13 of the PCT and explained in paragraphs 113 to 121 of the PCT Applicant's Guide (Volume 1 - International Phase) and Annex B of the Administrative Instructions.  If the examiner agrees that the application relates to more than one invention, an objection will be raised on this matter under section 10(4).
If neither of the PCT reports includes a notification that the application relates to more than one invention, the New Zealand examiner will only raise such an objection if it is clear on the face of the document that an error has been made.”

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

Not generally. Objections will be taken if a lack of unity is clearly evident, if, in the case of PCT applications, one of the international reports complains of lack of unity and a perusal of the case supports such a view, or if there are many claims to so many variations that it is difficult to discern whether the invention is unified or not.  The general response by applicants to such objections is to provide arguments or file a divisional application(s), which is granted the same filing date as the original application and differs in what is claimed.  Lack of unity (multiple inventions) is not a ground for opposing a patent application or revoking a patent.

Q3.
What should be reviewed and how could the current standard be improved?

The current standard could be improved by improving the clarity of Rule 13.2. This is discussed further in the answer to Q4. 

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

Perhaps the standard could be approached from first principles, with an expression of what it tries to achieve, such that the claims, either by way of the sheer number of claims, or the structure of the claims, or the number of variations claimed, cannot be such as to place an undue burden on the public to determine the scope of the invention claimed.  One might then develop the rules and guidelines for the establishment of unity from this statement of principle.  See also the suggestions in Q16 and Q8.

(2)
Linking of claims

Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

Independent and dependent claims are allowed in New Zealand.  An independent claim is a claim in which all features claimed are explicitly recited.  A dependent claim is a claim that imports all features from another (earlier recited and numbered) claim into itself by way of a statement of dependency.  Claims may be considered improperly dependent by way of attempting to import less than the whole contents of the claim on which they depend, or by way of being appended to a claim of a different category.  A claim may include a statement of dependency, for example, “an apparatus for performance of the method of the previous claims” yet still be considered to be an independent claim.  An element mentioned in a claim must be correctly anteceded.  A claim might depend on several earlier claims, either of the dependent or independent type.  Such a claim is viewed as claiming several alternatives within a single claim.

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

If the link structure affects the clarity of a particular claim, rendering doubt as to the scope or the claim, then objection may be taken.  

Claims appended to later numbered claims are not allowed, as the claim numbering serves not only to label the claims but also to place them in an order.  A claim cannot be dependent on a claim not yet recited in the order, as this could be seen to render the claims unclear under section 10(4) of the New Zealand Patents Act.

The claims must also be numbered consecutively.  

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

The Office does not generally have difficulties in this regard.  Examiners require training and practice to recognise claims and claim dependency structures that give rise to lack of clarity.  

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

We think the SPLT should address the issue of what is allowed with regard to the structure of the claims, perhaps along the lines of the PCT, but with a clearer definition of the equivalent of Rule 13.2.  Some specific examples of instances which would be allowed and which would not be allowed could be enunciated in the guidelines.    The important concern for the Office is to try to ensure that others may know reasonably clearly, from the language and structure of the claims, the bounds of the monopoly of the patents issued.

(3)
Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

No. There are no restrictions on the number of claims. However, if the claims recite some very large number of alternatives so that the scope of the invention cannot be discerned an objection will be made that the claim(s) are unclear, but this objection will not specifically relate to the number of claims.  
Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

Yes, if so many variations and alternatives are claimed that it would be difficult to establish, with regard to the sheer number of comparisons required, which claim, or whether any particular claim, had been infringed. Also, for each claim, whether the claim is fairly based on the disclosure must be determined, and this can be a daunting task given many claims

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

No, not if the other conditions are met.  (With the proviso that also all of the claims are fairly based on the description.)

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

To determine whether the claims are unified and clear and concise can take considerable time and resources for examiners.  The examiner must also determine that each alternative finds support from the description.  The determination must be made in each case.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

We suggest that it be considered whether the applicant only be allowed to claim the variations and combinations for which a total enumeration of the variations and optional variations for all of the claims is provided in the description.  At least then the applicant must keep some sort of track of what is being claimed.  For example, how many combinations and alternatives are coveted by claim 1 of the publication WO 01/23389, or in fact by all of the claims of that application?  

There is also the possibility of restricting the number of claims/independent claims through legislation and introducing fees for applications containing more than a predetermined number of claims.

(4)
Special procedures to treat complex applications, such as mega‑applications or large sequence listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

To define the invention by a statement of desiderata would not be considered to be a clear definition of the invention.

Mega-applications or applications containing large sequence listings (or perhaps code listings for some computer applications) are of course difficult to handle on paper files so we keep them as electronic as possible.  Electronic files are difficult to examine because, being presented on a computer screen, they cannot be perused as easily as a paper file.  It is difficult for examiners and the public at large to distinguish the invention from the remainder of the disclosure in large files or from extensive information listings.  As noted above in Q12, to ascertain the scope, clarity, and fair basis of the claims in “many claim” applications is a difficult and time-consuming task, both for examiners and potential infringers.

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

Initially, a sample of the claims of large applications might be searched.  If unity is not present, or the claims are held to be not clear and concise, as in Q9 above, then the applicant will be informed of this and a full search might be held over until the claims are presented in a more satisfactory or more tractable form. Once we have received amended claims we will complete the search and examination.

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

We recommend that all DNA/protein sequences are required to be filed electronically as well as on paper. Currently we scan sequences before searching them and this can take considerable time and resources. If we had the sequences in electronic form it would make this process significantly easier.
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