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ANNEX TO CIRCULAR C. 6717

Working Group on Multiple Invention Disclosures and Complex Applications

Suggested Structure for Comments

(Norwegian Patent Office)

Comments and proposals from the members and observers of the SCP might address, but need not be limited to, the following issues:
(1)
Unity of invention

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.  

A patent application must relate to one invention only, or to a group of inventions so linked as to form a single general inventive concept. This concept may give rise to two or more independent claims in the same category, where it is not appropriate to cover this subject matter by a single claim. It may also result in two or more independent claims of different categories which may constitute a group of inventions so linked as to form a single general inventive concept (i.e. an independent claim for a given product, a process specially adapted for the manufacture of the said product and the use of the said product). 

A patent application which comprises a plurality of inventions shall only be deemed to comply with the Patent Act if there is a technical interrelationship between the inventions. Such technical interrelationship between inventions exists when one or more identical or similar special technical features are common to the inventions. The term “special technical feature” means those technical features which define the contribution each invention makes over and above the prior art.

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

Acceptance of too many independent claims of the same category in one application could make it difficult to do a complete meaningful search within a reasonable time limit. If there are many possibilities in one claim or many claims in one application it may also be difficult to determine what exactly the applicant is trying to get protection for.

Q3.
What should be reviewed and how could the current standard be improved?

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

(2)
Linking of claims

Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  

Yes.

What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

All applications will contain one or more “independent” claims of different categories (products, process, apparatus or use) directed to the essential features of the invention. 

A dependent claim contain a reference to one or more independent claims and includes all the features of the independent claims which it is linked to.

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

No.

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

We encounter very few problems in this respect.

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

(3)
Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

Yes. If there is a large number of independent claims of the same category; although we now make use of a provision that resembles the amended EPC Rule 29(2).

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

There has been some problems with applications containing a large number of independent claims. Hopefully, these will be solved by the provision mentioned above.

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

Yes. As mentioned, the number of independent claims can be limited according to a provision resembling the amended EPC Rule 29(2).

A large number of dependent claims of a trivial nature should be objected to.

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

Not with the new provision.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

(4)
Special procedures to treat complex applications, such as mega‑applications or large sequence listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

Yes.

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

No.

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

[End of Annex]














