Estonian Patent Office

The regulation concerning patent claims is situated in the Patent Act (Act) and in the Requirements for Content and Format of Patent Applications and Procedure for Filing Thereof enacted by the Minister of Economic Affairs (Regulation). No special guidelines for patent examiners exist.

(1)  Q1.

Act § 9 (1):  Each patent application shall relate to one invention only or to a combination of objects of invention linked together by a unified inventive concept.  I.e. a lock and a key may be considered an object of a unitary invention.

Regulation § 12 (2):  (2)  The requirement of unity of invention is complied with, if:

1)
a patent application concerns one subject of invention, i.e. a device, process or material;

2)
a patent application concerns one subject of invention the essential features of which are developed or specified unless this results in the replacement or omission of one or several essential features;

3)
a patent application concerns a group of subjects of invention, for example:

a)
subjects of invention of which one is intended for the creation (manufacture) of the other and/or for the use of the first (a device or material, process of manufacture or creation thereof and the use of the device or material);

b)
subjects of invention of which one is necessary for the use of the other (a process and device for executing the process);

c)
subjects of invention of which one is necessary for the creation of the other and the third for execution of the first (a material, process for the creation thereof and a device for executing the process).

Q2-4. No difficulties or proposals.

(2)
Q5-6.

Regulation Div. 4:  Requirements for format and content of patent claims § 44.  Structure of and general requirements for patent claims

(1)
Patent claims may consist of one or several claims.

(2)
Patent claims consist of one independent claim and as many dependent (subordinate) claims as necessary.

(3)
If a patent application contains a group of subjects of invention so linked as to form a single general inventive concept, patent claims consist of an independent claim characterising each subject of invention and as many dependent claims as necessary. For example:

1)
in addition to an independent claim concerning a material, an independent claim concerning the process of creating the material and an independent claim concerning the application of the material;

2)
in addition to an independent claim concerning a process, an independent claim concerning the device or equipment intended to be used in the process;

3)
in addition to an independent claim concerning a material, an independent claim concerning the process of creating the material and an independent claim concerning the device or equipment necessary to carry out the process;

(4)
The claims of patent claims are numbered in the order they are presented (successive numeration). 

(5)
The independent claim of patent claims shall always be presented first and numbered number 1.

(6)
In the case of a group of subjects of invention, all patent claims concerning one subject of invention are presented successively starting with the independent claim characterising the subject, thereafter all patent claims concerning the second subject are presented, etc.  The numeration of claims is successive throughout patent claims.

(7)
If the patent claims consist of only one claim, such claim shall not be numbered.

(8)
The patent claims are prepared only as a set of essential technical features of an invention. The wording of the text of the patent claims shall be clear and precise and as short as possible.

(9)
Each independent claim of patent claims shall contain the essential technical features of an invention and each dependent claim shall specify the essential technical features of the invention included in the previous claim(s) of the patent claims.

(10)
The terminology of patent claims and the description of the invention shall be consistent.

(11)
Upon generalising the features of an invention, it shall be taken into account that the extent of definitions presented as features of the invention in patent claims shall not exceed the extent to which such definitions can be interpreted with the help of the description of the invention and the drawings or other illustrative material. If it is not possible to use a generalised notion to express a feature of an invention, alternative features may be used in patent claims.  The need to use alternative features shall be explained in the description of the invention.

(12)
A claim of patent claims consists of a single sentence.

§ 45.  Independent claim of patent claims

(1)
An independent claim of patent claims consists of a set of essential features that are necessary and sufficient to obtain the technical result which is the purpose of the invention in all cases when patent protection is applied for.

(2)
An independent claim of the patent claims consists of a restrictive part and differentiating part.

(3)
A restrictive part begins with the name of an invention. Essential features of an invention which the invention shares with the closest solution known in the state of the art shall be presented in the restrictive part.

(4)
A restrictive part begins with the expression “differs in that …”, “which is characterised by …”, “further contains …” or another suitable expression.  The expressions “differs”, “characterised by”, “contains”, etc. are printed double-spaced or distinguished in another manner.  The essential features of an invention which are novel compared to the features of the closest solution known in the state of the art shall be presented in the differentiating part.

(5)
An independent claim of patent claims shall be prepared without dividing it into a restrictive part and differentiating part, if: 

1)the invention is an individual compound;

2)
a differentiating feature of the invention is the use of a device, process or material;

3)
the invention shares no essential features with solutions known in the state of the art in its field;

4)
the invention has no known analogues in the state of the art.

(6)
An independent claim of patent claims shall not contain insignificant features.  An invention shall be considered not compatible with the criterion of patentability due to lack of inventive step if the set of features presented in the independent claim of patent claims is obtained by merely omitting a feature of a technical solution known in the state of the art (so-called negative novelty) without adding any new features.  A solution created by omitting an insignificant feature shall be considered, with regard to the state of the art, obvious to a person skilled in the art.

§ 46.  Dependent claim of patent claims

(1)
A dependent claim of patent claims is subordinate to an independent claim.  A dependent claim may, at the same time, be subordinate to another dependent claim.

(2)
Upon preparation of a dependent claim, an independent claim and other dependent claims which the dependent claim is subordinate to shall be referred to and essential features which characterise special cases of carrying out or using the invention shall be provided (for example, “3.  The device according to claims 1 and 2 d i f f e r s in that the frame is made of copper. “).

(3)
Dependent claims may be subordinate to an independent claim directly or indirectly, through one or several dependent claims.  Direct subordination of a dependent claim is used if, besides the features presented in such claim, only the features of an independent claim are necessary to characterise special cases of carrying out or using the invention.  If the features of one or several other dependent claims are necessary to characterise the said special cases, indirect subordination of a dependent claim to an independent claim is used.

Q7-8.  No difficulties or proposals.

(3)
Q9.

No requirements conc. the number of claims.

Act § 10 (2):  The claims shall constitute a clear, precise and concise definition of the subject matter of the invention for which patent protection is sought.  The subject matter of the invention shall be presented in the patent claims as a set of essential features of the invention.  The patent claims consist of one claim or several claims.

The lack of preciseness or clarity however constitutes a basis for opposition.

Q10.  No difficulties.

Q11.  No limitation by the Office is possible.

Q12-13. No difficulties or proposals.

(4) Q14. Only technical problems.

Q15.  No special measures have been taken.

Q 16.  No proposals.

Sincerely yours

Tanel Kalmet

Legal Dept. of the Estonian Patent Office

