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WIPO Annex to Circular C.6717

Working Group on Multiple Invention Disclosures 

and Complex Applications

Response from the European Patent Office
(1)
Unity of invention
Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application? Please specify relevant provisions under the law and/or regulations as well as any Guidelines. Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.
Unity of invention is governed by Article 82 EPC and Rule 30 EPC (corresponding to Rules 13.1 and 13.2 PCT respectively):

Applicable provisions and Guidelines
Art. 82 EPC: The European patent application shall relate to one invention only or to a group of inventions so linked as to form a single general inventive concept.

Rule 30 EPC:
(1)
Where a group of inventions is claimed in one and the same European patent application, the requirement of unity of invention referred to in Article 82 shall be fulfilled only when there is a technical relationship among those inventions involving one or more of the same or corresponding special technical features. The expression "special technical features" shall mean those features which define a contribution which each of the claimed inventions considered as a whole makes over the prior art.

(2)
The determination whether a group of inventions is so linked as to form a single general inventive concept shall be made without regard to whether the inventions are claimed in separate claims or as alternatives within a single claim.

The Guidelines for examination in the European Patent Office C-III, 7 deal with unity of invention during search and substantive examination. Due to their length, these Guidelines are not annexed, but are available on the EPO website.

Methodology
A finding of lack of unity will be made where it can be demonstrated that (i) there is no single general inventive concept underlying the set of claims, as required by Article 82 EPC and/or that (ii) the special technical features are neither the same nor corresponding as required by Rule 30 EPC.

In all cases, the determination of unity of invention must be made on the basis of the contents of the claims as interpreted in the light of the description and the drawings. 

According to established EPO case law (see in particular W6/90, available on the EPO website), the determination of the technical problem underlying the invention is a mandatory precondition for the assessment of unity of invention, i.e. whether or not the subject-matter claimed as the solution to such a problem represents a single general inventive concept. Where at least one solution of the underlying technical problem already formed part of the state of the art, the requirement of a "single general inventive concept" implies that the further solutions to that problem proposed in the application must have at least one new element in common, this new element being normally represented by at least one new technical feature. 

Regarding the special technical features approach, a technical feature is only special within the meaning of Rule 30 EPC if it defines a contribution over the prior art. Features which are found to be obvious or trivial do not contribute to the invention and are not to be considered as special technical features. In the absence of such special technical features, the application is considered to relate to more than one invention.

Finally, it is noted that the EPO has in principle no problems with the possibility of having a "group of inventions" present in a single application.

PCT applications
The substantive requirements of unity of invention are the same under the EPC and the PCT. Therefore, at the EPO, the same standards are applied to European and International applications. For the PCT, there is additional information (mainly examples) in the Administrative Instructions under the PCT, Annex B. 

It is noted, however, that the procedure for PCT applications is more cumbersome, since the examiner has to write a reasoned statement when inviting payment of additional fees. Also, under the PCT, the applicant may protest against the finding of lack of unity, after which the procedures under Rules 40.2 (chapter I) and 68 (chapter II) are initiated.

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?
According to Article 17 (3)(a) PCT, the ISA shall establish the ISR on those parts of the international application which relate to the invention first mentioned in the claims ("main invention"). 

If there is non-unity within the first claim, for example in the case of Markush claims, the decision as to what is to be seen as the "main invention" may be difficult and arbitrary and is thus sometimes disputed by the applicant after the search was carried out.

Furthermore, in the invitation to pay additional fees, the different inventions for which additional fees have to be paid must be identified. If the application relates to various inventions, there are often different possibilities in terms of how to split the application into the different inventions and how to group the different parts of the application. This division of the application is sometimes difficult and gives rise to objections by the applicant.  

One of the problems in EPO practice is that present EPO case law on PCT non-unity protests (decisions W1/97 and W17/00) rule out the possibility to invite payment of additional fees after a first invitation to pay additional search fees, on the grounds that there is no explicit provision in the PCT allowing such a further division. Thus, at the EPO, a second invitation should not be issued for additional fees for PCT applications. The problem is, however, that it is sometimes impossible to judge at the time of the first invention what the (further) inventions are.

A further problem, confined to PCT applications, is that the PCT procedure is cumbersome, requiring the initiation of a review procedure, which is time-consuming and requires a very detailed and extensive reasoning by the examiner.

Q3.
What should be reviewed and how could the current standard be improved?  
-
Thought should be given to eliminating the PCT protest procedure.

-
The (PCT) Rules could contain an express provision allowing examiners to issue a further invitation to pay additional search fees if a further lack of unity is noted in the course of the search, after the first invitation has been sent.

-
The PCT Rules or Guidelines should provide some guidance what is meant by the "main invention".

-
Alternatively, one could abolish the non-unity procedure altogether, so that only the first or main invention would be searched, without any additional fees requested or protest. Divisionals could then be filed in the national/regional phase. However, this would require the amendment of Articles 17(3)(a) and 34(3) PCT.

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?
If the ideas mentioned under Q3 above could be implemented, the EPO sees no need for further improvement. It should also be noted that the unity of invention standard in practical terms is an issue confronting only examining Offices from an essentially fiscal standpoint.

(2)
Linking of claims
Q5.
Does the applicable law of your country/region allow independent as well as dependent claims? What are the definitions of "independent claim" and "dependent claim" under your national/regional law?

The EPC allows both independent and dependent claims. According to Rule 29(4) EPC, a claim which includes all the features of another claim is a dependent claim. A claim can only be dependent on a claim in the same category (product, apparatus, method), but claims may refer to claims in a different category. 

Recently, new Rule 29(2) has been introduced to limit the number of independent claims:

Rule 29(2) EPC
Without prejudice to Article 82, a European patent application may contain more than one independent claim in the same category (product, process, apparatus or use) only if the subject‑matter of the application involves one of the following:

(a)
a plurality of inter‑related products;

(b)
different uses of a product or apparatus;

(c)
alternative solutions to a particular problem, where it is not appropriate to cover these alternatives by a single claim.

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?
Under the EPC, it is not forbidden to have multiple dependent claims and there are no restrictions concerning linking of claims as long as the claims are clear. As outlined under Q5 above, there is a restriction in the number of independent claims. However, it is possible that due to the drafting style, the examiner may consider that the set of claims is so unclear, or so lacks conciseness, that a meaningful search is not possible under Rule 45 EPC. These same objections will be raised if an application proceeds to substantive examination.

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6? Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

In practice, multiple dependencies/linking and - more in general - the structure and/or size of the ‘claims tree’ and/or the wording of the claims, may pose significant difficulties for examiners both during search and substantive examination when trying to establish the subject-matter for which protection is sought. Under the EPO’s approach on complex applications, examiners may - where a meaningful search is not possible - invoke Rule 45 EPC (or Article 17(2) PCT) and restrict the subject of the search in such cases, based on lack of clarity and/or conciseness under Article 84 EPC (or Article 6 and Rule 6.1(a) PCT). However, even with the new EPO approach on complex applications, substantial analysis of the claims is still needed before Rule 45 EPC (Article 17(2) PCT) can be invoked, or before lack of unity can be established. In some technical fields, the overall complexity of applications is now such that both Rule 45 and Rule 46 EPC (Article 17(2) and Article 17(3) PCT) are invoked during the International Search.

Depending on the reason given for the incomplete search, the substantive examination under the EPC of the subject-matter that has been searched is carried out in the usual way. For the unsearched parts, the grounds on which they do not satisfy the EPC must be given, with a refusal being the result if the deficiencies are not overcome.

 The EP examiner has the option of raising a clarity and/or conciseness objection in the first letter before continuing with the examination of the other requirements. Moreover, substantive examination concentrates on the patentability of independent claims.

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?
-
PCT Guidance similar to that provided by the EPO on complex applications may make it simpler for examiners - in case of unduly complex claims trees - to restrict the subject of the search under Article 17(2)(a) to, for example, the subject-matter defined in the description as the invention. 

-
It might also be possible to introduce a Rule which gives guidance on limitation of linking to no more than one other claim category. 

(3)
Number of claims/clear and concise claims
Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding "clear and concise" claims? If yes, under what circumstances could the requirement of clear and concise claims be invoked?
The EPC contains no actual limit on the number of claims. However, the number of claims in an application can be objected to under PCT Article 6 / Article 84 EPC (lack of clarity/conciseness, see EPO Guidelines for Examination in the European Patent Office, C-III, 5, and decisions T79/91 and T246/91), and under the new Rule 29(2) EPC in substantive examination, which interprets Article 84 to the effect that there should be, in principle, only one independent claim per claim category. Any exception to this rule must be convincingly justified by the Applicant. In the case of a high number of dependent claims, provided that they are all truly dependent as defined in Rule 29(4) EPC, then the substantive examination will concentrate on the independent claims.

Again, the examiner treating an application comprising the large number of claims, may find under Rule 45 EPC (Article 17(2) PCT) that the clarity and/or conciseness requirements of Article 84 EPC (Article 6 PCT) are not met to such an extent as to make a meaningful search impossible.

A limit on the number of claims has been discussed in the context of the EPO's new approach on complex applications. However, this does not seem to be a useful or workable option. A simple move from multiple claims to various alternatives within a single claim would circumvent such a requirement. An additional limit on the number of embodiments falling within the scope of one claim would not seem workable either, as this unduly restricts Markush formulations and is impossible to apply where functional or Markush definitions are used, because it is virtually impossible to establish the number of embodiments. On the other hand, it is not just the number of claims per se that gives rise to a problem, but rather their status (i.e. independent or dependent). 

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?
The examiner can apply the Rules 5 and 6 PCT and Articles 83 and 84 EPC, respectively, quite strictly. For harmonization and quality reasons an expert system has been set up.

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large "Markush" groupings or other large grouping of independent species inventions)? If yes, under what circumstances could the limitation be required?
A limitation of the number of independent claims on the basis of Rule 29(2) may be required (see Q5 above).

There is no special provision to require the limitation of a large number of dependent claims or of distinct embodiments within broad claims such as Markush claims. In applications lacking support, the examiner may question sufficiency of disclosure under Art. 83, 84 EPC (or Articles 5, 6 PCT) if he can show that the application does not disclose the invention sufficiently clearly and completely to be carried out within the whole scope claimed (see BoA decision T409/91). When these objections are raised in search, a partial search report is issued under Rule 45 EPC (Article 17(2) PCT).

In case of broad Markush claims which, although satisfying Articles 83 and 84 EPC, still have many possibilities within one claim, an objection can be made under Article 56 EPC, to the extent that the claim encompasses possibilities that do not provide a solution to the problem underlying the invention, i.e. that not all the subject-matter claimed satisfies Article 56 EPC (see BoA decision T 939/92, OJ 1996,309). 

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11? Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?
Rule 29(2) was introduced only recently; until now the Office has encountered no difficulties in applying this Rule.

Although the amended Guidelines have clarified the situation considerably, and specifically addressed these problems, Article 83 and 84 EPC objections (lack of support and sufficiency of disclosure) often give rise to lengthy and subjective discussions with the applicant during substantive examination as to the contents of the support requirement. The considerable scope of interpretation of this requirement means that after a partial search report has been issued, the substantiation of the objection often requires more than one communication before novelty and inventive step can even be addressed.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?
-
Here too, guidance similar to that provided by the EPO on complex applications may assist examiners in dealing with such applications already during search stage, using Article 17(2)(a) PCT.

-
Introduce Guidelines that interpret Article 6 PCT in a way similar how EPC Rule 29(2) EPC presently interprets Article 84 EPC.

(4)
Special procedures to treat complex applications, such as mega‑ applications or large sequence listings
Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega‑applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?
The EPO practice on complex applications is as follows:

In the search phase, the examiner may issue a partial search report and limit the subject of the search if it is impossible to carry out a meaningful search because of deficiencies regarding sufficiency of disclosure and support, clarity and/or conciseness of claims (Articles 83 and 84 EPC). This applies, as set out above, to several types of applications, where the terms of the claim are very general, or where the scope is extremely wide, including the more extreme cases of applications with many claims, Markush formulae, unduly broad desiderata, unusual or inaccessible parametric definitions. Normally the search is restricted to the subject-matter which is disclosed, supported, clear and concise, for example certain dependent claims or a reasonable generalization of the enabled embodiments. Only in the most extreme cases will no search be carried out at all.

In substantive examination, a strict application of the requirements of disclosure, support, clarity and conciseness is in force. Where a partial search report has been issued, the observations made during the search on these substantive issues are normally taken over and have to be fully reasoned. Under Rule 66.1(e) PCT, claims relating to inventions in respect of which no international search report has been established need not be the subject of international preliminary examination. The EPO normally makes use of this option.

The amendments to the Guidelines C-II, 4.1 and 4.9 have allowed for more precise objections to be made under sufficiency of disclosure and, similarly, under lack of support. If the examiner does not feel that substantially all of the embodiments falling within the wording of a claim are enabled by the description, then a reasoned case must be made, and the onus is on the applicant to show the contrary. 

However, lack of support objections tend to lead to long discussions with the applicant, who may take the position that one worked example in the description provides support, or that a verbatim repetition of the claim wording in the description constitutes support, or that so-called "paper examples", i.e. without data, are sufficient. For Markush claims, it is particularly difficult to judge what constitutes support, especially where there are many preferred embodiments in dependent claims, which may have no exemplification in the description.  

For sequence listings Rule 23e(3) EPC states that the industrial application of a sequence or a partial sequence of a gene must be disclosed in the patent application. This provides a concrete basis for objections in such applications. However, failure to meet this requirement alone will not result in a partial search.

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?
For the limitation of the search, an expert system has been set up in order to harmonize and to ensure a proper application of the EPO's policy on complex applications.

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP? Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?
Guidance similar to the EPO's guidance concerning the interpretation of  sufficiency of disclosure, clarity and conciseness would be appreciated.

Possibly, as a longer term measure, allow contact with the applicant and possible amendment of the claims prior to search. This would improve efficiency. It is noted that under the present versions of the EPC and PCT only informal contacts with the applicants prior to search are possible (PCT International Search guidelines, Section IV, Chapter VIII, paragraph 2.1, final sentence; Guidelines for examination in the EuropeanPatent Office, B-VIII, point 6, penultimate paragraph).  

