Working Group on Multiple Invention Disclosures and Complex Applications

Canadian Patent Office Response to Circular C. 6717

(1) Unity of invention
Q1. What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application? Please specify relevant provisions under the law and/or regulations as well as any Guidelines. Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.

The Canadian Patent Office standard with respect to a single patent application claiming a group of inventions is found in Sections 36 (1) to 36(4) of the Canadian Patent Act and Section 36 of the Patent Rules, which reads: 
36. (1) A patent shall be granted for one invention only but in an action or other proceeding a patent shall not be deemed to be invalid by reason only that it has been granted for more than one invention.

(2) Where an application (the "original application") describes more than one invention, the applicant may limit the claims to one invention only, and any other invention disclosed may be made the subject of a divisional application, if the divisional application is filed before the issue of a patent on the original application.

(2.1) Where an application (the "original application") describes and claims more than one invention, the applicant shall, on the direction of the Commissioner, limit the claims to one invention only, and any other invention disclosed may be made the subject of a divisional application, if the divisional application is filed before the issue of a patent on the original application.

(3) If an original application mentioned in subsection (2) or (2.1) becomes abandoned, the time for filing a divisional application terminates with the expiration of the time for reinstating the original application under this Act.

(4) A divisional application shall be deemed to be a separate and distinct application under this Act, to which its provisions apply as fully as may be, and separate fees shall be paid on the divisional application and it shall have the same filing date as the original application.

(36)  For the purposes of section 36 of the Act or of the Act as it read immediately before October 1, 1989, an application does not claim more than one invention if the subject‑matters defined by the claims are so linked as to form a single general inventive concept.

Guidelines to theses provisions are provided in chapter 14 of the “Manual of Patent Office Practice” which read:


CHAPTER 14

UNITY OF INVENTION
14.01

UNITY OF INVENTION 

Section 36 of the Patent Act states that a patent shall be granted for one invention only.  The Commissioner shall not consider a patent application to claim more than one invention if the subject matters defined by the claims are so linked as to form a single general inventive concept (section 36 of the Patent Rules).  Thus,  there must be unity of invention within the claims of a patent application.  Restriction is required whenever different subject matters unconnected in design or operation are claimed in one application.  Further, where a group of inventions is claimed in the same application, the requirement of unity of invention referred to in section 36 of the Patent Rules is considered to be fulfilled only when there is a technical relationship among those inventions involving one or more of the same or corresponding special technical features.  The expression "special technical features" refers to those technical features that define the contribution which each of the claimed inventions, considered as a whole, makes over the prior art. 

14.02

UNITY OF INVENTION; DIVISION OF APPLICATIONS
The requirement of unity of invention shall be considered to be complied with where the following combinations of claims of different categories are included in the same application:

(a)
a product and a process for making the product;

(b)
a product and a use of the product;

(c)
a product, a process for making the product and a use of the product;

(d)
a process and an apparatus specially adapted to carry out the process;

(e)
a product, a process for making the product and an apparatus specially adapted to carry out the process; or 

(f)
a product, a process for making the product, an apparatus specially adapted to carry out the process and a use of the product.

14.02.01

Order of Claims

The order in which the claims appear in any of combinations (a) to (f) above may be different from the order set forth therein.  What is decisive is that the combinations are the same. 
14.02.02

Examples
(A)
Product and process

Claims to a product and claims to a process for making that product are allowable in the same application.  Generally, there is no need for the process claims and the product claims to be of the same scope.  Consequently, the process claims may be directed to a method of preparing a family of compounds while the product claims may be restricted to only one member, or a small number of members, of that family.  Conversely, the product claims may be directed to a family of compounds and the process claims may prepare only a few members of the family.

The process and the product must be so related that the process produces the product.  If, however, there is a generic product claim and a generic process claim which are merely linked together through a common species, Section 36 is applied.

The following example illustrates Section 36 practice:

Claim 1 - A process to prepare sulphate compounds.  

Claim 2 - A process to prepare sulphate of A.    

Claim 3 - A process to prepare sulphate of B.

Claim 4 - A process to prepare sulphate of C.

Claim 5 - Sulphate of C.

Claim 6 - Salts of C.

Claim 7 - Nitrate of C.

Claim 8 - Chloride of C.

In this example the CPO would not permit claims 1 and 6 in one application, even though they are linked with respect to sulphate C.  There is no unity of invention between, the claim to the process to sulphate A and the claim to the nitrate of C.  Furthermore, there is no unity between claims 7 and 8 and any of the process claims defined in claims 1 to 4.

(B)
Product and a use of the product

Claims to the use of a product may be included in the same application with claims to the product itself.  The use must be fully described in the disclosure and must be based on the utility upon which the patentability of the product is predicated.  The use may be embodied in different types of claims.  A use could be claimed in the form of,

a)
a composition in which the product is an ingredient (e.g. A herbicidal composition comprising the product X and an inert carrier),

b)
a method of use claim (e.g. The method of killing weeds comprising applying product X to the weeds),

c)
a use "per se" (e.g. The use of product X to kill weeds).

Claims in these formats may be claimed in the same application as claims to the product.  There is no need for the product claim and the use claim to be of the same scope.

(C)
Product, process and use

Under the provisions of paragraph 14.02 (c) above, an application may include  claims to a product, claims to a process for preparing that product and claims to a use of the product.

(D)
Process and apparatus

An application may contain claims to a process along with a claim to an apparatus or means specially adapted to carry out the process.  The apparatus claims may be more extensive in scope than the process claims, or the process claims may be more extensive in scope than the apparatus claims, e.g. the process could be carried out in an apparatus different from the apparatus claimed.  However the two sets of claims must be directed to the same inventive concept.

In the following example, the execution of functions A to D inclusive is the inventive concept and is claimed in both apparatus and process forms.  The additional means and apparatus of claim 1 would normally constitute the known immediate and cooperating environment of the invention.

Claim 1

An apparatus to manufacture lamps automatically, including lamp envelope selecting and positioning means, means for conveying lamp components to an assembling means, wherein said assembling means comprises means for executing function A, means for executing function B, means for executing function C and means for executing function D; and means for conveying assembled lamps from said assembling means.

Claim 2

A process of assembling lamps comprising the steps of executing function A, executing function B, executing function C and executing function D.

(E)
Product, process and apparatus

An applicant is permitted to include independent claims to a product, independent claims to a process for preparing that product and independent claims to an apparatus specially adapted to carry out the process in an application (Refer to 14.02 (e) above).

(F)
Product, process, apparatus and use

An applicant is permitted to include independent claims to a product, independent claims to a process for preparing that product and independent claims to an apparatus specially adapted to carry out the process and independent claims to the use of the product (Refer to 14.02 (f) above).

14.03

ACCEPTABLE CLAIM GROUPINGS
Applications may contain certain groups of subject matter including combinations and subcombinations, intermediates and final products and Markush claims.  Each of these groups may contain claims or elements of claims which could be claimed in separate applications but because they incorporate a single general inventive concept they may be permitted in a single application.  The following examples illustrate acceptable claim groupings.

14.03.01

Combination and Subcombination Claims  
To be allowable in one application, a claim to a combination and one to a subcombination must be directed to the same inventive concept.  It must be seen that the subcombination is truly the same invention as the combination. 

Where the function or utility of the subcombination is essentially that of the combination, claims to the two may be allowed together.  A viscosity-reducing oil additive and oil containing the additive would normally be allowed in one application.  The purpose of the inventive additive is to improve the properties of the substance with which it is mixed.

On the other hand an anticorrosion agent per se and a composition containing the agent cannot be claimed in the same application if in the claimed composition, the agent has lost its original anticorrosion effect and, instead, acts as an insecticide.

A second invention may also be present when a subcombination is claimed together with one or more combinations containing it, and it is clear that the purpose, use or function of a combination differs from that of the subcombination.  For example, in a process having a principal step A of heating composition X to produce composition Y, a claim to step A may not be allowable with a claim to step A followed by step B.  For example, these two claims could not be allowed in the same application if step B comprised an ingenious transformation of Y to produce a newly invented composition Z that differed in function from its intermediate Y. 

14.03.02

Markush Claims
A Markush claim is a claim which covers selected members of a genus as contrasted to all the members of the genus, so as to exclude inoperative members of the group.  

Markush groupings will be considered to be directed to one invention when all of the members of the group have a common basic structure and/or a common property or activity is present.  In those cases where a common property or activity is present, all of the members are expected to behave in the same way in the context of the claimed invention.

14.03.03

Intermediates and Final Products
A final product and an intermediate product used in the preparation of the final product may be claimed independently in the same application only when there is sufficient structural similarity between the two such that it can reasonably be assumed that the intermediate was designed to prepare the final product.  The intermediate may also have the same use as the final product, but it must not have any other use.  Any other use of this intermediate may be considered a further invention.  Furthermore, the final product should be manufactured directly from the intermediate or from the intermediate via a small number of other intermediates having similar structure.

14.04

UNACCEPTABLE CLAIM GROUPING

There may be a variety of claims drafted which share one or more common features but which do not ensure that there is a single general inventive concept defined by each of the claims.  The examples characterized in 14.04.01 show such unacceptable claims.

14.04.01

Linking Claims
Applications may not contain separate claims linked together by the subject matter of a third claim.  

For example:

(a)
Claim 1 to the substance A.

 
Claim 2 to the substance B.

Claim 3 to the combination of A and B.

(b)
Claim 1 to the combination of A, B and C.

Claim 2 to the combination of E, F and G.

Claim 3 to the combination of C, D and E.

In Example (a) Claims 1 and 2 are directed to different substances and in Example (b) Claims 1 and 2 are directed to different combinations.  

The presence of linking Claims 3 in both examples does not justify the inclusion of unrelated subcombinations in one application and restriction is required under Section 36(1) of the Patent Act and Section 36 of the Patent Rules. 

It should be noted that in the first example Claim 3 could be maintained in an application with either Claim 1 or Claim 2, but not both.

In example (b) none of claims 1, 2, or 3 could be allowed in the same application with any other of claims 1, 2, or 3 because they each define a distinct combination.  Claims 1 and 3 could be allowed together if the application contained an allowable claim to subcombination C.  Claims 2 and 3 could be allowed together if the application contained an allowable claim to subcombination E.

Q2. Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

The Canadian Patent Office has encountered very few difficulties in applying the standard as a result of adopting a liberal approach in the interpretation of “inventive concept”.  However with that said, there is the issue of receiving reasonable compensation for the search and examination work performed on an application that contains claims of more than one category or style (e.g. product, process, apparatus, use, etc.) and especially when the claims of one category fall into unrelated arts but still meet the test of being so “linked as to form a single general inventive concept”.
Q3. What should be reviewed and how could the current standard be improved?

In the past the standard established by Canadian law to determine compliance with  the requirement that,  “A patent shall be granted for one invention only...” was significantly different and enabled the office to take a much less liberal approach to applying the standard.  The standard was set out in Sections 58, 59 and 60 (all now revoked) of the Patent Rules, which read:
58.  An application that claims a product and a process for making the product shall not, for that reason only, be deemed to claim more than one invention.

59.  An application that describes and claims a process and an apparatus especially adapted to carry out the process shall not, for that reason only, be deemed to be directed to more than one invention.

60.  Subject to sections 58 and 59, an application that does not contain a claim broader in its scope than any other claim in the application shall be deemed to be directed to more than one invention.

Section 60 delineated with much less uncertainty than the current standard as to when the applicant was required to restrict the application with respect to unity.  In the past this simple standard enabled the office to receive fair compensation for the examination work performed, as well as provided authorization for an efficient methodology.  Examiners merely had to ensure that all the features of the broadest independent claim were recited in all the other independent claims (in the same category) in the same or more restricted scope.  With today’s standard examiners need to determine the inventive concept that links the claims and this determination is more subjective than that required by the previous standard.
Q4. Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

(2) Linking of claims
Q5. Does the applicable law of your country/region allow independent as well as dependent claims? What are the definitions of "independent claim" and "dependent claim" under your national/regional law?

Canadian law allows independent as well as dependent claims.  While the Canadian Patent Act and Regulations are silent with respect to the definition of an independent claim, Section 87 (1), (2) and (3) of the Regulations define dependent claims as:
87(1)  Subject to subsection (2), any claim that includes all the features of one or more other claims (in this section referred to as a "dependent claim") shall refer by number to the other claim or claims and shall state the additional features claimed.

(2) A dependent claim may only refer to a preceding claim or claims.

(3) Any dependent claim shall be understood as including all the limitations contained in the claim to which it refers or, if the dependent claim refers to more than one other claim, all the limitations contained in the particular claim or claims in relation to which it is considered.

Q6. Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

Canada does not provide any restrictions other than that of Section 87 (2) of the Patent Rules (see above), and permits those examples listed in Q6.
Q7. Does your Office encounter any difficulties in applying the current restrictions described under Q6? Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

No
Q8. Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

(3) Number of claims/clear and concise claims
Q9. Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding "clear and concise" claims? If yes, under what circumstances could the requirement of clear and concise claims be invoked?

Canadian law would permit the Patent Office to require the number of claims to be restricted in order that they be compliant with the requirement of being “clear and concise”.  However this has been done in practice.
Q11. Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large "Markush" groupings or other large grouping of independent species inventions)? If yes, under what circumstances could the limitation be required?

No
Q12. Does your Office encounter any difficulties in applying the limitation described under Q11? Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

Again the issue of receiving reasonable compensation for the search and examination work performed on an application that contains large numbers of claims is of concern.
Q13. Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

Extra fees for each claim or DNA sequence in excess of a basic number would be an approach to consider.
(4) Special procedures to treat complex applications, such as mega‑applications or large sequence listings

Q14. Does your Office encounter any difficulties in processing complex applications,

such as mega‑applications or applications containing large sequence listings, large

number of claims or claims defining the invention by statements of desiderata?

As yet the Office has not received a Request to Examine (RE) with respect to those extremely large applications currently filed, but anticipates encountering a number of difficulties when the RE is submitted.
