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Ref.:
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Applications under the Standing Committee on the Law of Patents; 


Circular C.6717

Referring to the letter dated June 11, 2002 concerning the Working Group on Multiple Invention Disclosures and Complex Applications under the Standing Committee on the Law of Patents (SCP), please find following the comments of the Austrian Patent Office:

Unity of Invention

Q 1:

Section 11 of the Austrian Order Concerning Patents, Utility Models, Trade Marks and Designs (Patent-, Gebrauchsmuster-, Marken- und Musterverordnung – PGMMV) states:
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(1) Where a group of inventions is claimed in one and the same patent application, the requirement of unity of invention shall be fullfilled only when there is a technical relationship among those inventions involving one or more of the same or corresponding special technical features. The expression „special technical feature“ shall mean those features which define a contribution which each of the claimed inventions considered as a whole makes over the prior art.

(2) The determination whether a group of inventions is so linked as to form a single general inventive concept shall be made without regard to whether the inventions are claimed in separate claims or as alternatives within a single claim.

(3) An application my contain two or more independent claims in the same category (product, process, apparatus or use) where it is not appropriate, having regard to the subject-matter of the application, to cover this subject-matter by a single claim.

Subsection 1 and 2 of Section 11 PGMMV correspond to Rule 30 of the Implementing Regulations to the Convention on the Grant of European Patents. Subsection 3 of Section 11 PGMMV corresponds to Subsection 2 of Rule 29 of the mentioned Implementing Regulations.

Q2:

No.

Q3 and 4:

Taking into account the fact, that the system concerning the criterion of unity of invention is working very well in Austria, we don´t see the need for any amendments to the relevant provisions.
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Linking of claims

Q5:

There are no special provisions in the national law providing definitions for „independent claims“ or „dependent claims”. In practice any claim is considered as a „dependent claim“ when the claim includes all the features of another claim plus additional features desired to be protected.

Q 6:

No special provisions concerning this issue exist in the national law.

Q 7:

No.

Q 8:

The question how to address the issue of independent/dependent/multiple dependent claims in the draft SPLT will depend on the fact, how the criterion of unity of invention has been defined in the SPLT. A special provision restricting the possibility to link  claims doesn´t seem to be necessary.

Number of claims/clear and concise claims

Q 9:

According to Section 91 of the Austrian Patent Law the patent claims shall, in a clear and distinguishing manner, define the matter for which protection is sought. The requirement „concise“ does not exist in the national law.  In practice - if the claims are too complex - the 
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requirement „in a clear and distinguishing manner“ is used to ask the applicant to reduce the number of claims.

Q 10:
No.

Q 11:

According to Section 10 (2)  of the Austrian Order Concerning Patents, Utility Models, Trade Marks and Designs (Patent-, Gebrauchsmuster-, Marken- und Musterverordnung – PGMMV) the number of the claims shall be reasonable in consideration of the nature of the invention claimed. No further provision concerning the limitation of claims does exist in the national law.

Q 12:

No.

Q 13:

In our point of view the mechanism described in Q 9) or the similar mechanism which applies in the PCT is sufficient to deal with the problem.

Special procedures

Q 14:

Mega applications have not yet been filed with the Austrian Patent Office.  Applications containing large sequence listings rarely occur. If an application consists of a large number of claims Section 10 (2) of the PGMMV (see answer Q11) will be applied during the application procedure.
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Q 15:

No.

Q 16:

With respect to applications relating to nucleotide or amino acid sequences it could be considered to require sequence-listings on electronic data-carriers.

Dipl.-Ing. Dr. H. CZUBA
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