Australia


WORKING GROUP ON MULTIPLE INVENTION DISCLOSURES AND COMPLEX APPLICATIONS

Response to circular C. 6717

Australia welcomes the opportunity to provide further comments and proposals in relation to the Working Group on multiple invention disclosures and complex applications:

Unity of invention

Q1.
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.  

For Australia, S. 40 of the Patents Act 1990 provides relevantly that:

(2)
A complete specification must: 


(a)
describe the invention fully, including the best method known to the applicant of performing the invention; and 


(b)
where it relates to an application for a standard patent—end with a claim or claims defining the invention; and 


(c)
where it relates to an application for an innovation patent—end with at least one and no more than 5 claims. 

(3)
The claim or claims must be clear and succinct and fairly based on the matter described in the specification. 

(4)
The claim or claims must relate to one invention only. 

It should be noted however that while non-compliance with s. 40(4) may be a ground for refusing a patent application under the Act, it is not grounds on which an accepted application may be opposed nor grounds on which a patent may be revoked.

As to what constitutes "one invention only", Australia has taken the view that unity is a formalities issue and accordingly the standard that applies in national examination is the same as for lack of unity under Rule 13 of the PCT. In that regard examiners will have reference to the relevant parts of the PCT search and preliminary examination guidelines, the PCT Administrative Instructions [Part 9] Annex B and the further guidance provided on these matters by the Australian Patent Office Manual of Practice and Procedure, Volume 1 - International, Part 1.3 (http://www.ipaustralia.gov.au/library/PDFS/patents/Part101.PDF).

The application of this standard in the national phase is however tempered by a recognition that the rationale for the unity requirement is substantially a matter of cost recovery and hence the practice is that:

"An objection that the claim or claims of a complete specification do not "relate to one invention only" should only be taken where there are claimed inventions which are clearly not so linked as to form a single inventive concept and it would require significant additional effort to examine all of the inventions."

(See Vol 2 - National, Part 10.9 http://www.ipaustralia.gov.au/library/PDFS/patents/Part210.PDF) Consequently the requirement in practice is more directly related to the examination effort required rather than an approach based strictly on the identification of corresponding technical features.

The practice for Australia as an ISA and IPEA is governed by the PCT rules, guidelines and administrative instructions as indicated previously. Nevertheless some practical guidance is provided to examiner's in terms of the extent to which unity issues are to be investigated:

"Unity of invention must be considered at the earliest possible opportunity. The consequences of this step are considerable due to the large cost and time associated with PCT searching as well as the time limit imposed by the PCT for completion of the search report. If it is not clear that the claims lack unity after considering the issue for a minimal period of time, such as 15 minutes, then it will generally be more efficient for the search to proceed on the basis that there is no lack of unity. Further time spent conclusively determining whether or not there is lack of unity is likely to be counter-productive. However, if lack of unity is not raised in appropriate circumstances, an unnecessary cost is imposed on the Office if significant additional searching effort results. Also, if lack of unity is raised when it should not have been, there may be insufficient time later to complete the required search; and if the issue is raised incorrectly the Office may not be able to abide by the original finding of lack of unity and be required to refund any extra fees paid."

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

Australia does experience a number of difficulties in applying unity of invention standards in both the international and national phase and is aware of user concerns with how such standards operate both in Australia and in various other jurisdictions. 

We find that:

· While unity practice is supposed to assist the Patent Office in recovering its costs, application of the standard (and this would seem to apply equally to other prevailing standards) actually consumes considerable examination resources, often as much as any additional search or examination fee sought. Applicants also incur significant costs in responding to examiners objections, amending applications and, where necessary, filing divisional applications. 

· Unity requirements are a poor tool for achieving cost recovery since the requirement for a single invention does not equate to any predicable level of examination effort. Put another way, the current system is to levy a fee per invention but the work required to search and examine each "invention" is highly variable and dependant on many unrelated factors, including the technological field of the invention. Therefore an "invention" is a very poor proxy for examination work values and its use results in cross subsidisation between applicants and tends not to encourage IPO's to improve efficiency.

· Unity "a posteriori" is generally not raised in the national phase and rarely under the PCT because of the complexity it adds to the reporting process including potentially significant processing delays.

· In the international phase, the administrative costs of investigating unity issues are significant and contribute to administrative complexity and delays. Furthermore, if additional fees are not paid, the result can be that search and examination work avoided in the international phase is merely transferred to designated states with significant loss of efficiency. 

· The filing of separate or divisional applications for different but closely related inventions that could otherwise be searched and examined in one application generates unnecessary administrative costs and produces, in the case of divisional applications, significant delays in resolving the patent rights that may exist in a particular product or process development. The existence of multiple but closely related patent rights may also cause difficulties in licensing and enforcement.

Q3.
What should be reviewed and how could the current standard be improved?

While it could be argued that processes that relate to cost recovery for individual IPO's do not need to be standardised, the fact is that unity, or like requirements, have a significant impact on the drafting of patent specifications and the form in which the patent is ultimately granted. Hence if the ultimate goal of a harmonised patent system is the ability of an applicant to draft a single application that would be acceptable for grant in all contracting states, then it would appear that a harmonised unity requirement is necessary.

We find that current unity practice is being used in an attempt to address a number of somewhat diverse situations, including:

1. The application clearly and distinctly describes and claims more than one "true" invention. For example, a bicycle brake assembly and, unrelated to it, a bicycle seat construction 

2. Only one "true" invention is described but, because of the manner of claiming, it appears that more than one invention is being claimed.

3. A very large number of closely related inventions are described and claimed in the same application for strategic reasons. The applicant does not intend all inventions to be searched and will pursue only the commercial important variants individually after national phase entry.

4. The application describes a number of aspects such that the "true" invention is unidentifiable. Very often a broad unifying claim is known to be anticipated leaving a large number of unrelated dependant claims from which it is impossible to identify the "true" invention.

5. The application describes and claims a number of sequence listings or broad Markush groups.

At present we are collecting data on the application of the unity requirement in these situations and are seeking to identify the most effective solution to what is apparent as the underlying problems, whether truly related to a diversity of subject matter or merely imprecise drafting, and how these relate to the objective of cost recovery. We would hope to be able to provide some conclusions from this study to the next meeting of the Working Group.

However, our preliminary position is that we see the traditional unity requirement as having most relevance to the first case mentioned above. In this situation the unity requirement appropriately seeks to limit clear diversity in the matter covered by a patent document for the convenience of third parties and to facilitate processing within the patent office. In other cases the effectiveness of the requirement is less apparent and, in particular, it is questionable whether the work involved in applying unity requirements is justified by the result achieved. It may be that better results can be obtained by using different approaches, for example, a simpler unity requirement together with a revised charging regime that encourages better drafting practices and ensures that revenue is more commensurate with the examination effort involved.

Aside from possible changes to the unity standard, Australia is actively considering in the PCT context whether the process of issuing invitations and for providing for protest opportunities can be improved. The current process requires detailed written reporting even when the applicant has no intention of disputing the finding and we believe this adds unnecessary administrative complexity to many cases. This is particularly so because reasons need to be drafted to a very high standard or risk a successful protest on technical grounds. 

One possible approach could be to amend PCT Rule 40 so that the invitation to pay is not required to specify reasons but that payment of the additional fee may be accompanied by a request for reasons. The applicant would then have the opportunity to file a protest and seek a refund of the additional fee if required. In this regard we are also considering whether the nature of the protest and the available grounds need to be further defined so that frivolous or vexatious protests are discouraged.

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non‑examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

As apparent above, we believe there is a strong case for a harmonised standard on unity of invention. Any future development of the international patent system based on recognition of examination work or grant will ultimately require the adoption of a common standard and we believe that the objective that the same application be acceptable for grant in all contracting states (assuming other SPLT requirements are met and fees are paid) can not be achieved otherwise.

We suggest that, at least for the purpose of discussion, the text of Article 5(1) of the 1990 basic proposal be included in the treaty with the substance of Article 5(2) introduced by appropriate amendment of SPLT Articles 13 and 14. Consequently the requirement would be:

 [Requirement of Unity of Invention] The application shall relate to one invention only or to a group of inventions so linked as to form a single general inventive concept (“requirement of unity of invention”).

If the introduction of this basic principle into the treaty had support it would then be appropriate for the Working Group to discuss further elaboration of the principle including the circumstances under which the requirement of unity of invention is to be considered met.

Linking of claims
Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

Yes. The overriding requirement is that the claims define the invention and that they be clear, succinct and fairly based. A complex claim structure including multiple dependencies and other permutations is not considered to be unclear or to lack succinctness merely because it requires some effort on the part of the addressee to construe. Dependencies which are unclear and that therefore make the scope of the claims unclear are objectionable. Australian law does not otherwise limit the method of claiming and hence a definition of the terms "independent" and "dependent" would be superfluous.

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

No. See Q5 above

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

Complex dependencies do involve some extra examination effort but this is equally or perhaps more true of cases with larger numbers of independent claims which seems to follow from the alternative approach. In dealing with dependant claims and multi-dependant claims we find that it is possible to group claims for the purpose of efficient examination. If a independent claim is found to have descriptive support, be novel and inventive, any series of dependant claims failing within its scope will generally have similar characteristics and hence require less examination effort. Where an independent claim is found to be invalid the focus of examination will be on the next level of the dependant chain and so on. 

Q8.
Do you have any proposals on whether and how the issue of independent/dependent/multiple dependent claims should be addressed in the draft SPLT?

Australia does not support restrictions on the method of claiming so long as the resulting claims are clear in scope. Hence we would generally support Rule 5(5) of the most recent draft SPLT.

We however would be interested to know to what extent the different practices in relation to linking and multiple-dependencies actually produces a different result in terms of the scope of patent granted. Perhaps in this regard members of the Working Group may wish to undertake a comparative study or to share the results of that research if it has already been carried out.

Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

No. The law in Australia recognises that the requirement for claims to be "clear and concise" can not be arbitrarily reduced to a limit on number of claims. (Doric Products Pty Ltd v Lockwood Security Products Pty Ltd [2001] FCA 1877)

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

N/A

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large “Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

No. See Q5 and Q7

Q12.
Does your Office encounter any difficulties in applying the limitation described under Q11?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

Applications with a large number of independent claims can be difficult to examine particularly where the difference in scope between those claims is difficult to ascertain. Furthermore large "Markush" groupings are difficult to search across the full scope of the claim and the focus tends to be on the exemplified examples. Nevertheless we in general do not see the answer as being to restrict the number of independent claims or distinct embodiments when the alternative is likely to be merely to spread the same subject matter over two or more applications. 

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

We do not believe special attention is required in the SPLT and tend to see the problems associated with claim numbers and the like to be related to questions of cost recovery and equating fees charged to the amount of examination effort required. In this regard Australia notes that a number of IPO's impose a fee based on the number of claims and will also be introducing such a scheme although based on the number of accepted claims.

Special procedures to treat complex applications, such as mega‑applications or large sequence listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

Complex applications do cause difficulties for examiners in Australia, particularly in the international phase where applicants can be unsure exactly which aspect of their innovative development will be commercially important or in some cases what in fact the invention is. We have had examples in the mechanical/electrical field with more than 800 claims and over 100 distinct inventions, at least as determined according to the PCT standard. In the chemical and bio-chemical fields applications with up to 50 "independent" inventions are reasonably common.

A significant difficulty with these cases is that applying unity criteria and drafting invitations for additional fees is very time consuming, taking days and in some cases weeks to complete. 

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

A common approach in such circumstances it to contact the applicant and discuss with them the extensive scope of the claims and the likely impact on the quality of the search and the requirement for additional fees. In many cases this has been useful in assisting the examiner understand which claimed aspects are to be focussed on and which will not be pursued by the applicant. For sequence listings usually groups of approximately 10 listings will be searched for a single fees whether or not they strictly reflect distinct inventions. Subsequent groupings are often determined in consultation with the applicant and the invitation will reflect this agreement. Internally mega-application may be managed by a team of examiners and this is particularly effective where large numbers of related applications are received.

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

In general we do not see current solutions including the unity standard, claim limitations or strict application of PCT Art 17 as being the solution to the problem of complex applications. Our experience is that more flexible arrangements including consultations with the applicant, both before and during the search or examination, and new cost recovery approaches are required and perhaps further discussion along these lines within the Working Group may be useful.  
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