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World Intellectual Property Organization (WIPO)



  July 23, 2002

34, chemin des Colombettes

1211 Geneva 20

SWITZERLAND

Attention:  Mr. Philippe Baechtold

Dear Philippe,


The American Intellectual Property Law Association (“AIPLA”) is pleased to provide the following comments in response to Circular C.6717 provided by the Working Group on Multiple Invention Disclosures and Complex Applications.


The AIPLA is a national bar association of more than 14,000 members engaged in private and corporate practice, in government service, and in the academic community.  The AIPLA represents a wide and diverse spectrum of individuals, companies, and institutions involved directly or indirectly in the practice of patent, trademark, copyright and unfair competition law, as well as other fields of law affecting intellectual property.


AIPLA’s comments are provided in relation to the specific questions stated in the Annex to Circular C.6717, which are reproduced below.  The comments state the current views of the AIPLA on the questions raised, but we will continue to study these matters as the negotiations progress and may refine and revise our thinking.  In some instances the AIPLA believes that responses to the questions raised would more appropriately be provided by the United States Patent and Trademark Office (“USPTO”).

(1) Unity of invention

Ql. 
What is the standard applied under the applicable law of your country/region that allows a group of inventions being claimed in a single patent application?  Please specify relevant provisions under the law and/or regulations as well as any Guidelines.  Please also specify the methodology applied in your Office in order to determine compliance with the applicable standard.

A1.
The statute governing divisional applications is 35 U.S.C. § 121, which is implemented in the Code of Federal Regulations at 37 C.F.R. §§ 1.141 and 1.142. Under the statute, the 


requirement for restriction is discretionary (“the Director may require the application to be restricted”), and failure to require restriction does not affect validity of an issued patent.  

As implemented by the Rules, two or more independent and distinct inventions may not be claimed in one application, except that multiple distinct species may be claimed, provided that the application also presents an allowable generic claim which reads on all the species, and each species claim includes all of  the limitations of such generic claim.

Under 35 U.S.C. § 121 and the applicable Rules, the PTO may require restriction (also called “division”) of claims that are independent and distinct. The phrase “independent and distinct” has been interpreted to mean independent or distinct in the sense that restriction may be required between dependent claims and among related inventions if they can be shown to be distinct.  In all cases, restricted claims must be capable of supporting separate patents.  Distinct species cannot be restricted where the species would be obvious over each other.  USPTO practice with respect to division of applications is set forth in the Manual of Patent Examining Procedure (M.P.E.P.), Chapter 800.

Q2.
Does your Office encounter any difficulties in applying the current standard in practice, and if so, what are these difficulties?

A2.
According to M.P.E.P. § 803.01, restriction should not be made unless the search and examination of the additional invention groups would be burdensome to the Examiner.   AIPLA believes the USPTO is in the best position to comment on the burden created by the examination of multiple groups of inventions in a single patent application.

Q3.
What should be reviewed and how could the current standard be improved?

A3.
The current standard utilized in the USPTO could be significantly simplified by moving toward “Unity of Invention” practice that is currently used in the search and examination of international applications under the Patent Cooperation Treaty (PCT).  Under “Unity of Invention” practice, a special technical feature not found in the prior art identifies a separate invention.  Under PCT practice, additional search and examination of separate inventions may be obtained in the same application upon the payment of the applicable fees.

Q4.
Do you have any proposals on whether and how a harmonized standard on unity of invention, which could be acceptable to both examining and non-examining Offices, should be addressed in the draft Substantive Patent Law Treaty (SPLT)?

A4.
The AIPLA supports moving toward “Unity of Invention” practice that is currently used in the search and examination of PCT applications.  Under “Unity of Invention” practice, 


a special technical feature not found in the prior art identifies a separate invention.  Under PCT practice, additional search and examination of separate inventions may be obtained in the same application upon the payment of the applicable fees.

(2)
Linking of claims

Q5.
Does the applicable law of your country/region allow independent as well as dependent claims?  What are the definitions of “independent claim” and “dependent claim” under your national/regional law?

A5.
Yes.  Each application for patent in the United States must have at least one independent claim, and may include one or more dependent claims.  An “independent claim” is a claim that completely defines its subject matter without reference to another claim; a “dependent claim” is one which refers back to and further limits another claim or claims in the same application.  M.P.E.P. 608.01(n).  Thus, a dependent claim incorporates every limitation of the claim to which it refers.  35 U.S.C. § 112.

Q6.
Provided the requirement concerning unity of invention is met, does your national/regional law provide any restrictions on how to link independent claims and/or dependent claims (for example, restrictions on independent claims, dependency of multiple dependent claims on other multiple dependent claims and multiple dependent claims referring in the cumulative to the claims on which they depend)?

A6.
There is no limit on the total number of independent or dependent claims that may be submitted in a patent application.  The basic filing fee provides for three independent and twenty total claims.  Presentation of additional claims, independent or dependent, requires payment of an additional fee.  37 C.F.R. § 1.16.  

Presentation of a multiple dependent claim (i.e. a claim referring to more than one antecedent claim) requires payment of a fee; and a multiple dependent claim may not depend from another multiple dependent claim.  37 C.F.R. 1.75(c).

As noted above in A1, where claims to distinct species are presented in a single application, such claims must be linked by a generic “linking” claim, which reads on all the species presented in the claims, and each such species claim must include all of the limitations of such generic claim. 37 C.F.R. § 1.141(a).

There is no stated limit on the number of dependent claims presented, provided they “differ substantially from each other and are not unduly multiplied.” 37 C.F.R. § 1.75(b). However, as a practical matter, objection under this section of the Rules is extremely rare.  

Q7.
Does your Office encounter any difficulties in applying the current restrictions described under Q6?  Or, if your Office does not provide such restrictions, does it encounter any difficulties in practice because of lack of such restrictions?

A7.
The AIPLA believes that the USPTO is in the best position to determine whether the Rules adequately address the difficulties that may be encountered by Examiners examining applications having large numbers of claims.

Q8.
Do you have any proposals on whether and how the issue of independent/ dependent/multiple dependent claims should be addressed in the draft SPLT?

A8.
The AIPLA believes that the difficulty encountered by Examiners examining applications having large numbers of claims could be addressed by imposing additional fees for claims in excess of a certain number.  

(3)
Number of claims/clear and concise claims

Q9.
Provided the requirement concerning unity of invention is met and the independent and dependent claims are linked in accordance with the requirements under the applicable law of your country/region, may a large number of claims be limited on the basis of the requirement regarding “clear and concise” claims?  If yes, under what circumstances could the requirement of clear and concise claims be invoked?

A9.
As previously noted, 37 C.F.R. § 1.75(b) requires claims to “differ substantially” from each other and not be “unduly multiplied.”  This requirement is independent from the statutory requirement that claims “particularly point out and distinctly claim” the subject matter, which is set forth in 35 U.S.C. § 112, second paragraph, and in 37 C.F.R. § 1.75(a).  As a practical matter, claims are rarely objected to on the grounds of “undue multiplicity.”

Q10.
Does your Office encounter any difficulties in applying the requirement described under Q9, and if so, what are these difficulties?

A10.
AIPLA is of the view that patent practitioners do not have difficulty under the current system set forth in the Rules.   Moreover, AIPLA believes the USPTO is in the best position to comment on whether the Rules adequately address the difficulties that may be encountered by Examiners examining applications having large numbers of claims.

Q11.
Provided the requirements concerning unity of invention and clarity and conciseness of claims are met and the independent and dependent claims are linked in accordance with the requirements under the national/regional law, can the Office of your country limit the number of independent claims, dependent claims or distinct embodiments (such as large 


“Markush” groupings or other large grouping of independent species inventions)?  If yes, under what circumstances could the limitation be required?

A11.
Distinct species in an application not to exceed a reasonable number are allowed, provided that an allowable generic claim is presented.  A “reasonable number” is not defined in the Code or the Rules; however, an earlier version of Rule 146 limited a reasonable number to five. 

Q12.
Does your Office encounter any difficulties in applying the limitation described under Ql1?  Or, if your Office does not provide such limitation, does it encounter any difficulties in practice because of lack of such limitation?

A12.
AIPLA is of the view that patent practitioners do not have difficulty under the current system set forth in the Rules.  Moreover, AIPLA believes that the USPTO is in the best position to comment on whether the Rules adequately address the difficulties that may be encountered by Examiners examining applications having large numbers of independent species.

Q13.
Do you have any proposals on whether and how the issue of clarity and conciseness of claims, or any other requirements which may limit an unreasonable number of claims, should be addressed in the draft SPLT?

A13.
The AIPLA believes that the difficulty encountered by Examiners examining applications having large numbers of claims could be addressed by imposing additional fees for claims in excess of a certain number.  

(4)
Special procedures to treat complex applications, such as mega-applications or large sequence listings

Q14.
Does your Office encounter any difficulties in processing complex applications, such as mega-applications or applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata?

A14.
The AIPLA believes that the USPTO is in the best position to comment on the difficulties encountered in processing complex applications, such as applications containing large sequence listings, large number of claims or claims defining the invention by statements of desiderata.

Q15.
Does your Office take any special measures applicable to search and/or examination of such complex applications?

A15.
The AIPLA believes that the USPTO is in the best position to comment on special measures applicable to such applications, particularly measures not presently described in the M.P.E.P.

Q16.
Do you have any proposals on whether and how special procedures to treat complex applications should be addressed by the SCP?  Are there any aspects that should be included in the draft SPLT, or that should be discussed separately?

A16.
The AIPLA believes that the USPTO is in the best position to develop procedures for treating such applications.








                    Sincerely,








[image: image1.png]Tl sk












Michael K. Kirk






Executive Director
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