From: 
Eugen Stohr <estohr@epo.org>

To:
<scp.forum@wipo.int>

Date: 
Tue, Aug 17, 2004 12:53 PM

Subject: 
Info on EPO novelty practice

Attention: Mr Philippe Baechtold

Dear Philippe,

Please find attached our reply to the request of IB transmitted via 

the SCP Forum on 30.06.2004.

Kind regards,

Eugen

Novelty: Current EPO Practice

Introduction

This document provides a brief summary of the current practice at the EPO 

concerning the examination of novelty, together with the policy issues 

underlying this practice, with the aim of providing a clear basis for 

discussions relating to Article 8(2) and Rule 9 of the draft SPLT (Prior 

Art Effect of Certain Applications). Novelty is defined in the EPC in 

Article 54(1), where it is stated that an invention shall be considered to 

be new if it does not form part of the state of the art. The prior art is 

defined in the next three paragraphs of that Article. More detail is 

provided in the “Guidelines for Examination in the European Patent 

Office”, in particular in sections C‑III, 4, C‑IV, 5 to C‑IV, 7 and D‑V, 

3. The relevant case law is summarised in section I‑C of “Case Law of the 

Boards of Appeal of the European Patent Office”. The relevant passages of 

the Guidelines and Case Law are annexed to this document.

The Examination of Novelty

The introductory paragraph of the “Case Law” section referred to above 

identifies the three key stages in the examination of novelty, namely the 

definition of the state of the art, the determination of the content of 

the relevant prior art and the comparison of the invention with that prior 

art to see whether the invention differs from it. This document however 

concerns only the last two of these stages, since only these are of direct 

relevance to the SPLT provisions mentioned above.

The above‑mentioned stages apply, in principle, to all kind of prior art 

(i.e. made available to the public by a written or oral disclosure, by use 

or any other way). However, since the state of the art available to the 

examiner mainly consists of documents, the focus of this paper lies on 

examining novelty with regard to written disclosure.

With respect to the determination of the content of the relevant prior 

art, paragraph C‑IV, 7.1 of the Guidelines identifies the fundamental 

principle that when considering novelty it is not possible to combine 

different items of prior art, whether these items are in different 

documents or in different parts of a single document. It does however note 

that, if a document refers explicitly to another document as providing 

more detailed information on certain features, the teaching of the latter 

is to be regarded as incorporated into the document containing the 

reference, if the document referred to was available to the public on the 

publication date of the document containing the reference. Dictionaries or 

other reference works can be used to interpret special terms in the prior 

art document. This paragraph and paragraphs 7.2 to 7.5 of the same section 

of the Guidelines make the important point that the content of a prior art 

document is not to be considered to be limited 

to what it explicitly discloses, but includes also the implicit disclosure 

of the document, as interpreted by the skilled person reading the document 

at the relevant date. According to paragraph 7.3, that date (for prior art 

published before the priority date of the claimed invention) is the 

publication date. Such implicit disclosure comprises subject‑matter which 

is “derivable directly and unambiguously” from the prior art document. 

This can be in the form of features which the skilled person would 

recognise as necessarily part of what is disclosed in the document, even 

if they are not explicitly mentioned. Alternatively, in particular in the 

case of properties or parameters, they can be features which can be seen 

to be present automatically if the teaching of the prior art is put into 

practice. This interpretation also has the consequence that a specific 

disclosure can take away the novelty of a generic claim embracing that 

specific disclosure (e.g. a disclosed value takes away the novelty of a 

range including that value), but that the converse is not the case. 

Moreover, well‑known equivalents of features disclosed in the prior art 

document are not considered to be “derivable directly and unambiguously” 

from a prior art document, and are therefore to be taken into account only 

for the assessment of inventive step.

The final stage of the novelty examination is outlined in paragraph C‑IV, 

7.6 of the Guidelines, referring back to paragraphs C‑III, 4.4 to 4.13 

with respect to the analysis/interpretation of the claims. This analysis 

is an essential aspect of the comparison of the claimed invention with the 

prior art, because Rule 29(1) EPC states that it is the claims which 

define the invention for which protection is sought. The most important 

provisions concerning the claim analysis relate to definitions referring 

to aspects outside the direct scope of the claim, such as the definition 

of a product by its process of manufacture, the definition of a product or 

apparatus in terms of its intended use or the definition of a product or 

apparatus in terms of its relationship to another product or apparatus 

(Guidelines C‑III, 4.7b, 4.8 and 4.8a respectively). The principle applied 

in all of these cases is that the claim is to be understood as defining 

the product or apparatus as such in an absolute sense, and that any 

definition in terms of aspects outside that scope is to be interpreted as 

having a limiting effect only to the extent that it results in technical 

features of the product or apparatus itself. Thus, to consider 

specifically the first of the listed cases, a definition of a product by 

its process of manufacture (product‑by‑process) is not considered as being 

limited to those products actually produced by the defined process, but 

instead covers all products which could have been produced by that 

process. Consequently, a product is not rendered novel merely by the fact 

that it is produced by means of a process different from that used in the 

prior art, but instead acquires novelty only if that different process 

results in features of the product itself which would not result from the 

process of the prior art. It should however be noted that an exception to 

this principle applies in the case of substances or compositions for use 

in surgical, therapeutic or diagnostic methods.

Policy Issues

The most important aspect of EPO practice concerning novelty, and one 

which clearly 

distinguishes it from practice at offices such as the USPTO and JPO, is 

that EPO practice aims to provide an absolute standard for novelty which 

is unambiguously distinguishable from the relative standard of inventive 

step. This is reflected for instance in the exclusion of consideration of 

equivalents and the consideration of product‑by‑process claims discussed 

above. As also noted, a further difference between current EPO practice 

and that of the USPTO and JPO is the relevant date for the interpretation 

of prior art documents.

On the other hand, it should be pointed out that, contrary to what is 

often stated, the EPO does not have a purely photographic concept for 

novelty, as is clear from the above discussion of the inclusion of 

referenced documents and of implicit disclosure. In this respect, EPO 

practice is closer to that of the USPTO and JPO than is commonly assumed.

