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ANNEX 1


SUMMARY OF RECOMMENDATIONS

Article 1:
to add “document, correspondence” to the definition of “communication” in item (v) (see paragraph 1.05).

Article 2:
to change the date in paragraph (1)(b)(ii) to “the date on which processing or examination of the international application may start under [PCT]Article 23 or 40” (see paragraph 2.04);

to add references to ”applications for patents of addition” and “patents of addition” to paragraphs (1) and (2), respectively (see paragraph 2.06).

Article 4:
to provide, in paragraph (3), for the applicant to be given an opportunity to comply with requirements and to make observations (see paragraph 4.09);

to provide, in paragraph (4)(b), for the applicant to be notified where the application is regarded as not having been filed (see paragraph 4.11);

to transfer to the Regulations, from paragraph (5), specific requirements in respect of a missing part of the description or drawings (see paragraph 4.16);

to provide, in paragraph (7), for special filing date requirements in the case of types of applications prescribed in the Regulations (see paragraph 4.18).

Article 5:
to provide, in paragraph (1), for exceptions prescribed in the Regulations to requirements relating to the form and contents of the application (see paragraph 5.03);

to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (3) in respect of the language of applications, and to substitute an express requirement in respect of translations or, where appropriate, a transliteration (see paragraphs 5.05 and 5.06);

to transfer to the Regulations, from paragraph (5), specific requirements in respect of priority documents (see paragraph 5.10);

to provide, in paragraph (6), for verification of the translation of any part of the application (see paragraphs 5.06 and 5.11).

Article 6:
to transfer to the Regulations, from paragraphs (3) to (6), specific requirements in respect of the appointment of representatives (see paragraphs 6.05 to 6.09).

Article 7:
to transfer to the Regulations, from paragraph (3), specific indications that may be required in a communication, and to add requirements relating to indications of the application or patent number to which the communication relates and of the reference number of an “other interested person” (see paragraphs 7.07 to 7.08);

to transfer to the Regulations, from paragraph (6)(b), specific sanctions in respect of the non‑compliance with requirements relating to the appointment of a representative (see paragraph 7.12);

to add a new requirement in respect of the language of communications (see paragraph 7.13).

Article 8:
to transfer the provisions of this Article to the Regulations (see paragraph 8.04).

Article 10:
to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (3) in respect of the language of the request (see paragraph 10.03);

to modify paragraph (4) to avoid the use of the term “mutatis mutandis” (see paragraph 10.04).

Article 11:
to transfer to the Regulations, from paragraphs (1), (3), (5) and (6), specific requirements in respect of the signature of the request, the use of a prescribed request Form or format, fees, and evidence (see paragraphs 11.03, 11.05 and 11.06);

to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (4) in respect of the language of the request (see paragraph 11.04).

Article 12:
to transfer to the Regulations, from paragraphs (1), (3) and (6), specific requirements in respect of the signature of the request, the statement of grounds in the request, the use of a prescribed request Form or format, and evidence (see paragraphs 12.02 and 12.03);

to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (4) in respect of the language of the request (see paragraph 12.02);

to modify paragraph (5) to avoid the use of the term “mutatis mutandis” (see paragraph 12.02).

Article 13:
to delete paragraph (1) on the basis that requirements relating to the addition of a priority claim are requirements relating to the form and contents of the application under Article 5(1) (see paragraph 13.01);

to transfer to the Regulations, from paragraphs (2) to (4), specific requirements in respect of requests, including the use of a prescribed request Form or format (see paragraphs 13.02 to 13.04);

to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (5) in respect of the language of the request (see paragraph 13.06);

to modify paragraph (6) to avoid the use of the term “mutatis mutandis” (see paragraph 13.07).

Rule 3:
to delete this Rule and, instead provide for permitted modifications of the request Form and format to be established by the Assembly under Rule 21 (see paragraph R3.01).

Rule 6:
to transfer to Rule 4, from paragraph (1), the time limit for furnishing a copy of a priority document (see paragraphs 5.10 and R6.02).

Rule 9:
to delete the requirement for the date of signature under paragraph (2) (see paragraph R9.03).

Rule 15:
to transfer to Rule 6(2)(c), from paragraph (1), the time limit for the addition of a priority claim (see paragraphs R13.01 and R15.01).

Rule 16:
to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (3) in respect of the language of the request (see paragraph 16.04);

to modify paragraph (4) to avoid the use of the term “mutatis mutandis” (see paragraph 16.05).

Rule 17:
to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (4) in respect of the language of the request (see paragraph 17.02);

to modify paragraph (5) to avoid the use of the term “mutatis mutandis” (see paragraph 17.02).

Rule 18:
to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (4) in respect of the language of the request (see paragraph 18.02);

to modify paragraph (5) to avoid the use of the term “mutatis mutandis” (see paragraph 18.02).

Rule 19:
to delete, in consequence of the addition to Article 7 of a new requirement in respect of the language of communications, the requirement in paragraph (3) in respect of the language of the request (see paragraph 13.06);

to combine paragraphs (4) and (9) (see paragraph 19.07).

[Annex 2 follows]

ANNEX 2


FORM AND CONTENTS OF APPLICATION UNDER ARTICLE 5(1)

1.
In the opinion of the authors, Article 5(1) incorporates by reference the following provisions of the PCT to the extent that they relate to the form and contents of the application:



(i)
the contents of the application under PCT Article 3(2);



(ii)
the physical requirements under PCT Article 3(4)(ii) and Rule 11 (other than Rule 11.9(e));



(iii)
the contents of the request under PCT Article 4, Rules 3.3, 4.1 to 4.8, 4.9(a)(ii), 4.11, [4.13], 4.14, 4.15 and 4.17(a) and Section 203 of the Administrative Instructions;



(iv)
claiming priority under PCT Article 8 and Rules 4.10 and 26bis;



(v)
furnishing the application, a translation thereof, and any document relating thereto, in more than one copy under PCT Rule 51bis.1(c);



(vi)
unity of invention under Article 3(4)(iii), Rule 13 and Section 206 of the Administrative Instructions;



(vii)
the contents and form of the abstract under PCT Rule 8;



(viii)
expressions not to be used under PCT Rule 9;



(ix)
terminology and signs under PCT Rule 10;



(x)
inventions relating to biological material under PCT Rule 13bis and Section 209 of the Administrative Instructions;



(xi)
nucleotide and/or amino acid sequence listings under PCT Rule 13ter and Section 208 of the Administrative Instructions.

[Commentary:

The requirement under PCT Rule 3.1 (Form of Request) is regulated by PLT Article 5(2).

The requirements under PCT Rules 3.2, 4.9(a)(i), (b) and (c), 4.14bis and 4.17(b) are relevant only to international applications.

The requirements under PCT Rule 4.12 (Choice of Certain Kinds of Protection) and Section 202 of the Administrative Instructions are not applicable since the PLT does not apply to kinds of protection other than patents.

The requirement under PCT Rule 4.13 (Identification of Parent Application or Parent Grant) is placed in square brackets since it will be applicable only if PLT Article 2(1) is modified to include applications for patents of addition, as proposed in paragraph 2.06.

The language requirements under PCT Rules 12 and 4.16 and Section 201 of the Administrative Instructions are not mentioned in the list above since the requirements in respect of the language of the application are prescribed under PLT Article 5(3) (or the proposed new Article 7(1bis) – see paragraph 7.13).  

As regards the inclusion of PCT Rule 26bis (Correction or Addition of Priority Claim), reference is made to the recommendation in paragraph 13.01 in respect of PLT Article 13(1).

As regards unity of invention, reference is made to the reservation by the Delegation of the United States of America as regards the applicability of PCT Rule 13 under PLT Article 5(1) (see Note 5.05 in document SCP/2/4.)]

2.
As regards the following provisions of the PCT, the authors of the Study raise the question whether, or the extent to which, they relate to the form and contents of the application, and whether they should therefore be considered as incorporated by reference under Article 5(1) of the PLT:



(i)
the description under Article 5, Rule 5 and Section 204 of the Administrative Instructions;



(ii)
the claims under Article 6, Rule 6 and Section 205 of the Administrative Instructions;



(iii)
the drawings under Article 7, Rule 7 and Section 207 of the Administrative Instructions.

[Annex 3 follows]

ANNEX 3


DRAFT TEXTS OF MODIFICATIONS TO 
THE DRAFT PATENT LAW TREATY FOR CONSIDERATION BY THE STANDING COMMITTEE ON THE LAW OF PATENTS

Article 1

Abbreviated Expressions

For the purposes of this Treaty, unless stated otherwise:

(i) to (iv)  [no change]

(v)
“communication” means any application, or any request, declaration , document, correspondence or information relating to an application or patent, whether relating to a procedure under this Treaty or not, which is submitted or transmitted to the Office by means permitted by the Office;

[Commentary:  See paragraph 1.05]

(vi) to (xviii)  [no change]

Article 2

Applications and Patents to which the Treaty Applies

(1)
[Applications]  (a)  The provisions of this Treaty and the Regulations shall apply to:

(i)
national and regional applications for patents for invention, and for patents of addition, which are filed with or for the Office of a Contracting Party, and which are types of applications that can be filed as international applications under the Patent Cooperation Treaty; 

[Commentary:  See paragraphs 2.06 and 2.07]

(ii)
[no change] 

(b)
Subject to the provisions of the Patent Cooperation Treaty, the provisions of this Treaty and the Regulations shall apply to international applications for patents for invention, and for patents of addition, under the Patent Cooperation Treaty:

(i)
[no change] 

(ii)
from the date on which processing or examination of the international application may start under the requirements of Article 22 23 or 39(1) 40 of that Treaty have been complied with. 

[Commentary:  See paragraphs 2.04, 2.06 and 2.07]

(2)
[Patents]  The provisions of this Treaty and the Regulations shall apply to patents for invention, and to patents of addition, which have been granted with effect for a Contracting Party.

[Commentary:  See paragraphs 2.05 to 2.07]

Article 3

National Security

[no change]

Article 4

Filing Date

(1) and (2) [no change]

(3)
[Notification]  Where the application does not comply with one or more of the requirements of paragraphs (1) and (2), the Office shall [promptly] [ as soon as practicable] notify the applicant of any requirement not complied with, giving an opportunity to comply with any such requirement, and to make observations, within the relevant time limit prescribed in the Regulations.

[Commentary:  See paragraph 4.09.  Modified text modeled after Article 5(7).]

(4)
[Subsequent Compliance with Requirements]  (a)  [no change]

(b)
A Contracting Party may provide that, where one or more of the requirements referred to in subparagraph (a) are not complied with within the time limit prescribed in the Regulations, the application shall be regarded as not having been filed.  Where the application is regarded as not having been filed, the Office shall notify the applicant accordingly, indicating the reasons therefore.
[Commentary:  See paragraph 4.11]

(5)
[Missing Part of Description or Drawings]  (a)  [no change]

(b)
Except as provided in the Regulations Subject to subparagraphs (c) to (e),where a missing part of the description or a missing drawing is filed with the Office within the time limit prescribed in the Regulations, that part of the description or drawing shall be included in the application, and the filing date shall be the date on which the Office has received that part of the description or that drawing, or the date on which all of the requirements referred to in paragraphs (1) and (2) are complied with, whichever is later.  Where the missing drawing is not filed with the Office within that time limit, any reference to [that] [the said] drawing[s] shall be considered non‑existent for the purposes of establishing the filing date.

(c) to (e)  [moved to Rule 2(3)]

[Commentary:  See paragraph 4.16]

(6)
[no change]

(7)
[Divisional Applications;  Continuation and Continuation‑in‑Part Applications Exceptions]  Nothing in this Article shall limit the right of an applicant, or freedom of a Contracting Party :

(i)
[no change]

(ii)
the freedom of any Contracting Party to apply any requirements necessary to accord the benefit of the filing date of an application for a continuation or a continuation‑in‑part of an earlier application, or of any other type of application prescribed in the Regulations. 

[Commentary:  See paragraph 4.18.  At present there are no Regulations under item (ii)]

Article 5

Application

(1)
[Form or Contents of Application]  (a)  No Contracting Party shall require compliance with any requirement relating to the form or contents of an application different from or additional to those which are provided for in respect of international applications under the Patent Cooperation Treaty, except where otherwise provided for by this Treaty or prescribed in the Regulations, it being understood that a Contracting Party shall be free to provide for requirements which, from the viewpoint of applicants, are more favorable than the requirements applicable under Patent Cooperation Treaty.

[Commentary:  See paragraph 5.03]

(2)
[no change]

(3)
[Language Translation]  A Contracting Party may require that, if any part of the application is not be in a language accepted by the Office, it be accompanied by a translation or, where appropriate, a transliteration.

[Commentary:  See paragraphs 5.05 and 5.06]

(4)
[no change]

(5)
[Priority Document]  (a)  Subject to subparagraph (c), where  Where the priority date of an earlier application is claimed, a Contracting Party may require that a copy of the earlier application, and a translation where the earlier application is not in a language accepted by the Office, be furnished to the Office within the time limit prescribed in accordance with the Regulations.

(b) to (d)  [moved to Rule 4]

[Commentary:  See paragraph 5.10]

(6)
[Evidence]  A Contracting Party may require that evidence be furnished to its Office in the course of the processing of the application where that Office may reasonably doubt the veracity of any matter contained in the request Form or format referred to in paragraph (2), or in a declaration of priority, or the accuracy of any translation of a priority document required under paragraph (3) or (5)(d).

[Commentary:  See paragraphs 5.06 and 5.11]

(7) and (8)  [no change]

Article 6

Representation

(1) and (2)  [no change]

(3)
[Power of Attorney Appointment of Representative]  (a)  A Contracting Party shall accept that the appointment of the representative be furnished to the Office in a manner prescribed in the Regulations:

(i)
and (ii)  [moved to Rule 7(1bis)] 

(b)
[moved to Rule 7(1bis)]

(4)
[moved to Rule 7(1ter)]

(5)
[moved to Rule 7(1quater)]

(6)
[moved to Rule 7(1quinquies)]

[Commentary:  See paragraphs 6.05 to 6.09]

(7) to (9)  [no change]

Article 7

Communications;  Addresses

(1)
[no change]

(1bis)  [Language of Communications]  A Contracting Party may, except where otherwise provided for by this Treaty or the Regulations, require that a communication be in a language accepted by the Office.

[Commentary:  See paragraph 7.13. The above modification would require consequential modification of the paragraphs referred to in paragraph (5)]

(2)
[no change]

(3)
[Indications References to Applicants, Owners and Representatives in Communications]  (a)  A Contracting Party may require that any communication contain one or more indications prescribed in the Regulations, where the applicant or owner is registered with the Office, the number or other indication under which he is so registered.

(b)
[moved to Rule 10]

[Commentary:  See paragraphs 7.06 to 7.09]

(4) and (5)  [no change]

(6)
[Non‑compliance with Requirements]  (a)  Where one or more of the requirements applied under paragraphs (1) to (4) are not complied with within the time limit prescribed in the Regulations, the Contracting Party may, subject to subparagraph (b) and Article 4 and any exceptions prescribed in the Regulations, apply such sanction as is provided for in its law.

(b)
[moved to Rule 10]

[Commentary:  See paragraph 7.12]

Article 8

Notification

[moved to Rule 11bis]

[Commentary:  See paragraph 8.04]

Article 9

Validity of Patent;  Revocation

[no change]

Article 10

Extension of a Time Limit Fixed by the Office

(1) and (2)  [no change]

(3)
[incorporated into Article 7(1bis)]

[Commentary:  See paragraph 10.03]

(4)
[Fees]  A Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

[Commentary:  See paragraph 10.04]

(5)
[no change]

Article 11

Continued Processing and Re‑instatement of Rights Without a Finding of Due Care by the Office

(1)
[Request]  Where an applicant or [owner] has failed to comply with a time limit [fixed by the Office] for an action in a procedure before the Office, the Office shall consider that time limit to have been complied with and, if necessary, re‑instate the rights of the applicant [or owner] with respect to the application [or patent] concerned, if:

(i)
a request to that effect is made in a communication to the Office in accordance with the requirements prescribed in the Regulations signed by the applicant [or owner];  and

(ii)
[no change] 

[Commentary:  See paragraph 11.03]

(2)
[no change]

(3)
[moved to Rule 13(1)(a)]

[Commentary:  See paragraph 11.03]

(4)
[incorporated into Article 7(1bis)]

[Commentary:  See paragraph 11.04]

(5)
[Fees]  (a)  Except as provided for in the Regulations, a Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

(b)
[moved to Rule 13(4)]

[Commentary:  See paragraph 11.05]

(6)
[moved to Rule 13(1)(b)]

[Commentary:  See paragraph 11.06]

(7)
[no change]

Article 12

Re‑instatement of Rights After a Finding of Due Care or Unintentionality by the Office

(1)
[Request]  Where an applicant or owner has failed to comply with a time limit for an action in a procedure before the Office, the Office shall re‑instate the rights of the applicant or owner with respect to the application or patent concerned, if:

(i)
a request to that effect is made in a communication to the Office in accordance with the requirements prescribed in the Regulations signed by the applicant or owner;  and

(ii)  and (iii)  [no change] 

(iv)
[moved to Rule 14(1bis)(a)] 

(v)
[no change] 

[Commentary:  See paragraphs 12.02 to 12.04]

(2)
[no change]

(3)
[moved to Rule 14(1bis)(a)]

[Commentary:  See paragraph 12.02]

(4)
[incorporated into Article 7(1bis)]

[Commentary:  See paragraph 12.02]

(5)
[Fees]  A Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

[Commentary:  See paragraph 12.02]

(6)
[moved to Rule14 (1bis)(b)]

[Commentary:  See paragraph 12.02]

(7)
[no change]

Article 13

Addition and Restoration of Priority Claim

(1)
[incorporated into Article 5(1)]

[Commentary:  See paragraph 13.01]

(2)
[Delayed Filing of the Subsequent Application]  (a)  Where an application (the “subsequent application”) which claims or could have claimed the priority of an earlier application has a filing date which is later than the date on which the priority period expired, but within the time limit referred to in the Regulations, the Office shall restore the right of priority, upon a request made, in a communication to the Office in accordance with the requirements prescribed in the Regulations signed by the applicant, if:
(i)  to (iv)  [moved to Rule 15(2bis)]

[Commentary:  See paragraphs 13.02 and 13.05]

(3)
[Failure to Furnish a Copy of Earlier Application]  (a) Where a copy of an earlier application required under Article 5(5)(a) is not furnished to the Office within the time limit referred to in that Article, the Office shall restore the right of priority, upon a request made, in a communication to the Office in accordance with the requirements prescribed in the Regulations signed by the applicant, within that time limit, if:
(i)
and (ii)  [moved to Rule 15(3)(a)]

(b)
[moved to Rule 15(3)(b)]

[Commentary:  See paragraphs 13.03 and 13.05]

(4)
[moved to Rule 15(2bis)(ii) and(3)(a)(ii)]

[Commentary:  See paragraph 13.04]

(5)
[incorporated into Article 7(1bis)]

[Commentary:  See paragraph 13.06]

(6)
[Fees]  Except as provided for in the Regulations, a Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraphs (2) and (1) to (3).

[Commentary:  See paragraph 13.07]

(7)
[no change]

Article 14

Regulations

[no change]

Rule 1

Abbreviated Expressions

[no change]

Rule 2

Details Concerning Filing Date Under Article 4

(1)
[Time Limit Under Article 4(3)]  The time limit referred to in Article 4(3) shall be not less than two months from the date of notification under that Article.

(1bis)  [Time Limit Under Article 4(4)(b)]  The time limit referred to in Article 4(4)(b) shall be:

(i)
subject to item (ii), the time limit applied under paragraph (1) where a notification has been made under Article 4(3), not less than two months from the date of the notification; 

(ii)
where a notification under Article 4(3) has not been made because indications allowing the applicant to be contacted by the Office have not been furnished, not less than two months from the date on which one or more elements referred to in Article 4(1)(a) were first received by the Office. 

[Commentary:  See paragraphs 4.09 and R2.06.  New paragraph (1) and modifications to paragraph (1bis) (formerly paragraph (1) modeled after Rules 7(2) and (3)]

(2)
[no change]

(3)
[Exceptions Requirements Under Article 4(5)(b)]  (a)  Subject to subparagraph (b), a Contracting Party [may] [shall] provide that, where the Office determines, within a time limit prescribed by that Contracting Party, if any, that all missing parts of the description and all missing drawings filed under Article 4(5)(b) do not contain new matter, the filing date shall be the date on which all of the requirements referred to in Article 4(1) and (2) are complied with.

(b)
Where the missing part of the description or missing drawing is filed under Article 4(5)(b) to rectify its unintentional omission from an application which claims the priority of an earlier application, the Office shall, upon the request of the applicant and subject to the requirements prescribed in subparagraph (c), consider the contents of that earlier application as having been contained in the application claiming priority in determining, for the purposes of subparagraph (a), whether that part of the description or that drawing contains new matter.

(c)
Any Contracting Party may, subject to Rule 4, require that, for the contents of an earlier application to be considered under subparagraph (b) Article 4(5)(d):

(i)
to (iii)  [no change]

(d)
Where all or part of the missing part of the description, and any missing drawings, filed under Article 4(5)(b) are withdrawn within a time limit fixed by the Contracting Party, and a determination under subparagraph (a) has been made that any remaining part of the missing description and missing drawings filed under that Article does not contain new matter, the filing date shall be the date on which all of the requirements referred to in Article 4(1) and (2) are complied with.

[Commentary:  See paragraphs 4.16 and R2.06.  Subparagraphs (a), (b) and (d) moved from Article 4(5)(c) to (e) with consequential modification]

(4)
[no change]

Rule 2bis

Additional Permitted Requirements Under Article 5(1)
(1)
[Content of Application]  A Contracting Party may require that the application contain:

(i)
where the applicant wishes the application to be treated as a divisional application, an indication to that effect accompanied by the number of the application from which it is divided; 

(ii)
an oath or declaration by the inventor; 

(iii)
information concerning the applicant’s foreign applications and grants; 

(iv)
a declaration by the applicant in respect of a duty of disclosure; 

(v)
where the invention to which the application relates was produced under a government contract, a statement to that effect; 

(vi)
where a search has been carried out on any related application or patent, a disclosure of the result of that search; 

(vii)
where the application was prepared with the assistance of an invention marketing company, a statement to that effect accompanied by the name and address of that company; 

[Commentary:  See paragraph 5.03.  In respect of item (ii), it is to be noted that the Ad Hoc Advisory Group on Proposed Amendments of the PCT Regulations is considering an amendment to PCT Rule 4 in respect of the inclusion with the international application of the declaration by the applicant alleging his inventorship which could permit the inclusion of an oath or a declaration by the inventor with the international application.  In such case, item (ii) would not be required.]

(2)
[Form of Application]  A Contracting Party may prescribe requirements in respect of the spacing of the typing, and the size of the characters of the text matter, of an application in a language accepted by the Office, where there are no such requirements provided for under the Patent Cooperation Treaty in respect of international applications in that language.

[Commentary:  This provision would permit a Contracting Party to prescribe requirements in respect of applications in the Chinese and Japanese languages, in respect of which the requirements as to the spacing of the typing and the size of the characters under PCT Rule 11.9(c) and (d) are disapplied under PCT Rule 11.9(e).  It would similarly permit a Contracting Party to prescribe requirements in respect of applications in any language accepted by the Office which is not a PCT language and uses a script other than the Latin or Cyrillic alphabets.]  

Rule 3

Modifications to the PCT Request Form Under Article 5(2)(b)

[moved to Rule 21(1)(abis)]

[Commentary:  See paragraph R3.01]

Rule 4

Availability of Priority Document Under Article 5(5)(c) and Rule 2(3)(c) and (4)(b)

(1)
[Copy of Earlier Application Under Article 5(5)]  (a)  Subject to paragraph (3), a Contracting Party may require that a copy of the earlier application referred to in Article 5(5) be furnished to the Office within a time limit which shall be not less than 16 months from the filing date of that earlier application or, where there is more than one such earlier application, from the earliest filing date of those earlier applications.

(2)
[Certification]  A Contracting Party may require that the copy referred to in paragraph (1) and the date of filing of the earlier application be certified as correct by the Office with which the earlier application was filed.

(3)
[Availability of Earlier Application]  No Contracting Party shall require the furnishing of a copy or a certified copy of the earlier application or a certification of the filing date, as referred to in Article 5(5) paragraphs (1) and (2), and Rule 2(3)(c) and (4)(b), where the earlier application was filed with its Office or is available to that Office, in a legally accepted electronic format, from a digital library which is accepted by that Office.

(4)
[Translation]  Where the earlier application is not in a language accepted by the Office and the validity of the priority claim is relevant to the determination of whether the invention concerned is patentable, the Contracting Party may require that a translation of the earlier application referred to in paragraph (1) be furnished by the applicant, upon invitation by the Office, within a time limit which shall be not less than two months from the date of that invitation and not less than the time limit, if any, applied under that paragraph.

[Commentary:  See paragraphs 5.10, 13.03 and R4.01.  Paragraph (1) is based on Article 5(5)(a) and Rule 6(1)(a).  Paragraph (2) is based on Article 5(5)(b).  Paragraph (3) encompasses Article 5(5)(c).  Paragraph (4) is based on Article 5(5)(d) and Rule 6(1)(b).]

Rule 5

Evidence Under Articles 5(6), 6(6), 7(2)(c) and 11(6) and Rules 16(7), 17(8), 18(8) and 19(7)

[no change]

Rule 6

Time Limits Concerning the Application Under Article 5

(1)
[incorporated into Rule 4(1) and (4)]

[Commentary:  See paragraphs 5.10 and R6.02]

(2)
[Time Limit Under Article 5(7)]  (a) and (b)  [no change]

(c)
The time limit referred to in Article 5(7) for the correction or addition of a priority claim shall be not less than the time limit applicable under the Patent Cooperation Treaty to an international application for the correction or addition of a priority claim.

[Commentary:  See paragraphs 13.01, R6.05 and R15.01]

(3)
[no change]

Rule 7

Details Concerning Representation Under Article 6

(1)
[no change]

(1bis)  [Appointment of Representative]  (a)  A Contracting Party shall accept that the appointment of a representative be furnished to the Office in:

(i)
a separate communication (hereinafter referred to as a ”power of attorney”) signed by the applicant, owner or other interested person and indicating the name and address of the representative;  or, at his option, 

(ii)
the request Form or format referred to in Rule 2bis(3), signed by the applicant. 

(b)
A single power of attorney shall be sufficient even where it relates to more than one application or patent of the same person, or to one or more applications and one or more patents of the same person, provided that all applications and patents concerned are identified in the single power of attorney.  A single power of attorney shall also be sufficient even where it relates, subject to any exception indicated by the appointing person, to all existing and future applications or patents of that person.  The Office may require that, where that single power of attorney is filed on paper, a separate copy thereof be furnished for each application and patent to which it relates.

[Commentary:  Moved from Article 6(3).  See paragraphs 6.05, 6.06 and R7.03]

(1ter)  [Power of Attorney Form or Format]  (a)  A Contracting Party may require that, where a power of attorney is in a separate communication as referred to in paragraph (1bis)(a)(i), it be presented on a power of attorney Form or in a format prescribed by that Contracting Party.

(b)
Notwithstanding subparagraph (a), a Contracting Party shall accept the presentation of a power of attorney, filed on paper, if it is presented on a Form [or in a format] which corresponds to the power or attorney Form [or format] established under Rule 21(1)(a)(i).

[Commentary:  Moved from Article 6(4).  See paragraphs 6.05, 6.07 andR7.03.  The references to “format” in subparagraph (b) are placed in square brackets since establishment of Model Formats under Rule 21(2) is currently reserved]

(1quater)  [Translation of Power of Attorney]  A Contracting Party may require that, if the power of attorney is not in a language accepted by the Office, it be accompanied by a translation.

[Commentary:  Moved from Article 6(5).  See paragraphs 6.05, 6.08 andR7.03]

(1quinquies)  [Evidence]  A Contracting Party may require that evidence be furnished to the Office where the Office may reasonably doubt the veracity of any indication contained in any communication referred to in paragraph (1ter).
[Commentary:  Moved from Article 6(6).  See paragraphs 6.05, 6.09 and R7.03]

(2) and (3)  [no change]

Rule 8

Filing of Communications Under Article 7(1)

[no change]

Rule 9

Details Concerning Signature Under Article 7(2)

(1)
[no change]

(2)
[deleted]

[Commentary:  See paragraph R9.03]

(3) to (7)  [no change]

Rule 10

Details Concerning the Indications of Addresses Under Article 7(3) and (4)(i) and (ii)
(1) to (3)  [no change]

(4)
[Indications Under Article 7(3)(ii)]  (a) )  A Contracting Party may require that any communication:
(i)
indicate the number of the application or patent to which it relates; 

(ii)
contain, where an applicant, owner or other interested person is registered with the Office, the number or other indication under which he is so registered; 

(b)
A Contracting Party may require that any communication by a representative for the purposes of a procedure before the Office contain:

(i)
the name and address of the representative; 

(ii)
a reference to the power of attorney, or other communication in which the appointment of that representative is or was effected, on the basis of which the said representative acts; 

(iii)
where the representative is registered with the Office, the number or other indication under which he is registered. 

[Commentary:  Moved from Article 7(3).  See paragraphs 7.08, 7.09 and R10.01]

(5)
[Sanctions for Non‑Compliance with Requirements Under Article 7(6)]  No Contracting Party may provide for the refusal of an application for:

(i)
[failure to comply with any requirement to furnish a registration number or other indication under paragraph (4), or

(ii)]
failure to indicate an address for correspondence under Article 7(4), if an address which complies with the requirements applied by the Contracting Party under that Article [or paragraph (4)(b)(i)] has been otherwise furnished to the Office. 

[Commentary:  Moved from Article 7(6)(b).  See paragraphs 7.12 and R10.01]

Rule 11bis

Notifications

(1)
[Sufficient Notification]  Any notification under this Treaty or the Regulations which is sent by the Office to an address for correspondence or address for legal service indicated under Article 7(4) or paragraph (4)(b)(i), and which complies with the provisions with respect to that notification, shall constitute a sufficient notification for the purposes of this Treaty and the Regulations.

(2)
[If Indications Allowing Contact Were Not Submitted]  Nothing in this Treaty and in the Regulations shall oblige a Contracting Party to send a notification to an applicant, owner or other interested person, if indications allowing that applicant, owner or other interested person to be contacted have not been provided to the Office.

(3)
[Failure to Notify]  Subject to Article 9(1), where an Office does not notify an applicant, owner or other interested person of a failure to comply with any requirement under this Treaty or the Regulations, that absence of notification does not relieve that applicant, owner or other interested person of the obligation to comply with that requirement.

[Commentary:  Moved from Article 8.  See paragraph 8.04]

Rule 13

Details Concerning Continued Processing and Re‑instatement of Rights Without a Finding of Due Care by the Office Under Article 11

(2 1)
[Requirements Under Article 11(1)(i) Statement]  (a)  A Any Contracting Party may require that a request under Article 11(1)(i) be:
(i)
signed by the applicant [or owner]; 

(ii)
presented on a Form or in a format prescribed by that Contracting Party; 

(iii)
accompanied, where that request which is filed later than two months from the date of expiration of the time limit for the action referred to in that Article, paragraph be accompanied by a statement that the failure to comply with the time limit was unintentional. 

[Commentary:  Items (i) and(ii) moved from Article 11(1) and (3).  See paragraphs 11.03 and R13.01]

(b)
A Contracting Party which requires a statement referred to in subparagraph (a), item (iii) may require that evidence be furnished to the Office where the Office may reasonably doubt the veracity of that statement.

[Commentary:  Moved from Article 11(6).  See paragraphs 11.06 and R13.01]

(2 1)  [Time Limits Under Article 11(1) (ii)]  The time limit for making a request, and for complying with the requirements, under Article 11(1)(ii), shall be not less than two months from the date on which the applicant [or owner] was notified by the Office of the failure to comply with the time limit concerned.

[Commentary:  Amendment consequential on the amendment of former paragraph (2)]]

(3)
[no change]

(4)
[Fees]  No Contracting Party may require the payment of a fee where the non‑compliance with the time limit for action before the Office referred to in Article 11(1) occurred:

(i)
as a result of the loss of a communication by a postal service or another delivery service specified by the Contracting Party; 

(ii)
as a result of a failure by the Office. 

[Commentary:  Moved from Article 11(5)(b).  See paragraphs 11.05 and R13.01]

Rule 14

Details Concerning Re‑instatement of Rights After a Finding of Due Care or Unintentionality by the Office Under Article 12

[no change]

(1bis)  [Requirements Under Article 12(1)(i)]  (a)  A Contracting Party may require that a request under Article 12(1)(i):

(i)
be signed by the applicant or owner; 

(ii)
be presented on a Form or in a format prescribed by that Contracting Party;

(iii)
state the grounds on which it is based.

[Commentary:  Moved from Article 12(1) and (3).  See paragraphs 12.03, 12.04  and R14.04]

(b)
A Contracting Party may require that a declaration or other evidence in support of the grounds referred to in subparagraph (a)(iii) be furnished to the Office within a time limit fixed by the Office.

[Commentary:  Moved from Article 12(1) and (3).  See paragraphs 12.03, 12.04  and R14.04]

(2)
[no change]

Rule 15

Details Concerning Addition and Restoration of Priority Claim Under Article 13

(1)
[incorporated into Rule 6(2)(c)]

[Commentary:  See paragraphs 13.01 and R15.01]

(2)
[no change]

(2bis)  [Requirements Under Article 13(2)]  A Contracting Party may require that a request under Article 13(2):

(i)
be signed by the applicant; 

(ii)
be presented on a Form or in a format prescribed by that Contracting Party; 

(iii)
be made before the expiration of the time limit applicable under paragraph (2) and before any technical preparations for publication have been completed; 

(iv)
state the ground[s] on which it is based; 

(v)
be subject to a finding by the Office that the failure to furnish the subsequent application within the priority period occurred in spite of all due care required by the circumstances having been taken or, at the option of the Contracting Party, was unintentional; and
(vi)
be accompanied, where the application did not claim the priority of the earlier application, by the priority claim. 

[Commentary:  Moved from Article 13(2) and (4).  See paragraphs 13.02, 13.04, 13.05 and R15.03]

(3)
[Requirements  Time Limit Under Article 13(3)(a)(ii)]  (a)  A Contracting Party may require that a request under Article 13(3):

(i)
be signed by the applicant; 

(ii)
be presented on a Form or in a format prescribed by that Contracting Party: 

(iii)
indicate the Office to which the request for a copy of [an] [the] earlier application had been made and the date of that request; and

(iv)
be subject to a finding by the Office that the request for the copy to be provided had been made, to the Office with which the earlier application was filed, within a time limit of The time limit referred to in Article 13(3)(a)(ii) shall be two months before the expiration of the time limit prescribed in Rule 6(1) 4(1). 

(b)
A Contracting Party may require that:

(i)
a declaration or other evidence in support of the request under Article 13(3) be furnished to the Office within a time limit fixed by the Office; 

(ii)
the copy of the earlier application referred to in Article 13(3) be furnished to the Office within a time limit which (4)  [Time Limit Under Article 13(3)(b)(ii)]  The time limit referred to in Article 13(3)(b)(ii) shall be not less than one month from the date on which the applicant is provided with that the copy referred to in that provision by the Office with which the ealier application was filed. 

[Commentary:  Moved from paragraph (4) and Article 13(3) and (4).   See paragraphs 13.03 to 13.05 and R15.03]

Rule 16

Request for Recordal of Change in Name or Address

(1) and (2)  [no change]

(3)
[incorporated into Article 7(1bis)]

[Commentary:  See paragraph R16.04]

(4)
[Fees]  A Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

[Commentary:  See paragraph R16.05]

(5) to (10)  [no change]

Rule 17

Request for Recordal of Change in Applicant or Owner

(1) to (3)  [no change]

(4)
[Language;  Translation]  A Contracting Party may require that:

(i)
the request referred to in paragraph (1) and the certificate of transfer referred to in paragraph (3)(a)(iii) be in a language accepted by the Office; 

(ii)
where a document submitted under paragraph (3)(a)(i) or (ii), (b), (c) or (d) is not in a language accepted by the Office, that document be accompanied by a translation. 

[Commentary:  See paragraph R17.02.  Item (i) incorporated into Article 7(1bis)]

(5)
[Fees]  A Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

[Commentary:  See paragraph R17.02]

(6) to (11)  [no change]

Rule 18

Request for Recordal of Change in Licensing Agreement or Security Interest

(1) to (3)  [no change]

(4)
[Language;  Translation]  A Contracting Party may require that:

(i)
the request referred to in paragraph (1) be in a language accepted by the Office; 

(ii)
if the document referred to in paragraph (3) is not in a language accepted by the Office, that document be accompanied by a translation. 

[Commentary:  See paragraph R18.02.  Item (i) incorporated into Article 7(1bis)]

(5)
[Fees]  A Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

[Commentary:  See paragraph R16.05]

(6) to (11)  [no change]

Rule 19

Request for Correction of a Mistake

(1) and (2)  [no change]

(3)
[incorporated into Article 7(1bis)]

[Commentary:  See paragraph R19.06]

(4)
[Fees]  Subject to subparagraph (b), a Contracting Party may require that a fee be paid in respect of a request Article 5(6) shall apply, mutatis mutandis, to requests under paragraph (1).

(b)
The Office [of a Contracting Party] shall correct its own mistakes, ex officio or upon request, for no fee.

[Commentary:  Subparagraph (b) moved from paragraph (9).  See paragraphs R19.06 and R19.07]

(5) to (8)  [no change]

(9)
[incorporated into paragraph (4)(b)]

(10) and (11)  [no change]

Rule 20

Manner of Identification of an Application Without Its Application Number

[no change]

Rule 21

Establishment of Model International Forms and Formats

(1)
[Model International Forms;  Request Form Under Rule 2bis(3)(b)]  (a)  [no change]


(abis) The Assembly shall establish the modifications to the Patent Cooperation Treaty request Form referred to in Article 5(2)(b).

[Commentary:  See paragraphs R3.01 and R21.02.  Article 14(1)(a)(ii) would appear to provide sufficient authority for this provision.]

(b)
The International Bureau shall present proposals to the Assembly concerning:
(i)
the establishment of Model International Forms referred to in subparagraph (a); 

(ii)
the modifications to the Patent Cooperation Treaty request Form referred to in subparagraph (abis).

[Commentary:  See paragraph R3.01 and R21.02.  The general authority under Article 14(1)(a)(ii) provides vires for new subparagraphs (abis) and (b)(ii)]

(2)
[no change]


[End of Annex 3 and of document]

