




Natphase-8
20.05.10

National requirements simplified for
PCT applications (1)

Priority document

The applicant does not need to furnish the priority document 
since the IB transmits copies to the DO/EOs

If the DO/EO did not receive a copy of the priority document 
from the IB, it must request a copy from the IB (not from the 
applicant)

Drawings

If the drawings do not contain any text matter to be translated,
a simple copy of the drawings as filed is required by a few 
DOs

If the drawings contain text matter to be translated, a set of 
drawings containing the translated text matter needs to be 
furnished

Natphase-9
20.05.10

National requirements simplified for
PCT applications (2)

No legalized or certified translation of the international 
application 

Otherwise, a simple translation is required  

A few Offices (such as, AU, GB, IN, NZ, SG, ZA) require a 
"verified" translation 

No special form required (but strongly recommended) for entry 
into national phase
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Natphase-10
20.05.10

Communication with DOs/EOs (Rule 93bis)

Any communication, notification, correspondence or other 
document relating to an international application will be 
communicated by the International Bureau to DOs/EOs only upon 
their request and at the time specified by the Offices

Most DOs/EOs will receive the majority of documents concerned 
only after an applicant has entered the national phase before its 
Office

Almost all PCT Contracting States now receive the DVD 
collections containing the full texts of the published international 
applications

Natphase-11
20.05.10

Furnishing by International Bureau of copies 
of priority documents (Rule 17.2(a))

The International Bureau provides copies of priority documents to 
designated Offices:

upon request

after international publication, unless the applicant made a 
specific request for early processing under Art. 23(2)

Almost all Offices request a copy of the priority document only after 
the application entered the national phase

Only the European Patent Office systematically receives copies of 
all priority documents
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Natphase-12
20.05.10

Recommendations for preparing 
entry into the national phase

Leave sufficient time, where necessary, to prepare the translation of the 
international application

Send your local agent, copies of the (relevant) documents on file:  the 
published international application, the international search report and 
written opinion by the ISA, the international preliminary examination report, 
priority documents;  note that none of these documents are required to be 
filed by the local agent at the local patent office

Where you would prefer avoiding paying additional claims fee or other fees 
that are applicable under any particular national law, prepare the 
application, and any amendments thereof, according to the national 
practice

Even though several designated/elected Offices provide for longer time 
limits, it is preferable to docket the 30-month time limits for all Offices (See 
www.wipo.int/pct/en/texts/reservations/res_incomp.html for exceptions 
under Article 22 (1))

Natphase-13
20.05.10

A few further tips to remember

Remember to monitor time limits for entering national phase

they apply irrespective of delays in the international phase

Make necessary indications that application is entering the 
national phase, i.e., that it is not a direct national filing

Translation of the international application must be correct and
complete (no subject matter may be added and/or deleted)

Pay the required fees (amount may be different from that 
applicable to direct national filing)
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Natphase-14
20.05.10

Reinstatement of rights by DO/EOs 
(Rule 49.6)  (1)

Available in certain DO/EOs, where the applicant has missed the 
time limit under Article 22 or 39(1) to enter the national phase:

unintentionally

or - at the option of the Office -

in spite of due care required by the circumstances

Applicants may submit a request for reinstatement and enter the 
national phase within:

2 months from the date of removal of the cause of the failure to
meet the time limit to enter national phase; or

12 months from the date of expiration of the time limit to enter
national phase;

whichever period expires first

Natphase-15
20.05.10

Reinstatement of rights by DO/EOs 
(Rule 49.6)  (2)

Longer time limits and/or further requirements may apply depending 
on the applicable national law

For further details, see for each DO/EO, the relevant National 
Chapter in the PCT Applicant’s Guide, National Phase
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Natphase-16
20.05.10

DO/EOs to which Rule 49.6 does not apply (1)

Notification withdrawn effective 1 July 2003 (PT);  1 Aug. 2003 (BY);  
1 Jan. 2004 (HR);  1 July 2004 (SG);  10 July 2004 (YU);  
1 Jan. 2005 (GB) and 13 Dec. 2007 (EP) 

Notifications of incompatibility with respective national law were filed 
in accordance with Rule 49.6(f) (see PCT Gazette No. 05/2003 on 
30 January 2003) (12 offices – situation as of 22 February 2008):

BY Belarus*
CA Canada
CN China
DE Germany
EP EPO*
GB United Kingdom*
HR Croatia*
IN India
JP Japan

KR Republic of Korea
LV Latvia
MX Mexico 
NZ New Zealand
PH Philippines
PL Poland
PT Portugal*
SG Singapore*
YU Serbia and Montenegro*

Natphase-17
20.05.10

DO/EOs to which Rule 49.6 does not apply (2)

The national law applicable by some of these Offices may 
nevertheless provide for other forms of protection against loss of 
rights - for further details, see for each DO/EO, the relevant 
National Chapter in the PCT Applicant’s Guide, National Phase
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Natphase-18
20.05.10

Additional cases of protection against 
loss of rights

Other than the (minimum) protection under Rule 49.6:  excuse of 
delays in meeting time limits by designated/elected Offices (Article 48 
and Rule 82bis)

Rectification by designated/elected Offices of errors made by RO or IB 
(Rule 82ter)

Review by and opportunity to correct before the designated/elected 
Offices (Articles 24(2), 25, 26, 39(3) and 48, Rules 82bis and 82ter)
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Amendments to the PCT Regulations 
as from 1 July 2010

Amendments of the claims
Scope and limitation of SIS
Equivalent amounts of fees

2010 July changes-2
28.05.10

Form of amendments of claims
Amended Rules 46.5, 66.8 and 70.2

Applicants must indicate the basis for the amendments in the 
application as filed

If the letter indicating the basis for the amendments in the application 
as filed is missing, the international preliminary examination report by 
the IPEA may be established as if the amendments had not been made

Entry into force:  1 July 2010, applying to any IA where amendments 
are made on or after July 1, 2010 
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2010 July changes-3
28.05.10

Scope of the supplementary international 
search - amended Rule 45bis.5(g) and (h)

If the search is entirely excluded by a limitation specified in the 
Agreement under Article 16(3)(b), the search request is considered 
not to have been made

If, due to a limitation specified in the Agreement, the search is 
limited to certain claims only, the supplementary international 
search report must indicate it 

Entry into force:  1 July 2010, applying to any IA for which SIS 
request is made on or after 1 July 2010 

2010 July changes-4
28.05.10

Limitation of scope of SIS 
Amended Rule 45bis.9(c)

A searching Authority may limit the total number of claims on 
which a supplementary international search will be carried out

Entry into force:  1 July 2010, applying to any IA for which SIS 
request is made on or after 1 July 2010 
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2010 July changes-5
28.05.10

Equivalent amounts of certain fees
Amended Rules 15, 16 and 57

Simplified and more flexible system to calculate equivalent 
amounts in currencies other that the currency in which the fee 
has been fixed for the international filing fee, the search fee and 
the handling fee

Related hereto:

The Directives of the Assembly relating to the 
establishment of equivalent amounts for certain fees have 
been modified accordingly

Article 11(2) of the Agreements under PCT Article 16(3) 
has been amended

Entry into force: 1 July 2010

2010 July changes-6
28.05.10

Relevant assembly documents

■ Amendments to the Regulations:
http://www.wipo.int/edocs/mdocs/pct/en/pct_a_40/pct_a_40_2_rev.pdf

■ All PCT Assembly documents:
http://www.wipo.int/meetings/en/details.jsp?meeting_id=18653
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Recent developments

Recent dev-2
12.07.10

Electronic processing of applications 

From 1 January 2010:

Modifications to the request form:

Applicants may request to receive notifications related to the 
international application as

advance e-mail notifications followed by the paper notification or, 

as notifications exclusively sent by e-mail

Applicants may request the receiving Office or the International 
Bureau to retrieve the priority document from a digital library if the 
RO or IB can access such library (Digital Access Service for Priority
Documents (DAS))
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Recent dev-3
12.07.10

From 18 January 2010 applicants may submit the following documents to the 
International Bureau electronically in PDF format:

Art. 19 amendments

Notices of withdrawal (form PCT/IB/372)

Requests for recording of changes under Rule 92bis

Requests for supplementary international search and related documents 

Informal comments on the WO/ISA

General correspondence

From 1 July 2010:

Rule 92bis changes for multiple international applications

Powers of attorney

Declarations under Rule 4.17

PCT Online Document Upload Service (1)

Recent dev-4
12.07.10

PCT Online Document Upload Service (2)

From 1 July 2010 applicants may submit the following documents 
electronically in PDF format to RO/IB:

Request for restoration of right of priority under Rule 26bis.3
Correction or addition of priority claim under Rule 26bis.1
Request for incorporation by reference under Rule 20.6
Replacement sheets under Rule 26
Translation for the purposes of international search under 
Rule 12.3
Translation for the purposes of international publication under 
Rule 12.4
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Recent dev-5
12.07.10

PCT Online Document Upload Service (3)

Where to upload documents:

https://webaccess.wipo.int/pctservice/en/

Detailed information on this service:
www.wipo.int/patentscope/en/service_center/pdf/pct_online_doc_upload_why.pdf

www.wipo.int/patentscope/en/service_center/pdf/pct_online_doc_upload_user_guide.pdf

Recent dev-6
12.07.10
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Recent dev-7
12.07.10

Digital Access Service for Priority 
Documents (DAS)

Legal Basis:

PCT Rule 17.1(b-bis)(ii)

Administrative Instructions 715 and 716

Available for applications for which the 16-month time limit 
under Rule 17.1(b-bis)(ii) has not expired on 1 January 2010

DAS allows applicants to request RO, IB and DO to retrieve 
priority documents from digital libraries 

Access through DAS server via WIPO’s Patentscope website:

https://webaccess.wipo.int/priority_documents/en/

Applicant controls list of Offices entitled to access

Recent dev-8
12.07.10

DAS - Participating Offices

Offices currently participating:

AU – Australian Patent Office

ES – Spanish Patent and Trademark Office

GB – UK Intellectual Property Office

IB – International Bureau

JP – Japan Patent Office

KR – Korean Intellectual Property Office

US – United States Patent and Trademark Office
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Recent dev-9
12.07.10

DAS - Making the request

Tick the relevant check-boxes in the request form 
(PCT/RO/101)

For applications filed before 1 January 2010 for which the 16-
month time limit has not yet expired: send a letter to the IB 
containing the following wording :
“The International Bureau is requested to retrieve [the priority 
document(s)][the following priority document(s)] for this 
international application using the WIPO Digital Access Service 
for Priority Documents.”

For further information:  pctsafe.help@wipo.int

Recent dev-10
12.07.10

New PCT resource

Text-searchable PCT case law database avalaible at:  
http://www.wipo.int/pctcaselawdb/en

Contents:
decisions from national courts
decisions from regional administrative bodies
abstracts and legal references added by IB

Any comments or submissions for addition can be sent to the IB 
at:  pct.legal@wipo.int
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Recent dev-11
12.07.10

PATENTSCOPE® enhancements

Full file contents available for international applications filed
from 1 January 2009

Information on national phase entry for more than 40 countries

Access to searchable national collections:  ARIPO, Korea, 
Cuba, Israel, Mexico, Singapore, South Africa, Vietnam

Since May 2010: CLIR (Cross-Lingual Information Retrieval)
More search results thanks to the translation of the search 
terms (English, French, German, Japanese, Spanish)
http://www.wipo.int/patentscope/search/en/clir/clir.jsp

Recent dev-12
12.07.10

PCT training options

PCT Distance learning course available in the 10 publication 
languages

PCT Webinars 

providing free updates on developments in PCT procedures

upon request also for companies or law firms

More information on the PCT resources website: 
www.wipo.int/pct
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Recent dev-13
12.07.10

Patent Prosecution Highway (PPH) and PCT

Trilateral Offices (EP-JP-US) started a two-year pilot program on 
29 January 2010

Request for accelerated examination in the national phase based 
on the written opinion of the ISA (WO-ISA) or the international 
preliminary examination report (IPER) when claims were found to 
be patentable/allowable

Conditions: at least one claim should have been determined to be
patentable and ALL the claims must sufficiently correspond to the 
claims deemed patentable by the ISA or the IPEA, that is, they are 
of the same or similar scope or they are narrower in scope than the 
claims in the PCT application

More information on the respective websites:
http://www.epo.org/patents/law/legal-texts/journal/informationEPO/archive/20100125b.html
http://www.uspto.gov/patents/init_events/pph/index.jsp
http://www.jpo.go.jp/torikumi_e/t_torikumi_e/pph_pct/pct_e.htm

Recent dev-14
12.07.10

E-Payment Service

As from 15 July 2010:
certain fees can be paid to RO/IB and IB by credit card 
via a secure online facility:   
https://webaccess.wipo.int/epayment_pct/ 
Online User Guide: 
http://www.wipo.int/patentscope/en/service_center/pdf/pct-e-
payment_user_guide_en.pdf
See also the July/August issue of the PCT Newsletter
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Where to Get Help

Help-2
07.07.10

PCT information available on the Internet (1)
PCT Treaty and Regulations, as in force from 1 July 2010 
(www.wipo.int/pct/en/texts/)

PCT Administrative Instructions, as in force from 1 July 2010 
(www.wipo.int/pct/en/texts/)

PCT Applicant’s Guide (updated weekly) (www.wipo.int/pct/guide/en)

PCT Newsletter (monthly) 
(www.wipo.int/pct/en/newslett/)

PCT Legal Text Index, providing references to PCT Articles, Rules, 
Administrative Instructions, Forms and various PCT Guidelines 
(www.wipo.int/pct/en/texts/pdf/legal_index.pdf)

Official Notices (www.wipo.int/pct/en/official_notices/index.htm)
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Help-3
07.07.10

PCT information available on the Internet (2)
PCT Receiving Office Guidelines, as in force from 1 July 2009 
(www.wipo.int/pct/en/texts/pdf/ro.pdf)

PCT International Search and Preliminary Examination Guidelines,
(www.wipo.int/pct/en/texts/gdlines.htm)

WIPO Standards 
(www.wipo.int/standards/en/part_03_standards.html)

PCT Minimum Documentation, Patents and Non-Patent Literature 
(www.wipo.int/scit/en/standards/pdf/04-01-01.pdf and 
www.wipo.int/scit/en/standards/pdf/04-02-01.pdf)

Agreements between International Bureau of WIPO and International 
Searching and/or Preliminary Examining Authorities 
(www.wipo.int/pct/en/access/isa_ipea_agreements.html)

Help-4
07.07.10

PCT Applicant’s Guide (1)

Regularly updated, web-based publication, available free-of-charge at 
www.wipo.int/pct/guide/en/

Free weekly e-mail updating service detailing updated information 

Contents:

International phase 
instructions concerning the preparation, filing and processing of 
international applications
blank forms (request, demand, power of attorney, etc.)
“Annexes” setting out information relevant to each Contracting 
State and regional or international Organization and each Office
and Authority
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Help-5
07.07.10

PCT Applicant’s Guide (2)

National phase 
information on all acts that must or may be performed 
before the DO/EOs
time limits
fees
blank national forms

Help-6
07.07.10

Where to get help at WIPO
on PCT-related questions
PCT Infoline Telephone +41 22 338 83 38

Fax +41 22 338 83 39
e-mail pct.infoline@wipo.int

PCT Processing Service Gijsbertus Beijer +41 22 338 94 79 
Fax +41 22 338 82 70

Also for questions relating to Gijsbertus Beijer +41 22 338 92 22 
IB/RO Fax +41 22 910 06 10

Marketing and Distribution Section Telephones +41 22 338 96 18 
(PCT Publications) +41 22 338 99 30 

+41 22 338 95 90
Fax +41 22 740 18 12

+41 22 733 54 28
Order online at Internet address www.wipo.int/ebookshop

e-mail publications.mail@wipo.int

WIPO Switchboard +41 22 338 91 11

PCT  Internet Site Internet address www.wipo.int/pct/en/

PCT-SAFE (Secure Applications Internet address www.wipo.int/pct-safe/
Filed Electronically)
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Chapter-1
dd.mm.yy

Chapter-2
dd.mm.yy
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Chapter-3
dd.mm.yy
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Help-7
07.07.10

WIPO – PCT LEGAL DIVISION (1)
Director Matthew Bryan +41 22 338 96 01

Fax +41 22 910 00 30
E-mail pct.legal@wipo.int

PCT Legal Affairs Matthias Reischle +41 22 338 96 27 
Section Christine Bonvallet +41 22 338 70 67

Zhilong Yu +41 22 338 71 79
Ingrid Aulich +41 22 338 95 77
Fabienne Gateau +41 22 338 95 63
Margret Fourné-Godbersen +41 22 338 93 28

PCT Information Eva Schumm +41 22 338 83 38
Services Section Mirjam Cavalleri +41 22 338 83 38

Anne Gallois-Montbrun +41 22 338 83 38
Fax +41 22 338 83 39
E-mail pct.infoline@wipo.int

Help-8
07.07.10

WIPO – PCT LEGAL DIVISION (2)

PCT Outreach and User Quan-Ling Sim +41 22 338 90 56 
Relations Section 

PCT Seminar Coordination Yolande Coeckelbergs +41 22 338 90 55
Section Beatriz Largo +41 22 338 95 72

E-mail pct.seminars@wipo.int 

PCT Legal Publication David Barmes +41 22 338 93 61 
Section

PCT Knowledge Management Rosina Bisi-Kurkdjian +41 22 338 95 66 
Section 
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Help-9
07.07.10

WIPO – PCT INTERNATIONAL 
COOPERATION DIVISION

Director Takashi Yamashita

Offices Services Rolando Hernandez Vigaud +41 22 338 86 68
Section ‘Nyalleng Pii +41 22 338 81 48

Anjali Aeri +41 22 338 70 66
Silvija Trpkovska +41 22 338 85 39
Mikhail Gavrikov +41 22 338 70 22

Technical Cooperation Peter Waring +41 22 338 85 21
Section Carlos Roy +41 22 338 95 61

Help-10
07.07.10

WIPO – PCT BUSINESS DEVELOPMENT
DIVISION

Director Claus Matthes +41 22 338 98 09 
Fax +41 22 338 71 50

Michael Richardson +41 22 338 91 71
Ann Bardini +41 22 338 91 17
Silke Weiss +41 22 338 88 44

184




