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 (ii) if the Director General of the World Intellectual Property Organization gives 

the Swedish Patent and Registration Office written notice to terminate this 
Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], in two originals in the English language. 

For the Swedish Patent and Registration 
Office by: 

For the International Bureau by: 

[…] […] 

 

Annex A 
States and Languages 

Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following States for which it will act: 

(a) Denmark, Finland, Iceland, Norway, Sweden; 

(b) the States regarded as developing countries in conformity with the 
established practice of the General Assembly of the United Nations, 
provided that Sweden, in accordance with its obligations undertaken 
within the framework of the European Patent Organisation, has concluded 
with those States an agreement for that purpose; 

 (ii) the following languages which it will accept: 

(a) for international applications filed with the receiving Office of, or acting 
for, any State referred to in subparagraph (i)(a), above:  
Danish, English, Finnish, Norwegian, Swedish; 

(b) for international applications filed with the receiving Office of, or acting 
for, any State referred to in subparagraph (i)(b), above:  
Danish, English, Finnish, French, Norwegian, Swedish. 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 

none. 
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Annex C 

Fees and Charges 

Part I.  Schedule of Fees and Charges 

Kind of fee or charge Amount 
 (Swedish kronor) 

Search fee (Rule 16.1(a)) 15,230 
Additional fee (Rule 40.2(a)) 15,230 
Preliminary examination fee (Rule 58.1(b)) 5,000 
Additional fee (Rule 68.3(a)) 5,000 
Cost of copies (Rule 94.2), per page 4 
Cost of copies in paper form (Rules 44.3(b) and 71.2(b)),1 
per document 50 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the Authority benefits from an earlier international or international-type 
search, 50% or 100% of the search fee paid according to Part I shall be refunded, depending 
upon the extent to which the Authority benefits from that earlier search. 

 (4) Where on an earlier application, the priority of which is claimed, a search report 
has been issued by the Danish Patent Office, the Icelandic Patent Office, the National Board 
of Patents and Registration of Finland or the Norwegian Patent Office, and where the 
Authority benefits from that search report, the amount of SEK 1,400 shall be refunded in 
respect of the search fee paid according to Part I.  Where on an earlier application, the priority 
of which is claimed, a search report has been issued by the Swedish Patent and Registration 
Office, and where the Authority benefits from that search report, the amount of SEK 2,800 
shall be refunded in respect of the search fee paid according to Part I. 

 (5) In the cases provided for under Rule 58.3, the following amount of the 
preliminary examination fee shall be refunded: 

 (a) refund of the full amount paid where Rule 54.4(a), 57.4(c) or 58.2(c) 
applies; 

 (b) refund of the amount paid less the current amount of transmittal fee, where 
Rule 60.1(c) applies. 

                                                 
1 The applicant will receive free of charge a copy of each document containing non-patent 

literature.  Other documents are available electronically, free of charge, on the website 
www.prv.se. 
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 (6) Where the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee paid 
shall be fully refunded. 

Annex D 
Languages of Correspondence 

Under Article 7 of the Agreement, the Authority specifies the following languages: 

Danish, English, Finnish, French, Norwegian or Swedish, depending on the language in 
which the international application is filed or translated;  however, English or Swedish 
may be used in all cases. 

____________________ 
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US: Draft Agreement with the United States Patent and Trademark Office 
 

Agreement 

between the United States Patent and Trademark Office 
and the International Bureau of the World Intellectual Property Organization 

in relation to the functioning of the United States Patent and Trademark Office 
as an International Searching Authority 

and International Preliminary Examining Authority 
under the Patent Cooperation Treaty 

 

Preamble 

 The United States Patent and Trademark Office and the International Bureau of the 
World Intellectual Property Organization, 

 Considering that the PCT Assembly, having heard the advice of the PCT Committee for 
Technical Cooperation, has appointed the United States Patent and Trademark Office as an 
International Searching and Preliminary Examining Authority under the Patent Cooperation 
Treaty and approved this Agreement in accordance with Articles 16(3) and 32(3), 

 Hereby agree as follows: 

Article 1 
Terms and Expressions 

 (1) For the purposes of this Agreement: 

 (a) “Treaty” means the Patent Cooperation Treaty; 

 (b) “Regulations” means the Regulations under the Treaty; 

 (c) “Administrative Instructions” means the Administrative Instructions under 
the Treaty; 

 (d) “Article” (except where a specific reference is made to an Article of this 
Agreement) means an Article of the Treaty; 

 (e) “Rule” means a Rule of the Regulations; 

 (f) “Contracting State” means a State party to the Treaty; 

 (g) “the Authority” means the United States Patent and Trademark Office; 

 (h) “the International Bureau” means the International Bureau of the World 
Intellectual Property Organization. 
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 (2) All other terms and expressions used in this Agreement which are also used in the 
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this 
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative 
Instructions. 

Article 2 
Basic Obligations 

 (1) The Authority shall carry out international search and international preliminary 
examination in accordance with, and perform such other functions of an International 
Searching Authority and International Preliminary Examining Authority as are provided 
under, the Treaty, the Regulations, the Administrative Instructions and this Agreement. 

 (2) In carrying out international search and international preliminary examination, the 
Authority shall apply and observe all the common rules of international search and of 
international preliminary examination and, in particular, shall be guided by the PCT 
International Search and Preliminary Examination Guidelines. 

 (3) The Authority shall maintain a quality management system in compliance with 
the requirements set out in the PCT International Search and Preliminary Examination 
Guidelines. 

 (4) The Authority and the International Bureau shall, having regard to their respective 
functions under the Treaty, the Regulations, the Administrative Instructions and this 
Agreement, render, to the extent considered to be appropriate by both the Authority and the 
International Bureau, mutual assistance in the performance of their functions thereunder. 

Article 3 
Competence of Authority 

 (1) The Authority shall act as International Searching Authority for any international 
application filed with the receiving Office of, or acting for, any Contracting State specified in 
Annex A to this Agreement, provided that the receiving Office specifies the Authority for that 
purpose, that such application, or a translation thereof furnished for the purposes of 
international search, is in the language or one of the languages specified in Annex A to this 
Agreement and, where applicable, that the Authority has been chosen by the applicant. 

 (2) The Authority shall act as International Preliminary Examining Authority for any 
international application filed with the receiving Office of, or acting for, any Contracting State 
specified in Annex A to this Agreement, provided that the receiving Office specifies the 
Authority for that purpose, that such application, or a translation thereof furnished for the 
purposes of international preliminary examination, is in the language or one of the languages 
specified in Annex A to this Agreement and, where applicable, that the Authority has been 
chosen by the applicant and that any other requirements regarding such application as 
specified in Annex A to this Agreement have been met. 

 (3) Where an international application is filed with the International Bureau as 
receiving Office under Rule 19.1(a)(iii), paragraphs (1) and (2) apply as if that application had 
been filed with a receiving Office which would have been competent under Rule 19.1(a)(i) or 
(ii), (b) or (c) or Rule 19.2(i). 
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Article 4 

Subject Matter Not Required to Be Searched or Examined 

 The Authority shall not be obliged to search, by virtue of Article 17(2)(a)(i), or 
examine, by virtue of Article 34(4)(a)(i), any international application to the extent that it 
considers that such application relates to subject matter set forth in Rule 39.1 or 67.1, as the 
case may be, with the exception of the subject matter specified in Annex B to this Agreement. 

Article 5 
Fees and Charges 

 (1) A schedule of all fees of the Authority, and all other charges which the Authority 
is entitled to make, in relation to its functions as an International Searching Authority and 
International Preliminary Examining Authority, is set out in Annex C to this Agreement. 

 (2) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement: 

 (i) refund the whole or part of the search fee paid, or waive or reduce the search 
fee, where the international search report can be wholly or partly based on the 
results of an earlier search (Rules 16.3 and 41.1); 

 (ii) refund the search fee where the international application is withdrawn or 
considered withdrawn before the start of the international search. 

 (3) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement, refund the whole or part of the preliminary examination fee paid where the 
demand is considered as if it had not been submitted (Rule 58.3) or where the demand or the 
international application is withdrawn by the applicant before the start of the international 
preliminary examination. 

Article 6 
Classification 

 The Authority shall indicate the International Patent Classification for the purposes of 
Rules 43.3(a) and 70.5(b) and may also apply the United States Patent Classification. 

Article 7 
Languages of Correspondence Used by the Authority 

 For the purposes of correspondence, including forms, other than with the International 
Bureau, the Authority shall use the language or one of the languages indicated, having regard 
to the language or languages indicated in Annex A and to the language or languages whose 
use is authorized by the Authority under Rule 92.2(b), in Annex D. 

Article 8 
International-Type Search 

 The Authority shall carry out international-type searches to the extent decided by it. 
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Article 9 

Entry into Force 

 This Agreement shall enter into force on January 1, 2008. 

Article 10 
Duration and Renewability 

 This Agreement shall remain in force until December 31, 2017.  The parties to this 
Agreement shall, no later than July 2016, start negotiations for its renewal. 

Article 11 
Amendment 

 (1) Without prejudice to paragraphs (2) and (3), amendments may, subject to 
approval by the Assembly of the International Patent Cooperation Union, be made to this 
Agreement by agreement between the parties hereto;  they shall take effect on the date agreed 
upon by them. 

 (2) Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  they shall take effect on the date agreed upon by them. 

 (3) The Authority may, by a notification to the Director General of the World 
Intellectual Property Organization: 

 (i) add to the indications of States and languages contained in Annex A to this 
Agreement; 

 (ii) amend the schedule of fees and charges contained in Annex C to this 
Agreement; 

 (iii) amend the indications of languages of correspondence contained in Annex D to 
this Agreement. 

 (4) Any amendment notified under paragraph (3) shall take effect on the date 
specified in the notification, provided that, for any increase of fees or charges contained in 
Annex C, that date is at least one month later than the date on which the notification is 
received by the International Bureau. 

Article 12 
Termination 

 (1) This Agreement shall terminate before December 31, 2017: 

 (i) if the United States Patent and Trademark Office gives the Director General of 
the World Intellectual Property Organization written notice to terminate this 
Agreement;  or 
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 (ii) if the Director General of the World Intellectual Property Organization gives 

the United States Patent and Trademark Office written notice to terminate this 
Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], in two originals in the English language. 

For the United States Patent and Trademark 
Office by: 

For the International Bureau by: 

[…] […] 

 

Annex A 
States and Languages 

 Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following States for which it will act, so far as Article 3(1) is concerned: 

United States of America, Barbados, Brazil, Dominican Republic, Egypt, India, 
Israel, Mexico, New Zealand, Philippines, Saint Lucia, South Africa, Trinidad 
and Tobago; 

 (ii) the following States for which it will act, so far as Article 3(2) is concerned: 

United States of America and, 
where the Authority has prepared the international search report, Barbados, 
Brazil, Dominican Republic, Egypt, India, Israel, Mexico, New Zealand, 
Philippines, Saint Lucia, South Africa, Trinidad and Tobago; 

 (iii) the following language which it will accept: 

English. 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 

subject matter which is searched or examined in United States national applications. 
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Annex C 

Fees and Charges 

Part I.  Schedule of Fees and Charges 

Kind of fee or charge Amount 
 (US dollars) 

Search fee (Rule 16.1(a)): 
 – when a corresponding prior United States national 

application has been filed under 35 USC 111(a), the  
basic filing fee under 37 CFR 1.16(a) has been paid  
and the prior US national application is  identified by 
the application number if known, or if the application  
number is not known, by the filing date, title and name 
of applicant (and preferably by the application docket  
number), in the international application or accompanying 
the papers at the time of filing the international application 300 

 – in all other cases 1,000 
Additional search fee (Rule 40.2(a)) 1,000 
Preparation of an international-type search report on a  
United States national application 40 
Preliminary examination fee (Rule 58.1(b)): 
 – where the international search fee has been paid on the 

international application to the Authority 600 
 – where the international search was carried out by another 

Authority 750 
Additional examination fee (Rule 68.3(a)) 600 
Cost of copies (Rule 94.2): 
 – US patent, per copy 3 
 – non-US patent document, per copy 25 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the demand is considered, under Rule 54.4(a), 57.4(c), 58.2(c) or 60.1(c), 
as if it had not been submitted, the amount of the preliminary examination fee paid shall be 
fully refunded. 

 (4) Where the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee 
paid, less a processing fee equivalent to the transmittal fee under Rule 14.1(b), shall be 
refunded. 
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Annex D 

Languages of Correspondence 

 Under Article 7 of the Agreement, the Authority specifies the following language: 

English. 

____________________ 
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XN: Draft Agreement with the Nordic Patent Institute 
 

Agreement 

between the Nordic Patent Institute 
and the International Bureau of the World Intellectual Property Organization 

in relation to the functioning of the Nordic Patent Institute 
as an International Searching Authority 

and International Preliminary Examining Authority 
under the Patent Cooperation Treaty 

 

Preamble 

 The Nordic Patent Institute and the International Bureau of the World Intellectual 
Property Organization, 

 Considering that the PCT Assembly, having heard the advice of the PCT Committee for 
Technical Cooperation, has appointed the Nordic Patent Institute as an International 
Searching and Preliminary Examining Authority under the Patent Cooperation Treaty and 
approved this Agreement in accordance with Articles 16(3) and 32(3), 

 Hereby agree as follows: 

Article 1 
Terms and Expressions 

 (1) For the purposes of this Agreement: 

 (a) “Treaty” means the Patent Cooperation Treaty; 

 (b) “Regulations” means the Regulations under the Treaty; 

 (c) “Administrative Instructions” means the Administrative Instructions under 
the Treaty; 

 (d) “Article” (except where a specific reference is made to an Article of this 
Agreement) means an Article of the Treaty; 

 (e) “Rule” means a Rule of the Regulations; 

 (f) “Contracting State” means a State party to the Treaty; 

 (g) “the Authority” means the Nordic Patent Institute; 

 (h) “the International Bureau” means the International Bureau of the World 
Intellectual Property Organization. 
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 (2) All other terms and expressions used in this Agreement which are also used in the 
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this 
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative 
Instructions. 

Article 2 
Basic Obligations 

 (1) The Authority shall carry out international search and international preliminary 
examination in accordance with, and perform such other functions of an International 
Searching Authority and International Preliminary Examining Authority as are provided 
under, the Treaty, the Regulations, the Administrative Instructions and this Agreement. 

 (2) In carrying out international search and international preliminary examination, the 
Authority shall apply and observe all the common rules of international search and of 
international preliminary examination and, in particular, shall be guided by the PCT 
International Search and Preliminary Examination Guidelines. 

 (3) The Authority shall maintain a quality management system in compliance with 
the requirements set out in the PCT International Search and Preliminary Examination 
Guidelines. 

 (4) The Authority and the International Bureau shall, having regard to their respective 
functions under the Treaty, the Regulations, the Administrative Instructions and this 
Agreement, render, to the extent considered to be appropriate by both the Authority and the 
International Bureau, mutual assistance in the performance of their functions thereunder. 

Article 3 
Competence of Authority 

 (1) The Authority shall act as International Searching Authority for any international 
application filed with the receiving Office of, or acting for, any Contracting State specified in 
Annex A to this Agreement, provided that the receiving Office specifies the Authority for that 
purpose, that such application, or a translation thereof furnished for the purposes of 
international search, is in the language or one of the languages specified in Annex A to this 
Agreement and, where applicable, that the Authority has been chosen by the applicant. 

 (2) The Authority shall act as International Preliminary Examining Authority for any 
international application filed with the receiving Office of, or acting for, any Contracting State 
specified in Annex A to this Agreement, provided that the receiving Office specifies the 
Authority for that purpose, that such application, or a translation thereof furnished for the 
purposes of international preliminary examination, is in the language or one of the languages 
specified in Annex A to this Agreement and, where applicable, that the Authority has been 
chosen by the applicant and that any other requirements regarding such application as 
specified in Annex A to this Agreement have been met. 

 (3) Where an international application is filed with the International Bureau as 
receiving Office under Rule 19.1(a)(iii), paragraphs (1) and (2) apply as if that application had 
been filed with a receiving Office which would have been competent under Rule 19.1(a)(i) or 
(ii), (b) or (c) or Rule 19.2(i). 
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Article 4 

Subject Matter Not Required to Be Searched or Examined 

 The Authority shall not be obliged to search, by virtue of Article 17(2)(a)(i), or 
examine, by virtue of Article 34(4)(a)(i), any international application to the extent that it 
considers that such application relates to subject matter set forth in Rule 39.1 or 67.1, as the 
case may be, with the exception of the subject matter specified in Annex B to this Agreement. 

Article 5 
Fees and Charges 

 (1) A schedule of all fees of the Authority, and all other charges which the Authority 
is entitled to make, in relation to its functions as an International Searching Authority and 
International Preliminary Examining Authority, is set out in Annex C to this Agreement. 

 (2) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement: 

 (i) refund the whole or part of the search fee paid, or waive or reduce the search 
fee, where the international search report can be wholly or partly based on the 
results of an earlier search (Rules 16.3 and 41.1); 

 (ii) refund the search fee where the international application is withdrawn or 
considered withdrawn before the start of the international search. 

 (3) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement, refund the whole or part of the preliminary examination fee paid where the 
demand is considered as if it had not been submitted (Rule 58.3) or where the demand or the 
international application is withdrawn by the applicant before the start of the international 
preliminary examination. 

Article 6 
Classification 

 For the purposes of Rules 43.3(a) and 70.5(b), the Authority shall indicate solely the 
International Patent Classification. 

Article 7 
Languages of Correspondence Used by the Authority 

 For the purposes of correspondence, including forms, other than with the International 
Bureau, the Authority shall use the language or one of the languages indicated, having regard 
to the language or languages indicated in Annex A and to the language or languages whose 
use is authorized by the Authority under Rule 92.2(b), in Annex D. 

Article 8 
International-Type Search 

 The Authority shall carry out international-type searches to the extent decided by it. 
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Article 9 

Entry into Force 

 This Agreement shall enter into force one month after the date on which the Authority 
notifies the Director General of the World Intellectual Property Organization that it is 
prepared to start functioning as an International Searching Authority and as an International 
Preliminary Examining Authority. 

Article 10 
Duration and Renewability 

 This Agreement shall remain in force until December 31, 2017.  The parties to this 
Agreement shall, no later than July 2016, start negotiations for its renewal. 

Article 11 
Amendment 

 (1) Without prejudice to paragraphs (2) and (3), amendments may, subject to 
approval by the Assembly of the International Patent Cooperation Union, be made to this 
Agreement by agreement between the parties hereto;  they shall take effect on the date agreed 
upon by them. 

 (2) Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  they shall take effect on the date agreed upon by them. 

 (3) The Authority may, by a notification to the Director General of the World 
Intellectual Property Organization: 

 (i) add to the indications of States and languages contained in Annex A to this 
Agreement; 

 (ii) amend the schedule of fees and charges contained in Annex C to this 
Agreement; 

 (iii) amend the indications of languages of correspondence contained in Annex D to 
this Agreement. 

 (4) Any amendment notified under paragraph (3) shall take effect on the date 
specified in the notification, provided that, for any increase of fees or charges contained in 
Annex C, that date is at least one month later than the date on which the notification is 
received by the International Bureau. 

Article 12 
Termination 

 (1) This Agreement shall terminate before December 31, 2017: 
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 (i) if the Nordic Patent Institute gives the Director General of the World 

Intellectual Property Organization written notice to terminate this Agreement;  
or 

 (ii) if the Director General of the World Intellectual Property Organization gives 
the Nordic Patent Institute written notice to terminate this Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], in two originals in the Danish, English, Icelandic and 
Norwegian languages, each text being equally authentic. 

For the Nordic Patent Institute by: For the International Bureau by: 

[…] […] 

 

Annex A 
States and Languages 

 Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following States for which it will act: 

(a) Denmark, Iceland, Norway; 

(b) any other Contracting State in accordance with the obligations of 
Denmark, Iceland and Norway within the framework of the European 
Patent Organisation; 

 (ii) the following languages which it will accept: 

 Danish, English, Icelandic, Norwegian and Swedish. 

 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 

all subject matter searched or examined under the national patent grant procedure under 
the provisions of the Danish, Icelandic and Norwegian Patent Laws. 
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Annex C 

Fees and Charges 

Part I.  Schedule of Fees and Charges 

 
Kind of fee or charge Amount 
 (…) 

Search fee (Rule 16.1(a)) […] 
Additional search fee (Rule 40.2(a)) […] 
Preparation of international-type search report […] 
Preliminary examination fee (Rule 58.1(b)) […] 
Additional fee (Rule 68.3(a)) […] 
Cost of copies (Rules 44.3(b), 71.2(b) and 94.2) […] 
Cost of copies in paper form (Rules 44.3(b)  
and 71.2(b)), per document […] 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the Authority benefits from an earlier international or international-type 
search, 50% or 100% of the search fee paid according to Part I shall be refunded, depending 
upon the extent to which the Authority benefits from that earlier search. 

 (4) Where on an earlier application, the priority of which is claimed, a search report 
has been issued by the Danish Patent Office, the Icelandic Patent Office or the Norwegian 
Patent Office, and where the Authority benefits from that search report, the amount of […] 
shall be refunded in respect of the search fee paid according to Part I. 

 (5) In the cases provided for under Rule 58.3, the following amount of the 
preliminary examination fee shall be refunded: 

 (a) refund of the full amount paid where Rule 54.4, 54bis.1(b) or 58bis.1(b) 
applies; 

 (b) refund of the amount paid less the current amount of transmittal fee, where 
Rule 60.1(c) applies. 

 (6) Where the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee 
shall be fully refunded. 
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Annex D 

Languages of Correspondence 

 Under Article 7 of the Agreement, the Authority specifies the following languages: 

Danish, English, Icelandic, Norwegian and Swedish, depending on the language in 
which the international application is filed or translated;  however, English may be used 
in all cases. 

____________________ 
 
 

[Annex II follows] 
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APPOINTMENT OF THE BRAZILIAN NATIONAL INSTITUTE OF INDUSTRIAL 
PROPERTY AS AN INTERNATIONAL SEARCHING AND PRELIMINARY 

EXAMINING AUTHORITY UNDER THE PCT 

Agreement 

between the Brazilian National Institute of Industrial Property 
and the International Bureau of the World Intellectual Property Organization 

in relation to the functioning of the Brazilian National Institute of Industrial Property 
as an International Searching Authority 

and International Preliminary Examining Authority 
under the Patent Cooperation Treaty 

 

Preamble 

 The Brazilian National Institute of Industrial Property and the International Bureau of 
the World Intellectual Property Organization, 

 Considering that the PCT Assembly, having heard the advice of the PCT Committee for 
Technical Cooperation, has appointed the Brazilian National Institute of Industrial Property as 
an International Searching and Preliminary Examining Authority under the Patent 
Cooperation Treaty and approved this Agreement in accordance with Articles 16(3) 
and 32(3), 

 Hereby agree as follows: 

Article 1 
Terms and Expressions 

 (1) For the purposes of this Agreement: 

 (a) “Treaty” means the Patent Cooperation Treaty; 

 (b) “Regulations” means the Regulations under the Treaty; 

 (c) “Administrative Instructions” means the Administrative Instructions under 
the Treaty; 

 (d) “Article” (except where a specific reference is made to an Article of this 
Agreement) means an Article of the Treaty; 

 (e) “Rule” means a Rule of the Regulations; 

 (f) “Contracting State” means a State party to the Treaty; 

 (g) “the Authority” means the Brazilian National Institute of Industrial 
Property; 
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 (h) “the International Bureau” means the International Bureau of the World 

Intellectual Property Organization. 

 (2) All other terms and expressions used in this Agreement which are also used in the 
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this 
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative 
Instructions. 

Article 2 
Basic Obligations 

 (1) The Authority shall carry out international search and international preliminary 
examination in accordance with, and perform such other functions of an International 
Searching Authority and International Preliminary Examining Authority as are provided 
under, the Treaty, the Regulations, the Administrative Instructions and this Agreement. 

 (2) In carrying out international search and international preliminary examination, the 
Authority shall apply and observe all the common rules of international search and of 
international preliminary examination and, in particular, shall be guided by the PCT 
International Search and Preliminary Examination Guidelines. 

 (3) The Authority shall maintain a quality management system in compliance with 
the requirements set out in the PCT International Search and Preliminary Examination 
Guidelines. 

 (4) The Authority and the International Bureau shall, having regard to their respective 
functions under the Treaty, the Regulations, the Administrative Instructions and this 
Agreement, render, to the extent considered to be appropriate by both the Authority and the 
International Bureau, mutual assistance in the performance of their functions thereunder. 

Article 3 
Competence of Authority 

 (1) The Authority shall act as International Searching Authority for any international 
application filed with the receiving Office of, or acting for, any Contracting State specified in 
Annex A to this Agreement, provided that the receiving Office specifies the Authority for that 
purpose, that such application, or a translation thereof furnished for the purposes of 
international search, is in the language or one of the languages specified in Annex A to this 
Agreement and, where applicable, that the Authority has been chosen by the applicant. 

 (2) The Authority shall act as International Preliminary Examining Authority for any 
international application filed with the receiving Office of, or acting for, any Contracting State 
specified in Annex A to this Agreement, provided that the receiving Office specifies the 
Authority for that purpose, that such application, or a translation thereof furnished for the 
purposes of international preliminary examination, is in the language or one of the languages 
specified in Annex A to this Agreement and, where applicable, that the Authority has been 
chosen by the applicant and that any other requirements regarding such application as 
specified in Annex A to this Agreement have been met. 
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 (3) Where an international application is filed with the International Bureau as 
receiving Office under Rule 19.1(a)(iii), paragraphs (1) and (2) apply as if that application had 
been filed with a receiving Office which would have been competent under Rule 19.1(a)(i) 
or (ii), (b) or (c) or Rule 19.2(i). 

Article 4 
Subject Matter Not Required to Be Searched or Examined 

 The Authority shall not be obliged to search, by virtue of Article 17(2)(a)(i), or 
examine, by virtue of Article 34(4)(a)(i), any international application to the extent that it 
considers that such application relates to subject matter set forth in Rule 39.1 or 67.1, as the 
case may be, with the exception of the subject matter specified in Annex B to this Agreement. 

Article 5 
Fees and Charges 

 (1) A schedule of all fees of the Authority, and all other charges which the Authority 
is entitled to make, in relation to its functions as an International Searching Authority and 
International Preliminary Examining Authority, is set out in Annex C to this Agreement. 

 (2) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement: 

 (i) refund the whole or part of the search fee paid, or waive or reduce the search 
fee, where the international search report can be wholly or partly based on the 
results of an earlier search (Rules 16.3 and 41.1); 

 (ii) refund the search fee where the international application is withdrawn or 
considered withdrawn before the start of the international search. 

 (3) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement, refund the whole or part of the preliminary examination fee paid where the 
demand is considered as if it had not been submitted (Rule 58.3) or where the demand or the 
international application is withdrawn by the applicant before the start of the international 
preliminary examination. 

Article 6 
Classification 

 For the purposes of Rules 43.3(a) and 70.5(b), the Authority shall indicate solely the 
International Patent Classification. 

Article 7 
Languages of Correspondence Used by the Authority 

 For the purposes of correspondence, including forms, other than with the International 
Bureau, the Authority shall use the language or one of the languages indicated, having regard 
to the language or languages indicated in Annex A and to the language or languages whose 
use is authorized by the Authority under Rule 92.2(b), in Annex D. 
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Article 8 

International-Type Search 

 The Authority shall carry out international-type searches to the extent decided by it. 

Article 9 
Entry into Force 

 This Agreement shall enter into force one month after the date on which the Authority 
notifies the Director General of the World Intellectual Property Organization that it is 
prepared to start functioning as an International Searching Authority and as an International 
Preliminary Examining Authority. 

Article 10 
Duration and Renewability 

 This Agreement shall remain in force until December 31, 2017.  The parties to this 
Agreement shall, no later than July 2016, start negotiations for its renewal. 

Article 11 
Amendment 

 (1) Without prejudice to paragraphs (2) and (3), amendments may, subject to 
approval by the Assembly of the International Patent Cooperation Union, be made to this 
Agreement by agreement between the parties hereto;  they shall take effect on the date agreed 
upon by them. 

 (2) Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  they shall take effect on the date agreed upon by them. 

 (3) The Authority may, by a notification to the Director General of the World 
Intellectual Property Organization: 

 (i) add to the indications of States and languages contained in Annex A to this 
Agreement; 

 (ii) amend the schedule of fees and charges contained in Annex C to this 
Agreement; 

 (iii) amend the indications of languages of correspondence contained in Annex D to 
this Agreement. 

 (4) Any amendment notified under paragraph (3) shall take effect on the date 
specified in the notification, provided that, for any increase of fees or charges contained in 
Annex C, that date is at least one month later than the date on which the notification is 
received by the International Bureau. 
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Article 12 

Termination 

 (1) This Agreement shall terminate before December 31, 2017: 

 (i) if the Brazilian National Institute of Industrial Property gives the Director 
General of the World Intellectual Property Organization written notice to 
terminate this Agreement;  or 

 (ii) if the Director General of the World Intellectual Property Organization gives 
the Brazilian National Institute of Industrial Property written notice to 
terminate this Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], in two originals in the English and Portuguese languages, 
each text being equally authentic. 

For the Brazilian National Institute of 
Industrial Property by: 

For the International Bureau by: 

[…] […] 

 

Annex A 
States and Languages 

 Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following States for which it will act: 

any Contracting State; 

 (ii) the following languages which it will accept: 

(a) for international applications filed with the Brazilian National Institute of 
Industrial Property as receiving Office:  English, Portuguese, Spanish; 

(b) for international applications filed with any other receiving Office:  
Portuguese. 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 
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all subject matter which is searched or examined under the Brazilian patent grant 
procedure. 

Annex C 
Fees and Charges 

Part I.  Schedule of Fees and Charges 

Kind of fee or charge Amount 
 (Brazilian reals)  

Search fee (Rule 16.1(a)) […] 
Additional fee (Rule 40.2(a)) […] 
Preliminary examination fee (Rule 58.1(b)) […] 
Additional fee (Rule 68.3(a)) […] 
Cost of copies (Rules 44.3(b), 71.2(b) and 94.2) […] 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the Authority benefits from an earlier search, [percentages to be 
determined] of the search fee paid shall be refunded, depending upon the extent to which the 
Authority benefits from that earlier search. 

 (4) In the cases provided for under Rule 58.3, the amount of the preliminary 
examination fee paid shall be fully refunded. 

 (5) When the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee paid 
shall be fully refunded. 

Annex D 
Languages of Correspondence 

 Under Article 7 of the Agreement, the Authority specifies the following language: 

English, Portuguese or Spanish, depending on the language in which the international 
application is filed or translated. 

 
[Annex III follows] 



PCT/A/36/13 
 

ANNEX III 
 

 

APPOINTMENT OF THE INDIAN PATENT OFFICE 
AS AN INTERNATIONAL SEARCHING AND  

PRELIMINARY EXAMINING AUTHORITY UNDER THE PCT 

Agreement 

between the Government of India 
and the International Bureau of the World Intellectual Property Organization 

in relation to the functioning of the Indian Patent Office 
as an International Searching Authority 

and International Preliminary Examining Authority 
under the Patent Cooperation Treaty 

 

Preamble 

 The Government of India and the International Bureau of the World Intellectual 
Property Organization, 

 Considering that the PCT Assembly, having heard the advice of the PCT Committee for 
Technical Cooperation, has appointed the Indian Patent Office as an International Searching 
and Preliminary Examining Authority under the Patent Cooperation Treaty and approved this 
Agreement in accordance with Articles 16(3) and 32(3), 

 Hereby agree as follows: 

Article 1 
Terms and Expressions 

 (1) For the purposes of this Agreement: 

 (a) “Treaty” means the Patent Cooperation Treaty; 

 (b) “Regulations” means the Regulations under the Treaty; 

 (c) “Administrative Instructions” means the Administrative Instructions under 
the Treaty; 

 (d) “Article” (except where a specific reference is made to an Article of this 
Agreement) means an Article of the Treaty; 

 (e) “Rule” means a Rule of the Regulations; 

 (f) “Contracting State” means a State party to the Treaty; 

 (g) “the Authority” means the Indian Patent Office; 

 (h) “the International Bureau” means the International Bureau of the World 
Intellectual Property Organization. 



PCT/A/36/13 
Annex III, page 2 

 
 (2) All other terms and expressions used in this Agreement which are also used in the 
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this 
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative 
Instructions. 

Article 2 
Basic Obligations 

 (1) The Authority shall carry out international search and international preliminary 
examination in accordance with, and perform such other functions of an International 
Searching Authority and International Preliminary Examining Authority as are provided 
under, the Treaty, the Regulations, the Administrative Instructions and this Agreement. 

 (2) In carrying out international search and international preliminary examination, the 
Authority shall apply and observe all the common rules of international search and of 
international preliminary examination and, in particular, shall be guided by the PCT 
International Search and Preliminary Examination Guidelines. 

 (3) The Authority shall maintain a quality management system in compliance with 
the requirements set out in the PCT International Search and Preliminary Examination 
Guidelines. 

 (4) The Authority and the International Bureau shall, having regard to their respective 
functions under the Treaty, the Regulations, the Administrative Instructions and this 
Agreement, render, to the extent considered to be appropriate by both the Authority and the 
International Bureau, mutual assistance in the performance of their functions thereunder. 

Article 3 
Competence of Authority 

 (1) The Authority shall act as International Searching Authority for any international 
application filed with the receiving Office of, or acting for, any Contracting State specified in 
Annex A to this Agreement, provided that the receiving Office specifies the Authority for that 
purpose, that such application, or a translation thereof furnished for the purposes of 
international search, is in the language or one of the languages specified in Annex A to this 
Agreement and, where applicable, that the Authority has been chosen by the applicant. 

 (2) The Authority shall act as International Preliminary Examining Authority for any 
international application filed with the receiving Office of, or acting for, any Contracting State 
specified in Annex A to this Agreement, provided that the receiving Office specifies the 
Authority for that purpose, that such application, or a translation thereof furnished for the 
purposes of international preliminary examination, is in the language or one of the languages 
specified in Annex A to this Agreement and, where applicable, that the Authority has been 
chosen by the applicant and that any other requirements regarding such application as 
specified in Annex A to this Agreement have been met. 

 (3) Where an international application is filed with the International Bureau as 
receiving Office under Rule 19.1(a)(iii), paragraphs (1) and (2) apply as if that application had 
been filed with a receiving Office which would have been competent under Rule 19.1(a)(i) or 
(ii), (b) or (c) or Rule 19.2(i). 
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Article 4 

Subject Matter Not Required to Be Searched or Examined 

 The Authority shall not be obliged to search, by virtue of Article 17(2)(a)(i), or 
examine, by virtue of Article 34(4)(a)(i), any international application to the extent that it 
considers that such application relates to subject matter set forth in Rule 39.1 or 67.1, as the 
case may be, with the exception of the subject matter specified in Annex B to this Agreement. 

Article 5 
Fees and Charges 

 (1) A schedule of all fees of the Authority, and all other charges which the Authority 
is entitled to make, in relation to its functions as an International Searching Authority and 
International Preliminary Examining Authority, is set out in Annex C to this Agreement. 

 (2) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement: 

 (i) refund the whole or part of the search fee paid, or waive or reduce the search 
fee, where the international search report can be wholly or partly based on the 
results of an earlier search (Rules 16.3 and 41.1); 

 (ii) refund the search fee where the international application is withdrawn or 
considered withdrawn before the start of the international search. 

 (3) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement, refund the whole or part of the preliminary examination fee paid where the 
demand is considered as if it had not been submitted (Rule 58.3) or where the demand or the 
international application is withdrawn by the applicant before the start of the international 
preliminary examination. 

Article 6 
Classification 

 For the purposes of Rules 43.3(a) and 70.5(b), the Authority shall indicate solely the 
International Patent Classification. 

Article 7 
Languages of Correspondence Used by the Authority 

 For the purposes of correspondence, including forms, other than with the International 
Bureau, the Authority shall use the language or one of the languages indicated, having regard 
to the language or languages indicated in Annex A and to the language or languages whose 
use is authorized by the Authority under Rule 92.2(b), in Annex D. 

Article 8 
International-Type Search 

 The Authority shall carry out international-type searches to the extent decided by it. 
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Article 9 

Entry into Force 

 This Agreement shall enter into force one month after the date on which the Authority 
notifies the Director General of the World Intellectual Property Organization that it is 
prepared to start functioning as an International Searching Authority and as an International 
Preliminary Examining Authority. 

Article 10 
Duration and Renewability 

 This Agreement shall remain in force until December 31, 2017.  The parties to this 
Agreement shall, no later than July 2016, start negotiations for its renewal. 

Article 11 
Amendment 

 (1) Without prejudice to paragraphs (2) and (3), amendments may, subject to 
approval by the Assembly of the International Patent Cooperation Union, be made to this 
Agreement by agreement between the parties hereto;  they shall take effect on the date agreed 
upon by them. 

 (2) Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  they shall take effect on the date agreed upon by them. 

 (3) The Authority may, by a notification to the Director General of the World 
Intellectual Property Organization: 

 (i) add to the indications of States and languages contained in Annex A to this 
Agreement; 

 (ii) amend the schedule of fees and charges contained in Annex C to this 
Agreement; 

 (iii) amend the indications of languages of correspondence contained in Annex D to 
this Agreement. 

 (4) Any amendment notified under paragraph (3) shall take effect on the date 
specified in the notification, provided that, for any increase of fees or charges contained in 
Annex C, that date is at least one month later than the date on which the notification is 
received by the International Bureau. 

Article 12 
Termination 

 (1) This Agreement shall terminate before December 31, 2017: 

 (i) if the Government of India gives the Director General of the World Intellectual 
Property Organization written notice to terminate this Agreement;  or 
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 (ii) if the Director General of the World Intellectual Property Organization gives 

the Government of India written notice to terminate this Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], in two originals in the English language. 

For the Government of India by: For the International Bureau by: 

[…] […] 

 

Annex A 
States and Languages 

 Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following State for which it will act: 

India; 

 (ii) the following language which it will accept: 

English. 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 

all subject matter which is searched or examined under the Indian Patent Law 
administered by the Indian Patent Office. 
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Annex C 

Fees and Charges 

Part I.  Schedule of Fees and Charges 

Kind of fee or charge Amount 
 (Indian rupees)  

Search fee (Rule 16.1(a)) […] 
Additional fee (Rule 40.2(a)): 
 – where the international search report  
  was issued by the Authority  […] 
 – in other cases […] 
Preliminary examination fee (Rule 58.1(b)) […] 
Additional fee (Rule 68.3(a)) […] 
Cost of copies (Rules 44.3(b), 71.2(b) and 94.2) […] 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the Authority benefits from an earlier search made by the Authority, 25% 
or 50% of the search fee paid shall be refunded, depending upon the extent to which the 
Authority benefits from that earlier search. 

 (4) In the cases provided for under Rule 58.3, the amount of the preliminary 
examination fee paid shall be fully refunded. 

 (5) Where the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee paid 
shall be fully refunded. 

Annex D 
Languages of Correspondence 

 Under Article 7 of the Agreement, the Authority specifies the following language: 

English. 

 
[Annex IV follows] 
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AMENDMENTS OF THE REGULATIONS UNDER THE PCT: 
(to enter into force on July 1, 2008)1 

 
USE OF RESULTS OF EARLIER SEARCHES;   

RESTORATION OF RIGHT OF PRIORITY BY THE RECEIVING OFFICE;  
INTERNATIONAL APPLICATIONS CONSIDERED WITHDRAWN 
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4.14bis to 4.19   [No change]............................................................................................. 3 

Rule 12bis   Copy of Results of Earlier Search  and of Earlier Application;  Translation......... 4 
12bis.1   Copy of Results of Earlier Search and of Earlier Application;  Translation ..... 4 

Rule 16   The Search Fee ........................................................................................................... 6 
16.1 and 16.2   [No change]............................................................................................... 6 
16.3   Partial Refund.......................................................................................................... 6 

Rule 26bis Correction or Addition of Priority Claim................................................................. 7 
26bis.1 and 26bis.2   [No change] ..................................................................................... 7 
26bis.3   Restoration of Right of Priority by Receiving Office .......................................... 7 

Rule 29   International Applications Considered Withdrawn .................................................... 8 
29.1   Finding by Receiving Office .................................................................................... 8 
29.2   [Remains deleted] .................................................................................................... 8 
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1 See paragraph 137(ii) in the main body of this report for details concerning entry into force and 

transitional arrangements.  See also paragraphs 137(iii) and 137(iv) in the main body of this 
report for details concerning understandings relating to Rules 4.12 and 12bis.1(e). 

2 The Table of Contents is included for convenience;  it does not form part of the amendments. 
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Rule 4   

The Request (Contents) 

4.1   Mandatory and Optional Contents;  Signature 

 (a)  [No change] 

 (b)  The request shall, where applicable, contain: 

 (i) [no change] 

 (ii) indications relating to an earlier search as provided in Rules 4.12(i) and 
12bis.1(c) and (f), 

 (iii) and (iv)  [no change] 

 (c)  The request may contain: 

 (i) to (iv)  [no change] 

 (v) a request for restoration of the right of priority, 

 (vi) a statement as provided in Rule 4.12(ii). 

 (d)  [No change] 

4.2 to 4.10   [No change] 

4.11   Reference to Continuation or Continuation-in-Part, or Parent Application or Grant 

 (a)  If: 

 (i) the applicant intends to make an indication under Rule 49bis.1(a) or (b) of the 
wish that the international application be treated, in any designated State, as an 
application for a patent of addition, certificate of addition, inventor’s certificate 
of addition or utility certificate of addition;  or 

 (ii) the applicant intends to make an indication under Rule 49bis.1(d) of the wish 
that the international application be treated, in any designated State, as an 
application for a continuation or a continuation-in-part of an earlier application; 

the request shall so indicate and shall indicate the relevant parent application or parent patent 
or other parent grant. 

 (b)  The inclusion in the request of an indication under paragraph (a) shall have no 
effect on the operation of Rule 4.9. 
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4.12   Taking into Account Results of Earlier Search  

 If the applicant wishes the International Searching Authority to take into account, in 
carrying out the international search, the results of an earlier international, international-type 
or national search carried out by the same or another International Searching Authority or by a 
national Office (“earlier search”): 

 (i) the request shall so indicate and shall specify the Authority or Office concerned 
and the application in respect of which the earlier search was carried out; 

 (ii) the request may, where applicable, contain a statement to the effect that the 
international application is the same, or substantially the same, as the application in respect of 
which the earlier search was carried out, or that the international application is the same, or 
substantially the same, as that earlier application except that it is filed in a different language. 

4.13 and 4.14   [Remain deleted] 

4.14bis to 4.19   [No change] 
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Rule 12bis   

Copy of Results of Earlier Search  
and of Earlier Application;  Translation 

12bis.1   Copy of Results of Earlier Search and of Earlier Application;  Translation 

 (a)  Where the applicant has, under Rule 4.12, requested the International Searching 
Authority to take into account the results of an earlier search carried out by the same or 
another International Searching Authority or by a national Office, the applicant shall, subject 
to paragraphs (c) to (f), submit to the receiving Office, together with the international 
application, a copy of the results of the earlier search, in whatever form (for example, in the 
form of a search report, a listing of cited prior art or an examination report) they are presented 
by the Authority or Office concerned. 

 (b)  The International Searching Authority may, subject to paragraphs (c) to (f), invite 
the applicant to furnish to it, within a time limit which shall be reasonable under the 
circumstances: 

 (i) a copy of the earlier application concerned; 

 (ii) where the earlier application is in a language which is not accepted by the 
International Searching Authority, a translation of the earlier application into a language 
which is accepted by that Authority; 

 (iii) where the results of the earlier search are in a language which is not accepted 
by the International Searching Authority, a translation of those results into a language which 
is accepted by that Authority; 

 (iv) a copy of any document cited in the results of the earlier search. 

 (c)  Where the earlier search was carried out by the same Office as that which is acting 
as the receiving Office, the applicant may, instead of submitting the copies referred to in 
paragraphs (a) and (b)(i) and (iv), indicate the wish that the receiving Office prepare and 
transmit them to the International Searching Authority.  Such request shall be made in the 
request and may be subjected by the receiving Office to the payment to it, for its own benefit, 
of a fee. 

 (d)  Where the earlier search was carried out by the same International Searching 
Authority, or by the same Office as that which is acting as the International Searching 
Authority, no copy or translation referred to in paragraphs (a) and (b) shall be required to be 
submitted under those paragraphs. 
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[Rule 12bis.1, continued] 

 (e)  Where the request contains a statement under Rule 4.12(ii) to the effect that the 
international application is the same, or substantially the same, as the application in respect of 
which the earlier search was carried out, or that the international application is the same, or 
substantially the same, as that earlier application except that it is filed in a different language, 
no copy or translation referred to in paragraphs (b)(i) and (ii) shall be required to be submitted 
under those paragraphs. 

 (f)  Where a copy or translation referred to in paragraphs (a) and (b) is available to the 
International Searching Authority in a form and manner acceptable to it, for example, from a 
digital library or in the form of the priority document, and the applicant so indicates in the 
request, no copy or translation shall be required to be submitted under those paragraphs. 
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Rule 16   

The Search Fee 

16.1 and 16.2   [No change] 

16.3   Partial Refund 

 Where the International Searching Authority takes into account, under Rule 41.1, the 
results of an earlier search in carrying out the international search,  that Authority shall refund 
the search fee paid in connection with the international application to the extent and under the 
conditions provided for in the agreement under Article 16(3)(b). 
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Rule 26bis 

Correction or Addition of Priority Claim 

26bis.1 and 26bis.2   [No change] 

26bis.3   Restoration of Right of Priority by Receiving Office 

 (a) to (c)  [No change] 

 (d)  The submission of a request under paragraph (a) may be subjected by the receiving 
Office to the payment to it, for its own benefit, of a fee for requesting restoration, payable 
within the time limit applicable under paragraph (e).  The amount of that fee, if any, shall be 
fixed by the receiving Office.  The time limit for payment of the fee may be extended, at the 
option of the receiving Office, for a period of up to two months from the expiration of the 
time limit applicable under paragraph (e). 

 (e) to (j)  [No change] 
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Rule 29   

International Applications Considered Withdrawn 

29.1   Finding by Receiving Office 

 If the receiving Office declares, under Article 14(1)(b) and Rule 26.5 (failure to correct 
certain defects), or under Article 14(3)(a) (failure to pay the prescribed fees under 
Rule 27.1(a)), or under Article 14(4) (later finding of non-compliance with the requirements 
listed in items (i) to (iii) of Article 11(1)), or under Rule 12.3(d) or 12.4(d) (failure to furnish 
a required translation or, where applicable, to pay a late furnishing fee), or under 
Rule 92.4(g)(i) (failure to furnish the original of a document), that the international 
application is considered withdrawn: 

 (i) to (iii)  [no change] 

 (iv) the International Bureau shall not be required to notify the applicant of the 
receipt of the record copy; 

 (v) no international publication of the international application shall be effected if 
the notification of the said declaration transmitted by the receiving Office reaches the 
International Bureau before the technical preparations for international publication have been 
completed. 

29.2   [Remains deleted] 

29.3 and 29.4   [No change] 
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Rule 41   

Taking into Account Results of Earlier Search 

41.1   Taking into Account Results of Earlier Search 

 Where the applicant has, under Rule 4.12, requested the International Searching 
Authority to take into account the results of an earlier search and has complied with 
Rule 12bis.1 and: 

 (i) the earlier search was carried out by the same International Searching 
Authority, or by the same Office as that which is acting as the International Searching 
Authority, the International Searching Authority shall, to the extent possible, take those 
results into account in carrying out the international search; 

 (ii) the earlier search was carried out by another International Searching Authority, 
or by an Office other than that which is acting as the International Searching Authority, the 
International Searching Authority may take those results into account in carrying out the 
international search. 

[Annex V follows] 
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Rule 45bis   

Supplementary International Searches 

45bis.1   Supplementary Search Request 

 (a)  The applicant may, at any time prior to the expiration of 19 months from the 
priority date, request that a supplementary international search be carried out in respect of the 
international application by an International Searching Authority that is competent to do so 
under Rule 45bis.9.  Such requests may be made in respect of more than one such Authority. 

 (b)  A request under paragraph (a) (“supplementary search request”) shall be submitted 
to the International Bureau and shall indicate: 

 (i) the name and address of the applicant and of the agent (if any), the title of the 
invention, the international filing date and the international application number; 

 (ii) the International Searching Authority that is requested to carry out the 
supplementary international search (“Authority specified for supplementary search”);  and 

 (iii) where the international application was filed in a language which is not 
accepted by that Authority, whether any translation furnished to the receiving Office under 
Rule 12.3 or 12.4 is to form the basis of the supplementary international search. 

 (c)  The supplementary search request shall, where applicable, be accompanied by: 

 (i) where neither the language in which the international application was filed nor 
that in which a translation (if any) has been furnished under Rule 12.3 or 12.4 is accepted by 
the Authority specified for supplementary search, a translation of the international application 
into a language which is accepted by that Authority; 

 (ii) preferably, a copy of a sequence listing in electronic form complying with the 
standard provided for in the Administrative Instructions, if required by the Authority specified 
for supplementary search. 

 (d)  Where the International Searching Authority has found that the international 
application does not comply with the requirement of unity of invention, the supplementary 
search request may contain an indication of the wish of the applicant to limit the 
supplementary international search to one of the inventions as identified by the International 
Searching Authority other than the main invention referred to in Article 17(3)(a). 

 (e)  The supplementary search request shall be considered not to have been submitted, 
and the International Bureau shall so declare: 

 (i) if it is received after the expiration of the time limit referred to in 
paragraph (a);  or 

 (ii) if the Authority specified for supplementary search has not stated, in the 
applicable agreement under Article 16(3)(b), its preparedness to carry out such searches or is 
not competent to do so under Rule 45bis.9(b). 
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45bis.2   Supplementary Search Handling Fee 

 (a)  The supplementary search request shall be subject to the payment of a fee for the 
benefit of the International Bureau (“supplementary search handling fee”) as set out in the 
Schedule of Fees. 

 (b)  The supplementary search handling fee shall be paid in the currency in which the 
fee is set out in the Schedule of Fees or in any other currency prescribed by the International 
Bureau.  The amount in such other currency shall be the equivalent, in round figures, as 
established by the International Bureau, of the amount as set out in the Schedule of Fees, and 
shall be published in the Gazette. 

 (c)  The supplementary search handling fee shall be paid to the International Bureau 
within one month from the date of receipt of the supplementary search request.  The amount 
payable shall be the amount applicable on the date of payment. 

 (d)  The International Bureau shall refund the supplementary search handling fee to the 
applicant if, before the documents referred to in Rule 45bis.4(e)(i) to (iv) are transmitted to 
the Authority specified for supplementary search, the supplementary search request is 
withdrawn or considered not to have been submitted. 
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45bis.3   Supplementary Search Fee 

 (a)  Each International Searching Authority carrying out supplementary international 
searches may require that the applicant pay a fee (“supplementary search fee”) for its own 
benefit for carrying out such a search. 

 (b)  The supplementary search fee shall be collected by the International Bureau.  
Rules 16.1(b) to (e) shall apply mutatis mutandis. 

 (c)  As to the time limit for payment of the supplementary search fee and the amount 
payable, the provisions of Rule 45bis.2(c) shall apply mutatis mutandis. 

 (d)  The International Bureau shall refund the supplementary search fee to the applicant 
if, before the documents referred to in Rule 45bis.4(e)(i) to (iv) are transmitted to the 
Authority specified for supplementary search, the supplementary search request is withdrawn 
or considered not to have been submitted. 

 (e)  The Authority specified for supplementary search shall, to the extent and under the 
conditions provided for in the applicable agreement under Article 16(3)(b), refund the 
supplementary search fee if, before it has started the supplementary international search in 
accordance with Rule 45bis.5(a), the supplementary search request is considered not to have 
been submitted. 



PCT/A/36/13 
Annex V, page 5 

 
45bis.4   Checking of Supplementary Search Request;  Correction of Defects;  Late Payment 
of Fees;  Transmittal to International Searching Authority 

 (a)  Promptly after receipt of a supplementary search request, the International Bureau 
shall check whether it complies with the requirements of Rule 45bis.1(b) and (c)(i) and shall 
invite the applicant to correct any defects within a time limit of one month from the date of 
the invitation. 

 (b)  Where, by the time they are due under Rules 45bis.2(c) and 45bis.3(c), the 
International Bureau finds that the supplementary search handling fee and the supplementary 
search fee have not been paid in full, it shall invite the applicant to pay to it the amount 
required to cover those fees, together with the late payment fee under paragraph (c), within a 
time limit of one month from the date of the invitation. 

 (c)  The payment of fees in response to an invitation under paragraph (b) shall be 
subject to the payment to the International Bureau, for its own benefit, of a late payment fee 
whose amount shall be 50% of the supplementary search handling fee. 

 (d)  If the applicant does not furnish the required correction or does not pay the amount 
in full of the fees due, including the late payment fee, before the expiration of the time limit 
applicable under paragraph (a) or (b), respectively, the supplementary search request shall be 
considered not to have been submitted and the International Bureau shall so declare and shall 
inform the applicant accordingly. 

 (e)  On finding that the requirements of Rule 45bis.1(b) and (c)(i), 45bis.2(c) 
and 45bis.3(c) have been complied with, the International Bureau shall promptly, but not 
before the date of receipt by it of the international search report or the expiration of 17 months 
from the priority date, whichever occurs first, transmit to the Authority specified for 
supplementary search a copy of each of the following: 

 (i) the supplementary search request; 

 (ii) the international application; 

 (iii) any sequence listing furnished under Rule 45bis.1(c)(ii);  and 

 (iv) any translation furnished under Rule 12.3, 12.4 or 45bis.1(c)(i) which is to 
be used as the basis of the supplementary international search; 

and, at the same time, or promptly after their later receipt by the International Bureau: 

 (v) the international search report and the written opinion established under 
Rule 43bis.1; 

 (vi) any invitation by the International Searching Authority to pay additional 
fees referred to in Article 17(3)(a);  and  

 (vii) any protest by the applicant under Rule 40.2(c) and the decision thereon by 
the review body constituted in the framework of the International Searching 
Authority. 
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[Rule 45bis.4, continued] 

 (f)  Upon request of the Authority specified for supplementary search, the written 
opinion referred to in paragraph (e)(v) shall, when not in English or in a language accepted by 
that Authority, be translated into English by or under the responsibility of the International 
Bureau.  The International Bureau shall transmit a copy of the translation to that Authority 
within two months from the date of receipt of the request for translation, and shall at the same 
time transmit a copy to the applicant. 
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45bis.5   Start, Basis and Scope of Supplementary International Search 

 (a)  The Authority specified for supplementary search shall start the supplementary 
international search promptly after receipt of the documents specified in Rule 45bis.4(e)(i) 
to (iv), provided that the Authority may, at its option, delay the start of the search until it has 
also received the documents specified in Rule 45bis.4(e)(v) or until the expiration of 
22 months from the priority date, whichever occurs first. 

 (b)  The supplementary international search shall be carried out on the basis of the 
international application as filed or of a translation referred to in Rule 45bis.1(b)(iii) or 
45bis.1(c)(i), taking due account of the international search report and the written opinion 
established under Rule 43bis.1 where they are available to the Authority specified for 
supplementary search before it starts the search.  Where the supplementary search request 
contains an indication under Rule 45bis.1(d), the supplementary international search may be 
limited to the invention specified by the applicant under Rule 45bis.1(d) and those parts of the 
international application which relate to that invention. 

 (c)  For the purposes of the supplementary international search, Article 17(2) and 
Rules 13ter.1, 33 and 39 shall apply mutatis mutandis. 

 (d)  Where the international search report is available to the Authority specified for 
supplementary search before it starts the search under paragraph (a), that Authority may 
exclude from the supplementary search any claims which were not the subject of the 
international search. 

 (e)  Where the International Searching Authority has made the declaration referred to in 
Article 17(2)(a) and that declaration is available to the Authority specified for supplementary 
search before it starts the search under paragraph (a), that Authority may decide not to 
establish a supplementary international search report, in which case it shall so declare and 
promptly notify the applicant and the International Bureau accordingly. 

 (f)  The supplementary international search shall cover at least the documentation 
indicated for that purpose in the applicable agreement under Article 16(3)(b). 

 (g)  If the Authority specified for supplementary search finds that carrying out the 
search is excluded by a limitation or condition referred to in Rule 45bis.9(a), the 
supplementary search request shall be considered not to have been submitted, and the 
Authority shall so declare and shall promptly notify the applicant and the International Bureau 
accordingly. 
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45bis.6   Unity of Invention 

 (a)  If the Authority specified for supplementary search finds that the international 
application does not comply with the requirement of unity of invention, it shall:  

 (i) establish the supplementary international search report on those parts of the 
international application which relate to the invention first mentioned in the claims (“main 
invention”); 

 (ii) notify the applicant of its opinion that the international application does not 
comply with the requirement of unity of invention and specify the reasons for that opinion;  
and 

 (iii) inform the applicant of the possibility of requesting, within the time limit 
referred to in paragraph (c), a review of the opinion. 

 (b)  In considering whether the international application complies with the requirement 
of unity of invention, the Authority shall take due account of any documents received by it 
under Rule 45bis.4(e)(vi) and (vii) before it starts the supplementary international search. 

 (c)  The applicant may, within one month from the date of the notification under 
paragraph (a)(ii), request the Authority to review the opinion referred to in paragraph (a).  The 
request for review may be subjected by the Authority to the payment to it, for its own benefit, 
of a review fee whose amount shall be fixed by it. 

 (d)  If the applicant, within the time limit under paragraph (c), requests a review of the 
opinion by the Authority and pays any required review fee, the opinion shall be reviewed by 
the Authority.  The review shall not be carried out only by the person who made the decision 
which is the subject of the review.  Where the Authority: 

 (i) finds that the opinion was entirely justified, it shall notify the applicant 
accordingly; 

 (ii) finds that the opinion was partially unjustified but still considers that the 
international application does not comply with the requirement of unity of invention, it shall 
notify the applicant accordingly and, where necessary, proceed as provided for in 
paragraph (a)(i); 

 (iii) finds that the opinion was entirely unjustified, it shall notify the applicant 
accordingly, establish the supplementary international search report on all parts of the 
international application and refund the review fee to the applicant. 

 (e)  On the request of the applicant, the text of both the request for review and the 
decision thereon shall be communicated to the designated Offices together with the 
supplementary international search report.  The applicant shall submit any translation thereof 
with the furnishing of the translation of the international application required under 
Article 22. 
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[Rule 45bis.6, continued] 

 (f)  Paragraphs (a) to (e) shall apply mutatis mutandis where the Authority specified for 
supplementary search decides to limit the supplementary international search in accordance 
with the second sentence of Rule 45bis.5(b), provided that any reference in the said 
paragraphs to the “international application” shall be construed as a reference to those parts of 
the international application which relate to the invention specified by the applicant under 
Rule 45bis.1(d). 
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45bis.7   Supplementary International Search Report 

 (a)  The Authority specified for supplementary search shall, within 28 months from the 
priority date, establish the supplementary international search report, or make the declaration 
referred to in Article 17(2)(a) as applicable by virtue of Rule 45bis.5(c) that no supplementary 
international search report will be established. 

 (b)  Every supplementary international search report, any declaration referred to in 
Article 17(2)(a) as applicable by virtue of Rule 45bis.5(c) and any declaration under 
Rule 45bis.5(e) shall be in a language of publication. 

 (c)  For the purposes of establishing the supplementary international search report, 
Rules 43.1, 43.2, 43.5, 43.6, 43.6bis, 43.8 and 43.10 shall, subject to paragraphs (d) and (e), 
apply mutatis mutandis.  Rule 43.9 shall apply mutatis mutandis, except that the references 
therein to Rules 43.3, 43.7 and 44.2 shall be considered non-existent.  Article 20(3) and 
Rule 44.3 shall apply mutatis mutandis. 

 (d)  The supplementary international search report need not contain the citation of any 
document cited in the international search report, except where the document needs to be cited 
in conjunction with other documents that were not cited in the international search report. 

 (e)  The supplementary international search report may contain explanations: 

 (i) with regard to the citations of the documents considered to be relevant; 

 (ii) with regard to the scope of the supplementary international search. 
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45bis.8   Transmittal and Effect of the Supplementary International Search Report 

 (a)  The Authority specified for supplementary search shall, on the same day, transmit 
one copy of the supplementary international search report or the declaration that no 
supplementary international search report shall be established, as applicable, to the 
International Bureau and one copy to the applicant. 

 (b)  Subject to paragraph (c), Article 20(1) and Rules 45.1, 47.1(d) and 70.7(a) shall 
apply as if the supplementary international search report were part of the international search 
report. 

 (c)  A supplementary international search report need not be taken into account by the 
International Preliminary Examining Authority for the purposes of a written opinion or the 
international preliminary examination report if it is received by that Authority after it has 
begun to draw up that opinion or report. 
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45bis.9   International Searching Authorities Competent to Carry Out Supplementary 
International Search 

 (a)  An International Searching Authority shall be competent to carry out supplementary 
international searches if its preparedness to do so is stated in the applicable agreement under 
Article 16(3)(b), subject to any limitations and conditions set out in that agreement. 

 (b)  The International Searching Authority carrying out the international search under 
Article 16(1) in respect of an international application shall not be competent to carry out a 
supplementary international search in respect of that application. 

 (c)  The limitations referred to in paragraph (a) may, for example, include limitations as 
to the subject matter for which supplementary international searches will be carried out, 
beyond those which would apply under Article 17(2) to the international search, and 
limitations as to the total number of supplementary international searches which will be 
carried out in a given period. 
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SCHEDULE OF FEES 

 
Fees Amounts 
1. International filing fee: 

(Rule 15.2) 
 1,400 
 15

Swiss francs plus 
Swiss francs for 
each sheet of the 
international 
application in excess 
of 30 sheets 

2. Supplementary search handling fee: 
(Rule 45bis.2)  

 200 Swiss francs 

3. Handling fee: 
(Rule 57.2) 

 200 Swiss francs 

Reductions  
4. The international filing fee is reduced by the following amount if the international 
application is, as provided for in the Administrative Instructions, filed: 
 
 (a) on paper together with a copy in electronic 

form, in character coded format, of the request 
and the abstract: 

 
 
 100 Swiss francs 

 (b) in electronic form, the request not being in 
character coded format: 

 
 100 Swiss francs 

 (c) in electronic form, the request being in 
character coded format: 

 
 200 Swiss francs 

 (d) in electronic form, the request, description, 
claims and abstract being in character coded 
format: 

 
 
 300 Swiss francs 

5. The international filing fee under item 1 (where applicable, as reduced under item 4), 
the supplementary search handling fee under item 2 and the handling fee under item 3 are 
reduced by 75% if the international application is filed by: 
 (a) an applicant who is a natural person and who is a national of and resides in a 

State whose per capita national income is below US$3,000 (according to the 
average per capita national income figures used by the United Nations for 
determining its scale of assessments for the contributions payable for the years 
1995, 1996 and 1997);  or 

 (b) an applicant, whether a natural person or not, who is a national of and resides in a 
State that is classed as a least developed country by the United Nations; 

provided that, if there are several applicants, each must satisfy the criteria set out in either 
sub-item (a) or (b). 
 
 

[Annex VI follows] 
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AMENDMENTS OF THE PCT REGULATIONS: 
(to enter into force on January 1, 2009)1 

 
ADDITION OF KOREAN AND PORTUGUESE AS LANGUAGES OF PUBLICATION 

 
 

TABLE OF CONTENTS2 
page 

Rule 48   International Publication............................................................................................. 2 
48.1 and 48.2   [No change]............................................................................................... 2 
48.3   Languages of Publication ........................................................................................ 2 
48.4 to 48.6  [No change] .................................................................................................. 2 
 

 
1  See paragraph 174(ii) in the main body of this report for details concerning entry into force and 

transitional arrangements. 
2 The Table of Contents is included for convenience;  it does not form part of the amendments. 
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Rule 48   

International Publication 

48.1 and 48.2   [No change] 

48.3   Languages of Publication 

 (a)  If the international application is filed in Arabic, Chinese, English, French, German, 
Japanese, Korean, Portuguese, Russian or Spanish (“languages of publication”), that 
application shall be published in the language in which it was filed. 

 (b) and (c)  [No change] 

48.4 to 48.6  [No change] 

[End of Annex VI and of document] 
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WORLD INTE LLECTUAL PROPERT Y O RGANI ZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

ASSEMBLY

Thirty-Seventh (21st Extraordinary) Session
Geneva, March 31, 2008

REPORT

adopted by the Assembly

1. The Assembly was concerned with the following items of the Agenda
(document A/44/1): 1, 2, 3, 4 and 5.

2. The report on the said items, with the exception of the discussions on the proposed
amendments of the Schedule of Fees annexed to the PCT Regulations, is contained in the
General Report (document A/44/3).

3. The report on the discussions on the proposed amendments of the Schedule of Fees
annexed to the PCT Regulations is contained in the present document.

4. In the absence of the Chair of the Assembly (Mrs. Ásta Valdimarsdóttir (Iceland)) and
both Vice-Chairs (Mr. Matti Päts (Estonia) and Mr. Yin Xintian (China)), Ambassador Martin
Ihoeghian Uhomoibhi (Nigeria), Chair of the General Assembly, was elected acting Chair and
presided over the meeting.

AMENDMENTS OF THE SCHEDULE OF FEES

5. Discussions were based on document PCT/A/37/1.
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6. The Secretariat, in introducing the proposals contained in document PCT/A/37/1,
explained that the proposal to set a time limit (until December 31, 2009) to the availability of
the reduction in the international filing fee and the handling fee to applicants from nine
countries which at present did not benefit from such reduction (Antigua and Barbuda,
Bahrain, Barbados, the Libyan Arab Jamahiriya, Oman, the Seychelles, Singapore, Trinidad
and Tobago and the United Arab Emirates) had been included so as to give Member States the
opportunity to agree, prior to that date, on a revised set of eligibility criteria for determining
the group of developing and least developed countries whose applicants should benefit from a
reduction of PCT fees, noting that, at its thirty-sixth (16th ordinary) session, the Assembly had
requested the International Bureau to carry out a study on those eligibility criteria and to
present that study to the session of the PCT Assembly in September-October 2008 (see
paragraph 62 of document PCT/A/36/13).

7. The Secretariat, in response to an intervention by the Delegation of Algeria as to the
financial implications for WIPO’s budget if the proposed amendments to the Schedule of Fees
set out in document PCT/A/37/1 were to enter into force either immediately, on July 1, 2008,
or on January 1, 2009, stated that if the amendments were to enter into force immediately, that
is, on May 1, 2008, income would be reduced by 21 million Swiss francs, whereas income
would be reduced by 18 million Swiss francs and 12 million Swiss francs were the
amendments to enter into force on July 1, 2008, or January 1, 2009, respectively.

8. Following informal consultations, the acting Chair summarized the results of those
consultations as follows. There had been agreement among delegations to adopt the
amendments to the Schedule of Fees as set out in the Annex to document PCT/A/37/1, subject
to replacing, in paragraph 4(a) of the Schedule of Fees as proposed to be amended, the words
“until December 31, 2009” with the words “pending a decision by the PCT Assembly on the
eligibility criteria specified in this sub-paragraph”. Furthermore, there had been agreement
among delegations, during the informal consultations, that the amendments should enter into
force on July 1, 2008.

9. The Assembly:

(i) adopted the amendments of the Schedule of Fees annexed to the Regulations
under the PCT set out in the Annex to this report;

(ii) decided that those amendments shall enter into force on July 1, 2008, and
shall apply to any international application the international filing date of which is on or
after July 1, 2008, provided that the Schedule of Fees as worded before its amendment
shall continue to apply to any international application which is received by the
receiving Office before July 1, 2008, and which is accorded an international filing date
that is on or after July 1, 2008.

10. The Delegation of the Republic of Korea stated that it welcomed the 5% reduction of
the PCT international filing fee as adopted by the Assembly. It considered that this would
encourage applicants to make use of the PCT more frequently. The Delegation further stated
that it considered that the current level of fees was still too high for citizens of developing
countries and that it was thus pleased to see the increase in reduction for them from 75% to
90% of the normal level. However, with respect to the nine countries which had been added
to the list of beneficiaries, it was not clear to the Delegation on what basis they had been
selected. The Delegation stated that it fully understood the situation of countries with small
and vulnerable economies and that it was willing to support their inclusion. However, it did
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not see how countries whose per capita GDP greatly exceeded US$ 30,000 could be
categorized in the same group. The Delegation stated that, while it did not wish to make an
issue of a particular case, it wished to raise the issue as a matter of principle because it was
concerned that this apparent lack of coherence and rationale could lead to undue
discrimination amongst PCT Contracting States and have a negative impact on the long-term
stability of the PCT system itself. The Delegation further stated that it recognized that there
had been serious efforts, particularly amongst the group coordinators, to agree on a
compromise budget package and that the Republic of Korea was willing to respect the
majority will of the Contracting States. However, at the same time, it wished to note that the
decision to add the nine countries concerned was a temporary one and that it hoped that a
thorough review could be made and an appropriate formula could be agreed upon at the
earliest opportunity.

[Annex follows]
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AMENDMENTS OF
THE REGULATIONS UNDER THE PCT

SCHEDULE OF FEES
(with effect from July 1, 2008)

Fees Amounts

1. International filing fee:
(Rule 15.2)

1,330 Swiss francs plus
15 Swiss francs for

each sheet of the
international
application in excess
of 30 sheets

2. Handling fee:
(Rule 57.2)

200 Swiss francs

Reductions

3. The international filing fee is reduced by the following amount if the international
application is, as provided for in the Administrative Instructions, filed:

(a) on paper together with a copy in electronic
form, in character coded format, of the request
and the abstract: 100 Swiss francs

(b) in electronic form, the request not being in
character coded format: 100 Swiss francs

(c) in electronic form, the request being in
character coded format: 200 Swiss francs

(d) in electronic form, the request, description,
claims and abstract being in character coded
format: 300 Swiss francs

4. The international filing fee (where applicable, as reduced under item 3) and the
handling fee are reduced by 90% if the international application is filed by:

(a) an applicant who is a natural person and who is a national of and resides in a
State whose per capita national income is below US$3,000 (according to the
average per capita national income figures used by the United Nations for
determining its scale of assessments for the contributions payable for the years
1995, 1996 and 1997) or, pending a decision by the PCT Assembly on the
eligibility criteria specified in this sub-paragraph, one of the following States:
Antigua and Barbuda, Bahrain, Barbados, the Libyan Arab Jamahiriya, Oman,
the Seychelles, Singapore, Trinidad and Tobago and the United Arab Emirates;
or

(b) an applicant, whether a natural person or not, who is a national of and resides in a
State that is classed as a least developed country by the United Nations;

provided that, if there are several applicants, each must satisfy the criteria set out in either
sub-item (a) or (b).

[End of Annex and of document]
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GENEVA 

INTERNATIONAL PATENT COOPERATION UNION 
(PCT UNION) 

 

ASSEMBLY 

Thirty-Eighth (22nd Extraordinary) Session 
Geneva, September 22 to 30, 2008 

REPORT 

adopted by the Assembly 

1. The Assembly was concerned with the following items of the Consolidated Agenda 
(document A/45/1):  1, 2, 3, 14, 19, 22, 25 and 26. 
 
2. The report on the said items, with the exception of item 19, is contained in the General 
Report (document A/45/5). 
 
3. The report on item 19 is contained in the present document. 
 
4. The meeting of the Assembly was presided over by Mrs. Ásta Valdimarsdóttir 
(Iceland), Chair of the PCT Assembly. 
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ITEM 19 OF THE CONSOLIDATED AGENDA: 

 
MATTERS CONCERNING THE PCT UNION 

 
PCT Working Group: Report of the First Session 
 
5. Discussions were based on document PCT/A/38/1. 
 

6. The Assembly: 
 
 (i) noted the report of the first session of the PCT Working Group contained in 
document PCT/WG/1/16 and reproduced in the Annex of document PCT/A/38/1;  and 
 
 (ii) approved the recommendation concerning the further work of the PCT 
Working Group set out in paragraph 31 of document PCT/A/38/1. 

 
Proposed Amendments of the PCT Regulations 
 
7. Discussions were based on documents PCT/A/38/2 and 2 Add. 
 
8. In introducing the documents, the Secretariat proposed two further corrections of a 
drafting nature to Rule 90bis as proposed to be amended, as well as a number of minor 
corrections of a drafting nature, applicable to the French text only, to various other Rules as 
proposed to be amended.  The corrected texts are set out in Annex I in the English version of 
this report and Annexes I and II of the French version of this report. 
 
9. The Secretariat further informed the Assembly that, as regards the supplementary search 
system, it had received confirmation by the Federal Service for Intellectual Property, Patents 
and Trademarks (Russian Federation), the Swedish Patent and Registration Office and the 
Nordic Patent Institute in their capacity as International Searching Authorities of their 
intention to offer the supplementary search service as of January 1, 2009.  In addition, the 
Austrian Patent Office had confirmed its intention to offer that service later in 2009, and both 
the National Board of Patents and Registration of Finland and the European Patent Office had 
confirmed their intentions to offer supplementary international searches as of 2010. 
 
10. The Delegation of Finland expressed its support for the proposed amendments of the 
Regulations. 
 

11. The Assembly: 
 
 (i) adopted the amendments of the Regulations under the PCT set out in 
Annexes I and II to this report; 
 
 (ii) decided that the amendments set out in Annex I shall enter into force on 
January 1, 2009, and shall apply to any international application in respect of which the 
time limit for making a supplementary search request under new Rule 45bis.1(a) expires 
on or after January 1, 2009; 
 
 (iii) decided that the amendments of Rule 29.4 set out in Annex II shall enter 
into force on July 1, 2009, and shall apply to any international application whose 
international filing date is on or after July 1, 2009;  and 
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 (iv) decided that the amendments of Rules 46.5, 66.8 and 70.16 set out in 
Annex II shall enter into force on July 1, 2009, and shall apply to any international 
application in respect of which an amendment under Article 19 or 34 is made on or after 
July 1, 2009. 

 
Quality Management Systems for PCT International Authorities 
 
12. Discussions were based on document PCT/A/38/3. 
 

13. The Assembly noted the content of document PCT/A/38/3. 
 
Criteria for Any Future Addition of Further Languages of Publication under the PCT 
 
14. Discussions were based on document PCT/A/38/4.  The Secretariat proposed a 
correction to the French text only of the proposed Understanding. 
 

15. The Assembly adopted the Understanding set out in Annex III on criteria for any 
future addition of further languages of publication under the PCT. 

 
Eligibility Criteria for Reductions in PCT Fees:  Proposed Amendments of the Schedule of 
Fees Annexed to the PCT Regulations 
 
16. Discussions were based on document PCT/A/38/5. 
 
17. The Delegation of Singapore stated that, while the proposal on the eligibility criteria for 
the reduction of PCT fees for individual applicants from selected States set out in document 
PCT/A/38/5 reviewed and updated the earlier criteria established in 1997, it had also raised a 
number of conceptual issues which the Delegation hoped the Secretariat would be able to help 
clarify.  The Delegation stated that, first, the Secretariat’s proposal was a departure from the 
1997 decision.  The proposed criteria, income-based and size-based, were new parameters that 
had not been discussed amongst Member States.  Hence, time should be given for in-depth 
consideration and discussion to ensure prudent decision-making.  Second, the basis of the 
size-based criteria benchmarks (“not more than 50% above the threshold for establishing the 
high income category” and “not more than 0.1% of world GDP”) was unclear.  These 
benchmarks were based on borrowing concepts and measurements developed in other 
international organizations for other purposes.  Hence, more clarity was needed in terms of 
the thought process and reasoning behind the proposals to use these borrowed concepts, 
particularly as regards the determination of the final ceilings under the Secretariat’s proposal.  
In this regard, the Delegation stated that it would be grateful for the Secretariat’s clarifications 
on the rationale, applicability as well as mathematical calculations or formulas in drawing the 
boundaries at “not more than 50% above the threshold for establishing the high income 
category” and “not more than 0.1% of world GDP”. 
 
18. The Delegation further expressed the view that, third, earlier discussions had 
highlighted that the overarching objective of the reduction in PCT fees for individuals was to 
spur innovation.  The proposal’s focus on economic indicators, such as GNI per capita and 
GDP, were not definitive in measuring or encouraging innovation.  For a more complete 
picture, work should be done towards identifying criteria that would fulfill the objective of 
encouraging inventive activities.  One aspect that should be explored in greater detail was that 
of an innovation criterion.  Quoting from a study by the Organisation for Economic Co-
operation and Development (OECD) (Compendium of Patent Statistics 2007, OECD), the 
Delegation stated that patent-based statistics provided a measure of innovation output as they 
reflected the inventive performance of countries.  Hence, an in-depth statistical analysis of 
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parameters, such as the level of PCT filings by individuals and patent trends, should be 
conducted.  This approach would ensure that the reduction in PCT fees served to benefit 
States with lower levels of filings by encouraging innovation, and the increased usage of the 
PCT system in patent filings.  Fourth, the decision for a 90% reduction in PCT fees for 
eligible countries had been made in March 2008 and had come into force only on 1 July 2008.  
In the case of Singapore, 11 individual applicants had already benefited from the 90% 
reduction over the past two months, and the impact on the PCT income was a negligible 
0.008%.  More time should be given to allow Member States to assess the impact of the 90% 
reduction on innovation levels.  At least a year should be allowed to pass to allow the impact 
of the decision to work through the PCT system before going back to the drawing board to 
refine the March 2008 decision.  This would permit more rounded assessments.  Meanwhile, 
the Secretariat could explore new criteria, particularly innovation-related criteria which would 
provide additional and perhaps more relevant perspectives to this issue. 
 
19. In conclusion, the Delegation of Singapore stated that it was of the view that a decision 
on eligibility criteria for fee reductions should be deferred to a later stage, as more time 
should be given for Member States to deliberate on the Secretariat’s proposal, to better assess 
the impact of the recent reduction, and to explore new and conceptually robust criteria.  To 
ensure that the reduction achieved the aim of stimulating innovation, the eventual criteria 
should be based on patent-based statistics and consider independent evidence, rather than 
borrowing concepts which may not be relevant, in order to fulfill the overarching objective of 
spurring innovation. 
 
20. The Delegation of Algeria, speaking on behalf of the African Group, stated that the 
Group had taken careful note of the proposed eligibility criteria for reductions of the PCT 
fees.  The Group supported the extension of the reductions to developing countries of all 
categories, including the nine States to which the reductions had been extended pending 
review.  Moreover, it was essential that least developed countries (LDCs) should continue to 
benefit from the fee reductions for as long as they continued to be classified as LDCs 
according to the United Nations system.  Finally, the Group considered that the proposal for 
biennial review of the lists of eligible States was too frequent and a period of five years was 
recommended since it could not be expected that a developing country or LDC would make 
substantial progress in a period as short as two years. 
 
21. The Delegation of the United Arab Emirates expressed its support for the proposal made 
by Singapore to conduct further studies.  It observed that most inventors from the United Arab 
Emirates were students. 
 
22. The Delegation of Nigeria endorsed the statement of the African Group.  The 
Delegation supported criteria that would be broad enough to offer fee reductions to all 
developing countries, including the nine which had been recently added.  The Delegation 
considered that it was important to consider carefully and scientifically what each criterion 
could do in terms of improvement to the system.  It was necessary to look at what could be 
done to ensure that all developing countries enjoyed this fee reduction.  The Delegation 
considered that a combination of both an income and size-based approach as recommended by 
the Secretariat would go furthest to embracing all these countries and the Delegation endorsed 
such an approach.  The Delegation observed that a decision might be postponed to do further 
scientific analysis to find the most correct approach but believed that, even if another 10 years 
was spent on analysis, it would be impossible to do something definite.  What was needed 
was to apply criteria now that could help extend reductions to all countries in the developing 
world.  This did not preclude a careful review of the criteria, but the important thing was to  
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apply something which was broad.  The Delegation reiterated the view expressed by the 
African Group that two years was too short for a period for review.  Five years would be 
appropriate for this. 
 
23. The Delegation of Oman observed that Oman would benefit from the criteria that came 
out of this study.  Its authorities had not yet had the time to consider the study in detail, in 
particular because of the language in which the study was published.  Language was, of 
course, a very important factor in enabling delegations to understand the documents that are 
published by the Organization.  In relation to the study, the Delegation referred to the 
objectives of the fee reduction as stated in paragraph 4, that it “would contribute to increased 
access to the PCT system” or increase demand, and that would be a tangible benefit.  With 
regard to the choice of criteria, the Delegation considered that those proposed in the 
document, based on income and size, were not sufficient.  There should be different criteria, 
such as creativity, which was a key factor.  Creativity was, of course, key to development, and 
that was why it was important to look into that matter as one of the eligibility criteria.  The 
Delegation considered that enlarging the number of different criteria would be useful in 
finding a sustainable long-term solution, rather than a temporary approach under which the 
criteria would have to be reviewed frequently.  The Delegation hoped that the study would 
help to find a long term sustainable solution which would only need to be reviewed every 
three or four years.  Such a review should take into account the increasing demand and, 
importantly, development in the beneficiary countries.  The Delegation finally reiterated the 
importance of language.  For countries which were just getting to grips with a new system, it 
was essential to have effective means of communicating in their own languages.  If the 
benefits of treaties and agreements were going to be felt, it was necessary to receive all of the 
documents for those treaties in a language that enabled the authorities to understand the fine 
technical niceties of the agreements so that States would be able to have a fruitful dialog. 
 
24. The Delegation of Barbados stated that the Member States of WIPO were, in this 
matter, engaging in a norm setting activity, seeking to establish the modalities on the criteria 
for eligibility for a PCT fee reduction.  In that regard, the Delegation wished to congratulate 
the International Bureau for its attempt to move away from a “one size fits all” approach with 
respect to the application of the eligibility criteria, and for attempting to provide an 
appropriate solution for patent applicants in small States which would either not be eligible or 
which would soon lose their eligibility for the fee reduction if income were the only criterion.  
The Delegation considered that Member States were beginning to see the emergence of the 
effect of the development agenda in the work of the International Bureau. 
 
25. The Delegation of Barbados further stated that, notwithstanding its appreciation for the 
work of the International Bureau, it had concerns about the appropriateness of the criterion 
suggested in paragraph 28(b) of document PCT/A/38/5 as it applied to patent applicants from 
high income, small, vulnerable economies.  The Delegation wished to elaborate on why such 
economies did require special and differential treatment with respect to eligibility for a PCT 
fee reduction, and why a “one size fits all” approach, based on per capita income, was 
inappropriate.  The Delegation expressed the view that, in determining which countries should 
benefit from a PCT fee reduction, one could not afford simply to look at per capita income in 
isolation;  otherwise, one would end up with an inequitable result for patent applicants in high 
income, small, vulnerable economies, such as Barbados.  Rather, one had to look at the 
various circumstances existing in a given country and the challenges which patent applicants 
in that country faced in the manufacture of an invention, the sale of that invention in the 
domestic market as well as the export of that product to the markets of other countries, in 
order to determine whether there was a need for the applicant to benefit from a fee reduction.  
One had to look at the full picture.  The PCT system was not an end in itself but a means to an  
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end.  It was one of the mechanisms through which intellectual property could make a 
contribution to the economic development of a country.  If one looked only at the per capita 
income, one ended up in the situation whereby patent applicants in certain middle-income 
countries, where the conditions were more favorable to the manufacture and sale of 
inventions, were in reality in a far better position than applicants in high income, small, 
vulnerable economies barred from a PCT fee reduction. 
 
26. The Delegation of Barbados further noted that the per capita income of Barbados was 
high.  According to the figures provided by the International Bureau for 2006, Barbados was 
175 Swiss francs above the threshold for the high income category.  However, while the per 
capita income might be high, the cost of living was also high.  The cost of living in Barbados 
was a factor that ought not to be ignored.  In addition, the cost of production was high and, 
because of the small market, production often suffered from diseconomies of scale.  The 
result was that the level of competitiveness with larger economies was low, which had 
implications for the export and sale of the manufactured invention to persons in other 
countries.  It was therefore rather difficult for a patent applicant in Barbados to recoup what 
he had invested in bringing his invention to the stage of patentability.  In the view of the 
Delegation of Barbados, the challenges which patent applicants in Barbados faced with 
respect to the manufacture and sale of their inventions nullified the benefits of a higher per 
capita income.  A patent applicant in Barbados was, in reality, in the same or a worse position 
than that of patent applicants in certain middle-income countries.  The criterion to be 
suggested for high income, small, vulnerable economies, as well as the duration of that 
criterion, should therefore not be arbitrary in nature but should reflect reality and exist as long 
as the special challenges which patent applicants faced remained. 
 
27. The Delegation of Barbados further stated that many small economies were least 
developed countries, whose needs for special and differential treatment were already 
addressed in paragraph 28(c) of document PCT/A/38/5.  The needs of a number of middle 
income small economies were addressed under paragraph 28(a) of that document, as their per 
capita income fell below the threshold for the high income category.  What needed to be done 
was to find an appropriate solution for patent applicants in high income, small, vulnerable 
economies, such as Barbados;  otherwise, inequity would result, a fact which had to be 
underscored.  The Delegation of Barbados therefore proposed that, in light of the need to 
address the challenges faced by patent applicants in high income, small, vulnerable 
economies, there should be an additional economic criterion in paragraph 28 of document  
PCT/A/38/5, to read as follows:  “… an international application should benefit from the 90% 
fee reduction if it is filed by an applicant who is a natural person and who is a national of and 
resides in a State that is classified as a small, vulnerable economy”. 
 
28. As to the question of how to determine which country belonged to the group of small, 
vulnerable economies, the Delegation of Barbados expressed the view that significant 
progress had been made in the World Trade Organization’s Non-Agricultural Market Access 
(WTO/NAMA) negotiations on this issue.  In the United Nations Conference on Trade and 
Development (UNCTAD), there was a broader category of countries known as the 
Structurally Weak Vulnerable Small Economies, which included all the least developed 
countries, as well as some Latin American and Caribbean countries and others, but more work 
needed to be done on that issue.  The Delegation stated that, in WIPO, Member States had to 
be creative.  The International Bureau could propose the additional criteria and report back to 
Member States at the next PCT Assembly, or Member States could use the WTO/NAMA 
criteria as set out in paragraph 23 of the study.  In NAMA, a small vulnerable economy was 
defined as one that had a share of less than 0.1% of the World NAMA trade for the reference 
period of 1999 to 2001;  a different reference period could be used.  The International Bureau, 
by referring to the NAMA trade-related criterion in the study, had not gone on to explore this 
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criterion because, according to paragraph 24 of the document, it would not be possible to 
classify all States whose applicants could potentially benefit form the PCT fee reduction as 
some WIPO Member States were not members of the WTO.  In that regard, the Delegation of 
Barbados wished to point out that the figures used by the WTO were, as stated in WTO 
document TN/MA/S/18, from the United Nations Comtrade database and could be accessed 
by the International Bureau from that database.  The Delegation stated that it would not like 
this criterion determined by a percentage of world trade to be rejected out of hand simply 
because some WIPO Member States were not members of the WTO.  It encouraged the 
International Bureau to address the special challenges which individual patent applicants in 
high income, small, vulnerable economies faced in the manufacture and sale of their 
inventions both in the domestic market and abroad.  These challenges would not necessarily 
go away should Barbados’s per capita income reach 50% above the threshold used by the 
World Bank for establishing the “high income” category.  The duration of the criteria that 
were proposed should be one which was linked to the existence of these challenges. 
 
29. In conclusion, the Delegation of Barbados stated that, while it welcomed the efforts of 
the International Bureau to take into account not only the concerns of patent applicants in 
large and medium-sized developing economies but also those of applicants in small 
economies, it was unable to join any consensus on the criteria as proposed in paragraph 28 of 
the study.  The Delegation expressed the view that what was needed were more appropriate 
criteria which took into account and addressed the challenges faced by patent applicants in 
high income, small, vulnerable economies such as Barbados. 
 

30. Following a proposal by the Director General-elect, the Assembly agreed that the 
issue should be placed on the agenda of the PCT Working Group in 2009. 

 
 

[Annexes follow]
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Rule 45bis   

Supplementary International Searches 

45bis.1   [No change] 

45bis.2   Supplementary Search Handling Fee 

 (a) to (c)  [No change] 

 (d)  The International Bureau shall refund the supplementary search handling fee to the 
applicant if, before the documents referred to in Rule 45bis.4(e)(i) to (iv) are transmitted to 
the Authority specified for supplementary search, the international application is withdrawn 
or considered withdrawn, or the supplementary search request is withdrawn or considered not 
to have been submitted. 

45bis.3   Supplementary Search Fee 

 (a) to (c)  [No change] 

 (d)  The International Bureau shall refund the supplementary search fee to the applicant 
if, before the documents referred to in Rule 45bis.4(e)(i) to (iv) are transmitted to the 
Authority specified for supplementary search, the international application is withdrawn or 
considered withdrawn, or the supplementary search request is withdrawn or considered not to 
have been submitted. 

 (e)  [No change] 

45bis.4 to 45bis.9   [No change] 
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Rule 90   

Agents and Common Representatives 

90.1   Appointment as Agent 

 (a)  A person having the right to practice before the national Office with which the 
international application is filed or, where the international application is filed with the 
International Bureau, having the right to practice in respect of the international application 
before the International Bureau as receiving Office may be appointed by the applicant as his 
agent to represent him before the receiving Office, the International Bureau, the International 
Searching Authority, any Authority specified for supplementary search and the International 
Preliminary Examining Authority. 

 (b)  [No change] 

 (b-bis)  A person having the right to practice before the national Office or 
intergovernmental organization which acts as the Authority specified for supplementary 
search may be appointed by the applicant as his agent to represent him specifically before that 
Authority. 

 (c)  [No change] 

 (d)  An agent appointed under paragraph (a) may, unless otherwise indicated in the 
document appointing him, appoint one or more sub-agents to represent the applicant as the 
applicant’s agent: 

 (i) before the receiving Office, the International Bureau, the International 
Searching Authority, any Authority specified for supplementary search and the International 
Preliminary Examining Authority, provided that any person so appointed as sub-agent has the 
right to practice before the national Office with which the international application was filed 
or to practice in respect of the international application before the International Bureau as 
receiving Office, as the case may be; 

 (ii) specifically before the International Searching Authority, any Authority 
specified for supplementary search or the International Preliminary Examining Authority, 
provided that any person so appointed as sub-agent has the right to practice before the 
national Office or intergovernmental organization which acts as the International Searching 
Authority, the Authority specified for supplementary search or the International Preliminary 
Examining Authority, as the case may be. 

90.2 and 90.3   [No change] 
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90.4   Manner of Appointment of Agent or Common Representative 

 (a)  [No change] 

 (b)  Subject to Rule 90.5, a separate power of attorney shall be submitted to either the 
receiving Office or the International Bureau, provided that, where a power of attorney 
appoints an agent under Rule 90.1(b), (b-bis), (c) or (d)(ii), it shall be submitted to the 
International Searching Authority, the Authority specified for supplementary search or the 
International Preliminary Examining Authority, as the case may be. 

 (c)  [No change] 

 (d)  Subject to paragraph (e), any receiving Office, any International Searching 
Authority, any Authority competent to carry out supplementary searches, any International 
Preliminary Examining Authority and the International Bureau may waive the requirement 
under paragraph (b) that a separate power of attorney be submitted to it, in which case 
paragraph (c) shall not apply. 

 (e)  [No change] 

90.5   General Power of Attorney 

 (a)  [No change] 

 (b)  The general power of attorney shall be deposited with the receiving Office, 
provided that, where it appoints an agent under Rule 90.1(b), (b-bis), (c) or (d)(ii), it shall be 
deposited with the International Searching Authority, the Authority specified for 
supplementary search or the International Preliminary Examining Authority, as the case may 
be. 

 (c)  Any receiving Office, any International Searching Authority, any Authority 
competent to carry out supplementary searches and any International Preliminary Examining 
Authority may waive the requirement under paragraph (a)(ii) that a copy of the general power 
of attorney is attached to the request, the demand or the separate notice, as the case may be. 

 (d)  Notwithstanding paragraph (c), where the agent submits any notice of withdrawal 
referred to in Rules 90bis.1 to 90bis.4 to the receiving Office, the International Searching 
Authority, the Authority specified for supplementary search or the International Preliminary 
Examining Authority, as the case may be, a copy of the general power of attorney shall be 
submitted to that Office or Authority. 

90.6   [No change] 
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Rule 90bis   

Withdrawals 

90bis.1 to 90bis.3   [No change] 

90bis.3bis   Withdrawal of Supplementary Search Request 

 (a)  The applicant may withdraw a supplementary search request at any time prior to the 
date of transmittal to the applicant and to the International Bureau, under Rule 45bis.8(a), of 
the supplementary international search report or the declaration that no such report will be 
established. 

 (b)  Withdrawal shall be effective on receipt, within the time limit under paragraph (a), 
of a notice addressed by the applicant, at his option, to the Authority specified for 
supplementary search or to the International Bureau, provided that, where the notice does not 
reach the Authority specified for supplementary search in sufficient time to prevent the 
transmittal of the report or declaration referred to in paragraph (a), the communication of that 
report or declaration under Article 20(1), as applicable by virtue of Rule 45bis.8(b), shall 
nevertheless be effected. 

90bis.4   [No change] 

90bis.5   Signature 

 (a)  [No change] 

 (b)  Where two or more applicants file an international application which designates a 
State whose national law requires that national applications be filed by the inventor and where 
an applicant for that designated State who is an inventor could not be found or reached after 
diligent effort, a notice of withdrawal referred to in Rules 90bis.1 to 90bis.4 need not be 
signed by that applicant (“the applicant concerned”) if it is signed by at least one applicant 
and 

 (i) a statement is furnished explaining, to the satisfaction of the receiving Office, 
the International Bureau, the Authority carrying out the supplementary international search or 
the International Preliminary Examining Authority, as the case may be, the lack of signature 
of the applicant concerned, or 

 (ii) in the case of a notice of withdrawal referred to in Rule 90bis.1(b), 90bis.2(d), 
90bis.3(c) or 90bis.3bis(b), the applicant concerned did not sign the request but the 
requirements of Rule 4.15(b) were complied with, or 

 (iii) [No change] 
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90bis.6   Effect of Withdrawal 

 (a) and (b)  [No change] 

 (b-bis)  Where a supplementary search request is withdrawn under Rule 90bis.3bis, the 
supplementary international search by the Authority concerned shall be discontinued. 

 (c)  [No change] 

90bis.7   [No change] 

 
[Annex II follows]
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Rule 29   

International Applications Considered Withdrawn 

29.1 to 29.3   [No change] 

29.4   Notification of Intent to Make Declaration under Article 14(4) 

 (a)  Before the receiving Office issues any declaration under Article 14(4), it shall notify 
the applicant of its intent to issue such declaration and the reasons therefor.  The applicant 
may, if he disagrees with the tentative finding of the receiving Office, submit arguments to 
that effect within two months from the date of the notification. 

 (b)  Where the receiving Office intends to issue a declaration under Article 14(4) in 
respect of an element mentioned in Article 11(1)(iii)(d) or (e), the receiving Office shall, in 
the notification referred to in paragraph (a) of this Rule, invite the applicant to confirm in 
accordance with Rule 20.6(a) that the element is incorporated by reference under Rule 4.18.  
For the purposes of Rule 20.7(a)(i), the invitation sent to the applicant under this paragraph 
shall be considered to be an invitation under Rule 20.3(a)(ii). 

 (c)  Paragraph (b) shall not apply where the receiving Office has informed the 
International Bureau in accordance with Rule 20.8(a) of the incompatibility of 
Rules 20.3(a)(ii) and (b)(ii) and 20.6 with the national law applied by that Office. 
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Rule 46   

Amendment of Claims before the International Bureau 

46.1 to 46.4   [No change] 

46.5   Form of Amendments 

 (a)  The applicant, when making amendments under Article 19, shall be required to 
submit a replacement sheet or sheets containing a complete set of claims in replacement of all 
the claims originally filed. 

 (b)  The replacement sheet or sheets shall be accompanied by a letter which: 

 (i) shall identify the claims which, on account of the amendments, differ from the 
claims originally filed, and shall draw attention to the differences between the claims 
originally filed and the claims as amended; 

 (ii) shall identify the claims originally filed which, on account of the amendments, 
are cancelled. 
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Rule 66   

Procedure before the International Preliminary Examining Authority 

66.1 to 66.7   [No change] 

66.8   Form of Amendments 

 (a)  Subject to paragraph (b), when amending the description or the drawings, the 
applicant shall be required to submit a replacement sheet for every sheet of the international 
application which, on account of an amendment, differs from the sheet previously filed.  The 
replacement sheet or sheets shall be accompanied by a letter which shall draw attention to the 
differences between the replaced sheets and the replacement sheets and shall preferably also 
explain the reasons for the amendment. 

 (b)  [No change] 

 (c)  When amending the claims, Rule 46.5 shall apply mutatis mutandis.  The set of 
claims submitted under Rule 46.5 as applicable by virtue of this paragraph shall replace all the 
claims originally filed or previously amended under Articles 19 or 34, as the case may be. 

66.9   [No change] 



PCT/A/38/6 
Annex II, page 5 

 
Rule 70   

International Preliminary Report on Patentability 
by the International Preliminary Examining Authority 

(International Preliminary Examination Report) 

70.1 to 70.15   [No change] 

70.16   Annexes to the Report 

 (a)  Each replacement sheet under Rule 66.8(a) or (b) shall, unless superseded by later 
replacement sheets under Rule 66.8(a) or (b) or amendments resulting in the cancellation of 
entire sheets under Rule 66.8(b), be annexed to the report. 

 (a-bis)  Replacement sheets under Rule 46.5(a) shall, unless superseded or considered as 
reversed by replacement sheets under Rule 66.8(c), be annexed to the report.  Replacement 
sheets under Rule 66.8(c) shall, unless superseded by later replacement sheets under 
Rule 66.8(c), be annexed to the report.  Letters under Rule 46.5(b) or Rule 66.8(a) or (c) shall 
not be annexed to the report. 

 (b)  Notwithstanding paragraphs (a) and (a-bis), each superseded or reversed 
replacement sheet referred to in those paragraphs shall also be annexed to the report where the 
International Preliminary Examining Authority considers that the relevant superseding or 
reversing amendment goes beyond the disclosure in the international application as filed and 
the report contains an indication referred to in Rule 70.2(c).  In such a case, the superseded or 
reversed replacement sheet shall be marked as provided by the Administrative Instructions. 

70.17   [No change] 

 
 

[Annex III follows] 
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ANNEX III 
 

UNDERSTANDING CONCERNING CRITERIA FOR ANY FUTURE ADDITION 
OF FURTHER LANGUAGES OF PUBLICATION UNDER THE PCT 

 
 A new language of publication under PCT Rule 48.3 should only be added if all of the 
following criteria are met: 
 
 (i) the language is accepted for processing by at least one International Searching 
Authority; 
 
 (ii) the combined number of applications which are first filed in that language (that is, 
without claiming priority from another application, whether in that language or another) in all 
Offices which accept that language (including under the PCT) represent at least 2.5% of total 
first filings worldwide in the most recent year for which statistics are available; 
 
 (iii) adequate machine translation tools are publicly available for translation from that 
language into at least English, which can be integrated into at least one public database 
providing free access to international applications freely or at acceptable cost to the database 
supplier. 
 
 

[End of Annex III and of document] 
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3. The report on item 30 is contained in the present document. 
 
4. Ms. Anne Rejnhold Jørgensen (Denmark) was elected Chair of the Assembly;  
Mr. Li Yuguang (China) and Mr. Miklós Bendzsel (Hungary) were elected Vice-Chairs. 
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ITEM 30 OF THE CONSOLIDATED AGENDA: 

 
MATTERS CONCERNING THE PCT UNION 

 
Appointment of the Egyptian Patent Office and the Israel Patent Office as International 
Searching and Preliminary Examining Authorities under the PCT 
 
5. Discussions were based on documents PCT/A/40/4 and 5. 
 
6. The Chair reported to the Assembly the unanimous positive recommendations given by 
the Committee for Technical Cooperation as to the requests by the Egyptian Patent Office and 
the Israel Patent Office for appointment as International Searching and Preliminary 
Examining Authorities under the PCT (see document PCT/CTC/24/4) and stated that, given 
those unanimous recommendations, she proposed that the requests for appointment of the 
Egyptian Patent Office and the Israel Patent Office be dealt with at the same time. 
 
7. The Delegation of the Syrian Arab Republic stated that, although it might seem that the 
issue at stake was of a technical nature, a political matter of fact imposed itself and should not 
be disregarded.  In view of the existing conflict in the region, continuing occupation by Israel 
of Arab territories, in addition to the fact that Israel did not enjoy a sound legal status in the 
region, and the political situation between Israel and countries of the region – particularly the 
fact that, according to the rules of procedure, Israel was not considered among countries of the 
region, nor did it belong to that Group – the Delegation considered that it seemed impossible 
for the Israeli Patent Office to adequately undertake its work or function as an Authority that 
served the countries of the region.  This would result in a burden on the Organization and a 
failure to provide the expected services.  The fact that, as mentioned in the relevant document, 
the headquarters of the said Office would be Jerusalem, an occupied city subject to numerous 
UN resolutions, made the issue even more difficult to accept at this stage.  The Delegation 
requested to put on record its objection to the request made by Israel that the Israeli Patent 
Office be appointed as an International Searching and Preliminary Examining Authority under 
the PCT, and that the said objection be officially recorded in related documents. 
 
8. The Delegations of Sudan and Algeria aligned themselves with the statement of the 
Delegation of Syrian Arab Republic. 
 
9. The Delegation of Egypt stated that it wished it to be clear from the record that the 
reservations expressed by the Delegations of the Syrian Arab Republic, Sudan and Algeria 
concerned the request for appointment of the Israel Patent Office but not the request for 
appointment of the Egyptian Patent Office. 
 
10. The Delegation of the United States of America stated that it wished to clarify its 
understanding that this matter involved two countries’ Offices and thus, in its view, should be 
dealt with as a package, so that there would be no action on the request by one Office if action 
on the other was still pending, so the action was pending with regard to both Offices. 
 
11. The Delegation of Egypt, referring to the previous appointments of the Offices of Brazil 
and India as International Authorities, stated that, in its view, there was precedent for requests 
by several Offices to be taken one by one, Office by Office. 
 
12. The Delegation of Israel stated that, having heard the intervention by the Delegation of 
Algeria, if there was no agreement on the request to appoint the Israel Patent Office as an 
International Authority, then there could be no agreement on other matters on the agenda. 
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13. The Delegation of Australia stated that it supported the approach by the Chair to take 
the two requests for appointment together, noting that the question whether or not an Office 
qualified for appointment as an International Authority was a technical question, and that 
there had been unanimous support for both requests in the Committee for Technical 
Cooperation. 
 
14. The Delegation of Egypt stated that advice should be sought from the Legal Counsel of 
WIPO on the question whether the requests by two countries to have their respective Offices 
appointed as International Authorities were to be decided upon together or separately and 
independently. 
 
15. In response, the Legal Counsel of WIPO stated that, in the past, requests by different 
countries to appoint their respective Offices as International Authorities had been considered 
individually;  however, it was up to the Chair of the PCT Assembly and the Assembly itself to 
decide how it wished to proceed. 
 
16. The Delegation of Egypt stated that, having heard the advice by the Legal Counsel, the 
Assembly should decide now on its practice as to how to handle this matter, that is, whether 
requests by countries should be dealt with individually and separately, or in a package. 
 
17. The Delegation of Romania stated that it found it difficult to understand why two 
countries in similar positions should be treated differently and in this context wished to 
support the intervention by the Delegation of the United States of America.  In addition, 
noting the technical nature of the decision at hand, it wished to support the statement by the 
Delegation of Australia. 
 
18. The Delegation of Germany suggested that the meeting be suspended to deal with the 
matter in an informal way. 
 
19. The Delegation of Canada stated that, noting the unanimous support in the Committee 
for Technical Cooperation for both requests, the Assembly should approve the appointment of 
both Offices as International Authorities, while noting the reservations expressed by three 
countries with regard to the appointment of the Israel Patent Office. 
 
20. Following informal consultations, the Legal Counsel of WIPO clarified that the 
applications presented by Egypt and Israel for appointment as International Authorities under 
the PCT were entirely independent and that under established practice they would be 
considered separately and independently. 
 
21. The Chair summarized the results of the informal consultations, stating that she 
understood that the Members of the PCT Assembly were in agreement with the following 
decisions: 
 
 (i) the Egyptian Patent Office is unanimously appointed as an International Authority 
under the PCT; 
 
 (ii) the Israel Patent Office is appointed as an International Authority under the PCT, 
with reservations expressed by the Delegations from Algeria, Sudan and the Syrian Arab 
Republic. 
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22. The Assembly, having heard the representative of the Egyptian Patent Office and 
taking into account the advice of the PCT Committee for Technical Cooperation: 

 
 (i) unanimously appointed the Egyptian Patent Office as an International 
Searching Authority and International Preliminary Examining Authority with effect 
from the entry into force of the required Agreement with the International Bureau until 
December 31, 2017;  and 
 
 (ii) approved the text of the draft Agreement between the Egyptian Academy of 
Scientific Research and Technology and the International Bureau set out in Annex VI to 
this report. 
 
23. The Assembly, having heard the representative of the Israel Patent Office and 
taking into account the advice of the PCT Committee for Technical Cooperation, and 
noting the reservations expressed by the Delegations of Algeria, Sudan and the Syrian 
Arab Republic: 
 
 (i) appointed the Israel Patent Office as an International Searching Authority 
and International Preliminary Examining Authority with effect from the entry into force 
of the required Agreement with the International Bureau until December 31, 2017; 
 
 (ii) approved the text of the draft Agreement between the Government of Israel 
and the International Bureau set out in Annex VII to this report. 

 
PCT Working Group:  Report of the Second Session 
 
24. Discussions were based on document PCT/A/40/1. 
 
25. The Delegation of Cuba expressed the importance of undertaking studies on the need, or 
otherwise, for continuing reform and on identifying the impact of proposals on Contracting 
States.  It stated that nothing in the process should imply substantive harmonization.  It was 
important to allow States to maintain reservations and to take into account the 
recommendations of the Development Agenda. 
 
26. The Delegation of Sweden, speaking on behalf of the European Community and its 
Member States, reiterated its strong support for the initiative of the WIPO Secretariat on the 
future of the PCT.  The Delegation welcomed the outcome of the second session of the PCT 
Working Group and stated that it agreed that the emphasis of the Working Group should be 
on improvements within the existing the legal framework of the Treaty provisions, without 
limiting the freedom of Contracting States to prescribe, interpret and apply substantive 
conditions of patentability, and without seeking substantive patent law harmonization or 
harmonization of national searching and examination procedures. 
 
27. The Delegation of Norway noted with satisfaction the commitment of the Working 
Group to continuing work towards making the PCT system more efficient.  The Delegation 
supported further work, as recommended by the Working Group and set out in document 
PCT/A/40/1.  It also strongly supported the initiative of the Director General set out in the 
document entitled “The Future of the PCT” (document PCT/WG/2/3).  It considered that 
much could be achieved without any changes to the PCT Regulations.  The Delegation 
encouraged Member States to work actively in the Working Group on concrete and necessary 
steps for making the PCT system more efficient. 
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28. The Delegation of Brazil emphasized its support for multilateral initiatives designed to 
enhance the quality of the reports prepared by International Authorities and the non-binding 
effect of such reports.  It made clear that the improvement of the PCT should not in anyway 
interfere with the national examination phase, and in particular should not minimize the 
ability of countries to partially or totally reject these international reports.  In summary, the 
Delegation supported the Summary by the Chair in the terms expressed by the Working 
Group, which provided guidance for future work without reopening any of the topics which 
would risk compromising the success of the exercise.  The Delegation indicated that at the 
next session of the PCT Working Group it would submit the results of a comprehensive 
reflection exercise carried out by the Government of Brazil with respect to the objectives of 
the so called PCT Roadmap (document PCT/WG/2/3). 
 
29. The Delegation of Barbados welcomed the decision of the Working Group to request 
the Secretariat to carry out further studies on the eligibility criteria for determining the group 
of developing countries whose applicants should benefit from reduction of certain PCT fees.  
The Delegation reiterated that any criteria to be established should be equitable and balanced, 
taking into account the special needs of developing countries, including small, high income, 
vulnerable economies such as Barbados. 
 
30. The Delegation of the Russian Federation reiterated its support for the work on further 
developing the PCT system.  It considered that improvements to the system should be 
undertaken in stages and should meet the interests of both users and Patent Offices.  
Furthermore, the work should neither affect the national legislation of countries nor limit their 
freedom to apply national criteria for patentability.  The Delegation recalled that, at the last 
session of the Working Group, it had made a statement about a single standard designed to 
lead to the reduction of costs and duplication of work and increase the quality of the work 
carried out under the PCT. 
 
31. The Delegation of China expressed its support for the reform of the PCT.  The 
Delegation believed that at the heart of the reform should be improvements in the quality of 
work of the International Authorities and the provision of additional support to developing 
countries, rather than altering the existing legislative framework of the PCT.  This work 
should seek to avoid overlap and duplication of work but should not stand in the way of the 
independence of national authorities. 
 
32. The Delegation of Egypt emphasized that the hallmark of transparency should guide 
preparations for and the work of the PCT Working Group.  The Delegation considered that, in 
the second session of the Working Group, there had been a lack of transparency.  The 
documents that were communicated had not been properly presented.  The Delegation 
believed that the Working Group at its next session should make use of more transparent 
mechanisms in its work.  Second, as had been emphasized by previous delegations, the 
exercise should in no way constitute a harmonization of substantive patent law provisions.  
The issue was to avoid back-door harmonization, and the Delegation of Egypt, along with 
other like-minded delegations, would pursue that objective.  Third, the Delegation 
emphasized that the work should be carried out in a member-driven process.  The 
Secretariat’s assistance was appreciated but the Delegation considered that work on normative 
issues on the agenda of WIPO was the exclusive domain of Member States and that the 
process should be conducted accordingly.  Finally, the Delegation noted with concern the 
apparent delinking of development issues and development agenda recommendations from 
the work of the PCT and of PCT reform.  The Delegation noted that there had been 
reservations as to the introduction of the Development Agenda recommendations and 
principles into the work of the Working Group.  Egypt, as a recently appointed International  
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Authority, along with other developing country Authorities, placed extreme importance on the 
issue of development, and believed that the Development Agenda recommendations would 
make a big contribution in this regard.  The Delegation would pursue its vision of PCT reform 
within the scope of the Development Agenda recommendations. 
 
33. The Delegation of Switzerland associated itself with previous speakers and expressed its 
support for continuing work on PCT reform, along the lines of the Director General’s draft 
roadmap.  The Delegation believed that the Working Group should continue to focus on 
issues related strictly to that reform so as to achieve specific results as soon as possible 
because, as had previously been stated during the Assemblies, the PCT system was very 
important for the whole international patent system and it needed to be strengthened so as to 
perform better in the future. 
 
34. The Delegation of the Philippines, while acknowledging the need for continuing efforts 
to improve the working of the PCT system, believed that this should be done within the 
existing legal framework.  The Delegation stood together with other delegations which 
participated in the second session of the PCT Working Group in expressing the need for 
further studies which clearly identified the current problems and challenges facing the PCT 
system, analyzed the causes underlying those problems, outlined possible options to address 
them, and assessed the impact of the proposed options.  More importantly, it joined other 
delegations in stressing the need for an appropriate process involving broad-based 
consultations with all stakeholder groups.  The studies should focus on the international phase 
without limiting the freedom of Contracting States to prescribe their own national substantive 
conditions of patentability.  The work should take into account the Development Agenda 
recommendations, in particular recommendations 15, 17, 20, 21, 22 and 44.  The Delegation 
finally expressed its full engagement with the Assembly and with the Working Group. 
 
35. The Delegation of Australia noted the Summary by the Chair and the Report of the 
second session of the PCT Working Group and strongly supported the recommendations 
concerning the further work of that Group.  It supported the undertaking of further work in the 
Working Group on the basis of the reforms outlined in the International Bureau’s “Future of 
the PCT” document.  Those reforms would provide practical ways of improving the PCT 
system without affecting the substantive law of Contracting States.  They would make a 
significant contribution to more effective functioning of the PCT within the existing 
framework.  The Delegation considered it vital that the Contracting States work together to 
achieve a system that would deliver results which meet the needs of applicants, offices and 
third parties in all Contracting States. 
 
36. The Delegation of Morocco associated itself with those delegations which had stated 
that reform of the PCT should focus on improvement of the system within the existing 
framework and should not address matters of substantive patent law harmonization. 
 
37. The Delegation of Indonesia expressed its support for the proposals in the “Future of the 
PCT” document for improving the quality of international search and preliminary 
examination.  However, in this regard it emphasized that the work of the PCT Working Group 
should focus on improvement of the system within the existing framework and should not 
address matters of substantive patent law harmonization or of unified international patents.  It 
should concentrate on the international phase without limiting the freedom of Contracting 
States to prescribe and appraise substantive national conditions of patentability.  It was 
emphasized that this flexibility at the national stage was an important factor in the substance 
of the Treaty. 
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38. The Delegation of India recognized the need for improvement of the PCT system, 
through the PCT Working Group, to cope with contemporary challenges.  It considered that 
this initiative went in the right direction but needed considerable deliberation and consensus.  
The Delegation believed that the Chair’s summary appropriately clarified that the whole 
exercise should in no way limit the freedom of Contracting States to prescribe, interpret and 
apply substantive conditions of patentability, and should not seek substantive patent law 
harmonization or harmonization of national search and examination procedures.  The 
Delegation considered this to be a useful statement which would facilitate the process of 
consensus building as the Working Group considered the complex issues involved. 
 
39. The Delegation of France recalled the importance which it attached to the PCT system.  
The system had proved very successful over the years and as a result of this success it had to 
face new challenges.  Consequently, the Delegation emphasized its support for the initiative 
of the Director General and his proposal to reform the PCT.  It approved the roadmap set out 
document PCT/WG/2/3 and supported further work by the Working Group.  The Delegation 
would work to achieve results that were profitable to all as soon as possible. 
 
40. The Delegation of El Salvador recalled the proposal discussed by the Working Group to 
reduce or eliminate duplication of work by national Offices so as to increase confidence in the 
work of Patent Offices.  El Salvador’s technical experts had been carefully examining the 
roadmap, which it considered a good starting point for discussions.  However, the Delegation 
counted itself among those who consider that, before making any decision on a reform, more 
information was needed, particularly for the benefit of recently joined members of the PCT 
such as El Salvador.  The Delegation clarified that it was not opposed to the proposals, but 
needed to be fully informed before any decision was made.  Such information might be made 
through intersectional meetings or informal meetings or workshops of some type, or in other 
ways that we would support proper analysis in the PCT Working Group.  The Delegation 
recognized that problems existed for Offices, especially large ones, and expressed its 
solidarity and support in principle for the roadmap, while reiterating the need for more 
information.  The Delegation confirmed that it had no objections to the reforms which were 
adopted by the Working Group in May and that it would be in a position to withdraw some of 
its reservations to other matters at the next session of the Working Group. 
 
41. The Delegation of the United States expressed its appreciation for the efforts of the PCT 
Working Group and the International Bureau to further improve and refine the PCT.  It also 
generally supported the PCT roadmap.  The Delegation urged the International Bureau and 
the Working Group to continue their work and looked forward to working closely with the 
members to refine and improve the PCT. 
 
42. The Delegation of the United Kingdom strongly supported reform of the PCT to 
increase its effectiveness and consequently approved the recommendations concerning further 
work of the PCT Working Group.  The Delegation reported that the United Kingdom 
government was consulting users concerning PCT reform proposals and hoped to see progress 
on the Roadmap accelerated. 
 
43. The Delegation of Finland, representing an Office which acted as an International 
Authority, expressed its full support for the work done by the PCT Working Group.  It also 
supported the initiatives by the Director General to reform the PCT.  The Delegation echoed 
the views of the Delegation of France with regard to the importance of the PCT and its 
success story, as well as the importance that this success should continue. 
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44. The Assembly: 
 
 (i) noted the Summary by the Chair and the report of the second session of the 
PCT Working Group contained in documents PCT/WG/2/13 and 14 and reproduced in 
the Annexes of document PCT/A/40/1;  and 
 
 (ii) approved the recommendation concerning the further work of the PCT 
Working Group set out in paragraph 22 of document PCT/A/40/1. 

 
Proposed Amendments of the PCT Regulations;  Proposed Modifications of the Directives of 
the Assembly Relating to the Establishment of Equivalent Amounts of Certain Fees;  
Proposed Amendments of PCT Article 16(3) Agreements 
 
45. Discussions were based on document PCT/A/40/2 Rev. 
 
46. In introducing the documents, the Secretariat proposed a number of minor corrections to 
the spelling and typography of the Rules, Directives and Agreements as proposed to be 
amended, as well as three minor corrections of a drafting nature to the French versions of the 
text of PCT Rule 96 and the introduction and paragraph (2) of the Directives as proposed to 
be amended.  The corrected texts are set out in Annex IV of the English version and 
Annexes I to V of the French version of this report. 
 

47. The Assembly: 
 
 (i) adopted the amendments of the Regulations under the PCT set out in 
Annexes I to III to this report; 
 
 (ii) adopted the proposed modifications of the Directives Relating to the 
Establishment of Equivalent Amounts of Certain Fees set out in Annex IV; 
 
 (iii) approved the inclusion in the applicable agreements under PCT 
Article 16(3) of the provisions set out in Annex V; 
 
 (iv) decided that the amendments of Rules 45bis and 96 set out in Annex I shall 
enter into force on July 1, 2010 and shall apply to any international application, 
regardless of its international filing date, in respect of a supplementary search request 
under Rule 45bis.1(a) made on or after July 1, 2010; 
 
 (v) decided that the amendments of Rules 46, 66 and 70 set out in Annex II 
shall enter into force on July 1, 2010 and shall apply to any international application, 
regardless of its international filing date, in respect of an amendment of the claims, 
description or drawings made on or after July 1, 2010; 
 
 (vi) decided that the amendments of Rules 15, 16, 16bis, 19 and 57 set out in 
Annex III and the modifications of the Directives of the Assembly Relating to the 
Establishment of Equivalent Amounts of Certain Fees set out in Annex IV: 
 

 (a) shall enter into force on July 1, 2010, and shall apply to the 
establishment of equivalent amounts which, in accordance with the Regulations 
and the Directives as in force as of July 1, 2010, are established according to an 
exchange rate prevailing on, or on a date after, July 1, 2010; 
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 (b) shall not apply to the establishment of equivalent amounts which, in 
accordance with the Regulations and the Directives as in force prior to 
July 1, 2010, are established according to an exchange rate prevailing on a date 
prior to July 1, 2010;  in respect of the establishment of such equivalent amounts, 
the Regulations and the Directives as in force prior to July 1, 2010 shall continue 
to apply until the new equivalent amounts so established become applicable;  and 

 
 (vii) recommended that, with regard to the approved inclusion of amended 
Articles 11(2) and (4) in the applicable agreements under PCT Article 16(3) between 
the International Bureau and Offices in relation to their functioning as International 
Searching and Preliminary Examining Authorities set out in Annex V, with effect from 
a date to be agreed upon by each Authority and the Director General, such amendments 
should be made to the applicable agreements and should, where possible, become 
effective on July 1, 2010. 

 
Quality Management Systems for PCT International Authorities 
 
48. Discussions were based on document PCT/A/40/3. 
 

49. The Assembly noted the content of document PCT/A/40/3. 
 
Proposal for a Loan to the Hague Union 
 
50. Discussions were based on document PCT/A/40/6. 
 

51. The Assembly granted a loan of 3 million Swiss francs from the PCT Union 
Reserve Fund to the Hague Union, to be reimbursed by the Hague Union to the PCT 
Union as soon as the level of reserves of the Hague Union Reserve Fund so allowed. 

 
Other matters 
 
52. The Secretariat informed the Assembly of the deposit of the instrument of accession to 
the PCT by Thailand on September 24, 2009, and welcomed Thailand, which would become 
bound by the PCT on December 24, 2009, as its 142nd Contracting State. 
 
 

[Annexes follow]
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Rule 45bis   

Supplementary International Searches 

45bis.1   Supplementary Search Request 

 (a) to (c)  [No change] 

 (d)  Where the International Searching Authority has found that the international 
application does not comply with the requirement of unity of invention, the supplementary 
search request may contain an indication of the wish of the applicant to restrict the 
supplementary international search to one of the inventions as identified by the International 
Searching Authority other than the main invention referred to in Article 17(3)(a). 

 (e)  [No change] 

45bis.2   Supplementary Search Handling Fee 

 (a) to (c)  [No change] 

 (d)  The International Bureau shall refund the supplementary search handling fee to the 
applicant if, before the documents referred to in Rule 45bis.4(e)(i) to (iv) are transmitted to 
the Authority specified for supplementary search, the international application is withdrawn 
or considered withdrawn, or the supplementary search request is withdrawn or is considered 
not to have been submitted under Rule 45bis.1(e). 

45bis.3   Supplementary Search Fee 

 (a) to (c)  [No change] 

 (d)  The International Bureau shall refund the supplementary search fee to the applicant 
if, before the documents referred to in Rule 45bis.4(e)(i) to (iv) are transmitted to the 
Authority specified for supplementary search, the international application is withdrawn or 
considered withdrawn, or the supplementary search request is withdrawn or is considered not 
to have been submitted under Rules 45bis.1(e) or 45bis.4(d). 

 (e)  The Authority specified for supplementary search shall, to the extent and under the 
conditions provided for in the applicable agreement under Article 16(3)(b), refund the 
supplementary search fee if, before it has started the supplementary international search in 
accordance with Rule 45bis.5(a), the supplementary search request is considered not to have 
been submitted under Rule 45bis.5(g). 

45bis.4   Checking of Supplementary Search Request;  Correction of Defects;  Late Payment 
of Fees;  Transmittal to Authority Specified for Supplementary Search 

 (a) to (f)  [No change] 
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45bis.5   Start, Basis and Scope of Supplementary International Search 

 (a)  [No change] 

 (b)  The supplementary international search shall be carried out on the basis of the 
international application as filed or of a translation referred to in Rule 45bis.1(b)(iii) or 
45bis.1(c)(i), taking due account of the international search report and the written opinion 
established under Rule 43bis.1 where they are available to the Authority specified for 
supplementary search before it starts the search.  Where the supplementary search request 
contains an indication under Rule 45bis.1(d), the supplementary international search may be 
restricted to the invention specified by the applicant under Rule 45bis.1(d) and those parts of 
the international application which relate to that invention. 

 (c) to (f)  [No change] 

 (g)  If the Authority specified for supplementary search finds that carrying out the 
search is entirely excluded by a limitation or condition referred to in Rule 45bis.9(a), other 
than a limitation under Article 17(2) as applicable by virtue of Rule 45bis.5(c), the 
supplementary search request shall be considered not to have been submitted, and the 
Authority shall so declare and shall promptly notify the applicant and the International Bureau 
accordingly. 

 (h)  The Authority specified for supplementary search may, in accordance with a 
limitation or condition referred to in Rule 45bis.9(a), decide to restrict the search to certain 
claims only, in which case the supplementary international search report shall so indicate. 

45bis.6   Unity of Invention 

 (a) to (e)  [No change] 

 (f)  Paragraphs (a) to (e) shall apply mutatis mutandis where the Authority specified for 
supplementary search decides to restrict the supplementary international search in accordance 
with the second sentence of Rule 45bis.5(b) or with Rule 45bis.5(h), provided that any 
reference in the said paragraphs to the “international application” shall be construed as a 
reference to those parts of the international application which relate to the invention specified 
by the applicant under Rule 45bis.1(d) or which relate to the claims and those parts of the 
international application for which the Authority will carry out a supplementary international 
search, respectively. 

45bis.7 and 45bis.8   [No change] 

45bis.9   International Searching Authorities Competent to Carry Out Supplementary 
International Search 

 (a) and (b)  [No change] 

 (c)  The limitations referred to in paragraph (a) may, for example, include limitations as 
to the subject matter for which supplementary international searches will be carried out, other 
than limitations under Article 17(2) as applicable by virtue of Rule 45bis.5(c), limitations as 
to the total number of supplementary international searches which will be carried out in a 
given period, and limitations to the effect that the supplementary international searches will 
not extend to any claim beyond a certain number of claims. 
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Rule 96   

The Schedule of Fees 

96.1   Schedule of Fees Annexed to Regulations 

 The amounts of the fees referred to in Rules 15, 45bis.2 and 57 shall be expressed in 
Swiss currency.  They shall be specified in the Schedule of Fees which is annexed to these 
Regulations and forms an integral part thereof. 

 

[Annex II follows]
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AMENDMENTS OF THE PCT REGULATIONS  
RELATING TO THE FORM OF AMENDMENTS,  

TO ENTER INTO FORCE ON JULY 1, 2010 
 
 

TABLE OF CONTENTS1 
 

Rule 46   Amendment of Claims before the International Bureau............................................. 2 
46.1 to 46.4   [No change] ................................................................................................. 2 
46.5   Form of Amendments ............................................................................................... 2 

Rule 66   Procedure before the International Preliminary Examining Authority....................... 3 
66.1 to 66.7   [No change] ................................................................................................. 3 
66.8   Form of Amendments ............................................................................................... 3 
66.9   [No change] ............................................................................................................. 3 

Rule 70   International Preliminary Report on Patentability  by the International 
Preliminary Examining Authority (International Preliminary Examination 
Report)........................................................................................................................ 4 

70.1   [No change] ............................................................................................................. 4 
70.2   Basis of the Report................................................................................................... 4 
70.3 to 70.17  [No change] ................................................................................................ 4 

 
 

 
1 The Table of Contents is included for convenience;  it does not form part of the amendments. 



PCT/A/40/7 
Annex II, page 2 

 
Rule 46   

Amendment of Claims before the International Bureau 

46.1 to 46.4   [No change] 

46.5   Form of Amendments 

 (a)  [No change] 

 (b)  The replacement sheet or sheets shall be accompanied by a letter which: 

 (i) [no change] 

 (ii) shall identify the claims originally filed which, on account of the 
amendments, are cancelled; 

 (iii) shall indicate the basis for the amendments in the application as filed. 
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Rule 66   

Procedure before the International Preliminary Examining Authority 

66.1 to 66.7   [No change] 

66.8   Form of Amendments 

 (a)  Subject to paragraph (b), when amending the description or the drawings, the 
applicant shall be required to submit a replacement sheet for every sheet of the international 
application which, on account of an amendment, differs from the sheet previously filed.  The 
replacement sheet or sheets shall be accompanied by a letter which shall draw attention to the 
differences between the replaced sheets and the replacement sheets, shall indicate the basis for 
the amendment in the application as filed and shall preferably also explain the reasons for the 
amendment. 

 (b) and (c)  [No change] 

66.9   [No change] 
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Rule 70   

International Preliminary Report on Patentability  
by the International Preliminary Examining Authority 

(International Preliminary Examination Report) 

70.1   [No change] 

70.2   Basis of the Report 

 (a) to (c)  [No change] 

 (c-bis)  If the claims, description or drawings have been amended but the replacement 
sheet or sheets were not accompanied by a letter indicating the basis for the amendment in the 
application as filed, as required under Rule 46.5(b)(iii) as applicable by virtue of Rule 66.8(c), 
or Rule 66.8(a), as applicable, the report may be established as if the amendment had not been 
made, in which case the report shall so indicate. 

 (d) and (e)  [No change] 

70.3 to 70.17  [No change] 

 
[Annex III follows] 
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57.1   [No change] ............................................................................................................. 6 
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57.3   [No change] ............................................................................................................. 6 
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1 The Table of Contents is included for convenience;  it does not form part of the amendments. 
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Rule 15   

The International Filing Fee   

15.1   [No change] 

15.2   Amount 

 (a)  [No change] 

 (b)  The international filing fee shall be payable in the currency or one of the currencies 
prescribed by the receiving Office (“prescribed currency”). 

 (c)  Where the prescribed currency is the Swiss franc, the receiving Office shall 
promptly transfer the said fee to the International Bureau in Swiss francs.   

 (d)  Where the prescribed currency is a currency other than the Swiss franc and that 
currency: 

 (i) is freely convertible into Swiss francs, the Director General shall establish, 
for each receiving Office which prescribes such a currency for the payment of the 
international filing fee, an equivalent amount of that fee in the prescribed currency according 
to directives given by the Assembly, and the amount in that currency shall promptly be 
transferred by the receiving Office to the International Bureau; 

 (ii) is not freely convertible into Swiss francs, the receiving Office shall be 
responsible for the conversion of the international filing fee from the prescribed currency into 
Swiss francs and shall promptly transfer that fee in Swiss francs, in the amount set out in the 
Schedule of Fees, to the International Bureau.  Alternatively, if the receiving Office so 
wishes, it may convert the international filing fee from the prescribed currency into euros or 
US dollars and promptly transfer the equivalent amount of that fee in euros or US dollars, as 
established by the Director General according to directives given by the Assembly as referred 
to in item (i), to the International Bureau. 

15.3   Time Limit for Payment;  Amount Payable 

 The international filing fee shall be paid to the receiving Office within one month from 
the date of receipt of the international application.  The amount payable shall be the amount 
applicable on that date of receipt. 

15.4   Refund 

 [Text of existing Rule 15.6, renumbered as Rule 15.4] 
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Rule 16   

The Search Fee 

16.1   Right to Ask for a Fee 

 (a)  [No change] 

 (b)  The search fee shall be collected by the receiving Office.  The said fee shall be 
payable in the currency prescribed by that Office (“prescribed currency”). 

 (c)  Where the prescribed currency is the currency in which the International Searching 
Authority has fixed the said fee (“fixed currency”), the receiving Office shall promptly 
transfer the said fee to that Authority in that currency. 

 (d)  Where the prescribed currency is not the fixed currency and that currency: 

 (i) is freely convertible into the fixed currency, the Director General shall 
establish, for each receiving Office which prescribes such a currency for the payment of the 
search fee, an equivalent amount of that fee in the prescribed currency according to directives 
given by the Assembly, and the amount in that currency shall promptly be transferred by the 
receiving Office to the International Searching Authority; 

 (ii) is not freely convertible into the fixed currency, the receiving Office shall be 
responsible for the conversion of the search fee from the prescribed currency into the fixed 
currency and shall promptly transfer that fee in the fixed currency, in the amount fixed by the 
International Searching Authority, to the International Searching Authority. 

 (e)  Where, in respect of the payment of the search fee in a prescribed currency, other 
than the fixed currency, the amount actually received under paragraph (d)(i) of this Rule by 
the International Searching Authority in the prescribed currency is, when converted by it into 
the fixed currency, less than that fixed by it, the difference will be paid to the International 
Searching Authority by the International Bureau, whereas, if the amount actually received is 
more, the difference will belong to the International Bureau. 

 (f)  As to the time limit for payment of the search fee and the amount payable, the 
provisions of Rule 15.3 relating to the international filing fee shall apply mutatis mutandis. 

16.2 and 16.3   [No change] 



PCT/A/40/7 
Annex III, page 4 

 
Rule 16bis 

Extension of Time Limits for Payment of Fees 

16bis.1   Invitation by the Receiving Office 

 (a)  Where, by the time they are due under Rules 14.1(c), 15.3 and 16.1(f), the receiving 
Office finds that no fees were paid to it, or that the amount paid to it is insufficient to cover 
the transmittal fee, the international filing fee and the search fee, the receiving Office shall, 
subject to paragraph (d), invite the applicant to pay to it the amount required to cover those 
fees, together with, where applicable, the late payment fee under Rule 16bis.2, within a time 
limit of one month from the date of the invitation. 

 (b) and (c)  [No change] 

 (d)  Any payment received by the receiving Office before that Office sends the 
invitation under paragraph (a) shall be considered to have been received before the expiration 
of the time limit under Rule 14.1(c), 15.3 or 16.1(f), as the case may be. 

 (e)  [No change] 

16bis.2   [No change] 
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Rule 19   

The Competent Receiving Office 

19.1 to 19.3   [No change] 

19.4   Transmittal to the International Bureau as Receiving Office 

 (a) and (b)  [No change] 

 (c)  For the purposes of Rules 14.1(c), 15.3 and 16.1(f), where the international 
application was transmitted to the International Bureau under paragraph (b), the date of 
receipt of the international application shall be considered to be the date on which the 
international application was actually received by the International Bureau.  For the purposes 
of this paragraph, the last sentence of paragraph (b) shall not apply. 
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Rule 57   

The Handling Fee 

57.1   [No change] 

57.2   Amount 

 (a)  [No change]  

 (b)  The handling fee shall be payable in the currency or one of the currencies 
prescribed by the International Preliminary Examining Authority (“prescribed currency”). 

 (c)  Where the prescribed currency is the Swiss franc, the Authority shall promptly 
transfer the said fee to the International Bureau in Swiss francs. 

 (d)  Where the prescribed currency is a currency other than the Swiss franc and that 
currency: 

 (i) is freely convertible into Swiss francs, the Director General shall establish, 
for each Authority which prescribes such a currency for the payment of the handling fee, an 
equivalent amount of that fee in the prescribed currency according to directives given by the 
Assembly, and the amount in that currency shall promptly be transferred by the Authority to 
the International Bureau; 

 (ii) is not freely convertible into Swiss francs, the Authority shall be responsible 
for the conversion of the handling fee from the prescribed currency into Swiss francs and shall 
promptly transfer that fee in Swiss francs, in the amount set out in the Schedule of Fees, to the 
International Bureau.  Alternatively, if the Authority so wishes, it may convert the handling 
fee from the prescribed currency into euros or US dollars and promptly transfer the equivalent 
amount of that fee in euros or US dollars, as established by the Director General according to 
directives given by the Assembly as referred to in item (i), to the International Bureau. 

57.3   [No change] 

57.4   Refund 

 [Text of existing Rule 57.6, renumbered as Rule 57.4] 

 
 

[Annex IV follows] 
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ANNEX IV 
 

DIRECTIVES OF THE ASSEMBLY RELATING TO  
THE ESTABLISHMENT OF EQUIVALENT AMOUNTS OF CERTAIN FEES   

 
 The Assembly establishes in the following terms the directives relating to the 
establishment of equivalent amounts of the international filing fee, the handling fee, the 
search fee and the supplementary search fee (see Rules 15.2(d)(i), 16.1(d)(i), 45bis.3(b) and 
57.2(d)(i)), it being understood that, in the light of experience, the Assembly may at any time 
modify these directives: 

Establishment of Equivalent Amounts 

 (1)  The equivalent amounts of the international filing fee and the handling fee in any 
currency other than Swiss franc, and of the search fee and the supplementary search fee in any 
currency other than the fixed currency, shall be established by the Director General, in the 
case of: 

 (i) the international filing fee, after consultation with each receiving Office which 
prescribes payment of that fee in such currency; 

 (ii) the search fee, after consultation with each receiving Office which prescribes 
payment of that fee in such currency; 

 (iii) the handling fee, after consultation with each International Preliminary 
Examining Authority which prescribes payment of that fee in such currency. 

In the case of the international filing fee, the search fee and the handling fee, the equivalent 
amounts shall be established according to the exchange rates prevailing on the day preceding 
the day on which the consultations are initiated by the Director General.  In the case of the 
supplementary search fee, the equivalent amounts shall be established according to the 
exchange rates prevailing on the day on which the Director General receives the notification 
of the amount of the supplementary search fee or prevailing on the day two months prior to 
the entry into force of the supplementary search fee, whichever is the later. 

 (2)  The amounts so established shall be the equivalent, in round figures, 

 (i) of the amount of the international filing fee and of the handling fee, 
respectively, in Swiss franc set out in the Schedule of Fees; 

 (ii) of the amount of the search fee and the supplementary search fee (if applicable) 
established by the International Searching Authority in the fixed currency. 
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[Directives, paragraph (2), continued] 

They shall be notified by the International Bureau to each receiving Office, International 
Searching Authority and International Preliminary Examining Authority, as applicable, 
prescribing payment or establishing fees in the currency concerned and shall be published in 
the Gazette. 

Establishment of New Equivalent Amounts Consequential on Changes in the Amount of the 
Fee Concerned 

 (3)  Paragraphs (1) and (2) shall apply mutatis mutandis where the amount of the 
international filing fee, the handling fee, the search fee or the supplementary search fee is 
changed.  The new equivalent amounts in the prescribed currencies shall be applied from the 
same date as the changed amount of the international filing fee or of the handling fee set out 
in the amended Schedule of Fees, or from the same date as the changed amount of the search 
fee or the supplementary search fee in the fixed currency. 

Establishment of New Equivalent Amounts Consequential on Changes in Exchange Rates 

 (4)  In the month of October of each year, the Director General shall, where applicable, 
after consultations with the Offices or Authorities referred to in paragraph (1), establish new 
equivalent amounts of the international filing fee, the handling fee, the search fee and the 
supplementary search fee according to the exchange rates prevailing on the first Monday in 
the month of October.  Unless otherwise decided by the Director General, any adjustment 
under this paragraph shall enter into force on the first day of the subsequent calendar year. 

 (5)  Where, for more than four consecutive Fridays (midday, Geneva time), the 
exchange rate between Swiss franc (in the case of the international filing fee and the handling 
fee) or the fixed currency (in the case of the search fee and the supplementary search fee) and 
any applicable prescribed currency is by at least 5% higher, or by at least 5% lower, than the 
last exchange rate applied, the Director General shall, where applicable, after consultations 
with the Offices or Authorities referred to in paragraph (1), establish new equivalent amounts 
of the international filing fee, the search fee, the supplementary search fee and/or the handling 
fee, as applicable, according to the exchange rate prevailing on the first Monday following the 
expiration of the period referred to in the first sentence of this paragraph.  The newly 
established amount shall become applicable two months after the date of its publication in the 
Gazette, provided that the receiving Offices or the International Preliminary Examining 
Authorities concerned, as applicable, and the Director General may agree on a date falling 
during the said two-month period, in which case the said amount shall become applicable 
from that date. 

 
[Annex V follows] 
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ARTICLE 11 OF THE AGREEMENTS UNDER PCT ARTICLE 16(3)  
BETWEEN THE INTERNATIONAL BUREAU AND OFFICES  

IN RELATION TO THEIR FUNCTIONING AS INTERNATIONAL SEARCHING 
AND PRELIMINARY EXAMINING AUTHORITIES   

 

Article 11   
Amendment 

 (1)  [No change] 

 (2)  Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  and, notwithstanding paragraph (4), they shall take effect on 
the date agreed upon by them. 

 (3)  [No change] 

 (4)  Any amendment notified under paragraph (3) shall take effect on the date specified 
in the notification, provided that, for any change in the currency or amount of fees or charges 
contained in Annex C, for any addition of new fees or charges, and for any change in the 
conditions for and the extent of refunds or reductions of fees contained in Annex C, that date 
is at least two months later than the date on which the notification is received by the 
International Bureau. 

[Annex VI follows] 
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ANNEX VI 
 

DRAFT AGREEMENT 

between the Egyptian Academy of Scientific Research and Technology 
and the International Bureau of the World Intellectual Property Organization 

in relation to the functioning of the Egyptian Patent Office 
as an International Searching Authority 

and International Preliminary Examining Authority 
under the Patent Cooperation Treaty 

 

Preamble 

 The Egyptian Academy of Scientific Research and Technology and the International 
Bureau of the World Intellectual Property Organization, 

 Considering that the PCT Assembly, having heard the advice of the PCT Committee for 
Technical Cooperation, has appointed the Egyptian Patent Office as an International 
Searching and Preliminary Examining Authority under the Patent Cooperation Treaty and 
approved this Agreement in accordance with Articles 16(3) and 32(3), 

 Hereby agree as follows: 

Article 1 
Terms and Expressions 

 (1) For the purposes of this Agreement: 

 (a) “Treaty” means the Patent Cooperation Treaty; 

 (b) “Regulations” means the Regulations under the Treaty; 

 (c) “Administrative Instructions” means the Administrative Instructions under the 
Treaty; 

 (d) “Article” (except where a specific reference is made to an Article of this 
Agreement) means an Article of the Treaty; 

 (e) “Rule” means a Rule of the Regulations; 

 (f) “Contracting State” means a State party to the Treaty; 

 (g) “the Authority” means the Egyptian Patent Office; 

 (h) “the International Bureau” means the International Bureau of the World 
Intellectual Property Organization. 

 (2) All other terms and expressions used in this Agreement which are also used in the 
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this 
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative 
Instructions. 
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Article 2 

Basic Obligations 

 (1) The Authority shall carry out international search and international preliminary 
examination in accordance with, and perform such other functions of an International 
Searching Authority and International Preliminary Examining Authority as are provided 
under, the Treaty, the Regulations, the Administrative Instructions and this Agreement. 

 (2) In carrying out international search and international preliminary examination, the 
Authority shall apply and observe all the common rules of international search and of 
international preliminary examination and, in particular, shall be guided by the PCT 
International Search and Preliminary Examination Guidelines. 

 (3) The Authority shall maintain a quality management system in compliance with 
the requirements set out in the PCT International Search and Preliminary Examination 
Guidelines. 

 (4) The Authority and the International Bureau shall, having regard to their respective 
functions under the Treaty, the Regulations, the Administrative Instructions and this 
Agreement, render, to the extent considered to be appropriate by both the Authority and the 
International Bureau, mutual assistance in the performance of their functions thereunder. 

Article 3 
Competence of Authority 

 (1) The Authority shall act as International Searching Authority for any international 
application filed with the receiving Office of, or acting for, any Contracting State specified in 
Annex A to this Agreement, provided that the receiving Office specifies the Authority for that 
purpose, that such application, or a translation thereof furnished for the purposes of 
international search, is in the language or one of the languages specified in Annex A to this 
Agreement and, where applicable, that the Authority has been chosen by the applicant. 

 (2) The Authority shall act as International Preliminary Examining Authority for any 
international application filed with the receiving Office of, or acting for, any Contracting State 
specified in Annex A to this Agreement, provided that the receiving Office specifies the 
Authority for that purpose, that such application, or a translation thereof furnished for the 
purposes of international preliminary examination, is in the language or one of the languages 
specified in Annex A to this Agreement and, where applicable, that the Authority has been 
chosen by the applicant and that any other requirements regarding such application as 
specified in Annex A to this Agreement have been met. 

 (3) Where an international application is filed with the International Bureau as 
receiving Office under Rule 19.1(a)(iii), paragraphs (1) and (2) apply as if that application had 
been filed with a receiving Office which would have been competent under Rule 19.1(a)(i) 
or (ii), (b) or (c) or Rule 19.2(i). 
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Article 4 

Subject Matter Not Required to Be Searched or Examined 

 The Authority shall not be obliged to search, by virtue of Article 17(2)(a)(i), or 
examine, by virtue of Article 34(4)(a)(i), any international application to the extent that it 
considers that such application relates to subject matter set forth in Rule 39.1 or 67.1, as the 
case may be, with the exception of the subject matter specified in Annex B to this Agreement. 

Article 5 
Fees and Charges 

 (1) A schedule of all fees of the Authority, and all other charges which the Authority 
is entitled to make, in relation to its functions as an International Searching Authority and 
International Preliminary Examining Authority, is set out in Annex C to this Agreement. 

 (2) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement: 

 (i) refund the whole or part of the search fee paid, or waive or reduce the search 
fee, where the international search report can be wholly or partly based on the 
results of an earlier search (Rules 16.3 and 41.1); 

 (ii) refund the search fee where the international application is withdrawn or 
considered withdrawn before the start of the international search. 

 (3) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement, refund the whole or part of the preliminary examination fee paid where the 
demand is considered as if it had not been submitted (Rule 58.3) or where the demand or the 
international application is withdrawn by the applicant before the start of the international 
preliminary examination. 

Article 6 
Classification 

 For the purposes of Rules 43.3(a) and 70.5(b), the Authority shall indicate solely the 
International Patent Classification. 

Article 7 
Languages of Correspondence Used by the Authority 

 For the purposes of correspondence, including forms, other than with the International 
Bureau, the Authority shall use the language or one of the languages indicated, having regard 
to the language or languages indicated in Annex A and to the language or languages whose 
use is authorized by the Authority under Rule 92.2(b), in Annex D. 

Article 8 
International-Type Search 

 The Authority shall carry out international-type searches to the extent decided by it. 
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Article 9 

Entry into Force 

 This Agreement shall enter into force on a date to be notified to the Director General of 
the World Intellectual Property Organization by the Authority, that date being at least one 
month later than the date on which the notification is made. 

Article 10 
Duration and Renewability 

 This Agreement shall remain in force until December 31, 2017.  The parties to this 
Agreement shall, no later than July 2016, start negotiations for its renewal. 

Article 11 
Amendment 

 (1) Without prejudice to paragraphs (2) and (3), amendments may, subject to 
approval by the Assembly of the International Patent Cooperation Union, be made to this 
Agreement by agreement between the parties hereto;  they shall take effect on the date agreed 
upon by them. 

 (2) Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  and, notwithstanding paragraph (4), they shall take effect on 
the date agreed upon by them. 

 (3) The Authority may, by a notification to the Director General of the World 
Intellectual Property Organization: 

 (i) add to the indications of States and languages contained in Annex A to this 
Agreement; 

 (ii) amend the schedule of fees and charges contained in Annex C to this 
Agreement; 

 (iii) amend the indications of languages of correspondence contained in Annex D to 
this Agreement. 

 (4) Any amendment notified under paragraph (3) shall take effect on the date 
specified in the notification, provided that, for any change in the currency or amount of fees 
or charges contained in Annex C, for any addition of new fees or charges, and for any change 
in the conditions for and the extent of refunds or reductions of fees contained in Annex C, that 
date is at least two months later than the date on which the notification is received by the 
International Bureau. 
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Article 12 

Termination 

 (1) This Agreement shall terminate before December 31, 2017: 

 (i) if the Egyptian Academy of Scientific Research and Technology gives the 
Director General of the World Intellectual Property Organization written 
notice to terminate this Agreement;  or 

 (ii) if the Director General of the World Intellectual Property Organization 
gives the Egyptian Academy of Scientific Research and Technology written 
notice to terminate this Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], in two originals in the Arabic and English languages, each 
text being equally authentic. 

For the Egyptian Academy of Scientific 
Research and Technology by: 

For the International Bureau by: 

[…] […] 

 

Annex A 
States and Languages 

Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following States for which it will act: 

Any African, Asian and/or Arab Contracting State; 

 (ii) the following languages which it will accept: 

(a) Arabic or English for international applications filed with the receiving 
Office of, or acting for any member of the League of Arab States; 

(b) Arabic for international applications filed with any other receiving Office. 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 

 subject matter which is searched or examined in Egyptian national applications. 
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Annex C 

Fees and Charges 

Part I.  Schedule of Fees and Charges 

Kind of fee or charge Amount 
 (Egyptian pounds) 

Search fee (Rule 16.1(a)) … 
Additional fee (Rule 40.2(a)) … 
Preliminary examination fee (Rule 58.1(b)) … 
Additional fee (Rule 68.3(a)) … 
Late payment fee for preliminary   
examination  [amount as set out in Rule 58bis] 
Protest fee (Rules 40.2(e) and 68.3(e)) … 
Late furnishing fee (Rules 13ter.1(c) and 13ter.2) … 
Cost of copies (Rules 44.3(b), 71.2(b) and 94.2), per page … 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the Authority benefits from an earlier search taken into account in 
accordance with Rule 4.12, [50%] of the search fee paid shall be refunded [upon request by 
the applicant]. 

 (4) In the cases provided for under Rule 58.3, the amount of the preliminary 
examination fee paid shall be fully refunded. 

 (5) Where the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee paid 
shall be fully refunded. 

Annex D 
Languages of Correspondence 

 Under Article 7 of the Agreement, the Authority specifies the following languages: 

 Arabic, English. 

 
[Annex VII follows] 
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ANNEX VII 
 

DRAFT AGREEMENT 

between the Government of Israel 
and the International Bureau of the World Intellectual Property Organization 

in relation to the functioning of the Israel Patent Office 
as an International Searching Authority 

and International Preliminary Examining Authority 
under the Patent Cooperation Treaty 

 

Preamble 

 The Government of Israel and the International Bureau of the World Intellectual 
Property Organization, 

 Considering that the PCT Assembly, having heard the advice of the PCT Committee for 
Technical Cooperation, has appointed the Israel Patent Office as an International Searching 
and Preliminary Examining Authority under the Patent Cooperation Treaty and approved this 
Agreement in accordance with Articles 16(3) and 32(3), 

 Hereby agree as follows: 

Article 1 
Terms and Expressions 

 (1) For the purposes of this Agreement: 

 (a) “Treaty” means the Patent Cooperation Treaty; 

 (b) “Regulations” means the Regulations under the Treaty; 

 (c) “Administrative Instructions” means the Administrative Instructions under the 
Treaty; 

 (d) “Article” (except where a specific reference is made to an Article of this 
Agreement) means an Article of the Treaty; 

 (e) “Rule” means a Rule of the Regulations; 

 (f) “Contracting State” means a State party to the Treaty; 

 (g) “the Authority” means the Israel Patent Office; 

 (h) “the International Bureau” means the International Bureau of the World 
Intellectual Property Organization. 

 (2) All other terms and expressions used in this Agreement which are also used in the 
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this 
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative 
Instructions. 
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Article 2 

Basic Obligations 

 (1) The Authority shall carry out international search and international preliminary 
examination in accordance with, and perform such other functions of an International 
Searching Authority and International Preliminary Examining Authority as are provided 
under, the Treaty, the Regulations, the Administrative Instructions and this Agreement. 

 (2) In carrying out international search and international preliminary examination, the 
Authority shall apply and observe all the common rules of international search and of 
international preliminary examination and, in particular, shall be guided by the PCT 
International Search and Preliminary Examination Guidelines. 

 (3) The Authority shall maintain a quality management system in compliance with 
the requirements set out in the PCT International Search and Preliminary Examination 
Guidelines. 

 (4) The Authority and the International Bureau shall, having regard to their respective 
functions under the Treaty, the Regulations, the Administrative Instructions and this 
Agreement, render, to the extent considered to be appropriate by both the Authority and the 
International Bureau, mutual assistance in the performance of their functions thereunder. 

Article 3 
Competence of Authority 

 (1) The Authority shall act as International Searching Authority for any international 
application filed with the receiving Office of, or acting for, any Contracting State specified in 
Annex A to this Agreement, provided that the receiving Office specifies the Authority for that 
purpose, that such application, or a translation thereof furnished for the purposes of 
international search, is in the language or one of the languages specified in Annex A to this 
Agreement and, where applicable, that the Authority has been chosen by the applicant. 

 (2) The Authority shall act as International Preliminary Examining Authority for any 
international application filed with the receiving Office of, or acting for, any Contracting State 
specified in Annex A to this Agreement, provided that the receiving Office specifies the 
Authority for that purpose, that such application, or a translation thereof furnished for the 
purposes of international preliminary examination, is in the language or one of the languages 
specified in Annex A to this Agreement and, where applicable, that the Authority has been 
chosen by the applicant and that any other requirements regarding such application as 
specified in Annex A to this Agreement have been met. 

 (3) Where an international application is filed with the International Bureau as 
receiving Office under Rule 19.1(a)(iii), paragraphs (1) and (2) apply as if that application had 
been filed with a receiving Office which would have been competent under Rule 19.1(a)(i) 
or (ii), (b) or (c) or Rule 19.2(i). 



PCT/A/40/7 
Annex VII, page 3 

 
Article 4 

Subject Matter Not Required to Be Searched or Examined 

 The Authority shall not be obliged to search, by virtue of Article 17(2)(a)(i), or 
examine, by virtue of Article 34(4)(a)(i), any international application to the extent that it 
considers that such application relates to subject matter set forth in Rule 39.1 or 67.1, as the 
case may be, with the exception of the subject matter specified in Annex B to this Agreement. 

Article 5 
Fees and Charges 

 (1) A schedule of all fees of the Authority, and all other charges which the Authority 
is entitled to make, in relation to its functions as an International Searching Authority and 
International Preliminary Examining Authority, is set out in Annex C to this Agreement. 

 (2) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement: 

 (i) refund the whole or part of the search fee paid, or waive or reduce the search 
fee, where the international search report can be wholly or partly based on the 
results of an earlier search (Rules 16.3 and 41.1); 

 (ii) refund the search fee where the international application is withdrawn or 
considered withdrawn before the start of the international search. 

 (3) The Authority shall, under the conditions and to the extent set out in Annex C to 
this Agreement, refund the whole or part of the preliminary examination fee paid where the 
demand is considered as if it had not been submitted (Rule 58.3) or where the demand or the 
international application is withdrawn by the applicant before the start of the international 
preliminary examination. 

Article 6 
Classification 

 For the purposes of Rules 43.3(a) and 70.5(b), the Authority shall indicate solely the 
International Patent Classification. 

Article 7 
Languages of Correspondence Used by the Authority 

 For the purposes of correspondence, including forms, other than with the International 
Bureau, the Authority shall use the language or one of the languages indicated, having regard 
to the language or languages indicated in Annex A and to the language or languages whose 
use is authorized by the Authority under Rule 92.2(b), in Annex D. 

Article 8 
International-Type Search 

 The Authority shall carry out international-type searches to the extent decided by it. 
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Article 9 

Entry into Force 

 This Agreement shall enter into force on a date to be notified to the Director General of 
the World Intellectual Property Organization by the Authority, that date being at least one 
month later than the date on which the notification is made. 

Article 10 
Duration and Renewability 

 This Agreement shall remain in force until December 31, 2017.  The parties to this 
Agreement shall, no later than July 2016, start negotiations for its renewal. 

Article 11 
Amendment 

 (1) Without prejudice to paragraphs (2) and (3), amendments may, subject to 
approval by the Assembly of the International Patent Cooperation Union, be made to this 
Agreement by agreement between the parties hereto;  they shall take effect on the date agreed 
upon by them. 

 (2) Without prejudice to paragraph (3), amendments may be made to the Annexes to 
this Agreement by agreement between the Director General of the World Intellectual Property 
Organization and the Authority;  and, notwithstanding paragraph (4), they shall take effect on 
the date agreed upon by them. 

 (3) The Authority may, by a notification to the Director General of the World 
Intellectual Property Organization: 

 (i) add to the indications of States and languages contained in Annex A to this 
Agreement; 

 (ii) amend the schedule of fees and charges contained in Annex C to this 
Agreement; 

 (iii) amend the indications of languages of correspondence contained in Annex D to 
this Agreement. 

 (4)  Any amendment notified under paragraph (3) shall take effect on the date specified 
in the notification, provided that, for any change in the currency or amount of fees or charges 
contained in Annex C, for any addition of new fees or charges, and for any change in the 
conditions for and the extent of refunds or reductions of fees contained in Annex C, that date 
is at least two months later than the date on which the notification is received by the 
International Bureau. 
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Article 12 

Termination 

 (1) This Agreement shall terminate before December 31, 2017: 

 (i) if the Government of Israel gives the Director General of the World 
Intellectual Property Organization written notice to terminate this 
Agreement;  or 

 (ii) if the Director General of the World Intellectual Property Organization 
gives the Government of Israel written notice to terminate this Agreement. 

 (2) The termination of this Agreement under paragraph (1) shall take effect one year 
after receipt of the notice by the other party, unless a longer period is specified in such notice 
or unless both parties agree on a shorter period. 

 In witness whereof the parties hereto have executed this Agreement. 

 Done at [city], this [date], which corresponds to [date] of the Jewish year [……], in 
two originals in the English and Hebrew languages, each text being equally authentic. 

For the Government of Israel by: For the International Bureau by: 

[…] […] 

Annex A 
States and Languages 

Under Article 3 of the Agreement, the Authority specifies: 

 (i) the following State for which it will act: 

Israel; 

 (ii) the following language which it will accept: 

English. 

Annex B 
Subject Matter Not Excluded from Search or Examination 

 The subject matter set forth in Rule 39.1 or 67.1 which, under Article 4 of the 
Agreement, is not excluded from search or examination, is the following: 

 subject matter which is searched or examined in Israeli national applications. 
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Annex C 

Fees and Charges 

Part I.  Schedule of Fees and Charges 

Kind of fee or charge Amount 
 (Israeli new sheqel) 

Search fee (Rule 16.1(a)) … 
Additional fee (Rule 40.2(a)) … 
Preliminary examination fee (Rule 58.1(b)) … 
Additional fee (Rule 68.3(a)) … 
Late payment fee for preliminary   
examination  [amount as set out in Rule 58bis] 
Protest fee (Rules 40.2(e) and 68.3(e)) … 
Late furnishing fee (Rules 13ter.1(c) and 13ter.2) … 
Cost of copies (Rules 44.3(b), 71.2(b) and 94.2), per page  … 

Part II.  Conditions for and Extent of Refunds or Reductions of Fees 

 (1) Any amount paid by mistake, without cause, or in excess of the amount due, for 
fees indicated in Part I shall be refunded. 

 (2) Where the international application is withdrawn or considered withdrawn, under 
Article 14(1), (3) or (4), before the start of the international search, the amount of the search 
fee paid shall be fully refunded. 

 (3) Where the Authority benefits from an earlier search taken into account in 
accordance with Rule 4.12, [50%] of the search fee paid shall be refunded [upon request by 
the applicant]. 

 (4) In the cases provided for under Rule 58.3, the amount of the preliminary 
examination fee paid shall be fully refunded. 

 (5) Where the international application or the demand is withdrawn before the start of 
the international preliminary examination, the amount of the preliminary examination fee paid 
shall be fully refunded. 

Annex D 
Languages of Correspondence 

 Under Article 7 of the Agreement, the Authority specifies the following language: 

 English. 

 
 

[End of Annex VII and of document] 
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PCT/A/41/4 
ORIGINAL:  ENGLISH 

DATE:  SEPTEMBER 29, 2010 

International Patent Cooperation Union (PCT Union) 

Assembly 

Forty-First (24th Extraordinary) Session 
Geneva, September 20 to 29, 2010 

REPORT 

prepared by the International Bureau 

1. The Assembly was concerned with the following items of the Consolidated Agenda 
(document A/48/1):  1, 3 to 6, 9 to 13, 15 to 17, 19 to 21, 30, 38 and 39. 

2. The report on the said items, with the exception of item 30, is contained in the General 
Report (document A/48/26). 

3. The report on item 30 is contained in the present document. 

4. The meeting of the Assembly was presided over by Ms. Anne Rejnhold Jørgensen 
(Denmark), Chair of the PCT Assembly. 
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ITEM 30 OF THE CONSOLIDATED AGENDA: 
 

MATTERS CONCERNING THE PCT UNION 
 

PCT Working Group:  Report of the Third Session 

5. Discussions were based on document PCT/A/41/1 Rev. 

6. In introducing document PCT/A/41/1 Rev., Deputy Director General Pooley stated that, of 
the great variety of issues discussed by the Working Group at its third session, he wished 
to particularly highlight the discussions in the Working Group on the study “The Need to 
Improve the Functioning of the PCT System”.  That study had been prepared by the 
Secretariat following agreement by the Working Group at its second session in May 2009 
that efforts should continue on improving the PCT, noting that the system could and should 
function more effectively on behalf of all stakeholders, within the existing legal framework, 
without limiting the freedom of Contracting States to control substantive patent law issues 
as well as national search and examination procedures, and that further dialog should be 
informed by an in-depth study to be prepared by the International Bureau on how the PCT 
was measuring up to its stated aims. 

7. Based on the study prepared by the Secretariat, and following an intensive debate 
characterized by a constructive spirit of cooperation and compromise, the Working Group 
had unanimously endorsed a set of recommendations as to the further work aimed at 
improving the PCT.  Those recommendations included measures to help reduce the 
unsustainable backlogs of some 4.2 million unprocessed patent applications around the 
world and improve the quality of granted patents.  The patent Offices of PCT Member 
States would play a key role in implementing many of these recommendations. 

8. The Working Group had endorsed a number of practical steps to be undertaken by WIPO 
in close cooperation with Member States for implementation in the near future.  These 
included the deployment of computer systems that would allow third parties to alert patent 
Offices about information which they believed showed that a patent application did not 
meet the conditions of patentability.  Other electronic systems to be developed would 
support technology transfer by promoting the licensing of inventions and by helping to 
identify information about technologies which were in the public domain. 

9. The Working Group had also commissioned a series of studies to assess how successful 
the PCT system had been in disseminating technical information, in facilitating access to 
technology and in providing technical assistance for developing countries.  These studies 
would include recommendations on ways to boost the PCT’s performance in these areas 
and would also explore the possibility of extra-budgetary funding arrangements to finance 
technical assistance projects. 

10. Deputy Director General Pooley further stated that the recommendations were an 
important step towards improving the operation of the international patent system for the 
benefit of all WIPO Member States. 

11. Other issues considered by the Working Group included revised proposals concerning the 
“Eligibility Criteria for Reductions in Certain PCT Fees”.  Unfortunately, the Working Group 
had not been able to reach a consensus.  The Secretariat would thus further consider the 
issue with a view to finding alternative solutions which could be agreed upon by all 
Member States, pending which the status quo would remain. 

12. The Delegation of El Salvador expressed its support for the Member States’ efforts 
towards optimizing the work of international and national Offices.  The Delegation 
considered that this work should take place constructively in a way supported by Member 
States so that the desired results could be achieved.  In order to do that, WIPO should 
intensify the process of consultation and schedule workshops and information seminars for 
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officials responsible for administering the Treaty.  With regard to the languages policy, the 
Delegation reiterated the request which had been made by both the Delegation of El 
Salvador and the Group of Latin American and Caribbean Countries in the Working Group 
and in the Program and Budget Committee that an assessment be made of the 
introduction of Spanish as a working language in the PCT Working Group. 

13. The Delegation of Egypt thanked the Director General for the support which had been 
provided to the Egyptian Patent Office by the International Bureau.  Egypt, as an 
International Authority under the PCT, had taken certain steps to ensure that it could fulfill 
that role and had been very much involved in quality control since 2008.  The Delegation 
noted that there were proposals to make certain amendments to the PCT in order to allow 
it to provide increased benefits to developing countries, particularly with respect to 
technology transfer.  The studies that had been undertaken needed to be followed up with 
more studies and more research in order to allow the national Offices to work on the basis 
of the results that were obtained.  The Egyptian Patent Office had already began to 
undertake the kind of review that was required internationally, but to go further, Egypt 
needed to be able to count on appropriate support from WIPO.  A number of meetings had 
been held on quality issues, intending to ensure that national Offices reached the required 
level of quality.  The Meeting of International Authorities held recently in Brazil had been 
very useful indeed.  The Delegation invited all participants to bear this in mind and to assist 
Egypt as it sought to apply the quality framework of Chapter 21 of the PCT International 
Search and Preliminary Examination Guidelines.   

14. The Delegation of Egypt further expressed the view that additional steps were required in 
order to ensure that Egypt could properly process patent applications under the PCT 
system within its national Office.  The Delegation believed that the Office was on the right 
track but needed further work to move ahead.  The Delegation was pleased with the 
recommendations adopted at the third session of the PCT Working Group, especially those 
which called on the International Bureau to undertake a study into the implementation of 
Article 51 of the PCT setting up a committee to look at technical assistance issues. 

15. The Delegation of Iran stated that it was convinced that there were several possibilities to 
improve the functionality of the PCT system, within its legal framework, for the benefit of 
applicants, Offices and third parties in all Contracting States, without limiting the policy 
space for IP Offices in determining substantive conditions of patentability.  Certainly, IP 
Offices, in examining the patentability of a claim, could consider international reports as a 
subsidiary and complementary means for their examination, taking into account their 
national patent laws and executive procedures.  There was not, however, any legal 
obligation for the countries to accept these reports.  The Delegation of Iran further stated 
that it also believed that any reform of the PCT system should amplify the basic aims of the 
Treaty, which were in the field of procedures for obtaining legal protection for inventions 
and in the field of the dissemination of technical information and organization of technical 
assistance, particularly for developing countries.  Moreover, since the PCT was a 
procedural Treaty, the result of its reform should be confined to procedural matters and 
should not lead to the harmonization of national search and examination procedures.   

16. The Delegation welcomed the proposal and recommendations put forward in the PCT 
Working Group to improve the functionality of the system.  In this context, establishment of 
a third-party observation system could improve the accuracy and efficiency of international 
reports.  It also had taken note of the study of the Secretariat presented to the PCT 
Working Group which stated that, over the past years, the PCT system had been 
constantly improved, notably from the viewpoint of applicants.  The issue of dissemination 
of technical information, which linked to important issues for developing countries, should 
be more elaborated in the future process.  In this context, it was important to emphasize 
that the PCT was intended to encourage technology transfer by a variety of means, and 
that many stakeholders had benefited from the system.  Nevertheless, in several 
instances, there had been challenges, particularly on access to technologies to be used 
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freely by developing countries, without seeking a license.  A practical solution for 
encountering these challenges should be elaborated in the course of improving the 
functionality of the PCT system.  

17. The Delegation of Iran further stated that it wished to encourage the International Bureau 
to increase its activities in the field of capacity building for IP offices, by devoting more 
related resources in this respect.  Moreover, for the success of the system, it was 
imperative to explore practical and affordable ways for national Offices to develop their 
online searching capabilities and access to effective search systems. 

18. The Delegation stated that offering realistic reductions to developing countries in the fees 
required for the filing of international applications would encourage wider use of the PCT 
system by these countries;  this would not contradict the interests of developed countries 
but encourage nationals of developing countries to further participate and contribute to the 
development of technology and related activities and consequently to the improvement of 
the world economy, from which ultimately all countries would benefit. 

19. The Delegation of South Africa stated that it supported the deliberations towards the 
improvement of the PCT system in a balanced and objective manner.  The Delegation 
welcomed the principles entrenched at the last session of the Working Group, namely, the 
work for the improvement of the PCT, following an incremental and member-driven 
approach, within the legal framework of the existing Treaty, which was procedural in nature 
and did not limit the freedom of the Contracting States regarding substantive patent law 
issues.  The Delegation also highly appreciated the facilitative role of the WIPO Secretariat 
in preparing the working documents and carrying out the consultative process for the PCT 
Working Group.  The Delegation emphasized that mainstreaming the Development 
Agenda and addressing the development concerns in all aspects of the work related to 
improving the PCT was important to it. 

20. The Delegation of South Africa expressed the view that there already was a positive 
example of synergy between the work to improve the PCT and the Development Agenda.  
The Delegation wished to thank the Director General and the PCT Sector of WIPO for the 
prompt response to its request for capacity building and awareness seminars, which would 
take place at the end of October 2010 at a number of South African universities and in the 
South African Patent Office.  The Delegation pointed out that, in fact, cooperation activities 
between the PCT Sector of WIPO and the Companies and Intellectual Property 
Registration Office of South Africa had been going on for a number of years.  Outreach 
activities had been organized in various universities with the objective of encouraging 
universities to utilize the international patent system, including the PCT, to stimulate 
technology transfer and to obtain commercial returns from research.  The Delegation 
stated that it was now able to add more value by aligning the program to the strategic 
objectives of the PCT system and the strategic goals under the WIPO Medium Term 
Strategic Plan. 

21. The Delegation of Sweden stated that the Swedish Patent and Registration Office, being 
one of the International Authorities under the PCT, wished to congratulate the PCT 
Working Group for endorsing the recommendations drawn from the study “The Need for 
Improving the Functioning of the PCT System”.  The Delegation further stated that it 
wished to again reiterate its support for the ongoing work and its willingness to collaborate 
in this important work to develop the PCT system. 

22. The Delegation of Brazil stated that it had participated actively in the discussions of the 
PCT Working Group and thus limited itself to a short statement.  It wished to reiterate 
Brazil’s interest in the improvement of the functioning of the PCT system, which could 
contribute to raising the quality of patent examinations in all jurisdictions, within the limits of 
national legislation.  Progress made in the PCT Working Group showed that members  
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 were finding a way forward in a subject not free of divisive issues.  Key to the good 
disposition prevailing in this process was the member-driven nature of the discussions in 
the Working Group. 

23. The Delegation of Barbados wished to place on record its thanks to the International 
Bureau for its efforts to arrive at criteria for determining which countries should be entitled 
to benefit from PCT fee reductions.  It stated that it wished to reiterate that the criteria 
which were to be developed had to be fair and balanced, taking into account the special 
circumstances that existed in certain developing countries. 

24. The Delegation of Trinidad and Tobago stated that the PCT continued to be a very 
important mechanism for Trinidad and Tobago as it continued to benefit from the utilization 
of the PCT system.  In 2009, 97% of all patent applications arrived through the PCT route.  
Recognizing the flourishing rate of PCT filing of patent applications, Trinidad and Tobago 
willingly welcomed any positive alteration to the PCT system from which the operations of 
the Intellectual Property Office would benefit.  It had noted the great enthusiasm PCT 
Contracting States had exhibited in continuing to propose enhancements to the PCT 
system and stated that it would like to encourage the International Bureau to continue in its 
quest to improve the PCT System so that all stakeholders benefitted. 

25. The Delegation of Trinidad and Tobago further stated that it believed that whatever 
modifications were sought to improve the functioning of the PCT, they had to take into 
account the needs of developing countries, particularly those with smaller technical 
capacities.  It therefore requested that ample consideration be given to the circumstances 
under which the smaller IP Offices operated, so that, when new systems were developed, 
it was ensured that all Offices could benefit from their use. 

26. Even though the numbers of nationals making use of the PCT system was minimal, the 
Trinidad and Tobago Intellectual Property Office had promoted the system to facilitate PCT 
filings.  Additionally, the Trinidad and Tobago Intellectual Property Office had actively 
embarked on public awareness programs to encourage the citizens of Trinidad and 
Tobago to make use of the PCT system.  Further encouragement would, of course, come 
from the continuation of the 90% discount on international filing fees that applicants from 
Trinidad and Tobago currently enjoyed.  Further confidence would come once Member 
States had arrived at consensus to retain and extend discounted fees.  The Delegation 
noted that it appreciated the strenuous and well thought-out contributions to the 
discussions on the eligibility criteria for fee reductions by the Delegation from Barbados 
and stated that it supported the positions put forward by that Delegation.  Trinidad and 
Tobago would continue to make use of the PCT system and endorsed whatever changes 
would be required for the future further development of the system. 

27. The Delegation of Switzerland, speaking on behalf of Group B, stated that the global IP 
services that WIPO provided to Member States, in particular the registration system for 
patents, were of paramount importance to all stakeholders.  Group B commended the 
performance of these systems but, at the same time, questioned how the system could do 
better for the users on the ground.  If it did not keep pace with technological and business 
evolution, there was the risk of not only disappointing existing users but also of losing 
opportunities to grow.  The increase in demand on WIPO’s capacity meant that it was 
important that all worked together in identifying how to improve service delivery, since it 
was WIPO’s services, in particular the PCT, that generated around 90% of its revenue.  
The continued enhancement of such services and their quality in a cost effective manner 
had always been and would remain a major strategic goal that WIPO members fully 
supported. 

28. The Delegation further stated that,  in this regard, the confirmation of the support by 
WIPO’s Member States for the PCT roadmap during the last session of the PCT Working 
Group was very promising for the further development of the PCT system.  It was of 
fundamental importance to ensure that the PCT was able to continue to deliver results 
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which met the needs of applicants, Offices and third parties.  This would enable the PCT to 
remain effective and attractive in the future and retain the central place that it had in the 
international patent framework and the financing of WIPO.  Group B members were 
therefore looking forward to continuing to progress the work at the next session of the PCT 
Working Group. 

29. The Delegation concluded by expressing the view that, besides the functioning of the PCT 
system itself, there had also been an interesting exchange of views during the last session 
of the Working Group on the need to coordinate with other development activities and, in 
particular, the need to review the technical assistance activities provided so far in 
connection with the PCT.  Due to the importance of WIPO members having the capacity to 
properly use and benefit from the PCT system, Group B members were interested in 
interacting with other WIPO members - within currently existing WIPO Committees - in 
order to better understand their current needs and to see how to better allocate available 
resources for technical assistance.  In this regard, the Delegation recalled the specific 
technical assistance proposals presented by the African Group during the last session of 
the PCT Working Group. 

30. The Delegation of China welcomed the fact that the PCT Working Group had made 
significant progress and reached consensus on a set of recommendations on how to 
improve the PCT system, and welcomed the fact that the Member States of the PCT had 
made such great efforts to reach that consensus.  It expressed the view that the 
improvements to the PCT system should be done within its current legal framework, and 
that improvements should be gradual, pragmatic and coherent to ensure that the PCT 
system could adopt its role as a patent application system at a global level.  The 
Delegation further stated that it believed that the PCT system should provide better 
services for its users, and that the evolution of the system should also take into account 
the needs of users from developing countries.  The Delegation concluded by stating that it 
would continue to actively support the improvement of the PCT system. 

31. The Delegation of Egypt, speaking on behalf of the Development Agenda Group, stated 
that the Development Agenda Group believed that the adoption of the WIPO Development 
Agenda contributed to challenging the universal applicability of “one size fits all” IP 
protection models or the advisability of the harmonization of laws leading to higher 
protection standards in all countries, irrespective of the level of development.  In this 
regard, the PCT Member States had an interest in the reform and the improvement of the 
functioning of the PCT system.  The Development Agenda Group was avidly interested in 
the ongoing discussions in the PCT Working Group and favored deepening the analysis 
and continuing the debate on the reform of the PCT, within the parameters agreed during 
previous sessions of the PCT Working Group.  In addition to the above mentioned 
principle, the Development Agenda Group underlined the need to ensure that the reform of 
the PCT system did not entail any harmonization of patent law in substance or in practice, 
as stipulated in Article 27(5) of the PCT.   

32. The Delegation wished to thank the Secretariat for the study that had been prepared for 
the third session of the PCT Working Group entitled "The Need for Improving the 
Functioning of the PCT System" (document PCT/WG/3/2).  It believed that this study was a 
good basis for discussion on the issue of the reform of the PCT.  The study pointed to 
problems in the processing of applications, where an increasing number of applications on 
the one hand and inadequate manpower capacity in Offices on the other, had led to 
unsustainable backlogs and the increased possibility of the grant of invalid patents.  This 
was an issue of concern.  It noted, however, that while improving the quality of 
international reports addressed partly the supply side by dealing with the problems of 
backlogs, the causal problems leading to the backlogs on the demand side also needed to 
be addressed in order to come up with sustainable long-term solutions.  The reasons 
behind the flood of patent applications, which seemed to far exceed the level of actual 
innovation in the world, needed to be addressed.  It needed to be recognized that an 
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effective, long-term and sustainable resolution of the problems of backlogs and quality 
would require augmenting the capacity of Offices to conduct search and examination as 
comprehensive as possible for every application in a timely manner.  This would require 
enhanced support for Offices, especially in developing countries, which had to be provided 
in accordance with the provisions of PCT and the recommendations of the Development 
Agenda.   

33. The Delegation further stated that PCT Article 51 called for the setting up of a Committee 
for Technical Assistance, which had not been established so far.  It believed that it should 
be set up now so as to enable the Secretariat to look at technical assistance requirements 
comprehensively and address them in a focused manner.  With regard to the outcome of 
the third session of the PCT Working Group on the study proposals, the Delegation 
supported the recommendations as adopted in the report of the session.  It particularly 
supported the introduction of a new recommendation introduced as paragraph 149bis that 
a follow-up study be conducted by the International Bureau, which should involve WIPO's 
Chief Economist, to analyze the root causes behind the surge of patent applications and 
the consequent heavy load on the international patent system.  It also fully supported the 
introduction of another new recommendation included in paragraph 204bis that a study be 
conducted by the International Bureau to look into the issue of coordination of technical 
assistance for developing countries, as envisaged in PCT Article 51, in a focused manner 
and guided by the Development Agenda recommendations, and to make 
recommendations on terms of reference for the possible establishment of the Committee 
for Technical Assistance.  This study would be presented for decision to the 4th session of 
the Working Group.  The study should also identify and assess existing agreements with 
relevant international financing organizations and intergovernmental organizations for 
financing of technical assistance projects under PCT Article 51(4) and make 
recommendations regarding the possibility of seeking further such agreements.  The 
Delegation looked forward to the studies by the Chief Economist as well as the study on 
the coordination of technical assistance envisaged in PCT Article 51.   It also looked 
forward to the terms of reference to be prepared by the Secretariat for the possible 
establishment of the Committee for Technical Assistance.  In concluding, the Delegation 
stated that it looked forward to a positive outcome during the forthcoming session of the 
PCT Working Group. 

34. The Delegation of Japan stated that it supported the statement made by Switzerland on 
behalf of Group B.  It further wished to compliment the initiative by Director General Gurry 
and Deputy Director General Pooley and their team.  It welcomed the recommendations on 
how to improve the PCT system which had been approved by the PCT Working Group at 
its meeting in June 2010.  Noting that the PCT was one of the core pillars of WIPO’s 
international IP systems, the Delegation wished to express its full support for the 
recommendations and related activities aimed at providing better services for PCT Member 
States as well as users. 

35. The Delegation of Algeria stated that Algeria welcomed the detailed study by the 
Secretariat on the need for improving the functioning of the PCT system.  It thanked 
Deputy Director General Pooley for the informal consultations which had been initiated 
shortly before the session of the PCT Working Group in May 2010.  Algeria had taken note 
of the numerous problems facing the PCT system which had been identified in the study, 
such as the shortage of examiners, the problems related to quality of international search 
and examination reports, the duplication of work, the backlogs and dealing with patent 
applications by intellectual property Offices, but in the view of the Delegation the study had 
not gone into a detailed analysis of intrinsic causes of these problems. 

36. Algeria was particularly interested in improving the functioning of the PCT system, which 
was the main source of income for the Organization, and believed that any solution 
designed to achieve such an improvement should be overall, comprehensive, balanced 
and consensus-based.  It should also be viewed in the context of the recommendations of 
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the Development Agenda, respecting PCT Article 27(5) which guaranteed the freedom for 
Contracting States to set the substantive conditions of patentability.  The Delegation 
supported improving the quality of international search and examination reports and was of 
the view that improved dissemination of patent information was just one of the elements 
that could actually facilitate achieving that objective.  With regard to the systematic 
validation of international search reports by intellectual property Offices of developing 
countries, the Delegation expressed the view that this would risk restricting the room for 
maneuver for Offices in developing countries, given the interpretation of patentability 
criteria.  This was why the Delegation felt that it was important to strengthen the capacities 
of Offices of developing countries, in particular by way of WIPO providing training to 
examiners.  The Delegation also supported the implementation of the Committee for 
Technical Assistance provided for in PCT Article 51 and the organization by WIPO of 
workshops and seminars on how to use the PCT System for users in developing countries, 
and on practical solutions for improving the functioning of the system. 

37. The Representative of the Third World Network expressed the view that the PCT system 
should be understood in the wider context of the emerging inequitable international patent 
regime.  Statistics on PCT applications clearly showed that developed countries were the 
clear beneficiaries of the system.  Out of 155,000 international applications, 92,000  
originated from just three developed countries, namely, the United States of America, 
Japan and Germany.  This clearly showed that the PCT system was a tool to obtain patent 
protection for corporations from developed countries in a cost-effective manner.  Any 
reform of the PCT should not result in shifting the burden, in the name of efficiency, from 
developed countries to developing countries.  Furthermore, it should not result in any way 
in the harmonization of substantive aspects of patent law.  It should clearly address the 
unfulfilled Treaty obligation related to technology transfer. 

38. The Assembly: 

(i) noted the report of the third session of the PCT Working Group contained in 
document PCT/WG/3/14 Rev. and reproduced in the Annex to document 
PCT/A/41/1 Rev.;  and 

(ii) approved the recommendation concerning the further work of the PCT 
Working Group set out in paragraph 13 of document PCT/A/41/1 Rev. 

Proposed Amendments of the PCT Regulations 

39. Discussions were based on document PCT/A/41/2 Rev. 

40. The Assembly: 

(i) adopted the proposed amendments of the Regulations under the PCT set out 
in the Annex to this report; 

(ii) decided that the amendments of Rules 12.2, 48.2, 53.9, 55.3, 62.1, 62.2, 
66.9, 70.2 and 92.2 set out in the Annex to this report shall enter into force on 
July 1, 2011, and shall apply to international applications whose international 
filing date is on or after July 1, 2011; 

(iii) decided that the amendments of Rule 49.5 set out in the Annex to this report 
shall enter into force on July 1, 2011, and shall apply to international 
applications in respect of which the applicant has performed the acts referred 
to in Article 22 or Article 39 on or after July 1, 2011, and in respect of which 
an amendment under Article 19 or 34 was filed on or after July 1, 2009;  and 
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(iv) decided that the amendments of Rule 70.16 set out in the Annex to this report 
shall enter into force on July 1, 2011, and shall apply to any international 
preliminary examination report which is completed in accordance with 
Rule 70.4 on or after July 1, 2011, irrespective of the international filing date 
of the international application concerned. 

Quality Management Systems for the PCT International Authorities 

41. Discussions were based on document PCT/A/41/3. 

42. In introducing document PCT/A/41/3, the Secretariat stated that document PCT/A/41/3 had 
been drawn-up so as to draw attention to the fact that, as in previous years, the annual 
reports by PCT International Authorities on their quality management systems had been 
published on WIPO’s website.  Furthermore, document PCT/A/41/3 informed on recent 
efforts by PCT International Authorities to improve their quality management systems and, 
most notably, the quality of the PCT work products, namely, international search reports, 
written opinions and international preliminary examination reports. 

43. Both issues had featured prominently on the agenda of the most recent Meeting of 
International Authorities (PCT/MIA) held in February 2010 in Rio de Janeiro, Brazil, where 
it had been agreed to introduce a new common template for future reports on quality 
management systems.  Furthermore, it had been agreed to set up a Quality Sub-group to 
discuss quality related issues in greater detail, noting the importance of the PCT as a work 
sharing tool, that confidence in the high quality of international reports was essential to 
effective use of those reports by Offices during national phase processing, and that 
confidence was best served by an effective evaluation of the value of the reports for the 
purposes of assisting Offices of PCT Member States in processing international 
applications which had entered the national phase.  As its first two concrete projects, this 
Quality Sub-group would discuss the possible establishment of quality feedback systems 
and third party observation systems, in line with the recommendations to set up such 
systems as agreed by the PCT Working Group. 

44. The Assembly took note of the content of document PCT/A/41/3. 

 

[Annex follows] 
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Rule 12   
Language of the International Application 

and Translations for the Purposes of International Search 
and International Publication 

12.1 to 12.1ter   [No change] 

12.2   Language of Changes in the International Application 

 (a)  Any amendment of the international application shall, subject to Rules 46.3 and 55.3, be 
in the language in which the application is filed. 

 (b) and (c)  [No change] 

12.3 and 12.4   [No change] 
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Rule 48   
International Publication 

48.1   [No change] 

48.2   Contents 

 (a) to (h)  [No change] 

 (i)  If the authorization by the receiving Office, the International Searching Authority or the 
International Bureau of a rectification of an obvious mistake in the international application under 
Rule 91.1 is received by or, where applicable, given by the International Bureau after completion 
of the technical preparations for international publication, a statement reflecting all the 
rectifications shall be published, together with the sheets containing the rectifications, or the 
replacement sheets and the letter furnished under Rule 91.2, as the case may be, and the front 
page shall be republished. 

 (j) and (k)  [No change] 

48.3 to 48.6   [No change] 
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Rule 49   
Copy, Translation and Fee under Article 22 

49.1 to 49.4   [No change] 

49.5   Contents of and Physical Requirements for the Translation 

 (a)  For the purposes of Article 22, the translation of the international application shall 
contain the description (subject to paragraph (a-bis)), the claims, any text matter of the drawings 
and the abstract.  If required by the designated Office, the translation shall also, subject to 
paragraphs (b), (c-bis) and (e), 

 (i) [no change] 

 (ii) if the claims have been amended under Article 19, contain both the claims as filed 
and the claims as amended (the claims as amended shall be furnished in the form of a translation 
of the complete set of claims furnished under Rule 46.5(a) in replacement of all the claims 
originally filed), and 

 (iii) [no change] 

 (a-bis) to (l)  [No change] 

49.6   [No change] 



PCT/A/41/4 
Annex, page 6 

 
 

Rule 53   
The Demand 

53.1 to 53.8   [No change] 

53.9   Statement Concerning Amendments 

 (a)  If amendments under Article 19 have been made, the statement concerning 
amendments shall indicate whether, for the purposes of the international preliminary examination, 
the applicant wishes those amendments: 

 (i) to be taken into account, in which case a copy of the amendments and of the letter 
required under Rule 46.5(b) shall preferably be submitted with the demand;  or 

 (ii) [no change] 

 (b) and (c)   [No change] 
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Rule 55   
Languages (International Preliminary Examination) 

55.1 and 55.2   [No change] 

55.3   Language and Translation of Amendments and Letters 

 (a)  Subject to paragraph (b), if the international application has been filed in a language 
other than the language in which it is published, any amendment under Article 34, as well as any 
letter referred to in Rule 66.8(a), Rule 66.8(b) and Rule 46.5(b) as applicable by virtue of 
Rule 66.8(c), shall be submitted in the language of publication. 

 (b)  Where a translation of the international application is required under Rule 55.2: 

 (i) any amendment and any letter referred to in paragraph (a);  and 

 (ii) any amendment under Article 19 which is to be taken into account under 
Rule 66.1(c) or (d) and any letter referred to in Rule 46.5(b); 

shall be in the language of that translation.  Where such amendments or letters have been or are 
submitted in another language, a translation shall also be submitted. 

 (c)  If an amendment or letter is not submitted in a language as required under 
paragraph (a) or (b), the International Preliminary Examining Authority shall invite the applicant to 
submit the amendment or letter in the required language within a time limit which shall be 
reasonable under the circumstances.  That time limit shall not be less than one month from the 
date of the invitation.  It may be extended by the International Preliminary Examining Authority at 
any time before a decision is taken. 

 (d)  If the applicant fails to comply, within the time limit under paragraph (c), with the 
invitation to furnish an amendment in the required language, the amendment shall not be taken 
into account for the purposes of the international preliminary examination.  If the applicant fails to 
comply, within the time limit under paragraph (c), with the invitation to furnish a letter referred to 
in paragraph (a) in the required language, the amendment concerned need not be taken into 
account for the purposes of the international preliminary examination. 



PCT/A/41/4 
Annex, page 8 

 
 

Rule 62   
Copy of the Written Opinion by the International Searching Authority and of Amendments 

under Article 19 for the International Preliminary Examining Authority 

62.1   Copy of Written Opinion by International Searching Authority and of Amendments Made 
before the Demand Is Filed 

 Upon receipt of a demand, or a copy thereof, from the International Preliminary Examining 
Authority, the International Bureau shall promptly transmit to that Authority: 

 (i) a copy of the written opinion established under Rule 43bis.1, unless the national 
Office or intergovernmental organization that acted as International Searching Authority is also 
acting as International Preliminary Examining Authority;  and 

 (ii) a copy of any amendment under Article 19, any statement referred to in that Article, 
and the letter required under Rule 46.5(b), unless that Authority has indicated that it has already 
received such a copy. 

62.2   Amendments Made after the Demand Is Filed 

 If, at the time of filing any amendments under Article 19, a demand has already been 
submitted, the applicant shall preferably, at the same time as he files the amendments with the 
International Bureau, also file with the International Preliminary Examining Authority a copy of 
such amendments, any statement referred to in that Article and the letter required under 
Rule 46.5(b).  In any case, the International Bureau shall promptly transmit a copy of such 
amendments, statement and letter to that Authority. 
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Rule 66   
Procedure before the International Preliminary Examining Authority 

66.1 to 66.8   [No change] 

66.9   [Deleted] 
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Rule 70   
International Preliminary Report on Patentability by the International Preliminary 

Examining Authority (International Preliminary Examination Report) 

70.1   [No change] 

70.2   Basis of the Report 

 (a) to (c)  [No change] 

 (c-bis)  If the claims, description or drawings have been amended but the replacement sheet 
or sheets were not accompanied by a letter indicating the basis for the amendment in the 
application as filed, as required under Rule 46.5(b)(iii), Rule 46.5(b)(iii) being applicable by virtue 
of Rule 66.8(c), or Rule 66.8(a), as applicable, the report may be established as if the 
amendment had not been made, in which case the report shall so indicate. 

 (d) and (e)  [No change] 

70.3 to 70.15  [No change] 

70.16   Annexes to the Report 

 (a)  The following replacement sheets and letters shall be annexed to the report: 

 (i) each replacement sheet under Rule 66.8 containing amendments under Article 34 
and each letter under Rule 66.8(a), Rule 66.8(b) and Rule 46.5(b) as applicable by 
virtue of Rule 66.8(c); 

 (ii) each replacement sheet under Rule 46.5 containing amendments under Article 19 
and each letter under Rule 46.5;  and  

 (iii) each replacement sheet under Rule 26.4 as applicable by virtue of Rule 91.2 
containing a rectification of an obvious mistake authorized by that Authority under 
Rule 91.1(b)(iii) and each letter under Rule 26.4 as applicable by virtue of 
Rule 91.2; 

unless any such replacement sheet has been superseded or considered reversed by a later 
replacement sheet or an amendment resulting in the cancellation of an entire sheet under 
Rule 66.8(b);  and 

 (iv) where the report contains an indication referred to in Rule 70.2(e), any sheet and 
letter relating to a rectification of an obvious mistake which is not taken into account 
pursuant to Rule 66.4bis. 
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[Rule 70.16, continued] 

 (b)  Notwithstanding paragraph (a), each superseded or reversed replacement sheet 
referred to in that paragraph and any letter referred to in that paragraph relating to such 
superseded or reversed sheet shall also be annexed to the report where: 

 (i) the International Preliminary Examining Authority considers that the relevant 
superseding or reversing amendment goes beyond the disclosure in the 
international application as filed and the report contains an indication referred to in 
Rule 70.2(c); 

 (ii) the relevant superseding or reversing amendment was not accompanied by a letter 
indicating the basis for the amendment in the application as filed and the report is 
established as if the amendment had not been made and contains an indication 
referred to in Rule 70.2(c-bis). 

In such a case, the superseded or reversed replacement sheet shall be marked as provided by 
the Administrative Instructions. 
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Rule 92   
Correspondence 

92.1   [No change] 

92.2   Languages 

 (a)  Subject to Rules 55.1 and 55.3 and to paragraph (b) of this Rule, any letter or document 
submitted by the applicant to the International Searching Authority or the International Preliminary 
Examining Authority shall be in the same language as the international application to which it 
relates.  However, where a translation of the international application has been transmitted under 
Rule 23.1(b) or furnished under Rule 55.2, the language of such translation shall be used. 

 (b)  [No change] 

 (c)  [Remains deleted] 

 (d) and (e)  [No change] 

92.3 and 92.4   [No change] 
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