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SUMMARY OF THE SESSION

by the Chair

INTRODUCTION

1. Mr. Francis Gurry, Assistant Director General, on behalf of the Director General,
opened the session and welcomed the participants.

2. Thelist of participantsis contained in the Annex to this document.

3.  Thesession’'s proceedings were informal and there was no formal report. This
summary, prepared under the responsibility of the Chair, sets out the status of the matters
discussed by the Working Group, noting the range of views expressed and areas where
agreement has been reached, and identifying what future work needs to be undertaken.

The working documents for the session are available on WIPO' s Website via
http://www.wi po.int/pct/en/meetings.
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ELECTION OF A CHAIR AND TWO VICE-CHAIRS

4.  TheWorking Group unanimously elected Mr. Alan Troicuk (Canada) as Chair for the
session and Mr. Yin Xintian (China) and Mr. Fabidn Ramén Salazar Garcia (Mexico) as
Vice-Chairs.

SIMPLIFIED PROTEST PROCEDURE IN CASE OF NON-UNITY OF INVENTION
5. Discussions were based on document PCT/R/WG/5/1, Annex Il.

6. TheWorking Group was in general agreement with the proposed amendments of the
Regulations.? Several representatives of users expressed a preference for the retention of the
current two-stage review which applied before certain International Searching and
Preliminary Examining Authorities, noting that, under the current system, the payment of a
fee for the examination of a protest could only be required after a prior review of the
justification for the invitation to pay additional fees, whereas, under the proposed new system,
it could be required without such prior review.

7.  The proposed amendments of the Regulations set out in Annex |1 to document
PCT/R/WG/5/1 were approved by the Working Group with aview to their submission to the
Assembly of the PCT Union (“the Assembly”) in September 2004, subject to the comments
and clarifications appearing in the following paragraphs and to possible further drafting
changes to be made by the International Bureau.

Rules 40.1 and 68.2

8.  TheWorking Group agreed that the time limits under Rules 40.1(ii) and (iii)
and 68.2(iii) and (v) should be fixed at one month from the date of the invitations
referred to in those Rules.

Rules 40.2 and 68.3

9. TheWorking Group agreed that Rules 40.2(c), (d) and (e) and 68.3(c), (d) and (€)
should be amended to refer to a“review body” constituted in the framework of the
International Searching or Preliminary Examining Authority rather than a*“board of
appeal or other review body,” noting that a board of appeal would be areview body
within the meaning of the Rules.

References in this document to “Articles’ and “Rules’ are to those of the Patent Cooperation
Treaty (PCT) (“the Treaty”) and the Regulations under the PCT (“the Regulations’), or to such
provisions as proposed to be amended or added, as the case may be. Referencesto “national
laws,” “national applications,” “the national phase,” etc., include reference to regional laws,
regional applications, the regional phase, etc. Referencesto“PLT Articles,” “PLT Rules” and
“PLT Notes’ areto those of the Patent Law Treaty (PLT), the Regulations under the PLT, and
the Explanatory Notes on the PLT and the Regulations under the PLT.
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10. TheWorking Group agreed that Rules 40.2(d) and 68.3(d) should not be del eted,
as proposed in document PCT/R/WG/5/1, Annex |1, but rather should be amended as
follows:

“(d) The membership of the review body referred to in paragraph (c) may
include, but shall not be limited to the person who madethe decision WhICh isthe
subj ect of the proteﬂ ‘ ,

11. TheWorking Group agreed that the second sentence in each of Rules 40.2(e)
and 68.3(e) should be amended by replacing the words “the protest shall be considered
withdrawn” with the words “the protest shall be considered not to have been made.”

FURTHER CONSEQUENTIAL AMENDMENTS
12. Discussions were based on document PCT/R/WG/5/10.

13. One delegation questioned whether Rules 53.9(b) and 69.1(d), instead of being deleted,
as proposed in document PCT/R/WG/5/10, should rather be amended to limit the application
of those Rules to the case where, in accordance with Rule 69.1(b), the national Office or
intergovernmental organization that acted as both International Searching Authority and
International Preliminary Examining Authority wished to start the international preliminary
examination at the same time as the internationa search.

14. TheWorking Group agreed that the Secretariat should study the matter further,
with aview to submitting arevised proposal, if needed, to the Working Group at its
next session.

PUBLICATION OF TRANSLATION FURNISHED BY THE APPLICANT
15. Discussions were based on document PCT/R/WG/5/1, Annex 1I1.
16. The Secretariat explained that further study and consultation was needed before a
revised proposal providing for publication of trandlations of an international application
furnished by the applicant could be prepared. The revised proposal should take into account,
in particular, the implications of provisionsin national laws relating to prior art effect of
international applications.

17. TheWorking Group agreed to revert to the matter at its next session.
INTERNATIONAL FORM FOR NATIONAL PHASE ENTRY
18. Discussions were based on document PCT/R/WG/5/1, Annex 1V.
19. TheWorking Group noted that the use of aform for entry into the national phase could

not be insisted upon by any designated Office, but agreed that the provision of streamlined
means for entering the national phase was a possibility worth further consideration.
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20. Some delegations noted that their Offices’ national phase entry forms required extensive
details and that there was no uniformity as to the contents of the forms used by the various
Offices, and felt that it would thus not be practicable to establish aform which would include
all such detailsfor all Offices. It was stated that the legal consequences of non-fulfillment of
particular requirements were not necessarily the same before all designated Offices. One
representative of users suggested that the use of a standardized form would be of limited value
since local attorneys were generally engaged to prosecute entry into the national phase.

21. However, some other delegations and several representatives of users felt that asimple
standardized form which could optionally be used to enter the national phase before a number
of designated Offices, while noting that further details would have to be provided later to
certain Offices, would be useful for applicants and for at least some Offices. It was noted that
aform acceptabl e as a minimum requirement could also have a harmonizing effect on

national phase entry requirements in the longer term and that such aform would have to be
user-friendly and functional. Further detailed discussion by the Working Group was not
possible without having adraft of the form beforeit. Another possibility for streamlining
national phase entry might be to establish a centrally available electronic means of completing
different national phase entry formsto be used in proceeding before a number of designated
Offices.

22. TheWorking Group agreed that further consideration should be given at a
subsequent session to the possibility of providing streamlined means for entering the
national phase, and invited the Secretariat to make proposals including a suitable draft
form.

FORMALITIES CHECKING UNDER THE PCT
23. Discussions were based on document PCT/R/WG/5/4.

24. The Secretariat noted that there was an ongoing review of procedures within the
International Bureau, drawing especially on the experience of its Receiving Office Section
and itsinteraction with the International Bureau in its specific functions under the Treaty. A
number of possibilities for improvement had been noted, particularly in respect of the use of
certain Forms which appeared to be unnecessary. It was hoped that proposals would emerge
soon in relation to this exercise, in paralel with the work of the Working Group.

25. Several delegations and representatives of users expressed gratitude to the International
Bureau for the review of formalities checking that it had undertaken, as outlined in document
PCT/R/WG/5/4, and for the information provided on the types and frequency of defects noted
which would greatly aid discussions. Some delegations felt that the division of labor between
the receiving Offices and the International Bureau as envisaged by the founders of the PCT
was still appropriate and added value to the system, in particular from the applicant’s point of
view.

26. Other delegations called for the elimination of duplicative work by the International
Bureau in relation to the work of the receiving Offices. One del egation expressed the view
that the International Bureau should only check international applications for compliance with
Article 11 and for defects which needed to be corrected in view of international publication.
Others stated that duplicative checks did not improve quality overall since each person
involved was likely to assume that it was someone else’ s responsibility to discover defects,
and suggested that it would be more appropriate for the International Bureau to carry out a
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limited quality control of the work of receiving Offices which would involve only a sampling
rather than a systematic review of al international applications. One delegation suggested

that the formulation of a uniform quality standard for receiving Offices should be considered,
with the International Bureau reviewing the application of that standard by receiving Offices.

27. TheWorking Group agreed to defer consideration of possible changes in respect
of formalities checking by the International Bureau until experience had been gained of
the extensive Rule changes that were due to enter into force in January 2004 and of the
recently introduced possibility for electronic filing, which should reduce the incidence
of formality defects, noting also that the International Bureau was conducting a pilot
study on formalities checking processes. It was agreed that the matter would be
revisited in one year, at which time the International Bureau would submit a status
report on the matter for the Working Group’ s consideration.

RESTORATION OF THE RIGHT OF PRIORITY
28. Discussions were based on document PCT/R/WG/5/7.

29. Many delegations and representatives of users welcomed the general approach taken in
the document, noting that it would further align the provisions of the PCT with those of the
PLT. Certain delegations emphasized the need to ensure that the reservation provisionin
respect of the effect in the national phase for their countries was adequate. While some
delegations stated that they would have preferred a ssmpler approach whereby the same
criterion for restoration of the priority right was applied by all Offices, it was recognized that
agreement on a single criterion was not achievable at the present time and that the proposed
approach was thus a good compromise. Several delegations and representatives of users
expressed the hope that a clearer form of drafting could be found to make the numerous
possibilities involved easier to understand.

30. One user representative hoped that away could be found, possibly by filing with the
receiving Office of the International Bureau, to afford applicants the choice of having either
the “due care” criterion or the “unintentionality” criterion applied during the international
phase. Two delegations confirmed that their national Offices provided such a choice under
national law and that they also intended to do so in their capacity as PCT receiving Offices.

31. Several delegations expressed concern that inclusion of provisions relating to the
restoration of the right of priority may conflict with Articles 8(2)(a) and 2(xi) which related
the terms “priority claim” and “priority date” to Article 4 of the Paris Convention, which
provided for a priority period of 12 months with no provision for restoration where that period
was exceeded. Two delegations felt that the introduction of arestoration provision under the
PCT would represent such afundamenta change to the system that it ought to be addressed in
the Articles of the Treaty itself rather than in the Regulations.

32. TheWorking Group noted that Rule 4.10 aready allowed applicants to claim the
priority, in international applications, of earlier applications filed in countries which were not
membrs of the Paris Convention but were members of the World Trade Organization

(WTO). Rule4.10(d) provided the possibility for transitional reservations asto the
application of the provision concerned in order to alow Contracting States as designated
States to adapt their national laws in order to conform to the provision when it had been
adopted by the Assembly. A similar approach could be provided in relation to the changes
now under consideration. One delegation expressed its concern that, if a significant number



PCT/R/WG/5/13
page 6

of States were to take advantage of such atransitional reservation provision, the changes
would lose much of their effectiveness. Other del egations requested the inclusion of afurther
transitional reservation provision for receiving Offices whose applicable national law was not
compatible with the proposed amendments.

33. One delegation suggested that the term “priority period” should be defined for the
purposes of the proposed amendments. It was noted that the same term was used inthe PLT
and that it derived directly from the Paris Convention.

34. TheWorking Group noted that, under the proposals, the claimed priority date would be
used throughout the international phase for the purpose of calculating time limits (for
example, those for international publication and national phase entry), even if restoration of
the right of priority was not requested by the applicant during the international phase or if
restoration was requested but refused by the receiving Office, provided that the international
application was filed within two months from the date on which the priority period expired.
The Working Group also noted that such retention of apriority claim did not affect the
question of relevant prior art for the purposes of the international search under Rule 33, since
the relevant date for the purposes of the international search was in any case the international
filing date. It was agreed, however, that Rule 33.1(c) should be reviewed with aview to
specifically drawing attention, in the international search report, to written disclosures
published within 12 to 14 months prior to the international filing date.

35. TheWorking Group agreed to refer the question of relevant prior art for the
purposes of the written opinion of the International Searching Authority (Rule 43bis.1)
and the international preliminary examination (Rule 64) to the Meeting of International
Authorities under the PCT for consideration viaits electronic forum, with aview to the
devel opment of a proposal for submission to the next session of the Working Group. It
was noted that item (ii) of Rule 64.1(b), relating to cases where the international
application “validly” claimed the priority of an earlier application might need to be
reviewed in the light of the proposed amendments.

36. One user representative pointed out that the term of a patent was cal culated, in most
jurisdictions, from the international filing date, and that allowing priority to be claimed up to
14 months from the filing date of an earlier application would, in effect, enable an extension
of term of up to two months. The representative accordingly suggested that restoration be
subject to adisclaimer by the applicant of such an extension of term.

37. Inresponse to a suggestion by one delegation that the terminology be changed to refer
to the “restoration of the right to claim priority” rather than “restoration of the right of
priority,” the Secretariat recalled that this matter had been discussed extensively at previous
sessions of the Working Group and that use of the term “right of priority” had been agreed,
noting that it was used inthe PLT.

38. TheWaorking Group agreed that the approach taken in the proposals should be
further developed and invited the Secretariat to prepare revised proposals for
consideration at its next session, taking into account the matters noted above and the
comments and suggestions as to particular provisions noted in the following paragraphs.
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Rule4.10

39. The Secretariat explained that the proposal to delete the words*“, being a date falling
within the period of 12 months preceding the international filing date” in Rule 4.10(a)(i) was
intended to reflect the distinction between an invitation to correct adefect in apriority claim
and an invitation to request restoration of aright of priority. However, on further reflection, it
was apparent that this proposal would need to be reconsidered in order to ensure that an
applicant could beinvited to correct a priority claim which erroneously indicated a filing date
of the earlier application being later than the international filing date.

Rule 26bis.2

40. One delegation suggested that it would be more appropriate to “notify” the applicant of
the possibility of requesting the restoration of the right of priority than to “invite” the
applicant to submit arequest for such restoration.

41. One delegation pointed out that no invitation to submit arequest for restoration of the
right of priority should be needed where the applicant had already submitted such arequest or
if the time limit for making such arequest had expired.

42. The Working Group agreed that the time limit under Rule 26bis.2(a) should be
14 months from the priority date (or two months from the date on which the priority
period expired; see paragraph 45, below) or one month from the date of the invitation,
whichever expired later.

43. One delegation stated that the use of the term “canceled” was not appropriatein
Rule 26bis.2(b) to (d).

44. Severa delegations were of the opinion that information concerning a priority claim that
has been canceled should be published in all cases under Rule 26bis.2(d), and not only upon
request made by the applicant.

Rule 26bis.3

45. There was no support for the suggestion made by one delegation that the period for
submitting a request for restoration of aright of priority under Rule 26bis.3(a) should,
consistently with the time limit for correcting a priority claim under Rule 26bis.2(b), be
increased to 16 months from the priority date. However, it was agreed that the way in which
the time limit was expressed in item (i) of Rule 26bis.3(a) (“ 14 months from the date on
which the earlier application was filed”) and in the chapeau of that Rule (“two months from
[the date on which the priority period expired]”) should be made consistent, in particular
taking into account the possibility that the last day of the priority period might fall on an
official holiday or a non-working day.

46. Severa delegations and a representative of users suggested that the International Bureau
should review decisions under Rule 26bis.3(a)(iii) with aview to establishing a quality
standard applicable to all receiving Offices. They also suggested that, in order to promote
uniform standards, the terms “due care” and “unintentional” as used in that Rule should be
defined or at least explained in the Regulations or guidelines. The Working Group agreed
that the Secretariat should consider this matter further.
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47. Severa delegations and representatives of users supported a suggestion by one
delegation that, in order to promote consistency of standards, copies of key decisions of
Offices concerning requests for restoration based on the “ due care” and “unintentionality”
criteria should be made available in a central depository for consultation by Offices,
applicants and third parties. One delegation proposed that the said central depository could be
supplemented by relevant national legal provisions on the criteriaused. The Secretariat
agreed that such afacility could be made available on WIPO's Website.

48. There was no support for the suggestion of one representative of usersthat the Rules
should prescribe a maximum fee for arequest for restoration of the right of priority. The
Working Group noted that, under Rule 26bis.3(c), an Office which provided for restoration on
both the criterion of “unintentionality” and the criterion of “due care’ would be free to charge
different fees in respect of the two cases.

49. With regard to the possibility for the receiving Office to require that a declaration or
other evidence in support of the statement of reasons be furnished under Rule 26bis.3(d), one
delegation favored restoration of the right of priority on the basis of a simple statement by the
applicant that the failure to comply with the priority period was unintentional. The delegation
suggested that such a statement should also be sufficient for restoration on the
“unintentionality” criterion under the PCT procedure and that this be made clear, for example,
in the Administrative Instructions. Severa delegations indicated that under their legislation a
formal declaration and possibly the furnishing of evidence would be required rather than a
simple statement, while other del egations observed that they had as yet no practicein this
area. After somediscussion, it was agreed that the question of what information or evidence
each receiving Office was entitled to require in support of arequest for restoration of the right
of priority should be | eft to national law and practice.

50. One delegation suggested that Rule 26bis.3(d) should be worded so as to encourage
applicantsto file evidence required under Rule 26bis.3(a)(ii) as soon as possible, preferably
together with the filing of the application. In addition, the receiving Office should be
permitted to combine the giving of an opportunity to make observations on an intended
refusal provided for in Rule 26bis.3(e) with an invitation to file evidence under

Rule 26bis.3(d).

51. Inreply to aquestion by arepresentative of users, the Secretariat confirmed that, under
Rule 26bis.3(g), information on the criterion or criteria applied by each Contracting State
would be published in the PCT Gazette aswell asin the PCT Applicant’s Guide and the PCT
Newsletter.

Rule 49ter.1

52. A suggestion by one delegation and a representative of users that Rule 49ter.1(c) should
be deleted to ensure that arestoration of the right of priority by areceiving Office could not
be reversed in the national phase was opposed by another delegation. In reply to aquery by a
representative of users, the International Bureau explained that the reference to “reasonable
doubts” was modeled on terminology used inthe PLT.

53. One representative of users suggested that the word “only” should be added before the
words “if it has reasonable doubts’ in Rule 49ter.1(c). The representative also suggested that
wording similar to that used in Rule 51bis.2(b) be considered.
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54. One delegation observed that Rule 49ter.1(c) was directed only to designated Offices
whereas other provisions of Rule 49ter were directed, more generally, to designated States.
The Secretariat suggested that the wording used throughout Rule 49ter should be reviewed for
consistency and to ensure that it was clear what principles would need to be applied under the
national law in general.

55. TheWorking Group agreed that a designated Office should not be permitted
under Rule 49ter.1(c) to review a decision of the receiving Office to restore aright of
priority merely because the information or evidence required by that receiving Office
was not the same kind of information or evidence as that required by the designated
Office under its national law. Instead, areview under that Rule should only be possible
where the designated Office had reasonabl e doubts as to whether the decision of the
receiving Office to restore the right of priority based on that information or evidence
was correct. The Secretariat noted that the use of the term “reasonable doubts” in this
context was modeled on wording used inthe PLT.

Rule 49ter.2

56. One delegation suggested that a request for restoration of the right of priority which has
been refused by the receiving Office under Rule 26bis should automatically be considered to
be pending before each designated Office.

57. One delegation suggested that Rule 49ter.2(b) should be worded so as to encourage
applicantsto file evidence required under Rule 49ter.2(b)(ii) as soon as possible, preferably
together with the filing of the application. In addition, the designated Office should be
permitted to combine the giving of an opportunity to make observations on an intended
refusal provided for in Rule 49ter.2(c) with an invitation to file evidence under

Rule 49ter.2(b)(ii).

58. One delegation stated that, for consistency with Article 27(4), the word “shall” should
be replaced by “may” in Rule 49ter.2(d).

59. One delegation suggested that consideration should be given as to whether the term
“that provision,” which referred to any of the provisions of paragraph (a), was appropriatein
Rule 49ter.2(f), having regard to other provisions of Rule 49ter.2, for example, paragraph (e).

60. Therewas no support for the suggestion made by one delegation that the time limit
under Rule 49ter.2(a)(i) should be the applicable time limit under Article 22 instead of one
month from that applicable time limit.

61. One representative of users pointed out that a Contracting State which did not provide
for restoration of the right of priority in respect of national applications could nevertheless
provide for such restoration in respect of international applications in accordance with

Rule 49ter.2, in which case it would not need to make a reservation under paragraph (f) of
that Rule.

62. Inreply to aquestion by adelegation, the Secretariat confirmed that it was implicitin
Rule 49ter.2(a) that the right of priority might be restored by one designated Office but not by
others. The International Bureau observed that it was already inherent from the territorial
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nature of patents, and the differencesin national patent laws, that the scope and validity of a
patent granted on a particular international application would not necessarily be the samein
all Contracting States.

LATE FURNISHING FEE FOR LATE SUBMISSION OF SEQUENCE LISTINGS
63. Discussions were based on document PCT/R/WG/5/1, Annex |.

64. Inintroducing the proposals for the introduction of alate furnishing fee for late
submission of sequence listings, the Representative of the European Patent Office (EPO)
stressed their significance in view of the fact that sequence listingsin electronic form for
search purposes were furnished late in the case of about 50% of al internationa applications
containing disclosure of sequences. This caused significant difficulties and delaysin the
international search of these applications. The Representative expressed the view that it was
necessary both to cover the additional administrative cost involved and to provide an
incentive for applicants to furnish sequence listings complying with the relevant standard at
the earliest time possible.

Rules 13ter.1(a) and (a-bis)

65. Therewas genera support for the concept of allowing the International Searching
Authority to require alate furnishing fee where it needed to invite the applicant to furnish a
copy of the sequence listing complying with the relevant standard, whether the listing wasin
electronic or (in rare cases) paper form. The Working Group noted, in the latter context, that
afurther amendment of Rule 13ter.1(a)(i) that had been agreed at its fourth session should
also be included, namely, the insertion after the words “furnish to it” of the words “and to
pay, where applicable, the late furnishing fee referred to in paragraph (a-bis).” The Working
Group also agreed, consequential on that change, that Rule 13ter.1(a-bis) should be further
amended by inserting “(a)(i) or” before“(a)(ii)” in both instances.

66. TheWorking Group agreed that, where sequence listings in both paper and
electronic forms were required under Rule 13ter.1(a)(i) and (ii), the payment of only
one late furnishing fee would be required.

67. One delegation suggested that the late furnishing fee should be payable in each case
where the necessary sequence listing was not provided on the international filing date. A
number of other delegations, however, considered that it was not appropriate to require the
payment of alate furnishing fee where the listing was received before the International
Searching Authority had started the international search, noting that real difficultiesin
processing would only be caused by late furnished sequence listings where the search had
already started.

68. The Representative of the EPO proposed that a maximum amount of the late furnishing
fee be fixed, and that the amount should be 25% of the international search fee. A
considerable number of delegations and representatives of users expressed agreement with the
proposal to introduce a maximum amount. Certain delegations believed that the fixing of fees
associated with the international search should be |eft to the discretion of the International
Searching Authorities. Some del egations supported the proposal that the maximum be 25%

of the international search fee. Others considered that the maximum should be 25% of the
international filing fee, referring to the need for uniformity amongst Authorities aswell as
consistency with the maximum amount of the late furnishing fee payable to receiving Offices
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under Rule 12.3(d) and (e) in the case of late furnishing of atranslation needed for the
purposes of international search. One del egation suggested that the amount was largely
arbitrary, since there had been no study on how the level of the fee related to the degree of
burden involved for Authorities.

Rule 13ter.1(c)

69. TheWorking Group agreed that, if a sequence listing and any required |late
furnishing fee were received after the time limit fixed in the invitation but before the
International Searching Authority had declared that a meaningful search could not be
carried out, the Authority should use that listing. While one representative of usersfelt
that a specific statement to this effect may be useful, the Working Group concluded that
the words “shall not be required to search” provided sufficient flexibility to allow the
search to be carried out anyway.

70. TheWorking Group agreed to further amend Rule 13ter.1(c) as follows:

“(c) If the applicant has dees not, within the time limit fixed in the invitation,
furnlshed the requwed Sequencehstl ng and pa|d any requwed Iatefurnlshl ng fee

mwtaﬂen the Internatl onal Searchi ng Authorlty shall only net be requwed to

search the international application to the extent that sueh-nen-cormphiance-hasthe
resdHt-that a meaningful search can eannet be carried out.”

Rule 13ter.1(f)

71. The Representative of the EPO proposed the deletion of the words“, subject to
Article 34,” from Rule 13ter.1(f), suggesting that the reference to Article 34 was confusing
and misleading to applicants, noting that the Rule was intended to cover situationsin which
sequence listings were filed for the purposes of the international search and not as
amendments of the international application. On the other hand, it was noted that applicants
had aright under Article 34(2)(b) to file amendments of any part of the application asfiled,
including the sequence listing part. The Representative noted that it was extremely difficult,
if not impossible, for an examiner to ascertain what amendment had been made to a sequence
listing and to assess whether the amendment resulted in added matter within the meaning of
Article 34(2)(b). It wasimportant, in any event, to make a clear distinction between a
sequence listing filed as an amendment of the international application and one filed for the
purposes of Rule 13ter.

72. Severa delegations expressed concern, however, that the ssmple deletion of the
reference to Article 34 would have effects beyond the clarification intended. The Secretariat
noted that the structure of Rule 13ter might be improved by making a clearer distinction
between a sequence listing forming part of the description and one provided for the purposes
of international search, and suggested that it might be desirable to review the wording of the
Rulein that context.
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73. TheWorking Group agreed that the issues outlined in paragraphs 63 to 72, above,
should be further discussed by the International Authorities, using the electronic forum
of the Mesting of International Authorities under the PCT, with aview to the
submission of arevised draft of proposed amendments of Rule 13ter to the Working
Group for approval at its next session and subsequent submission to the Assembly for
adoption in September 2004.

CENTRAL ELECTRONIC DEPOSIT SYSTEM FOR SEQUENCE LISTINGS
74. Discussions were based on document PCT/R/WG/5/3.

75. Many delegations expressed great interest in the proposals contained in the document,
noting that there was a real need to provide systems enabling sequence listings to be
efficiently filed and made available to International Authorities, designated and elected
Offices and third parties, and to avoid the need to handle extraordinarily voluminous
applications filed on paper. It was noted that the problem was an international one concerning
national patent applications as well asinternational applications. While the specific proposals
made represented a step in the right direction, a number of comments, concerns and
suggestions were made, as outlined in the following paragraphs.

76. Severa delegations were concerned that, for the purposes of disclosure of the invention,
areference to a deposited sequence listing might not serve the same function for the purposes
of national law as the inclusion of the sequence listing part of the description as a part of the
international application itself, and that proposed Rule 5.2(a)(ii) might not be sufficient to
address thisissue. Any solution would need to avoid inconsistency with, for example,
Articles 3, 5and 11.

77. Severa delegations suggested that an alternative approach be considered, whereby a
sequence listing in electronic form (only) would first be filed with the receiving Office as part
of the international application (even if filed on paper); such aprocedure had aready been
established in Part 8 of the Administrative Instructions. That sequence listing could be
transmitted by the receiving Office to a sequence listing data bank which would then make it
available, in accordance with the usual requirements and restrictions set out in the Treaty asto
access to documents, to Authorities, designated and elected Offices and third parties. Even
though the remaining part of the international application comprising the request, written
description, claims and drawings (if any) might be received in a different format (on paper)
and stored separately, the two parts would together be considered to constitute the application.
For such a system to be workable, the data bank would of course need to be willing and able
to meet the procedural and other requirements of the PCT.

78. It was agreed that, before a decision could be made as to the desirability of a deposit
system of the kind proposed, the benefits which would accrue to different users would need to
be established. It would need to be clear that the system would meet the requirements of
users, including applicants, receiving Offices, the International Bureau, International
Authorities, designated and el ected Offices, and third parties with different interests, noting
the different times and reasons for which a sequence listing would need to be available for
different purposes. The data bank would need to allow reliable access to those in respect of
whom access to the information was required or permitted at any particular time. It should
permit easy downloading of sequence listings to the search databases used for search purposes
by patent Offices including International Authorities. The means for both uploading and
downloading information would need to be studied carefully, since normal Internet
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connections might be inadequate for very large sequence listing files. It would also need to
offer flexible access, including the selection of specific sequencesin cases where a sequence
listing contained more than one sequence. The necessary hardware and software requirements
(including communication means as well as storage) would need to be studied.

79. Concerning the possibility that such a data bank might be established and operated by
the International Bureau, a number of delegations and representatives of users raised the
guestion of the cost of setting up and running the necessary systems and associated
infrastructure.

80. One delegation suggested that an existing sequence listing database institution might be
ableto provide such afacility. The Secretariat noted that the proposal expressly mentioned
that possibility, although the main existing sequence listing data banks had in the past not
been in a position to undertake all the necessary patent-related functions, such as storage of
listings with a guarantee of legal certainty asto their content on the filing date of the
application and ensuring that the provisions of the Treaty concerning access and publication
would be met.

81. The costs associated with various possibilities for the establishment and maintenance of
such a data bank would, in particular, need to be identified and justified in the light of the
potential benefits, as would the means by which it might be financed.

82. TheWorking Group agreed that the Secretariat, in consultation with the Meeting
of International Authorities under the PCT, should prepare a revised proposal, including
astudy of the practical aswell aslegal considerations mentioned above, for submission
to the Working Group at a future session.

“MISSING PART” REQUIREMENTS
83. Discussions were based on document PCT/R/WG/5/8.

84. TheWorking Group was generaly in favor of the proposals contained in the document,
and invited the Secretariat to prepare revised proposals, for consideration at the next session,
taking into account the comments and suggestions set out in the following paragraphs, noting
particularly that certain delegations considered that it would be necessary to include a
reservation provision in respect of the effect in the national phase for their countries (see
paragraph 91, below).

Rule 4

85. One representative of users expressed concern about possible unintended consequences
of the proposed inclusion in the request under Rule 4.18 of a pre-printed statement that the
contents of the earlier application(s) the priority of which was claimed were incorporated by
reference. The representative suggested that the applicant be given the opportunity to omit
the statement, noting that the applicant, in certain cases, may have good reasons not to have
the whole contents of the earlier applications automatically incorporated by reference into the
later filed application.
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86. Suggestions asto how to address that concern included the possibility of limiting the
incorporation by reference to drawings contained in the earlier application so asto avoid a
possible conflict with Article 14(2) and the possibility of requiring the applicant to check a
box in the request to take advantage of the incorporation by reference of the earlier
application.

87. TheWorking Group, noting that the concern would only be relevant in very few
cases, agreed that it would be preferable to retain a provision providing for the
automatic incorporation by reference of the earlier application, but somehow limited to
the purpose of possible subsequent inclusion of missing parts into the later filed
application, including the case where the missing part included matter which was new
in the application in question but which was completely contained in the earlier
application.

88. Several delegations and representatives of users questioned the need for formal
confirmation of the “incorporation by reference” statement under Rule 4.18 and suggested
that it may be sufficient to further amend that Rule so asto clarify that the “incorporation by
reference” (rather than the statement) was for the purposes of Rule 20.5(e); the expiration of
the time limit under Rule 20.5(e) for the furnishing of missing parts would thus automatically
result in the incorporation by reference ceasing to have effect.

89. One representative of users suggested replacement of the specific referencein Rule 4.18
to Rule 20.5(e) with amore general reference as to the purpose of making such statement
(such as, for the purposes of incorporation by reference of missing parts completely contained
in the earlier application) so as to ensure that the statement would a so be effectivein the
national phase before designated Offices.

90. One delegation expressed its concern that the proposed incorporation by reference could
be considered to conflict with the disclosure requirements under Article 5 and suggested that
an amendment of the Treaty may be required. Another delegation expressed its general
concern about the introduction into the PCT, by way of amendments to the Regulations, of the
concept of incorporation by reference, since, in its view, the concept would not be supported
by any of the provisions of the Treaty and could thus be introduced only by revision of the
Treaty itself.

91. Some delegations suggested that atransitional reservation provision be added so asto
allow Contracting States whose national law was not compatible with the envisaged
amendments of the PCT Regulations not to apply those amendments for as long as such
incompatibility existed.

92. Following a suggestion by the Secretariat, the Working Group agreed that
possibilities should be explored as to whether the proposed incorporation by reference
could be extended to cover the contents of such earlier application for the purposes of
overcoming Article 11(1) defects (such as missing claims or a missing description).

Rule 20

93. One delegation noted that the proposals in respect of missing partsin Rule 20 were not
consistent with its national law.
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94. One delegation suggested that the contents of Rule 20.4(b) should be moved to
Rule 20.3.

95. One delegation suggested that Rule 20.5(b) be split into two paragraphs, one dealing
with the situation where the missing part was submitted before, and the other after, an
international filing date had been accorded. Such achange would result in further
simplification of the Rule and, in certain situations, would a so afford more time to applicants
to meet the requirements under the Rule.

96. One delegation proposed that the applicant should be required to submit a certified copy
instead of asimple copy of the earlier application within the same time limit within which the
missing part must be furnished. A representative of users noted that in many cases it would
not be possible to obtain such a copy within that time limit.

97. TheWorking Group noted that, under the corresponding provisionsin PLT Rule 2.4, a
Contracting Party could require that a simple copy be filed within the same time limit as that
for furnishing the missing part and, in addition, that a certified copy be filed within atime
limit of not less than four months from the date of the invitation to furnish such copy.

98. TheWorking Group invited the Secretariat to consider whether asimilar option
was needed in Rule 20.5, taking account of the fact that Rule 17 already required a
certified copy of the priority document to be submitted within 16 months from the
priority date.

99. Inthiscontext, several delegations and representatives of users suggested that a certified
copy of the earlier application should not be required under Rule 20.5 in the situations
covered by Rule 17.1(b) and (b-bis).

100. Two delegations suggested that the requirement under proposed Rule 20.5(e)(iii) that
the missing part be completely contained in the earlier application should be deleted since, in
some cases, such a check would be difficult for the receiving Office to perform, for example,
where atranslation of the earlier application was required or technical evaluation was
necessary. This suggestion was opposed by two other delegations, noting that this matter had
been fully discussed in the context of the corresponding provisionin PLT Rule 2(4)(iv) and
pointing to the fact that, under the PL T, the procedure might be applied by Offices as a purely
clerical check (see PLT Note R2.04).

101. One delegation suggested that the International Searching Authority rather than the
receiving Office should be responsible for checking whether the missing part was completely
contained in the earlier application, as this check would not necessarily be purely clerical, in
particular where the earlier application was in a different language.

102. In the course of the discussion, the Working Group noted that Note 5.21 on PLT
Article 5(6)(b) expressly stated that, where it was subsequently determined, for example, in
the course of substantive examination, that the missing part was not completely contained in
the earlier application, the Office may rescind the filing date and re-date the application.
However, no similar sanction appeared to exist under the PCT. One representative of users
suggested that, in the case of an international application, non-compliance with the
reguirement that the missing part be completely contained in the earlier application could be
dealt with in the national phase under national law provisions relating to added matter.
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Alternatively, the procedure under Rule 82ter could be extended to cover such cases. One
delegation suggested that a review procedure anal ogous to that proposed in respect of
restoration of priority (review only in case of reasonable doubts) could be considered.

103. The Working Group invited the Secretariat to study the matter further. The
Working Group agreed to defer further consideration of the appropriate time limits (one
or two months) under Rules 20.3(d), 20.5(c) and 26.2.

104. One representative of users suggested that the time limits under those Rules should all
be two months for consistency with the PLT. One delegation stated that it could accept atwo
month time limit under Rule 20.3(d) since the international filing date had not yet been
accorded at that time, but still favored a one month time limit under the other two provisions.

SINGLE RECORDAL OF CERTAIN CHANGES DURING THE NATIONAL PHASE

105. The Working Group approved a suggestion by the Secretariat that the latter should
study the possibility of providing for arequest, to be made in a single document
submitted to the International Bureau, to record certain changes concerning the
applicant, inventor, licensees or security interests in respect of two or more designated
or elected Offices in which the international application had entered the nationa phase,
similarly to the procedure under PLT Rules 15, 16 and 17 under PLT Article 14(1)(b).

RECTIFICATION OF CLEAR MISTAKES (OBVIOUS ERRORS)
106. Discussions were based on document PCT/R/WG/5/2.

107. Severa delegations and representatives of users expressed support in principle for the
amendments proposed in the document. The Secretariat noted that, in general, the criteriafor
rectification of obvious errors under existing Rule 91 were very strict and not always easy to
interpret. There was often great difficulty in deciding how to apply the requirement that a
rectification be obvious in the sense that “anyone” would “immediately” realize nothing else
could have been intended than what was offered as rectification. Read literally, thiswould
suggest that a rectification might not be authorized if there was one person who would not
immediately recognize that the rectification was obvious. The result was a range of different
practices applied by the various Offices and Authorities.

108. One delegation expressed its concern that the proposals did not streamline or ssmplify
the procedures for rectification but rather introduced new standards and added complexity to
the system; in their current form, the proposals would not be acceptable to the delegation.
The delegation suggested that rectification of mistakes should be restricted to mistakes of a
minor nature, such as clerical and typographical errors, so asto keep the system simple and
transparent.

109. After some discussion in which differing views were expressed, the Chair
concluded that there was at present awide variation in the interpretation of, and practice
under, Rule 91, highlighting the need for an overhaul of the system so asto achieve
more harmonized practices. The Working Group invited the International Bureau to
further study the different practices and approaches, focusing, in particular, on the
issues raised in the discussion. These included:
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(@ thedefinition of “mistakes’ which should be rectifiable;

(b) the question whether, in the light of such definition of “mistakes’, it was
necessary to provide expressly that the omission of “an entire element or sheet of the
international application” shall not be rectifiable; if so, what was meant by an “entire
element” having regard to the term “elements’ in Article 11(1)(iii), and whether it was
necessary to explain that no change of meaning was intended by the proposed deletion
of the words “even if clearly resulting from inattention, at the stage, for example, of
copying or assembling sheets;”

(c) theauthorities (receiving Office, International Searching Authority,
International Preliminary Examining Authority, International Bureau) which should be
responsible for the rectification of mistakes appearing in different elements of the
international application (request; description, claims and drawings, corrections and
amendments; other documents) and the responsibility of different authoritiesin
different stages of the internationa phase (Chapter | and Chapter 11);

(d) thebasis on which the relevant authority should make the finding whether
an alleged mistake is arectifiable mistake, that is:

(i) thenotional person who should understand what was intended (for
example, aperson skilled in the art, or a person in the relevant
authority);

(ii)  the guestion of what should be the “applicable date” to be used in
determining the allowability of arectification of a mistake, depending
on the element of the international application (request; description,
clams and drawings; corrections and amendments) or other
document in question;

(iii)  the circumstances (if any) in which account should be taken of the
contents of extrinsic documents, including the question as to which
documents should be considered to be extrinsic (for example, a cover-
letter or other document of record contained in the files of the
receiving Office on the international filing date; an earlier application
the priority of which was claimed; instructions from the applicant to
the attorney);

(e) the question whether, in accordance with the principle of lex specialis,
rectification of a mistake should be permitted under Rule 91 if a specific remedy existed
elsewhere in the Treaty or Regulations, for example, in respect of correction of priority
claims under Rules 26bis;

(f) thetimelimit for submitting arequest for rectification, including:
(i) thequestion whether arequest for rectification of amistakein the

international application should be submitted before international
publication; and
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(ii)  the question whether rectification of mistakes in the description,
claims or drawings of an international application should be permitted
after the start of the international preliminary examination procedure
or whether any mistake should be “ correctable’ at tht stage only by
way of an amendment;

(g) theneedto provide that arectification under Rule 91 should have no effect
in any designated or elected Office where the processing or examination of the
international application has already started (in the case of early entry into the national
phase);

() the question whether the request for rectification should, in al cases, contain
abrief explanation of the mistake and the proposed rectification;

(i) what, if any, further action is necessary where a mistake in the description,
clams or drawings, or a mistake in the correction of apriority claim, isrectified after
the international search report and the written opinion of the International Searching
Authority have been established.

110. The Working Group aso invited the International Bureau to study suggestions
that Rule 82ter be amended:

(@ torequire designated and elected Officesto rectify certain decisions taken
by the receiving Office or the International Bureau during the international phase if that
Office or the International Bureau accepted that the decision taken was erroneous,

(b) toavoid designated and el ected Offices having to decide disputes between
the applicant and the receiving Office or the International Bureau as to whether certain
decisions taken by the receiving Office or the International Bureau during the
international phase were erroneous.

111. One representative of users stressed the importance of present Rule 82ter as the only
provision in the PCT which would guarantee applicants areview by designated and el ected
Offices of certain decisions taken during the international phase by the receiving Office and
the International Bureau, noting that, in particular, certain receiving Offices did not, under
their national laws and practices, offer any review procedure with regard to decisions taken by
them during the international phase.

OPTIONS FOR FUTURE DEVELOPMENT OF INTERNATIONAL SEARCH AND
EXAMINATION: MAKING GREATER USE OF INTERNATIONAL REPORTS

112. Discussions were based on documents PCT/R/WG/5/9 and 9 Corr.

113. The International Bureau recalled that the documents did not contain specific proposals
oriented towards a specific goa but rather outlined avery broad range of possibilities,
generaly disposed towards improving the quality of patents which are issued around the
world. They represented the very preliminary stages of an exploratory exercise. Any
concrete measures would be along way off and there would be much time along the way for
consideration of the effect of the changes which would come into effect in January 2004, as
well as the ramifications of any possible system which States wished to consider in more
detail. With respect to the possibilities involving the conclusion of protocols to the Treaty,
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these were envisaged as options that States might decide to participate in, allowing more
flexibility within the system to meet the needs of particular States and users to the extent that
they were considered appropriate in any case.

114. A number of delegations considered that further consideration of any of the options
presented in the paper was premature and should not be continued in the present exercise of
reform of the PCT. Others suggested that the Working Group might return to these issues, but
not for at least 12 months. In particular it was felt that major changes had aready been made
to the system and the extent to which these worked in practice to address the issues at hand
needed to be evaluated. It was pointed out that devel oping countries had taken on significant
commitments towards the development of intellectual property law and infrastructurein
recent years, especially those relating to the implementation of the TRIPS Agreement, and,
even if new protocols were to be voluntary, they would still entail costsin preparation and
evaluation of whether to join. Inthe latter respect, it was noted that it was sometimes difficult
to understand the likely effect of a system in advance of joining it. Concern was expressed as
to whether developing countries would be able to give sufficient attention to the negotiation
process while their limited specialist resources were occupied in the implementation of the
TRIPS Agreement. It was suggested that the result of any new protocol might be afurther
step towards aworld patent, which was not desirable given the significant differencesin
levels of development and policy needs of the Member States. Some del egations expressed
the fear that the establishment of a new protocol would transform the nature of the PCT from
atreaty that facilitated international patent applications to atreaty that granted patent rights.

115. Furthermore it was noted by some delegations that there may be pressure on their
countries to join any such protocols, and to incur the further costs involved in implementation,
though other delegations noted that the aim of several of the possible measures was to reduce
costs for small (aswell aslarger) Offices. It was pointed out that States might be able to
achieve some of the same benefits, if they wished to pursue them, by way of national
measures and bilateral, rather than international, agreements. Also, from the point of view of
many developing countries, expansion of technical cooperation and assistance might be a
better way of addressing the problems of small Offices. Concern was also expressed that, if
protocols were truly optional, the adoption of different protocols by different States may lead
to atiered system, instead of treating all States equally. One delegation was concerned that
the existence of protocols might have an effect on the system which changed its effect even
for those which decided not to join the protocols. Some delegations expressed the view that,
while the proposed protocols purported to address the workload problems faced by small
Offices, those problemsin fact were ones faced by large Offices and would be exacerbated by
the proposed protocols.

116. Some delegations also considered that certain possible protocols, although leaving
options open with regard to national examination and types of law, would reduce policy
flexibility to the detriment of addressing specific local needs and policy objectives, including
those relating to issues such as public health and the environment, and might form a barrier to
development. Any move towards recognition of international search and examination reports
might represent an imposition of PCT standards in respect of novelty, inventive step and
industrial applicability, pre-judging questions of substantive patent law for which the proper
forum for discussion was the Standing Committee on the Law of Patents. Furthermore,
relying to a greater extent on international search and examination reports might hinder States
which wished to do so from developing search and examination capacity within their national
Offices.
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117. On the other hand, a number of delegations considered that at least some of the
possibilities envisaged in document PCT/R/WG/5/9 merited more detailed consideration.
Severa delegations considered that drafting of more specific texts regarding particular
possibilities would aid discussion. Several delegations indicated, in particular, awish to
strengthen the international phase by improving, and making more consistent, the quality of
the search and preliminary examination performed. This could result in the reduction of costs
for applicants and of the workload of designated and elected Offices by allowing the results of
search and examination to be used to a greater extent. The significant work in thisdirection
which had already been done was noted, recognizing the importance of quality, and including
the recent agreement to incorporate a chapter on a quality framework for International
Authorities into the revised International Search and Preliminary Examination Guidelines.

118. Some delegations considered that any proposa which represented a move towards a
“more binding” effect of an international search or examination report was not appropriate
until agreater consistency of quality and degree of harmonization of substantive patent laws
had been achieved. On the other hand, the delegation of one State with asmall Office
considered that PCT reports provided an enormous benefit to them and that any proposal
which might improve the quality of those reports, or cause applicants to use the systemin a
manner which resulted in positive international preliminary examination reports, would be
worth considering further. It was noted that a high quality report could be of great use, even
if it was made to PCT standards, rather than specific national standards, aslong asit was
known to what extent the standards of the national law differed. Conversely, one delegation
queried, if thiswasreally the case, why it was necessary to spend time on substantive patent
law harmonization.

119. One delegation of a State with asmall Office considered that it was important to follow
up quickly on the recent significant improvements to the system. Another such delegation
pointed out that times and needs were inevitably changing and that it was essential to evaluate
how the system could work best to the advantage of States which currently operated
registration systems. However, another such delegation also noted that it would be necessary
to ensure that any further measures taken did not in fact result in reduced quality of reports,
which were vital to the national system.

120. Severa delegations expressed concern that some of the possibilities would extend the
international phase or delay the production of international search and examination reports, to
the detriment of reasonable certainty for third parties. On the other hand, one delegation
suggested that there may be situations where extra time in the international phase and del ayed
processing may be of benefit not only to the applicant but to all concerned.

121. Some delegations were of the view that, while many of the possibilities set out in the
documents were worth considering, there was arisk that introducing measures by means of
several optional protocols might result in a fragmented system, which might be more
complex, rather than simpler, for users. It might also be difficult to bring the system back
together into a coherent whole at alater stage.

122. Most representatives of usersindicated a strong desire to increase the quality of the
international search and preliminary examination by providing further optionsincluding
multiple or top-up searches and additiona possibilities for amendment and further
examination in the international phase, so as to bring the international application to a point
where it could achieve a positive internationa preliminary report on patentability. Thiswould
allow applicants to know that any patent granted would have a high presumption of validity
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before the cost of trandations into many languages need be incurred. However, it was
emphasized that it was important that this remain optional. If it made the system more
expensive in all cases, even where extra services were not desired, then it would make the
PCT route less attractive for users instead of more attractive. User representatives
emphasized that, among all the issues, the quality of the international search was of prime
importance. One representative of users noted that it would be useful to measure the quality
of searches made by different Offices and International Authorities by comparing search
results on different members of patent families.

123. One representative of users also suggested that there were further areas which should be
considered in relation to the quality of international examination reports, specifically their
completeness, since under Rule 66.2(a)(V) at present, it was a matter of discretion for the
International Preliminary Examining Authority whether it wished to accompany an
international preliminary examination report with observations on clarity of the clams,
description, and drawings, or the question of whether the claims were fully supported by the
description. It was aso noted that well-examined patents were a benefit for competitors, as
well as applicants, since their position was more certain, benefiting both innovation and
competition.

124. Some representatives of users also expressed a number of reservations. In particular, it
was noted that even an optional protocol might become effectively mandatory. They also
considered that the lack of harmonization of laws at present suggested that moves towards a
system of binding reports would be premature. Also, lack of consistency of quality might
lead to forum shopping. It was suggested that some of the objectives in the document might
be pursued more effectively at the national level.

125. Some delegations considered that the expressions of concern related to issues which
applied more to the creation of protocols than to some of the other matters in the paper, which
were more in the nature of improvements to the quality of search and examination reports
delivered within the framework of the existing system, without creating any new obligations
on States. Severa delegations felt that the type of matters considered in paragraphs 32 to 42
of document PCT/R/WG/5/9 fell into the latter category and were worthy of further
consideration.

126. Therewas, clearly, adivergence of views as to whether, and to what extent, the issues
considered in the documents should be taken forward by the Working Group.

127. The Working Group agreed with the suggestion that the Director Genera should
undertake consultations, prior to the May 2004 session of the Working Group, on al
matters relating to document PCT/R/WG/5/9, to ensure a successful outcome of the
Working Group session in May. Without prejudging any of the outcomes, the
consultations would relate to matters necessary for him to determine whether further
documents should be put tahat session and, if so, what subjects they should cover.
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PROPOSALS BY SWITZERLAND REGARDING THE DECLARATION OF THE
SOURCE OF GENETIC RESOURCES AND TRADITIONAL KNOWLEDGE IN PATENT
APPLICATIONS

128. Discussions were based on document PCT/R/WG/5/11 Rev. (acorrected version, in
English only, of document PCT/R/WG/5/11).

129. The Delegation of Switzerland introduced the document, noting that it was identical in
content to document PCT/R/WG/4/13, which had been introduced to the fourth session of the
Working Group. As previously explained, the proposed amendments to the Regulations were
intended to increase transparency in the context of access to genetic resources and traditional
knowledge and the fair and equitable sharing of benefits arising out of their utilization, and to
provide a simple and practical way forward which could be introduced in atimely manner.

130. Therewas general recognition of the importance of the issues relating to access to
genetic resources and traditional knowledge and of the fair and equitable sharing of benefits
arising out of their utilization. A number of delegations pointed out that these issues were
important to the people of many States. Traditional knowledge and genetic resources were
not owned only by indigenous peoples of developing countries. A way needed to be found to
support economic and ecological benefits for all.

131. Therewas adivergence of views as to how best to achieve the common goal of finding
timely solutions to the issues at hand. In particular, a number of delegations expressed doubt
as to whether the matters were ones which should be addressed by means of changes to the
patent system and, even if so, whether the Working Group was the appropriate forum to
discuss these issues at the present time, noting that the subject was still being discussed more
broadly at the international level in different forums, including WIPQO's Intergovernmental
Committee on Intellectual Property and Genetic Resources, Traditional Knowledge and
Folklore (“the Intergovernmental Committee”).

132. Other delegations welcomed these proposals, believing that it was necessary to address
the issues now and that it was timely for this forum to consider, at least to some extent,
whether provisions of the type proposed were permissible under the PCT, whether they were
desirable, consistent with other international agreements, and whether they would
successfully meet the intended objectives.

133. Severa delegations considered that the proposals seemed constructive and pragmatic
and should be considered in more detail in the Working Group. Some considered that early
agreement in this forum might send a useful signal elsewhere, encouraging further progress
on these and related issues, including those raised in discussions on substantive patent |aw
harmonization. One delegation considered that, while the same issues would, of course,
affect nationa patent applications, the PCT was a good starting point because of its
importance to applicants wishing to file applications in other countries.

134. A number of delegations considered that such discussions needed to be carefully
coordinated with discussions in other forums, with the primary consideration of the policy
objectives being done in the Intergovernmental Committee. In addition to the matter of
duplication of discussion, those del egations noted that the issues were too broad to address in
the context of the PCT in isolation and considered that it was important to ensure that the
results which flowed into different policy areas were mutually consistent and supportive.
Some of those del egations suggested that consideration might be given to the issues by the
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Working Group in parallel with the Intergovernmental Committee; others considered that
work should wait until the Intergovernmental Committee had formulated a clear policy
direction.

135. Other delegations were not convinced that the patent system was the proper context in
which to address concerns of benefit sharing. It was emphasized that, while it was important
to address the underlying issues, they considered that the Working Group was not the
appropriate forum for discussion of the matter. In particular, these delegations saw no
conflict between the Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPS) and the Convention on Biological Diversity (CBD). Intheir view, it was possible to
implement those agreements in amutually supportive manner. Furthermore, those

del egations suggested that implementing measures whereby patents might be invalidated for
failure to comply with the requirements of disclosure of source would be of benefit to no one.
Rather, it would decrease certainty in patent rights, increase litigation and reduce patent
filings. Without patents, little or no benefit would exist to be shared. It was aso pointed out
that the Working Group lacked the participation of indigenous peoples, who were represented
in the Intergovernmental Committee, which had al so recently been given a new and broader
mandate. Examples of systems which these del egations considered were more appropriate to
address access to resources and benefit sharing had been presented to the Intergovernmental
Committee.

136. Some delegations, while welcoming the proposals as a positive start, considered that
they did not go far enough. They considered that there may be a conflict between the existing
international patent system, as enshrined in such international agreements as the TRIPS
Agreement, and the CBD and, in any case, it was pointed out that there remained no effective
internationally agreed and effective measures against bio-piracy. The measure proposed in
the document under consideration would only permit, and not require, the introduction of
laws to require disclosure of source of origin. It was recalled that a number of developing
countries had proposed, in the TRIPS Council, an amendment to the TRIPS Agreement to
ensure that all Members of WTO would require that patent applicants for inventions that use
biological resources or associated traditional knowledge must disclose the source of origin of
those resources and provide evidence of prior informed consent and of fair and equitable
benefit-sharing.

137. One delegation suggested that the Swiss proposal would not achieve the goals of access
and benefit sharing that it set forth, and explained that the proposal was likely to reduce
benefits that may be shared by increasing litigation and creating a disincentive for innovation.

138. One delegation considered that the lack of internationally agreed measures against
bio-piracy had the potential to undermine the credibility and legitimacy of the patent system.
The recent case of patents relating to the maca plant was cited as an example of such
difficulties. The Delegation of the United States of Americaindicated that it had recently
reviewed the database concerning these patents and stated that they pertained not to the plant
itself but to chemically active isolates, compounds and compositions. Furthermore, the
patents cited literature dating back to the 1960s pertaining to the traditional uses of the plant,
which was also known as “Peruvian ginseng.” The patents had been found to fully meet
patentability criteriaand also, in fact, disclosed the source of origin of the maca plant and
other information. The Delegation stated that this could not be considered to be a case of
bio-piracy, but that it continued to seek true examples of bio-piracy which would help to
understand the nature of the problem.
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139. One delegation suggested that the idea set out in paragraphs 30 to 32 of document
PCT/R/WG/5/11 Rev., relating to the establishment of alist of government agencies
competent to receive information on the declaration of source, was of particular interest and
worthy of further study.

140. One representative of users stated that an essential feature of any national law requiring
proof of having obtained prior informed consent would be a centralized procedure for
showing that the requirement had been met. Without this, an alleged failure to obtain
permission for use would become a standard attack in any country with such aprovision. An
applicant may have received consent from one source, but be attacked on the grounds that he
should have sought permission from a different source. The consequence would be that fewer
patent applications would be filed in these countries, resulting in there being no benefits for
the applicant to share at al. Evenif such systemswere set up in countries with this type of
legislation, it was pointed out that this would not help the case of inventions where the
information was gained from a different country.

141. Doubt was expressed by one delegation as to the need to define the term “traditional
knowledge.” Comparison was made with the Paris Convention, where the term “invention”
was not defined, but this had not prevented the development of an international patent system.
Concern was a so expressed that the proposal in document PCT/R/WG/5/11 Rev. to amend
Rule 51bis.1 was too narrow in that it required a declaration only where the invention was
directly based on the genetic resource or traditional knowledge. Nevertheless, it was
recognized that the necessary degree of relationship was a matter which needed to be
considered carefully.

142. One representative of users expressed doubts that the proposals in the document were
compatible with the TRIPS Agreement and also considered that there would be no basis under
the PCT for the proposed Regulations.

143. The Delegation of Switzerland thanked the Working Group for the amount of support
which had been shown for the proposals. It recognized that there were problems which
needed to be addressed and considered that there was a clear need for further discussions.

144. The Working Group agreed to discuss the issue again at its next session.
ASPECTS OF COPYRIGHT AND OTHER RIGHTS IN NON-PATENT LITERATURE
145. Discussions were based on document PCT/R/WG/5/5.

146. Following a suggestion by the International Bureau, the Working Group agreed
that, in order to ensure discussion of the issues at hand by both patent and copyright
experts, the matter should be referred to WIPO' s Standing Committee on Copyright and
Related Rights (SCCR) with aview to establishing ajoint (virtual) task force open to all
parties invited to participate in the Working Group and the SCCR. It was envisaged
that the task force would operate mainly using an electronic forum and that it be
coordinated by the International Bureau. The task force would be asked to prepare a
report for consideration by both the Working Group and the SCCR.

147. The Representative of the European Community, aso on behalf of the Member States
of the European Union and of the Acceding Countries, expressed support for the proposed
creation of ajoint task force. For the sake of completeness, the Representative requested that
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certain references to EC Directive 2001/29/EC on the harmonization of certain aspects of
copyright and related rights in the information society be included in paragraphs 20 and 25 of
document PCT/R/WG/5/5.

148. One representative of users expressed the opinion that certain Office practices referred
to in document PCT/R/WG/5/5 (submission in electronic form of a search report and copies
of cited documents to the applicant; making available of those documents via el ectronic file
Inspection systems) were permitted under certain exceptions provided for in existing
copyright treaties.

DIVISIONAL APPLICATIONS UNDER THE PCT
149. Discussions were based on document PCT/R/WG/5/6.

150. The Secretariat recalled that the document presented three options which might be
considered for providing for international applications as divisional applications of a parent
international application, namely, a possible revision of the Treaty, possible amendments of
the Regulations providing expressly for divisional applications, and other possible
amendments providing a new procedure for “internal division” of international applications.

151. Severa delegations and representatives of users expressed concern about adding a
procedure to the PCT system which would allow for divisional international applications,
noting the added complexity involved, the difficulty with according an international filing
date in accordance with both Article 11 and the Paris Convention, the need for compliance
with time limits for international search and international preliminary examination, and the
added cost for applicants in respect of international search, international preliminary
examination and national phase entry in respect of each divisional international application.

152. A number of delegations and a representative of users questioned the need, from an
applicant’s perspective, to add the possibility of such a procedure to the PCT system. It was
noted that, in cases of lack of unity of invention under the present system, applicants could
take advantage of well established procedures both during the international phase (obtaining
additional international searches and preliminary examinations) and after national phase entry
(filing of divisiona applications under the national law of the designated States concerned).
Moreover, many applicants appreciated the current procedure since it gave them the option of
deferring decisions (and related costs) concerning the filing of divisional applications until
after entry into the nationa phase.

153. One delegation expressed the view that, in the future, should real progress be achieved
towards making greater use of positive internationa preliminary reports on patentability, the
possibility of filing divisional international applications during the international phase would
be of greater importance than at present.

154. Another delegation was of the opinion that, in general, following the changes adopted in
the recent past in the context of PCT reform, users needed time to familiarize themselves with
the new system and, in general, preferred a stable rather than a constantly changing PCT
system.

155. One representative of users suggested that, rather than adding a procedure to the PCT
system which would alow for the filing of internationa divisional applications, the
Regulations could be amended so as to require a designated Office, in the case of the filing of
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divisional applications based on a parent international application which had entered the
national phase before that Office, to apply PCT requirements as to form or contents

(Article 27(1) and Rule 51hbis) not only to the parent international application but also to the
divisional applications.

156. Difficulties were seen by at |east some del egations with each of the particular options
set out in document PCT/R/WG/5/6. A revision of the Treaty would be the least problematic,
legally speaking, but it should not be undertaken as an isolated measure. Amendments of the
Regulations to provide expressly for the filing of divisional international applications was
viewed by some delegations as inconsistent with the provisions of the Treaty concerning the
date to be accorded as the international filing date. The option of providing for “internal
division” of international applications received some support as a possi ble mechanism, but
some delegations felt that it would be unnecessarily complicated and others stated that no
basisfor it could be found in the Treaty.

157. The Working Group accordingly agreed that the proposal should not proceed
further.

PCT REFORM: FAST TRACK
158. Discussions were based on proposals made by the EPO in document PCT/R/WG/5/12.

159. Noting that the document had only been posted on WIPO'’s Website on
November 14, 2003, the Working Group agreed that the discussion of the proposals
should be deferred to the next session of the Working Group.

160. Two delegations, in preliminary statements, while supporting in general the proposal to
make greater use of the PCT Reform electronic forum in advance of Working Group sessions,
expresed their concern about submitting proposals directly to the PCT Assembly without
prior discussion in the Working Group, even if such proposals had been posted on the
electronic forum and had not been objected to, and emphasized the importance of inclusive,
full and transparent discussion by al Contracting States of matters related to PCT reform.

OTHER MATTERS

161. The Chair encouraged delegations and representatives to continue to progress the
discussion of current issues viathe PCT reform electronic forum on WIPQO' s Website.®

3 See http://mww.wipo.int/pct/reform/en/index.html.
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NEXT SESSION

162. The International Bureau indicated that the sixth session of the Working Group was
tentatively scheduled for May 3 to 7, 2004.

163. The Working Group noted the contents
of this summary by the Chair.

[Annex follows]
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Harmonization/World Patent Committee, Indianapolis)

Union des confédérations de |’ industrie et des employeurs d’ Europe (UNICE)/Union of
Industrial and Employers’ Confederations of Europe (UNICE): Leo STEENBEEK (Senior
Patent Attorney, Legal Counsel, Eindhoven)

Union des praticiens européens en propriété industrielle (UNION)/Union of European
Practitioners in Industrial Property (UNION): Luigi FRANZOLIN (Vice President, Patents
Commission, Torino); Paul ROSENICH (Patents Commission, Triesenberg)
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V. ORGANISATIONS NATIONALES NON GOUVERNEMENTALES
NATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual
Property Law Association (AIPLA): John HORNICKEL (Vice-Chair, PCT Committee,
Ohio)

Association brésilienne de la propriété intellectuel le (ABPI)/Brazilian Association of
Intellectual Property (ABPI): Maria Carmen DE SOUZA BRITO (Mrs.) (Member, Rio de
Janeiro)

Association brésilienne des agents de propriété industrielle (ABAPI)/Brazilian Association
of Industrial Property Agents (ABAPI): Maria Carmen DE SOUZA BRITO (Mrs.) (Member,
Rio de Janeiro)

Association des avocats américains (ABA)/American Bar Association (ABA):
Samson HELFGOTT (Attorney, Director of Patents, New Y ork)

Association japonaise des consells en brevets (JPAA)/Japan Patent Attorneys Association
(JPAA): Shigeyuki NAGAOKA (Vice-Chairman, International Activities Committee,
Tokyo); Takahiro FUJIOKA (Member, International Activities Center, Tokyo)

Association japonaise pour |a propriété intellectuelle (JIPA)/Japan Intellectual Property
Association (JIPA): Hiroshi YAMAMOTO (Member, Second International Patent
Committee, Chiba); Hiroki NAITO (Vice-Chairperson, Second International Patent
Committee, Osaka)

Institut de la propriété intellectuelle du Canada (1PIC)/Intellectual Property |nstitute of
Canada (IPIC): Kent DANIELS (Patent Agent, Ottawa)




PCT/R/WG/5/13
Annexe/Annex, page 15

V1. BUREAU/OFFICERS

Président/Chair: Alan TROICUK (Canada)

Vice-présidents/Vice Chairs: YIN Xintian (Chine/China)
Fabidn Ramon SALAZAR GARCIA (Mexique/Mexico)

Secrétaire/Secretary: Claus MATTHES (OMPI/WIPO)

VIl. BUREAU INTERNATIONAL DE L’ORGANISATION
MONDIALE DE LA PROPRIETE INTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO)

Francis GURRY,, sous-directeur général/Assistant Director General

Philip THOMAS, directeur du Département des politiques en matiere de brevets/Director,
Patent Policy Department

Jay ERSTLING, directeur du Bureau du PCT/Director, Office of the PCT

WANG Zhengfa, directeur de la Division des pays en développement (PCT) Director,
Developing Countries (PCT) Division

Section de laréforme du PCT/PCT Reform Section:

Claus MATTHES, chef/Head; German CAVAZOS-TREVINO, juriste principal/Senior Legal
Officer; Nyalleng Pl (Mrs.), juriste principal/Senior Legal Officer; Camille-Rémy
BOGLIOLO, juriste adjoint/Associate Legal Officer; Busso BARTELS, PCT Advisor;
Leslie LEWIS, consultant/Consultant; Michael RICHARDSON, consultant/Consultant

Section du droit des brevets/Patent Law Section:
Philippe BAECHTOLD, chef/Head; Tomoko M1YAMOTO (Ms.), juriste principale/Senior
Legal Officer
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