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ANNEX I TO CIRCULAR C. PCT 1196
QUESTIONNAIRE

FUTURE DEVELOPMENT OF THE PCT

RESPONSE FROM:

Name of responsible official:  



On behalf of [State, Office or Organization]:  


Type of national/regional patent system:


(
full examination – grant only once defects have been corrected


(
search or search and substantive examination made and results published, not requiring substantive defects to be corrected before registration


(
registration without mandatory search and examination

(
other [give details] 


Note:  While the questions in this Questionnaire are mainly addressed to Offices in their various PCT capacities, all recipients of the Circular are invited to give their comments on the issues which are raised in the questions, including the policy issues which underlie the questions themselves.
A.
USE OF PCT REPORTS TO ASSIST DECISION MAKING IN THE NATIONAL PHASE
1.
To what extent does your Office, during national phase processing, find the international search report to be useful as the basis for finding the most relevant prior art?

Include details such as:

–
whether this depends on which particular International Authority(ies) conducted the work in the international phase;

–
the type of any additional searching which your Office performs (complete new searches;  specific languages;  “top‑ups” for documents which had not been present in search databases at the time that the international search was conducted);

–
whether additional searching is conducted routinely in all cases or to different degrees following consideration of the indicated scope of the specific international search report and other indicators of likely quality.

2.
To what extent does your Office find international preliminary reports on patentability to be useful as the basis for beginning national phase processing in your Office and in particular in helping to identify whether the substantive requirements of your national law have been met?

Include details such as:

–
whether this depends on which particular International Authority(ies) conducted the work in the international phase;

–
whether it depends on whether the report was issued under Chapter I (with the search report) or Chapter II (following international preliminary examination, including the possibility of the applicant having made amendments);

–
whether it depends on whether, subsequent to the international report being established, the applicant has filed amendments upon entry into the national phase or thereafter.
3.
If your Office routinely conducts additional national search or examination on all international applications which have entered the national phase before your Office, why is this considered necessary as a matter of policy?

For example:

–
Are national standards for patentability significantly different from those required to be tested in the international phase of the PCT?  For some fields of technology only, or more generally?

–
Is there a perception that the international search and preliminary examination are not consistently conducted to a sufficiently high standard against the standards which are required to be tested?  In what ways (languages of documentation searched;  basis for opinions on novelty and inventive step;  completeness and clarity of written opinions)?

4.
Should the definitions of what is required in an international search report or international preliminary report on patentability, or more generally the form or content of those reports, be changed, and if so, in what ways, to make these reports more useful to your Office?

Note that these definitions are specifically not supposed to reflect the national law of any individual Contracting State, but are supposed to be useful to all Contracting States in helping applicants, Offices or third parties to determine whether an international application is likely to meet the requirements of any particular national law.

Perhaps most notably, the definition in PCT Rule 33.1 is intended to require the International Searching Authority to list all disclosures which the examiner is capable of finding which could be of relevance to determining the questions of novelty or inventive step under the laws of any Contracting State, including oral disclosures (noting that no examiner would be capable of discovering an oral disclosure without a reference to it in written form).  Any information on situations where this would not be the case would be particularly valuable.

5.
If your Office finds that an international application does not meet the requirements of your national law when it first enters the national phase and requires the applicant to file amendments, are the international search report and international preliminary report on patentability useful in assisting your Office to determine whether the defects have been overcome by the amendment?

Please indicate any ways in which you think that the reports or PCT process might be improved to make international reports more useful beyond the first action in the national phase.

6.
Are there any other specific ways in which you believe that the PCT could better meet the needs of your Office in assisting the processing, according to the national law of your country, of international applications which have entered the national phase before your Office?
This might include changes to the reports or other aspects of the international process, or alternatively to matters of technical assistance and cooperation between Offices in the national phase, to the extent that you consider this to be appropriate within the umbrella of the PCT.

B.
BACKLOGS AND TIMING
7.
Approximately how many applications are pending at your Office, including both direct national applications and international applications which have entered the national phase?
If possible, give figures for each of the last 10 years.

8.
What is the average time to grant or final rejection for an application in your Office (including both direct national applications and international applications which have entered the national phase)?
If possible, give figures for the last 10 years.
Preferably, the figures should be calculated from the request for examination (for systems where substantive examination is conducted);  in the case of divisional or continuation applications, the figure should be calculated from the date of request for examination of the earliest parent.
If a different methodology is used, please briefly indicate.

9.
Does the time to grant indicated above vary greatly according to different types of application?

For example, do the times depend on the subject matter involved or whether the application is an international application compared to a direct national application?

C.
TECHNICAL AND LEGAL INFORMATION
10.
How could the delivery by the International Bureau of PCT related information (including legal information related to the processing of applications as well as technical information contained within them) to your Office and to users of technical information in your country be improved?

D.
DEVELOPMENT AND TRAINING
11.
What practical steps should be taken as part of a review of the functioning of the PCT system to address relevant recommendations of the WIPO Development Agenda?

The adopted 45 WIPO Development Agenda recommendations are reproduced in Annex II.

The adopted WIPO Development Agenda Recommendations referred to by Member States during the discussions in the PCT Working Group and the PCT Assembly on the future development of the PCT system are recommendations 15, 17, 20, 21, 22 and 44 (set out in bold in Annex II), all of which fall under Cluster B (“Norm Setting, Flexibilities, Public Policy and Public Domain”) or D (“Institutional Matters including Mandate and Governance”).

Noting that the process as envisaged by the Director General and agreed upon by Member States (see document PCT/WG/2/14, paragraphs 94 to 96) is aimed at improving the PCT system so that it can function more effectively within the existing legal framework, that is, without introducing any new norms, and that, according to the Program and Budget 2010/2011 for Program 5 (“The PCT System”), the PCT Program incorporates activities related to adopted Development Agenda recommendations 1, 6, 10 and 31 (set out in italics in Annex II), comments are also welcome in respect of any of the 45 adopted Development Agenda recommendations, notably on issues covered under Clusters A (“Technical Assistance and Capacity Building”) and C (“Technology Transfer, Information and Communication Technologies (ICT) and Access to Knowledge”).

12.
What more should be done within the PCT system to assist technology transfer and identifying technologies which have fallen into the public domain?
Recommendation 20 and Cluster C of the recommendations under the Development Agenda deal generally with questions of promoting technology transfer and identification of off‑patent technologies which can be freely exploited.

The Patentscope® website seeks to address part of this issue by allowing a free search of technical information and showing where international applications have entered the national phase, but information is only provided by a limited range of Offices and few provide ongoing status information such as when patents lapse.  Moreover, similar information is also needed for Paris route applications in order to allow a full picture to be seen.

Responses might cover:

–
how the International Bureau might help national Offices to collect and distribute all the information required to provide a complete picture to local industry;

–
consideration of how the PCT and related systems such as Patentscope might help foster agreements relating to the transfer of know‑how associated with inventions covered by international applications;  or

–
any other matters relating to the PCT which should be considered at an international level to promote technology transfer.

13.
If the PCT is little used in your country, either in terms of filings of international applications by local innovators or in terms of national phase entries by foreign applicants, what (if any) specific further action should be considered to increase use of the PCT system in your country or to encourage use by particular classes of innovators (such as local SMEs) and investors, in accordance with broader national policies?

Taking into account Clusters A and C of the recommendations under the Development Agenda, responses might cover:

–
the types of improvement to the system which might make it more accessible (such as by simplifying matters which cause difficulties to applicants from or in your country or alternative fee structures);

–
improvements to the training and promotion of the PCT provided by the International Bureau, or to the material provided to assist Offices and others in such promotion;

–
discussion of policy issues concerning how the PCT could contribute to national IP strategies, including strategies to encourage local research and inward investment and strengthen local SMEs.

14.
How could PCT‑related training and general information offered to your Office and (potential) PCT users in your country by the International Bureau, or by other Offices, governments and organizations in cooperation with the International Bureau, be improved, other than in relation to the issues set out in question 13, above?

Please indicate the specific areas of training in which you would like to see improvement and indicate possible ways of addressing the issue, whether by addressing the content of training and information or by seeking more efficient and effective means of delivery.

Noting Clusters A and C of the Development Agenda recommendations, responses might extend to how training and information could better be tailored to meeting and/or developing national IP strategies, including strategies to encourage local research and inward investment and strengthen local SMEs.

E.
OTHER ISSUES

15.
Are there any other ways in which the operation of the PCT system could be improved, within its existing legal framework, to better meet the needs of your Office, State and/or user community, including all third party interests in addition to those of applicants for patents?

[End of Questionnaire]









