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Introduction
1.
At the third session of the Working Group on Reform of the PCT, held in Geneva from 18 to 22 November 2002, it was decided to establish a “virtual” task force to consider the proposals put forward by the United Kingdom for a common quality framework (PCT/R/WG/3/4) and other points raised during the discussion on those proposals.  The United Kingdom was asked to coordinate the work of the task force and submit an initial report to the Working Group and to the Meeting of the International Authorities (MIA) by the end of April 2003.

2.
To facilitate discussion the United Kingdom prepared a discussion document which was posted for comment on the electronic forum website the International Bureau had created for the task force.  All the responses received on that discussion paper can be viewed on the e-forum site (http://www.wipo.int/pct/reform/qualityframework)  

3.
The present document constitutes the initial report of the task force.  It contains a synopsis of the comments received on the discussion document together with brief analysis by the United Kingdom.  Attached at annex A is a framework document which takes into account the comments received on the discussion document and sets out the key components of a quality framework the aim of which is to provide a model on which each Authority can base its own detailed quality system.  Reproduced at Annex B are the comments on the other points raised when document PCT/R/WG/3/4 was discussed.  The United Kingdom is very grateful for the detailed and constructive comments received and thanks all those who made comments.

4.
It should be stated at the outset that, in light of the strong opposition expressed by the Authorities to the idea of an independent review mechanism, as proposed in the discussion document, that feature has now been replaced in the framework document by an internal review system for self assessment. 

Quality management system
5.
This part of the framework document sets out the basic features of a management system considered necessary to support the international search and preliminary examination process.  

6.
A proposal by The Netherlands to restructure this part of the framework by grouping the requirement criteria into two broad categories, namely: (a) technical competences of searchers and examiners, and (b) management and administration systems, has not been adopted at this stage but the document can be reformatted along these lines if others consider it appropriate.  Moreover, the additional requirement criteria listed in annex 3 of The Netherlands’ submission may be too prescriptive for a document the aim of which is to provide a set of broad requirement criteria on which each Authorities can base its QMS.  However, these can be added if others consider them appropriate. 

7.
On a general point, the United States felt that there should be flexibility in the requirements to meet the time limits for issuing search and examination reports and that those time limits should be re-evaluated.  However, we would suggest that this is not a matter which falls within the remit of the task force.  

8.
Japan asked who would judge the effectiveness and appropriateness of the measures taken by Authorities to meet the requirements criteria while the United States indicated that it should be for each Authority to decide what is appropriate.  To take account of these comments it is made clear in the framework document that it is for individual Authorities to make these judgements.

Resources

9.
Singapore stated that the resources specified in this section were an essential element in achieving and maintaining quality.  Austria, in expressing support for this item, mentioned that it already has the listed resources in place.  However, Japan wondered whether some of the resources mentioned were appropriate while the EPO, Spain and Sweden indicated that an Authority should not be tied to a standard list.  To address these concerns the resources listed are presented as “examples” of the kind of resources an Authority should consider establishing to support the search and examination process.
10.
The United States and Canada, while agreeing that each Authority should acquire and maintain sufficient resources, believes that it should be left to the individual Authorities rather than an outside body to determine what constituted sufficient staffing and appropriate equipment and facilities.  This point has been taken into account by the replacement of the idea of an independent review mechanism with internal review systems in each Authority.  

11.
Sweden asked if there was any thought of establishing ISAs with responsibility for less than all technical fields.  FICPI proposed that the complementary resources and competences of the Authorities could be pooled so that different Authorities could conduct parallel, supplementary, non-overlapping searches the results of which could be drawn together in a final composite international search report.  The United Kingdom considers that this is more appropriate for discussion by the Working Group as part of the general discussions on PCT reform.

Administration

12.
The EPO, Spain, Sweden and Canada, in referring to control mechanisms postulated under this item, indicated that it is not possible to guarantee that search and examination reports will always be issued on time and that backlogs will be kept to a minimum.  They therefore preferred a less rigid approach.  Japan also questioned the feasibility of imposing a strict requirement for the control mechanism with regard to backlogs.  These concerns have been taken into account in the framework document by proposing more flexible administration criteria.  

13.
Australia suggested that the administration arrangements should also provide for preventative action and continuous improvement.  These suggestions have been reflected in the attached document. 

14.
Singapore, in supporting the concept of a control mechanism, suggested that each Authority should including a report on backlogs to the proposed external review panel.  Although it is now proposed to drop the idea of an external panel, reporting on backlogs should form part of the internal reporting mechanism within each Authority.  This is taken into account in the framework document.

15.
United States supports the concept of each Authority establishing a control mechanism but felt that the Authorities themselves should determine how to deal with backlogs.  This will be possible under the proposed internal review arrangement.

16.
Canada also felt it may be of limited value to establish procedures for measuring user perception.

Quality assurance

17.
The EPO said that it should be left to each Authority to decide what quality assurance procedures to implement rather than be subject to a standard set of procedures.  Spain, Sweden and Canada also felt that the proposals were too rigid and needed to be more flexible.  To address these concerns the attached framework document sets out what aspects a quality assurance system should cover, for example verification, validation and monitoring of search and examination work, and leaves it to individual Authorities to set up appropriate arrangements.

18.
Australia believes that the quality assurance procedures should also verify the action taken by an Authority to address deficiencies and prevent a recurrence.  This suggestion has been taken on board in the framework document.

19.
Japan expressed concern over the use of the terms “effective”, “suitable” and “reliable” which it felt were unclear.  The words “suitable” and “reliable” have now been deleted and it is made clear in the framework document that it is for each Authority to determine whether the measures it takes to meet the QMS requirement criteria are effective and appropriate.  

20.
Japan also questioned the feasibility of providing “evidence” of conformity while the United States objects to such evidence being made available outside the Authority.  To overcome these concerns no reference is made in the framework document to the provision of “evidence”.  

21.
Singapore expressed support for the quality assurance proposal which it viewed as a means of meeting and maintaining user expectations.

22.
Austria said that more practical language should be used to clarify what needs to be accomplished with regard to measuring, recording monitoring and analyzing the performance of a quality management system.  In this regard, as explained above, the framework document now simply sets out the basic requirement criteria of a QMS leaving it to individual Authorities to decide how to build those requirements into their individual QMSs.

Feedback arrangements

23.
In view of their opposition to an external review panel, Australia, the EPO, Japan, Spain, Sweden, Canada and the United States could not support the proposal that each Authority establish arrangements to allow for feedback from such a body.  

24.
Canada did however say that it would support the sharing of best practice between Authorities and leave it to each Authority to react as appropriate.  It also made the point that a well-functioning feedback mechanism is an essential element of the proposed quality framework which needed a means by which users could voice their opinion and their views could be assessed.  EAPO felt that the feedback mechanism could include arrangement of meetings and seminars.

25.
Japan expressed concern about using subjective indexes, like user satisfaction and perception, because of the variations between countries in user characteristics and filing strategies.  Singapore, on the other hand, said that two-way communication/feedback arrangements should help clarify doubts and reservation while FICPI felt that it was important to canvass users’ views.  

26.
The United Kingdom appreciates that there may be variations between countries but believes that the views of customers on the service they receive is a central plank of any quality system if the organisation providing the service is to be able to understand and meet its customer needs and expectations.
27.
Japan questioned the meaning of “constructive feedback” and felt that feedback from national and regional Offices to Authorities should be flexible and voluntary.  The word “constructive” has accordingly been deleted from the framework document while it is left open for each Authority to arrange how it might receive feedback from national and regional Offices.  

28.
Canada also expressed concern about the nature of comments from national and regional Offices and suggested the creation of a centralized feedback repository, controlled by the International Bureau.

29.
Austria felt that the use of the word “mechanism” where used in respect to feedback from national and regional Offices should be replaced with something more precise.  Accordingly, the word “mechanism” is not now used in the framework document and the passage in question has been revised.  

Communication and guidance to users
30.
The EPO, Singapore, Spain and Japan found the proposals under this item acceptable though the EPO expressed a preference for the use of the word “communication” in place of “dialogue”.  Austria also said it preferred “communication”.

31.
FICPI stressed that it was important for Authorities to warn applicants about proceeding without professional help.

Internal Review 

32.
Singapore supported the concept of a review mechanism, as proposed in the discussion document, which involved the use of an independent assessment panel, and made several recommendations.  The Netherlands agreed that a common quality framework should be supported by a quality review panel acting initially as forum for disseminating best practice, monitoring progress and providing advice and subsequently as an assessment body.  Hungary suggests that, besides the use of an independent panel, the possibility of a uniform internal validation system should be explored.  New Zealand said that, while it could understand the sensitivities in publishing the identity of an Authority that did not meet quality standards, it would be extremely useful for national Offices to know how much credibility to place on the search and examination reports from particular Authorities.  FICPI supported the idea of an independent review and said that the findings should be made publicly available to ensure transparency.

33.
Austria also felt that some outside control of the work of the Authority could be helpful in securing the quality of search and examination reports but, because of the practical and cost implications, questioned the feasibility of an independent review panel.  

34.
The EPO, Spain and Canada stated that they could not support the concept of an external review panel.  Sweden also expressed scepticism and mentioned the difficulties in identifying and choosing suitable candidates for such a panel and the bureaucracy and costs implications.  Japan also referred to the practical implications and the affect on an Authority’s discretion to act and indicated that a review arrangement should be considered in the context of self assessment.

35.
The United States could see benefit in Authorities sharing information about how they achieved and monitored compliance with quality standards but could see little or no benefit in an Authority disclosing the results of its internal review to other bodies.  However, the United States strongly opposed the concept of an independent review panel and took the view that each Authority must retain the right to determine how to allocate its resources.  It also doubted the ability of an external panel to provide advice to an Authority without knowledge of that Authority’s resource constraints and to define and evaluate quality beyond objective statistics.  Like others, the United States also expressed concerns over the resources needed to maintain such a panel.

36.
Australia put forward an alternative approach whereby the results of an internal performance audit and system audit should be made publicly available or at least available to other Offices using a standard reporting template.  This it said would assure Offices that the QMS were operational and effective and provide a means of disseminating best practice 

37.
In light of the reservations expressed by the Authorities to the concept of an independent review panel the original idea of a review mechanism has been replaced in the attached framework document with a scheme that recommends that each Authority establish its own internal review system for self assessment.  The document sets out a model review arrangement on which individual Authorities should base their own in-house systems. 

38.
The framework document also proposes that each Authority present an annual report to MIA and that MIA in turn submit a general progress report to the PCT Assembly.  This should help disseminate best practice between Authorities and promote confidence among national and regional Offices in the work undertaken by those Authorities and hopefully discourage the duplication of work in the national and regional phase. It is for future debate whether the specific results of each Authority’s internal review are made available to other Authorities and national and regional Offices.
Implementation

39.
If the quality framework set out in the attached document is acceptable, consideration will need to be given as to how it should be implemented.  For instance, should it be incorporated in the agreements between the International Authorities and the International Bureau, the International Search and Preliminary Examination Guidelines, the PCT Administrative Guidelines, the PCT Regulations or should it be implemented by some other means?   Australia believed it should form part of the agreements between an Authority and the International Bureau while the EPO were of the view that quality should remain an issue for each Authority and would not be appropriate for inclusion in such agreements.  The Netherlands would like to see the framework incorporated in the PCT Guidelines initially but ultimately presented in a document of a more general nature.

Comments by Task Force members on other suggestions made by delegations when document PCT/R/WG/3/4 was discussed at the Third Session of the Working Group on Reform of the PCT

40.
The detailed comments made by those who subscribed to the task force e-forum site on the other points made by the Working Group when PCT/R/WG/3/4 was discussed are reproduced at Annex B.  The following is a summary of those comments.

A common central database containing the entire PCT minimum documentation and accessibility by all Authorities would help to ensure consistency

41.
The United States, Japan, Sweden, Canada and FICPI supported this proposal though the United States expressed concerns over funding and maintaining such a database.  Sweden and Australia also questioned how it would help improve consistency of citation.  The EPO, Spain and Austria also felt that the idea of a central database was more a matter for consideration by the PCT Committee on Technical Co-operation.  

Mechanisms could usefully be provided for feedback from designated and elected Offices, as well as from applicants and their representatives who received searches carried out by different Offices on applications from the same patent family

42.
There was general support for this proposal though the EPO, Australia and Austria indicated that the feedback should be directed to the Authorities only.  Sweden asked in what instances feedback would be given while the United States and Canada felt that it should be better defined.

It may be useful for the International Bureau to arrange meetings or seminars at which Offices could exchange experience in quality control

43.
There was general support for this idea though Austria raised the question of cost while Sweden felt that bilateral visits would probably be more beneficial than meetings.

An extensive examiner exchange program would encourage the development of consistent standards and practices

44.
There was general support for this proposal though reservations were expressed about an “extensive” exchange program in view of the resource implications for Authorities.  The United States suggested that it might be worth exploring other ways of improving communication and cooperation among Authorities to achieve consistency.  FICPI also suggested supplementing an exchange program with a common training program for examiners.

“Top-up” searches might be introduced into the PCT system, providing for additional search, late in the international phase, for potentially relevant material which had not yet been included in the relevant search databases at the time of the main international search

45.
Views were mixed on this proposal.  Sweden and Australia were not in favor of a “top-up” search which the latter felt would result in duplication while Austria also expressed concerns and wondered whether it would result in a new fee and if the results would be published.  Canada also felt that the proposal was not feasible given current work pressures.  The EPO also had reservations over such searches being carried out in the international phase while the United States said that such searches should only be performed as part of the IPER.  Singapore thought that “top-up” searches could be beneficial but that a detailed time/cost/benefit analysis should be undertaken.  FICPI, on the other hand, expressed strong support for the proposal.

In relation to the references to “inventive concept(s)” in the suggested quality criteria in the Appendix, the search could consider the limitations of every claim, rather than a general inventive concept

46.
Spain and Sweden were opposed to this proposal while the EPO did not consider it feasible.  Canada also felt that it would not add any value as the claims may change during the international and national phase.  The United States in contrast expressed support the proposal on the grounds that it would increase the usefulness to national and regional Offices of the Preliminary Report on Patentability.

The definition and monitoring of quality may be a matter to be dealt with in the agreement between the International Bureau and various Authorities

47.
The EPO and Canada did not consider quality to be appropriate for inclusion in the agreements between the Authorities and the International Bureau while Australia, in contrast felt that it should be part of those agreements.  Canada felt that a quality framework should be incorporated in the Search and Examination Guidelines.  Austria also questioned the role of the International Bureau if quality was included in the agreements.
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1.
This document sets out the main features of a quality framework for international search and preliminary examination.  It describes a minimum set of criteria which each International Authority (“Authority”) should use as a model for establishing their individual quality scheme.
Quality management system
2.
Each Authority should establish and maintain a quality management system (QMS) which sets out the basic requirements with regard to resources, administrative procedures and feedback and communication channels required to underpin the search and examination process.  The QMS established by each Authority should also incorporate a quality assurance scheme for monitoring compliance with these basic requirements and the International Search and Preliminary Examination Guidelines.

3.
Adoption by the Authorities of common QMS requirements, which are recognised by all Authorities and national and regional Offices, should help achieve a consistent approach.  This, in turn, should help build confidence among national and regional Offices in the work done by the Authorities. It will be for each Authority to ensure that the measures they have taken to meet the requirements are effective and appropriate.

Resources
4.
An Authority should be able to accommodate changes in workload and should have an appropriate infrastructure to support the search and examination process and comply with the QMS requirements and Search and Examination Guidelines.  The following are examples of the kind of resources and infrastructure an Authority should consider establishing.

(a) A complement of staff sufficient to deal with the inflow of work and which has the technical qualifications to search and examine in the required technical fields and the language facilities to understand at least those languages in which the minimum documentation referred to in PCT rule 34 is written or is translated.

(b) Sufficient numbers of competent administrative staff to support the technically qualified staff and facilitate the search and examination process.

(c) Appropriate equipment and facilities, such as IT hardware and software, to support the search and examination process.

(d) Possession of, or access to, at least the minimum documentation referred to in PCT rule 34, properly arranged for search and examination purposes, on paper, in microform or stored on electronic media.

(e) Comprehensive and up-to-date work manuals to help staff understand and adhere to the quality criteria and standards and follow work procedures accurately and consistently.

(f) An effective training and development programme for all staff involved in the search and examination process to ensure they acquire and maintain the necessary experience and skills and are fully aware of the importance of complying with the quality criteria and standards.

(g) A system for continuously monitoring and identifying the resources required to deal with demand and comply with the quality standards for search and examination.

Administration

5.
An Authority should have in place the following minimum practices and procedures for handling search and examination requests and performing related functions, such as data-entry and classification:

(a) Effective control mechanisms regarding timely issue of search and examination reports.

(b) Appropriate control mechanisms regarding fluctuations in demand and backlog management. 

(c) An appropriate system for handling complaints and taking corrective and preventative action where appropriate, and the application of monitoring procedures for measuring user satisfaction and perception and for ensuring their needs and legitimate expectations are met.

(d) An effective system for ensuring the continuous improvement of the established processes.

Quality assurance
6.
An Authority should have procedures regarding timely issue of search and examination reports in accordance with the Search and Examination Guidelines. Such procedures should include: 

(a) an effective internal quality assurance system for self assessment, involving verification and validation and monitoring of searches and examination work for compliance with the Search and Examination Guidelines and channeling feedback to staff;

(b) a system for measuring, recording, monitoring and analysing the performance of the quality management system to allow assessment of  conformity with the requirements; and

(c) a system for verifying the effectiveness of actions taken to address deficiencies and to prevent issues from recurring.

Feedback arrangements

7.
To help improve performance and foster continual improvement, each Authority should:   

(a) communicate the results of their internal quality assurance process to their staff to ensure that any necessary corrective action is taken and for the dissemination and adoption of best practice; and 

(b) provide for effective communication with WIPO and designated and elected Offices to allow for prompt feedback from them so that potential systemic issues can be evaluated and addressed.

Communication and guidance to users
8. 
An Authority should have in place the following arrangements for ensuring effective communication with users. 

(a) Effective communication channels so that enquiries are dealt with promptly and that appropriate two-way communication is possible between applicants and examiners.

(b) Clear, concise and comprehensive guidance and information to users (particularly unrepresented applicants) on the search and examination process.

Internal Review 

9.
In addition to establishing a quality assurance system for checking and ensuring compliance with the requirements set out in its QMS, each Authority should establish its own internal review arrangements to determine the extent to which it has established a QMS based on the above model and the extent to which it is complying with the QMS requirements and the Search and Examination Guidelines.  The reviews should be objective and transparent so as to demonstrate whether or not those requirements and guidelines are being applied consistently and effectively and should be undertaken at least once a year. 

10.
It is open to each Authority to set up its own arrangements but the following is proposed as a guide to the basic components of an internal review mechanism and reporting system.
Monitoring and measuring

11.
The input to each review should include information on:

(a) conformity with the QMS requirements and Search and Examination Guidelines;

(b) any corrective and preventative action taken to eliminate the cause of non-compliance;

(c) any follow-up action from previous reviews;

(d) the effectiveness of the QMS itself and its processes;

(e) customer feedback; and

(f) recommendations for improvement.


12.
Suitable arrangements should be established for monitoring, recording and measuring compliance with the QMS requirements and Search and Examination Guidelines. Arrangements should also be made to measure customer satisfaction, which should include the views of designated and elected national and regional Offices as well as applicants and their representatives. 

Analysis

13.
The collected data should be analysed to determine to what extent the QMS requirements and Search and Examination Guidelines are being met.  The results of this analysis can then be used for producing the reports to MIA referred to below.

Improvement

14.
Each Authority should:

(a) strive to continually improve its performance against the QMS requirements and to review the effectiveness of its QMS; and

(b) identify and promptly take corrective action to eliminate the cause of any failure to comply with the QMS requirements and Search and Examination Guidelines;

Reporting arrangements

15.
There should be two stages in the reporting arrangements.

Report on establishment of system

16.
Each Authority should submit an initial report to MIA describing what it has done to implement a QMS based on the basic requirements set out in the present document.  This would help identify and disseminate best practice among Authorities. MIA should then submit a general initial report on progress to PCT Assembly.

Report on results

17.
The results of the internal review should be presented to senior management within the Authority so that they can gain an objective appreciation of performance against the QMS requirements and Search and Examination Guidelines and identify opportunities for improvement and whether changes are needed.  An annual report should then be prepared by each Authority on the results of its internal review.  The report should be submitted to MIA using a standard template.  MIA should, in turn, present a general progress report each year to the PCT Assembly.  
Annex B

Comments made by members of the Task Force on the other suggestions made by delegations when document PCT/R/WG/3/4 was discussed at the Third Session of the Working Group on Reform of the PCT  

(a)  A common central database containing the entire PCT minimum documentation and accessible by all Authorities would help to ensure consistency
Comments:

“Should be referred to the PCT Committee on Technical Co-operation.” [EPO]

“We wonder in what way “common central database . . .” could help improve consistency and who will finance hosting of the database, updating it and the necessary high-speed-links.” [Sweden]

“This matter should be studied in the PCT/CTC.” [Spain]

“We understand this has been driven by user dissatisfaction where potentially different citations have been raised by different Offices against the same invention.  However we do not believe that the provision of a common central database will address this problem.” [Australia]

“This proposal sets forth the establishment of a common central database.  The United States supports this proposal in principle, but has concerns over funding and maintenance of such a database.” [USA]

“We support.” [Japan]

“This was already discussed in the last meeting and it was considered that this question should be discussed in the framework of the PCT CTC.” [Austria]

“. . . a common database is a sine qua non to the objective of achieving consistency.  It is equally important that searchers/examiners should interrogate the database in a common way and should be provided with the same search tools and a common practice manual.” [FICPI]

“CIPO fully supports the establishment of a common central database containing the entire PCT minimum documentation as a means of promoting consistency among International Authorities.” [Canada]

(b)  Mechanisms could usefully be provided for feedback from designated and elected Offices, as well as from applicants and their representatives who received searches carried out by different Offices on applications from the same patent family
Comments:

“Supported, however feedback should only be to the International Authorities themselves, not to any external body.” [EPO]

“It is not clear to what instances the feedback will be given.” [Sweden]

“We can support.” [Spain]

“We support this because feedback is an inherent part of a quality system.  However we believe the feedback should be given directly to the International Authority.” [Australia]

“The United States can support a proposal to implement a system that would allow the national and regional Offices the ability to provide feedback to the Authorities.  However, the nature of the feedback must be better defined in line with our previous comments to paragraph 6(d)(ii) above.” [USA]

“This obviously covers only a feedback to the Authorities not to a QRP.” [Austria]

“While, in general, CIPO supports a feedback mechanism, once again we would appreciate a more detailed description of the proposed mechanism.” [Canada]

(c)  It may be useful for the International Bureau to arrange meetings or seminars at which Offices could exchange experience in quality control
Comments:

“Supported.” [EPO]

“Bilateral visits would probably yield more than the proposal “international meetings”.” [Sweden]

“We can support.” [Spain]

“We believe this would foster understanding between Offices and enable all Offices to learn and contribute.” [Australia]

“We support.” [Japan]

“The Austrian Patent Office can support this, however also in this context we would like to raise the question of costs.” [Austria]

“Organisation of meetings and seminars to exchange experience will be very useful.  It could also be worthwhile to organise presentations on key aspects of the quality system.” [The Netherlands]

“CIPO fully supports a greater forum for the exchange of ideas concerning quality control.” [Canada]

(d)  An extensive examiner exchange program would encourage the development of consistent standards and practices
Comments:

“Supported, however the word extensive should be removed, as this would perhaps not be realistic in the current work environment.” [EPO]

“This proposal is very well worth pursuing, since it is an effective means to ensure harmonisation.  However, for economical and production reasons we are not in favour of “extensive” examination exchange, but we have good experience of a more moderate exchange of examiners.” [Sweden]

“We can support.” [Spain]

“We support this but have reservations about an “extensive” program as the feasibility of such a program would be dependent on the available human and financial resources of individual International Authorities.” [Australia]

“This proposal calls for establishment of an extensive examiner exchange program.  While we share the goal of encouraging development of consistent standards and practice, we have some reservations concerning the effectiveness of such a program in achieving this goal.  While it is possible that a limited, voluntary exchange program might have some value, an extensive program as proposed would be very resource intensive and would likely yield little in the way of results for the amount of funds expended.  It may be helpful to investigate other ways of improving communication and cooperation among offices to achieve the stated goal of consistency in a more effective manner.” [USA]

“We support.” [Japan]

“In principle the Austrian patent Office can support this, however in the current workload situation we are not in favour that the exchange should be extensive.” [Austria]

“. . . searchers should be given common training, preferably under central control . . . supplemented with systematic and extensive exchange of examiners between offices.” [FICPI]

“While the productivity and financial implications associated with an extensive exchange program raise some concern, on general CIPO is supportive of this type of initiative.” [Canada]

(e)  “Top-up” searches might be introduced into the PCT system, providing for additional search, late in the international phase, for potentially relevant material which had not yet been included in the relevant search databases at the time of the main international search
Comments:

“This was mentioned by some delegates during the last meeting of the PCT Reform Working group, however we have reservations as to the feasibility of such a system and in any event would oppose any move to restrict the possibility of designated Offices carrying out their own supplementary search reports after entry to the national/regional phase.” [EPO]

“The proposal on top-up searches as we understand from previous PCT documents, is focused on giving applicants an opportunity to file such requests with another Authority (An Authority different from the Authority that conducted the International Search) if time permits and the applicant furnishes whatever fees necessary.  The results of such searches could be relied upon during the national or regional Phase, and possible fee reductions could be in place, where appropriate.” [Singapore]

“Such top-up searches could be beneficial but a more detailed time/cost/benefit analysis of having this feature in the international phase of the PCT should be made.” [Singapore]

“During the times there have been proposals for additional searches, for parallel searches, for stocked searches and now for top-up search.  The international search is done normally within 16 months from priority date and in that case 4 months from the international filing date.  At that time the documentation databases should be updated with relevant material.  The cost to make a new database-search must be weighed against the possibility to find relevant material added after the ordinary search.  We think that service can be given by other than the ISA.  Thus we oppose to introduce the proposed top-up-search.” [Sweden]

“We would not support the concept of supplementary searches being carried out routinely because we believe this would largely result in duplication of work.  However, we acknowledge that there may be limited occasions when a “top-up” search may be necessary.” [Australia]

“The concept of performing a “top-up” or updated search may have some benefit so long as it is envisioned that such a search is only to be performed in conjunction with the preparation of an IPER (i.e. not at a time prior to 30 months in cases where no Demand has been filed or where the issuance of the IPER occurred substantially prior to the 30 month period.” [USA]

“We have some concerns about this proposal.  At this time there is no possibility for this in present PCT-Rules.  In addition we are wondering if this would not result in a new fee for the applicants.  How would the results of the “Top-up” search be published?” [Austria]

“The PCT searching system at present suffers from the disadvantage that it is not able to find prior art, especially prior patent applications, which were filed shortly before the international filing date.  For this reason FICPI strongly support the proposal to provide for additional “top-up” searching later in the international phase.” [FICPI]

“This proposal is not feasible in the current environment of unprecedented growth and escalating backlogs.” [Canada]

(f)  In relation to the references to “inventive concept(s)” in the suggested quality criteria in the Appendix, the search could consider the limitations of every claim, rather than a general inventive concept
Comments:

“Not feasible.” [EPO]

“Not support.  The quality of search and examination in PCT is defined through PCT Articles, Rules, Administrative Instructions and Guidelines for search and examination.  In the agreement between the ISA/IPEA and WIPO it is stated that in carrying out search and examination the ISA and IPEA shall apply and observe all the common rules for search and examination.” [Sweden]

“We are not able to support this point.” [Spain]

“The United States supports this proposal.  We believe that it would increase the usefulness of the Preliminary Reports on Patentability to all national and regional Offices.” [USA]

“It is not clear to us what this proposal means.  However, we have the vague impression this has nothing to do with the question of quality.” [Austria]

“CIPO does not believe that this suggestion would add any value to the process as the claims may change during both the international and national phase.” [Canada]

(g)  The definition and monitoring of quality may be a matter to be dealt with in the agreement between the International Bureau and various Authorities
Comments:

“Once again our view is that quality must remain an issue for each international Authority and would not be appropriate for inclusion in the agreement between the authority concerned and the International Bureau.” [EPO]

“Assuming that the quality system is set up appropriately, we believe that this should be part of the agreement between an Authority and WIPO and that it should be a requirement to be met by all new Authorities.” [Australia]

“Also in this point we are not clear what is meant.  Does this mean that the International Bureau shall control the work of the Authority?  However in this case it would mean that only the formal aspects of the report would be reviewed because the IB lacks the technical staff and knowledge to review the contents of the reports.” [Austria]

“CIPO feels that the quality assurance framework and the associated standards should be reflected in the Search and Preliminary Examination Guidelines and not in the agreement between the International Bureau and the respective International Authorities.” [Canada]
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