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 LISTNUM Paragraph \l 1 
The Working Group on Reform of the PCT, at its ninth session, held in Geneva from April 23 to 26, 2007, approved amendments of the PCT Regulations relating to the use of the results of earlier searches by an Office other than the Office acting as International Searching Authority (see document PCT/R/WG/9/3), to the restoration of the right of priority by the receiving Office (see document PCT/R/WG/9/6) and to international applications considered withdrawn (see document PCT/R/WG/9/7), with a view to their submission to the Assembly for consideration at its next session, in September‑October 2007, subject to the comments and clarifications appearing in the report of the ninth session of the Working Group (document PCT/R/WG/9/8) and to possible further drafting changes to be made by the Secretariat.

 LISTNUM Paragraph \l 1 
The Annex to the present document contains further revised texts of the proposed amendments to the PCT Regulations referred to in paragraph 1, above, taking into account the discussions and agreements reached at the ninth session of the Working Group and the comments and clarifications appearing in document PCT/R/WG/9/8.  Proposed further changes, compared with the texts appearing in documents PCT/R/WG/9/3, 6 and 7, are indicated by yellow highlighting of the text concerned.

 LISTNUM Paragraph \l 1 
This preliminary draft is made available to the Working Group on the PCT Reform Electronic Forum so as to give delegations the opportunity to submit comments via the Electronic Forum.  Comments received by the International Bureau by June 8, 2007, will, if possible, be taken into account in the preparation of the final version of the document to be submitted to Assembly for consideration at its next session, in September‑October 2007.
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Rule 4  
The Request (Contents)

4.1   Mandatory and Optional Contents;  Signature


(a)  [No change]


(b)  The request shall, where applicable, contain:


(i)
[No change]


(ii)
indications relating to an earlier search as provided in Rules 4.12(i) and 12bis.1(c), (e) and (f) a reference to any earlier international, international-type or other search,

[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraphs 123 and 124, and Rule 4.12 as proposed to be redrafted, below.]


(iii)
and (iv)  [No change]


(c)  The request may contain:


(i)
to (iv)  [No change]


(v)
a request for restoration of the right of priority;


(vi)
a statement as provided in Rule 4.12(ii).
[COMMENT:  The proposed addition of item (vi) is consequential on the proposed redraft of Rule 4.12(ii) (see below).  See also the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 130).]

[Rule 4.1, continued]


(d)  [No change]

4.2 to 4.10   [No change]

4.11   Reference to Earlier Search, Continuation or Continuation-in-Part, or Parent Application or Grant

(a)  If:


(i)
[Deleted]  an international or international-type search has been requested on an application under Article 15(5);


(ii)
[Deleted]  the applicant wishes the International Searching Authority to base the international search report wholly or in part on the results of a search, other than an international, or international-type search, made by the national Office or intergovernmental organization which is the International Searching Authority competent for the international application;


(i) (iii)
the applicant intends to make an indication under Rule 49bis.1(a) or (b) of the wish that the international application be treated, in any designated State, as an application for a patent of addition, certificate of addition, inventor’s certificate of addition or utility certificate of addition;  or


(ii) (iv)
the applicant intends to make an indication under Rule 49bis.1(d) of the wish that the international application be treated, in any designated State, as an application for a continuation or a continuation-in-part of an earlier application;

[Rule 4.11, continued]

the request shall so indicate and shall, as the case may be, identify the application in respect of which the earlier search was made or otherwise identify the search, or indicate the relevant parent application or parent patent or other parent grant.


(b)  The inclusion in the request of an indication under paragraph (a)(i) or (ii) (a)(iii) or (iv) shall have no effect on the operation of Rule 4.9.

4.12   Taking Into Account the Results of an Earlier Search [Deleted]
[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 126.]


If the applicant wishes the International Searching Authority to take into account, in carrying out the international search, the results of an earlier international, international-type or national search carried out by the same or another International Searching Authority or by a national Office (“earlier search”):


(i)
the request shall so indicate and shall specify the Authority or Office concerned and the application in respect of which the earlier search was carried out;


(ii)
the request may, where applicable, contain an statement to the effect that the international application is the same, or substantially the same, as the application in respect of which the earlier search was carried out, or that the international application is a complete and faithful translation of that earlier application.
[Rule 4.12, continued]

[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraphs 125 and 130, and the proposed redraft of Rule 4.1(b)(ii), above.  In connection with the proposed addition of new Rule 4.12, it is proposed that the Assembly be invited to note that an “earlier search” under Rule 4.12 includes an earlier search not carried out by, but under the responsibility of, an Authority or Office which had contracted out searches (see the report of the ninth session of the Working Group, document PCT/R/WG/9/8, paragraph 127).]

4.13 and 4.14   [Remain deleted]
4.14bis to 4.18   [No change]
Rule 12bis  
Copy of Results of Earlier Search 
and of Earlier Application;  Translation

12bis.1   Copy of Results of Earlier Search and of Earlier Application;  Translation


(a)  Where the applicant has, under Rule 4.12, requested the International Searching Authority to take into account the results of an earlier search carried out by the same or another International Searching Authority or by a national Office, the applicant shall, subject to paragraphs (c) to (f), submit to the receiving Office, together with the international application, a copy of the results of the earlier search, in whatever form (for example, in the form of a search report, a listing of cited prior art or an examination report) they are presented by the Authority or Office concerned.
[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 128, second sentence.]


(b)  The International Searching Authority may, subject to paragraphs (c) to (f), invite the applicant to furnish to it, within a time limit which shall be reasonable under the circumstances:

(i)
a copy of the earlier application concerned;

(ii)
where the earlier application is in a language which is not accepted by the International Searching Authority, a translation of the earlier application into a language which is accepted by that Authority;
[Rule 12bis.1(b), continued]


(iii)
where the results of the earlier search are in a language which is not accepted by the International Searching Authority, a translation of those results into a language which is accepted by that Authority;

(iv)
a copy of any document cited in the results of the earlier search.
[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraphs 128 (first sentence) and 129.]


(c)  Where the earlier search was carried out by the same Office as that which is acting as the receiving Office, the applicant may, instead of submitting the copies referred to in paragraphs (a) and (b)(i) and (iv), request the receiving Office to prepare and transmit them to the International Searching Authority.  Such request shall be made in the request and may be subjected by the receiving Office to the payment of a fee.

[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 131.  The proposed redraft of paragraph (c) is consequential on the proposed redraft of paragraphs (a) and (b).]


(d)  Where the earlier search was carried out by the same International Searching Authority, or by the same Office as that which is acting as the International Searching Authority, no copy or translation referred to in paragraphs (a) and (b) shall be required to be submitted under those paragraphs.

[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 131.  The proposed redraft of paragraph (d) is consequential on the proposed redraft of paragraphs (a) and (b).]

[Rule 12bis.1, continued]


(e)  Where the request contains a statement under Rule 4.12(ii) to the effect that the international application is the same, or substantially the same, as the application in respect of which the earlier search was carried out, or that the international application is a complete and faithful translation of that earlier application, no copy or translation referred to in paragraphs (b)(i) and (ii) shall be required to be submitted under those paragraphs.
[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 131.  The proposed redraft of paragraph (e) is consequential on the proposed redraft of Rule 4.12(ii) and paragraphs (a) and (b) of Rule 12bis.1.]


(f)  Where a copy or translation referred to in paragraphs (a) and (b) is available to the International Searching Authority in a form and manner acceptable to it, for example, from a digital library or in the form of the priority document, and the applicant so indicates in the request, no copy or translation shall be required to be submitted under those paragraphs.
[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 131.]

Rule 16  
The Search Fee

16.1 and 16.2   [No change]

16.3   Partial Refund

Where the International Searching Authority takes into account, under Rule 41.1, the results of an earlier search in carrying out the international search, Where the international application claims the priority of an earlier international application which has been the subject of an international search by the same International Searching Authority, that Authority shall refund the search fee paid in connection with the later international application to the extent and under the conditions provided for in the agreement under Article 16(3)(b), if the international search report on the later international application could wholly or partly be based on the results of the international search effected on the earlier international application.

Rule 26bis
Correction or Addition of Priority Claim

26bis.1 and 26bis.2   [No change]

26bis.3   Restoration of Right of Priority by Receiving Office

(a) to (c)  [No change]


(d)  The submission of a request under paragraph (a) may be subjected by the receiving Office to the payment to it, for its own benefit, of a fee for requesting restoration, payable within the time limit applicable under paragraph (e).  The amount of that fee, if any, shall be fixed by the receiving Office.  The time limit for payment of the fee may be extended, at the option of the receiving Office, for a period of up to two months from the expiration of the time limit applicable under paragraph (e).
[COMMENT:  See the report of the ninth session of the Working Group (document PCT/R/WG/9/8), paragraph 156.]


(e) to (j)  [No change]

Rule 29  
International Applications Considered Withdrawn

29.1   Finding by Receiving Office

If the receiving Office declares, under Article 14(1)(b) and Rule 26.5 (failure to correct certain defects), or under Article 14(3)(a) (failure to pay the prescribed fees under Rule 27.1(a)), or under Article 14(4) (later finding of non‑compliance with the requirements listed in items (i) to (iii) of Article 11(1)), or under Rule 12.3(d) or 12.4(d) (failure to furnish a required translation or, where applicable, to pay a late furnishing fee), or under Rule 92.4(g)(i) (failure to furnish the original of a document), that the international application is considered withdrawn:


(i)
to (iii)  [No change]


(iv)
the International Bureau shall not be required to notify the applicant of the receipt of the record copy;

(v)
no international publication of the international application shall be effected if the notification of the said declaration transmitted by the receiving Office reaches the International Bureau before the technical preparations for international publication have been completed.
29.2   [Remains deleted]
29.3 and 29.4   [No change]

Rule 41  
Taking into Account of Results of Earlier Search Other than International Search
41.1   Obligation to Use Taking into Account of Results of Earlier Search;  Refund of Fee

Where the applicant has, under Rule 4.12, requested the International Searching Authority to take into account the results of an earlier search and has complied with Rule 12bis.1 and:


(i)
the earlier search was carried out by the same International Searching Authority, or by the same Office as that which is acting as the International Searching Authority, the International Searching Authority shall, to the extent possible, take those results into account in carrying out the international search;


(ii)
the earlier search was carried out by another International Searching Authority, or by an Office other than that which is acting as the International Searching Authority, the International Searching Authority may take those results into account in carrying out the international search.

If reference has been made in the request, in the form provided for in Rule 4.11, to an international-type search carried out under the conditions set out in Article 15(5) or to a search other than an international or international-type search, the International Searching Authority shall, to the extent possible, use the results of the said search in establishing the international search report on the international application.  The International Searching Authority shall refund the search fee, to the extent and under the conditions provided for in 

[Rule 41.1, continued]

the agreement under Article 16(3)(b) or in a communication addressed to and published in the Gazette by the International Bureau, if the international search report could wholly or partly be based on the results of the said search.
[End of Annex and of document]

�	Proposed additions and deletions compared with the text of the present Regulations are indicated, respectively, by underlining and striking through the text concerned.


� 	Proposed further changes compared with the text appearing in documents PCT/R/WG/9/3, 6 and 7 are indicated by yellow highlighting of the text concerned.





