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What can be done to improve confidence in the patent system globally?

It is a great honour to have been asked to contribute to the discussions at this symposium and to share a platform with speakers far more eloquent than I and with far greater knowledge of the internal workings of IP offices.  I was lucky enough only the other day in London to be able to listen to what Mrs Brimelow had to say about the future of the EPO system, and then earlier this year (at an AIPPI meeting I attended in Mumbai) to have listened to and discussed with Mr Kurian his plans for the Indian Patent Office. 

However, when Matthew Bryan asked me, back in July at the WIPO meeting on IP and Public Policy, if I would speak today, I think he was looking for someone to provide a view from outside the immediate world of the IP Office community.  He probably also knows that I am rather passionate about the value of IP to Society and the assistance that it brings to development.

I should say straight away that although it mentions in the Programme that I am the Secretary General of AIPPI, I am not here, on this occasion, representing AIPPI nor, indeed, am I putting forward any views of AIPPI.  Rather, ladies and gentlemen, I am here as a Patent Attorney with some 38 years of practicing before your offices.  I suppose that one of these days I may get the practice right of course, but in the meantime I’ll keep trying!

Firstly, let me say that I think it is important to remember that users of the IP systems for which many of you are responsible in your roles, are not just applicants for patents, trade marks or registered designs, but also those third parties affected by the rights which your offices grant.  This means that we have to have balanced and efficient systems which support development and do not hinder it – and this, by the way, is something which AIPPI does strongly support as part of its aim to improve IP laws and processes.

So the first question I ask you all to consider is whether the current patent system really meets the users’ legitimate expectations in terms of timeliness, quality and value for money?  
Do we really believe that we can answer that question with a firm ‘Yes?”  I wonder who here is brave enough to make that bold claim.
Now even if I had not read it in her abstract, I knew that Alison Brimelow would be likely to mention the issue of the growth in the patent prosecution backlogs which now exist in many jurisdictions. Those backlogs damage the balance of the grant process and result in uncertainty for all users, applicants and third parties alike.  To use a well-known phrase slightly unusually, the resulting problem is rather like “justice delayed is justice denied.”

Now we all know that the huge delays in prosecution in many and increasingly more IPOs - and also the wide variation in the timing and length of those delays - have a major impact on users’ confidence in the IP system.  But this is also affected by the fact that those delays occur at different times of the grant procedure in different jurisdictions. From delayed searches to delayed substantive examination, to delayed grant and opposition procedures, and even the inability to carry out highly publicised expedited prosecution procedures – all of these delays undermine users’ confidence.

However, we should not forget that wide variations in the quality of searches and examinations - in part stemming from widely different practices during the prosecution procedures - also lead to uncertainty.  

For better or worse we live in a global economy, and what better illustration of this could we have seen than the worldwide economic turmoil over the last 18 months or.  This means that there must be some common best practice amongst IP authorities globally.  This does not mean that we have to adopt a ‘one-size-fits-all’ system as far as IP offices are concerned.  After all, we are unlikely ever to have completely harmonised IP laws due to cultural differences if nothing else. But it does mean that wide variation in results – particularly of the patent granting procedure – should be avoided if all users are not to suffer from a lack of consistency.  Do not forget too, that in many ways a lack of consistency results in a greater prevalence of what I know Alison likes to call ‘woolly boundaries’; and of course this in turn contributes to the delays in prosecution. 

So, there is positive feedback in the system globally – and this makes delays even worse.
There are, of course, other reasons for the growth in backlogs.

For example, there has been a great deal of discussion about the quality of patent applications, the effect that this has on delays and how to tackle this – sometimes referred to as ‘raising the bar’.  While, no doubt, the fertile minds of patent prosecutors and IP rights acquirers can lead to strategies which some term ‘abusive’, I believe that, very often, it is the wide array, globally, of different administrative procedures that leads to difficulties for applicants and in turn leads to tactics for overcoming those difficulties.

Nor we should ignore another factor in the increase in growth of filings.  New technologies arise from the scientific research coming out of universities and companies.  When many of our current laws on patents were drafted no one could have expected that within a few short years whole new industries would arise on the back of IT and biotechnical discoveries and developments. Now is not the time to consider the problems arising in trying to protect inventions in these fields though.  But this contributes to the growth in numbers of filings and we should not really be surprised by this.

So, it seems to me that there are many reasons why filing numbers and resultant backlogs have increased and I believe it is unwise to isolate and focus on very detailed and specific reasons which do not have a widespread impact, to the neglect of others which do.  We need to consider, I would suggest, at a fairly basic level, what strategies IP authorities can adopt to cope with the growth.

Now, ladies and gentlemen, and with great respect to those devising them, I submit that the worldwide, but in my view unharmonised, growth of individual, varied (and sometimes inventive) attempts at partial solutions to the problems faced by IP authorities does more harm than good. 

Although the Patent Law Treaty was adopted some years ago now and certain common procedures have been adopted, looking at the situation now, one might ask, with reasonable justification I think, ‘but what happened?’  To cope with growing problems myriad procedural changes have been adopted – but not consistently.   We may have a common framework, but we don’t have harmonised procedures. Examples are widespread; from different requirements on applicants to provide prior art information to IP offices; to different terms for response to official objections, and different conditions for any extension of those terms; to different methods of attempting to time-limit examination procedures or expedite prosecution; all of these just make the task of prosecution worse for any applicant with a global (or at least jurisdictionally widespread) filing strategy – and that leads to attempts by applicants to try to ‘even out’ or smooth away the differences so as to overcome problems arising from grant occurring in one jurisdiction far in advance of examination or even before search in others.  The past growth in the filing of divisional applications is typical of the result and, of course, has a knock-on effect, making delays even worse.

Applicants and third parties alike are entitled to expect that, if patent applications are to be examined on the basis of what is usually called ‘absolute novelty’, then the searches on which those examinations are based are similarly ‘absolute’ or worldwide.  I believe it to be reasonable to say that in the nearly 40 years I have been in practise, search methods adopted by IP offices have not kept pace with the developments in technology.  Now, of course, we cannot expect the laws we operate under to be ahead of or even completely up-to-date with technological changes, but we should be able to expect the technical solutions adopted by IP authorities to keep pace.  

I am sure that in the breakout sessions the technical issues will be addressed in detail, but I would like to look at it from a bird’s eye view - or perhaps a satellite view might be a better modern metaphor, because it seems to me that there is actually one area where action has to take place before all others.  

Not to put too fine a point on it, without good and effective searches, there is no chance that one will achieve good and effective examination, or good and effective patents.  Effective searching is the keystone to good patenting and if one is to avoid applicants maintaining in prosecution applications of dubious validity, then we must do something to avoid searches of dubious validity.  By ‘searches of dubious validity’ I do not mean in this context poor quality analysis, but, rather and more importantly, searches of limited extent and thus of limited veracity.

However, to expect applicants themselves or their representatives to become global searchers on behalf of IP authorities is unrealistic, unreasonable and misguided in my view. Then to subject them to widely varying criteria for determination of the need to cite prior art, or widely different procedures for citing such prior art is unrealistic and hugely burdensome.

So I ask, “what should or could be done in this fundamental area?”  Well, of course, the growth of filing in Korea and China and no doubt Brazil, India and elsewhere soon, means that the total number of prior art documents is expanding hugely, and although many cases are filed widely internationally and therefore there is potential to save duplication, the fact that there is, increasingly, more patent literature in a wider range of languages leads to obvious difficulties which we must overcome if the process is to stand any chance of improvement.  Users therefore need IP authorities to come up with some imaginative and bold moves to deal with this problem globally. These moves need to be directed at the search phase in my submission, not at the examination phase, however valuable those moves, such as the so-called ‘Patent Prosecution Highways’, might also be.

(At this point I have to ask whether the results of these bi-lateral projects have yielded meaningful improvements.  I venture to suggest that the figures do not indicate this and I wonder whether, without action in the area of searches, the Patent Prosecution Highways are not in fact ‘dual carriageways to a cul-de-sac.’)

Now, of course, we know that pilot projects, for example, those under the ‘tri-lateral’, are taking place in the area of search, but many of these seem handicapped by pre-requisites, such as that which requires parallel applications already to have been filed and the like.  Do such requirements match reality?  If the priority period under the International Convention is to be usable (and I submit that it is important to maintain its use to avoid a futile wastage of resources) and we are to avoid multiple parallel filings of applications which ultimately will be found to be unpatentable, then the searches must occur immediately after filing of the priority application not after the subsequent filings.

Perhaps we should be asking whether, as a first step and despite an immediate impact on later examination perhaps, multiple IPOs (say the ‘big five’ or the PCT search authorities to start with, but without limit ultimately) could not devise a strategy for shared searching of all or at least a well-defined subset of all filings that come into their offices, without requiring that parallel applications exist. At first glance this might seem horrendous, but what would an analysis of the immediate costs versus the subsequent costs reveal?  Could or would applicants choose to have the initial search carried out by plural offices, perhaps for a relatively low level additional fee and perhaps with claims translation provided where required?  

Now of course one knows about the ‘supplementary search’ facilities available in theory under the PCT (but not yet widely available), but not all applications are filed via PCT and certainly relatively few PCT applications as a ‘first filing’. That could change of course if the conditions became more usable and availability increased, but in any case it is feasible for the PCT system to ‘piggy-back’ search developments. 

However, I submit that it is clear that, with patent databases being what they are today, the individually contributing offices could avoid duplication arising from searching amongst the same collections of prior art by carrying out the searches in defined collections (for example delimited by application language or country of filing).  Is it too much to expect that, with appropriate training and communication processes, search strategies can be shared and adopted?

While it seems that this issue has fallen into the area of ‘too difficult to think about’, can IP authorities and users really afford not to think radically, given the problems that now exist?  

Is it really just wishful thinking perhaps to contemplate the possibility of creating a truly global searching authority?  While invention abounds at the edges of the patenting process we must have it at the core if the global patent system is not to fall into a state of disrepair.

Therefore IP authorities need to simplify and rationalize their work and the procedural rules which govern it, in order to use their limited human and financial resources effectively, thus to optimize the delivery of services in patent prosecution.  Does it really make sense for individual patent offices to carry out the same search in the same collections as other patent offices?  

It seems far more likely that examination at a high standard is valuable and could be achieved widely given the same prior art, and it is arguably far more important that individual offices concentrate their efforts in this area given that differences in the laws governing them will inevitably exist.  Training examiners worldwide to a high standard seems to me to be far more valuable to individual IP offices and their corresponding users than carrying out duplications of searches.  Of course, any office with the capability might join a global search scheme or authority and find itself being used dependent on applicants’ perception of those capabilities.
Other speakers in the sessions later will no doubt talk about common format and preparation of patent specifications which might be achievable with further work on a PLT2 say, and this might ultimately lead to more consistent interpretation of the scope of protection in different jurisdictions, but I do not propose to discuss this now.
We must not forget that a major aim of patent systems is the promotion of the transfer of technology and innovation in order to improve the living environment for all citizens.  Therefore we need to improve efficiency in all its guises.  This means getting rid of differences in procedure which ultimately only serve to complicate and delay.

The recent trend to impose diverse rules because they are seen as ‘quick wins’, in my view is deflecting us from tackling the major issue of searching, for without good searches all other requirements of quality and timeliness in later stages of prosecution and grant are meaningless.  This affects all users – and ultimately all members of Society.

Thank you very much.

Michael Brunner.
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