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Within the framework of WIPO, two international registration systems exist that make life easier for the protection abroad of intellectual property rights embodied in products deriving value-added from their geographical origin, namely:

1) the Lisbon System - specifically designed to facilitate the protection of appellations of origin for products with unique characteristics recognized as resulting from their geographical origin and forming the basis of the collective goodwill that their producers enjoy as a result of the reputation of their appellations of origin in their own country;  and 

2) the Madrid System - which provides the same facility for trademarks and which is also available in respect of collective and certification marks consisting of or containing a geographical indication.

Lisbon and Madrid, which both predate the TRIPS Agreement, have each been advanced as a possible model for the notification and registration system to be established under Article 23.4 of the TRIPS Agreement, but either appears to pose fundamental difficulties for a number of delegations.  However, since these delegations would appear to belong to mutually exclusive groups, the question has come up to what extent perhaps the establishment of a link between Lisbon and Madrid could serve as a viable model in respect of geographical indications meeting the definition of Article 22.1 of the TRIPS Agreement.  It looks worthwhile to consider this question a little more, in view of the use that is already being made today of the systems and in the light of the similarity of the formal requirements and other procedures that apply under the systems.  In this presentation, it is not my intention to address every detail of this question, but I will focus on three main features to be addressed if one were to pursue the establishment of any such link.
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Lisbon and Madrid

•

Formalities

•

Legal Effects

•

Substantive Requirements


Both Lisbon and Madrid were designed so as to facilitate protection at the international level through the filing of a single application for registration.  As any system for the filing and recording of IPRs, also Madrid and Lisbon specify many provisions of substantive and procedural law.  Operation of the systems requires formal examination by WIPO of applications received.  These should contain the necessary data for individual member States to judge whether the subject-matter of an application actually meets the requirements for protection.  Individual member States may refuse protection, if they so notify WIPO.  Their refusal notifications should also meet certain requirements and will then be entered in the International Register.  There are also procedures for the recording of changes to registered appellations, such as invalidation of the effects of the international registration by a certain member State.

The work in WIPO for the handling of incoming Madrid and Lisbon applications, notifications and other communications involves their receipt, indexing, examination, translation, communication with individual applicants, holders of registrations, applicant countries and third countries, registration, publication and the maintenance of on-line databases.  Formal requirements aim to standardize applications and notifications as much as possible, and facilitate their examination by WIPO and member countries.  They also help in the development of Internet-based publication of data contained in the International Register and in automating the procedures.
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LISBON

•

Language:  E, F or S

•

Translation and

transliteration

•

Correction of irregularities

•

Certificate

•

Notifications to 3rd

countries

•

Publication

•

Fees (for registration or

change - recipient: WIPO)

MADRID

•

Language:  E, F or S

•

Translation and

transliteration

•

Correction of irregularities

•

Certificate

•

Notifications to designated

countries

•

Publication

•

Fees (for application,

renewal or change -

recipient: partly WIPO,

partly designated country)
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LISBON

•

the appellation

•

the production area,

product, country of origin

•

the legal basis

•

holder(s) of the right to use

the appellation

•

date/number of registration

•

its language

•

any refusals

MADRID

•

the mark

•

the goods/services

•

Office of origin’s certification

•

the applicant

•

the designated countries

•

date/number of registration

•

any refusals

•

other (e.g. renewal, license)
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•

Effect of international registration

–

extension of protection to countries other than the

country of origin (

Madrid

: only designated countries)

–

indefinite (

Lisbon

: as long as the appellation is

protected in the country of origin; 

Madrid

: as long as

renewed every 10 years, and provided basic mark in

country of origin not cancelled within 5 years)

•

Except in a country that ...

–

issued a refusal (within the prescribed time-limit), or

–

invalidated the effect of the international registration

in its territory


International registrations are ensured protection in each member country (under Madrid, each designated country) which has not issued a refusal.  Member countries that have received notice of an international registration have the right to refuse its protection in their territory.  Any such declaration of refusal has to meet two requirements.  The first is a time requirement:  the refusal has to be notified to WIPO within a period of one year (under Madrid, this can be 18 months or even longer in case of oppositions) from the date of receipt by the country in question of the notice of registration.  The second is a requirement regarding content:  the declaration of refusal has to specify the grounds for refusal. 

When WIPO receives a declaration of refusal within the prescribed period, it notifies it to the holder of the registration (under Madrid) or the country of origin (under Lisbon), enters the refusal in the International Register and publishes it in the Madrid Gazette or the Lisbon Bulletin.  Interested parties may avail themselves of the same administrative and legal remedies against the refusal as available to nationals of the country that pronounced it.

The international registration assures its protection, without any need for renewal, for as long as the appellation is protected in its country of origin (under Lisbon) or as long as the mark is renewed and has not been the subject of a central attack within the first five years after registration (under Madrid).  Nevertheless, where the effects of an international registration are invalidated in a member country and the invalidation is no longer subject to appeal, the country concerned shall notify WIPO, which will enter the invalidation in the International Register and send a copy of the notification to the country of origin (under Lisbon) or the holder of the registration (Madrid).
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As available at the domestic level


As I said, the declaration of refusal has to specify the grounds for refusal.  

Under Lisbon, there is no limitation as to what grounds.  Any ground can be advanced that is available at the domestic level to oppose the grant of protection for an appellation registered under Lisbon, in accordance with the procedures available at the domestic level.

For instance, a country may refuse to protect an appellation because it considers that the appellation has already acquired a generic character in its territory in relation to the product to which it refers;  or because it considers that the geographical designation does not conform to the Lisbon definition of an appellation;  or because the appellation would conflict with a trademark or other right already protected in the country concerned.

If any of these facts are found only later on in time by a court in the country concerned, and the finding of invalidation is no longer subject to appeal, the country in question shall notify WIPO and WIPO shall record the invalidation in the International Register.

Under Madrid, “any such refusal can be based only on the grounds which would apply, under the Paris Convention, in the case of a mark deposited direct with the Office which notifies the refusal”.
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LISBON

•

Required level of protection (at

a minimum)

–

protection against any

usurpation or imitation

–

cannot be deemed subsequently

to have become generic

•

Standing for taking legal action

MADRID

•

Required level of protection

–

the same as if the mark had

been deposited direct with the

Office of the Member country

concerned


Article 3 of the Lisbon Agreement defines the content of the protection that the member States undertake to accord to appellations registered at WIPO.  According to that provision, protection is to be ensured against any usurpation or imitation of the appellation, even if the true origin of the product is stated or if the appellation is used in translated form or accompanied by terms such as “kind,” “type,” “make,” “imitation” and the like.

Article 6 specifies that, if the registration of an appellation has not been refused by a country, it cannot deem that appellation subsequently to have become generic, as long as it is protected in the country of origin. 

The necessary enforcement action has to be taken before the competent authorities of each of the countries of the Union in which the appellation is protected, according to the procedural rules laid down in the national legislation of those countries.  Standing must be available for the public prosecutor, the competent Office or interested parties.

Article 4 of the Madrid Agreement/Protocol lay down that protection of an internationally registered mark shall be the same as if the mark had been filed direct with the Office of the Member country concerned.
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(1)

Protection in the country of origin

•

Ex ante

 recognition

•

“Appellation of origin” as defined in Lisbon

•

“Country of origin” as defined in Lisbon

•

Demarcation of the area of production


In order to qualify for registration at WIPO, under Lisbon, an appellation of origin must be recognized and protected in the country of origin in accordance with the definition of Article 2(1) of the Lisbon  Agreement.  Under Article 2(2), country of origin means “the country whose name, or the country in which is situated the region or locality whose name, constitutes the appellation of origin that has given the product its reputation”. 

This condition implies that the appellation of origin should be protected in its country of origin as a geographical name recognized in the country of origin as the name of a geographical area (country, region or locality) serving to designate a product that originates therein and meeting certain qualifications. The demarcated area should be the area of production of the products protected by the appellation.

Such ex ante recognition of the name can take place by virtue of legislative or administrative provisions, a judicial decision or registration (Rule 5).  The manner in which recognition takes place is determined by the domestic legislation of the country of origin.  

This does, in principle, not exclude recognition by virtue of registration in the country of origin as a certification mark, for example if the certification mark in question meets the definition of a Lisbon appellation and its registration as a certification mark implies recognition by the country of origin.  However, clearly, the more common way to register certification marks internationally is through the procedures of the Madrid System for the international registration of marks, i.e. in the 77 contracting parties of that system.  

Under Madrid, all that is required is that the mark that is the subject of an international registration is certified by the Office of the country of origin as corresponding to the basic mark registered nationally in that country.  Of course, the regulations to be submitted when filing a collective or certification mark consisting of or containing a geographical indication may well specify the demarcated area or the persons having a right to use the mark.
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(2)

E

ntitlement

 to file applications

–

The competent authority of the country of origin

–

Registration shall be effected in the name of those

having, under their national legislation, a right to use

the appellation


Under Lisbon, the application for registration has to be filed by the competent national authority of the country of origin.  Registration is in the name of the natural persons or legal entities, public or private, having, according to their national legislation, the right to use the appellation in the country of origin. 

Under Madrid, international applications can be filed by “nationals” as defined in the Madrid Agreement/Protocol, through the intermediary of the Trademark Office of the country of origin.

Of course, in case a link were to be established between Madrid and Lisbon so as to allow geographical indications meeting the definition of Article 22.1 of the TRIPS Agreement to be applied for under one of these systems but registered under the other system, obviously, the eligibility criteria under the two systems would need to be adapted accordingly. 

There would of course be more issues to be dealt with, but in our view it would appear to be a viable option to explore the establishment of such a procedural link between Lisbon and Madrid.

[image: image10.wmf]THANK YOU

Matthijs Geuze

Senior 

Counsellor

WIPO


