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The Patent System

Two important functions:
Protection: gives the right to exclude others 
from commercially exploiting the invention 
covered by a patent in a certain country
or a region and for a limited time;

Disclosure: gives the public access to 
information (important resource for 
researchers, SMEs, inventors, etc.).



The Patent System

Having a patent DOES NOT mean- the right to 
exploit the subject invention of a patent
NEGATIVE (exclusive) right 
Territorial: valid only in Jurisdiction of the 
granting government
Term: Maximum twenty years from filing date (or 
25)
Value: converting technology, knowhow or trade 
secrets, which may otherwise fall into the public 
domain, into a legitimate property right



Patent application

abstract
a short summary of your invention
The abstract describes your invention and says how it can be used, 
but does not discuss the scope of your claims
150 words or less

Description (specification)
Describes how the invention works (addresses a particular technical 
problem)
Provides background information on this problem 
Indicates other known solutions to the problem



Patent application
Claims
Define the scope of protection sought by the applicant

Drawings (if applicable)

Example: PCT publication WO 2006/020305 “Gestures for 

Touch-Sensitive Input Devices” Published in February 2006



Business intelligence

Example: PCT publication WO 2006/020305 “Gestures for Touch-Sensitive 
Input Devices”

Apple iPhone, released in January 2007





The Patent System



The patent system

Priority Right

time-limited right, triggered by the first filing of an application for a 
patent, an industrial design or a trademark respectively. The priority 
right allows the claimant to file a subsequent application in another 
country for the same invention, design, or trademark effective as of 
the date of filing the first application

0

File local 
application

12
Enter

national

phase



The Patent System

Local patent application followed within 12 months by multiple 
foreign applications claiming priority under Paris Convention:

multiple formality requirements/searches/publication

multiple examination and prosecution of applications

translations and national fees required at 12 months



Actual cost of filing national (US$ 10,000 to 20,000…)
Example 1: Computer 
implemented method for 
facilitating certain functionality 
via the Internet
Patent search with detailed 
patentability assessment = $2,400 
Provisional patent application 
prepared and filed = $3,000 
Filing fee to the USPTO = $110 
Nonprovisional patent application 
based off provisional filing = 
$10,000 
Filing fee to the USPTO for 
nonprovisional patent application = 
$1,200 
Professional illustrations for 
nonprovisional patent application = 
$400 
TOTAL COST through filing 
nonprovisional patent application = 
$17,110.00 (if provisional patent 
application is skipped the cost 
would be $110 less) 

Example 2: Consumer electronics 
product
Patent search with detailed 
patentability assessment = $2,000 
Provisional patent application 
prepared and filed = $2,000 
Filing fee to the USPTO = $110 
Nonprovisional patent application 
based off provisional filing = $7,500 
Filing fee to the USPTO for 
nonprovisional patent application = 
$800 
Professional illustrations for 
nonprovisional patent application = 
$400 
TOTAL COST through filing 
nonprovisional patent application = 
$12,810 (if provisional patent 
application is skipped the cost 
would be $110 less)

Example 3: Mechanical tool

Patent search with detailed 
patentability assessment = $1,600 
Provisional patent application 
prepared and filed = $1,500 
Filing fee to the USPTO = $110 
Nonprovisional patent application 
based off provisional filing = $6,500 
Filing fee to the USPTO for 
nonprovisional patent application = 
$600 
Professional illustrations for 
nonprovisional patent application = 
$400 
TOTAL COST through filing 
nonprovisional patent application = 
$10,710 (if provisional patent 
application is skipped the cost 
would be $110 less) 



The problem

Where do I get this money from…?



International patent is a misnomer

There is no such thing 
as a global patent

There is no court 
with global jurisdiction



There is no such animal as a world patent



Local Application National PhasePCT Application

PCT System (Patent Cooperation System)

Europe

Japan

US

China

12 Months 18 Months0 Months



=PCT=PCT

Albania

Algeria

Angola

Antigua and Barbuda

Armenia

Australia

Austria

Azerbaijan

Bahrain

Barbados

Belarus

Belgium

Belize

Benin

Bosnia and Herzegovina

Botswana 

Brazil

Bulgaria

Burkina Faso

Cameroon

Canada

Central African Republic

Chad

China 

Colombia 

Comoros 

Congo

Costa Rica

Côte d'Ivoire

Croatia

Cuba

Cyprus

Czech Republic

Democratic People's

Republic of Korea

Denmark

Dominica

Dominican Republic

Ecuador

Egypt

El Salvador

Equatorial Guinea 

Estonia

Finland

France,

Gabon

Gambia

Georgia 

Germany

Ghana 

Greece

Grenada

Guatemala

Guinea

Guinea-Bissau 

Honduras

Hungary

Iceland

India

Indonesia

Ireland 

Israel

Italy

Japan

Kazakhstan

Kenya

Kyrgyzstan

Lao People’s Dem Rep.

Latvia 

Lesotho 

Liberia

Libyan Arab Jamahiriya

Liechtenstein 

Lithuania

Luxembourg

Madagascar

Malawi

Malaysia

Mali

Malta

Mauritania

Mexico

Monaco

Mongolia

Montenegro

Morocco

Mozambique

Namibia 

Netherlands

New Zealand

Nicaragua

Niger

Nigeria

Norway

Oman

Papua New Guinea

Philippines 

Poland

Portugal

Republic of Korea 

Republic of Moldova

Romania

Russian Federation

Saint Lucia

Saint Vincent and 
the Grenadines 

San Marino

Sao Tomé e Principe

Senegal

Seychelles

Sierra Leone

Singapore

Slovakia

Slovenia

South Africa

Spain

Sri Lanka

Sudan

Swaziland

St. Kitts and Nevis

Sweden

Switzerland

Syrian Arab Republic

Tajikistan 

Thailand (24 Dec. 2009)

The former Yugoslav 

Republic of Macedonia 

Togo

Trinidad and Tobago 

Tunisia

Turkey

Turkmenistan

Uganda

Ukraine

United Arab Emirates

United Kingdom

United Republic of Tanzania

United States of America

Uzbekistan

Viet Nam

Yugoslavia

Zambia

Zimbabwe

144 PCT States

The PCT System



The PCT System 



Bibliographic data

Classification

Publication number

Application number

Publication date

Filing date

Priority date

Applicant

Inventor

Designated states



The PCT System and its Advantages

The PCT, as the cornerstone of the international patent 
system, provides a worldwide system for simplified filing 
and processing of patent applications.

Local Application National PhasePCT Application



Patent Filings – Worldwide

Source: WIPO Statistics Database



Patent Filings – Worldwide



Patent Filings – Worldwide



The PCT System- so… what is it really?
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The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File 
demand for 

International

Preliminary

examination

File local

application
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national

phase

22 28

(optional)

International 

preliminary 
report on 

patentabilityTypically filed in same 
national patent office--one 
set of fees, one language, 

one set of formality 
requirements--and legal 
effect in all PCT States

The PCT System 

The PCT System- so… what is it really?
Traditional 0
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(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication
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demand for 

International

Preliminary
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File local

application
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phase
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International 

preliminary 
report on 

patentability
Report on state of 
the art (prior art 

documents and their 
relevance) + initial 

patentability opinion

The PCT System- so… what is it really?
Traditional 0
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application
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phase

The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File 
demand for 

International

Preliminary

examination

File local
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national

phase
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International 

preliminary 
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patentability

Disclosing to world 
content of application 
in standardized way

The PCT System- so… what is it really?
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application

12
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The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File 
demand for 

International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Request an additional 
patentability analysis on basis 

of amended application

The PCT System- so… what is it really?
Traditional 0

File local 
application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application

120 30

International 

search report 
& written 
opinion

16 18

International

publication

(optional)

File 
demand for 

International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Additional patentability 
analysis, designed to assist 
in national phase decision- 

making

The PCT System- so… what is it really?
Traditional 0
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application

12

Enter

national

phase

The PCT System 



(months)

File PCT

application
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& written 
opinion

16 18

International

publication

(optional)

File 
demand for 

International

Preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

Express intention 
and take steps to 
pursue to grant in 

various statesTraditional 0

File local 
application

12

Enter

national

phase 18 months

The PCT System 



The PCT System 

Only one application filed, containing, by default, the designation of all 
States (for every kind of protection available) and usual priority claim(s)

Has the effect of a regular national filing (including establishment of a 
priority date) in each designated State:  the international filing date is the 
filing date in each designated State

Filed in one language

Filed with one office- Receiving Office (‘RO’)

One set of formality requirements

Delays national processing until 30 months from the priority date



The PCT System – benefits for uncertainty

Keep options open by making all possible designations for all types 
of protection
Various possibilities for withdrawal
International publication can be prevented or postponed until as late 
as 15 days before the actual publication date – conditional 
withdrawal possible
Further expenses can be avoided simply by no longer prosecuting 
the application or not entering the national phase
Amendments made during the international phase have effect in all 
designated/elected States
More time for better quality translation for the national phase
Better planning of the expenditures for the national phase



Brings the world within reach

How?  

PCT application = Legal effect of a regular national patent application in all 
PCT States

The PCT System 



Traditional patent system

vs.

PCT system

Fees for:

--translations 
--Office fees 
--local agents

0 12

File local 
application

File

applications

abroad

(months)

Traditional

(months)

File PCT

application

12 30

International 

search report & 
written opinion

16 18

International

publication

(optional)

File 
demand for 

International

preliminary

examination

File local

application

Enter

national

phase

22 28

(optional)

International 

preliminary 
report on 

patentability

PCT 0

Fees for:

--translations 
--Office fees 
--local agents

When are these costs incurred?

The PCT System 



PCT Costs - in perspective 
How do PCT fees fit into the overall costs of patenting?

July 2007 calculation of estimated percentage which the PCT filing fees represent in 
the overall budget of a  PCT applicant seeking patents in several countries (using 
“IP Global Estimator®”* software):

hypothetical PCT application filing was: 

filed in the USPTO as RO by a US large-entity applicant contained 46 
pages and 12 claims (3 independent) International Search and 
Preliminary Examination to be carried out by the EPO entry into 
national/regional stage in the US, Canada, Australia, Mexico, Japan, 
and the EPO (and in the EPO designating France, Germany, Italy, 
Netherlands, Sweden, and the UK)

----
*“IP Global Estimator software ®”(www.globalip.com) is a useful tool for calculating overal patent-related expenses, 
including fees and annuities, translations, photocopying and other misc. costs, as well as minimum attorney fees that 
are based on standard country-by-country charges for the basic prosecution of a straightforward application

The PCT System 



PCT Costs - in perspective 

According to IP Global Estimator, the total cost of hypothetical application (RO/US, 
ISA/EP, 46 pages/12 claims w/3 independent, national phase in AU, CA, EPO, JP, 
MX, US, and EP validation in DE, FR, GB, IT, NL & SE, + maintenance fees--from 
filing until expiration of 12 national phase patents at 20 years from the filing date) 
would be USD $232,742

The PCT filing fees, including the international search by the EPO, (total: USD 
$3,637) represented 1.6% of what the PCT applicant could expect to pay 
throughout the full life of this patent family

If the payment of annual maintenance fees is eliminated from the above calculation, 
the total amount that the applicant would expect to pay to see his/her patents 
granted is reduced to USD $86,398.  PCT filing fees would then represent 4.2% of 
this amount
[Estimate date: July 1, 2007]

The PCT System 



a basis for patenting decisions:
• whether to enter the national phase
• where to enter the national phase

P&G:
Based on the information received during both Chapters I and II, the Procter & 

Gamble company found that it:
• abandoned 20% of PCT filings at national phase (did not enter national 

phase at all anywhere)
• when it did enter national phase, it did so in only 70% of the States it had 

originally intended to patent in

What does the applicant do with the information from the ISR, ISO 
and IPRP Ch. II?

The PCT System 



PATENTSCOPE® Documents

For all collections: 
•Published Documents 

For PCT:
•Search reports (prior 
art)
• Written opinions and 
preliminary examination 
reports (patentability)
•Most documents from 
the PCT international 
phase



38

WIPO’s PATENTSCOPE® Search Service ®

WIPO’s Patent Information Portal
Database of over 1.7 million international patent applications (PCT)
National patent collections from 11 participating offices
Free-of-charge

www.wipo.int/patentscope

http://www.wipo.int/patentscope


Where can Patent Information be found?

Free databases: WIPO as well as many patent offices and other public 
institutions offer free-of-charge access to patent information. This 
tends to be more suitable for initial simple searches.

A list of national patent databases is at 
http://www.wipo.int/ipdl/en/resources/links.jsp
WIPO’s PATENTSCOPE® search service is at 
http://www.wipo.int/patentscope
European Patent Office’s esp@cenet search service
http://ep.espacenet.com

Google Patents (only US patents) at http://www.google.com/patents

http://www.wipo.int/ipdl/en/resources/links.jsp
http://www.wipo.int/patentscope
http://ep.espacenet.com/
http://www.google.com/patents
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THANK YOU!

Istanbul
September 13-15 
2011

Li Maor
Consultant, Division for Certain Countries in Europe and Asia (DCEA)
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