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Second WIPO Internet Domain Name Process

Contribution from the European Commission's Services

Background:

(1) From 31 January - 1 February 2000, an informal working group of representatives from a number of Members of the WIPO met in Sidney to discuss issues relating to cybersquatting. The services of the Commission took part in this meeting along with others. As a result of this meeting, WIPO received on 28 June 2000 two letters  requesting  the initiation of a Second WIPO Process in order to address certain intellectual property issues relating to Internet domain names which remained  unsolved after the first WIPO Internet Domain Name Process. The services of the Commission supported this initiative by a letter addressed to Mr. Idris by Mr. Mogg (General Director for Internal Market) and Mr. Verrue (General Director for Information Society) on May 24, 2000.

(2) The Services of the Commission fully appreciate the efforts made by WIPO in ensuring the protection of industrial property rights and  its fight against the abusive registration of domain names. It is in this light that the Services of the Commission would like to express their gratitude to WIPO for agreeing to the request made by the Internet Community and for opening this second Internet Domain Name Process.

WIPO RFC - 2  - Comments

General Remarks

(3) As a matter of principle, the services of the Commission  believe that domain names are a very useful tool for the management of the Internet. However they should not be used for purposes other than those for which domain names were originally created.  That purpose was to enable users to locate computers in the Internet.  In order to ensure proper operation of the Internet, the services of the Commission are fully against the bad faith, abusive, misleading or unfair registration and use of domain names in general.

(4) The Services of the Commission are of the view that there should be a coherent approach with respect to the rules which apply to domain names as regards the interpretation of bad faith, abusive, misleading or unfair registration and use in respect of a given name. This means, that the same rules should  apply to any name or denomination subject to  registration as a domain name, irrespective of whether it is a personal name, an INN, the name of an International Intergovernmental Organisation, a Geographical Indication, etc. 

(5) The Services of the Commission suggest that the rules adopted by ICANN on 24 October 1999 in the framework of the Uniform Domain Name Dispute Resolution Policy, be applied as far as possible in relation to any other name registered or used as a domain name.

(6) When deciding whether a registration or use of a personal name, geographical indication etc. as a domain name is made in bad faith, the definition of bad faith as given in rule  4(b) (evidence of registration and use in bad faith) and 4(c) (how to demonstrate your rights to and legitimate interests in the domain name in responding to a complaint) of the Uniform Domain Name Dispute Resolution Policy and as illustrated by different examples should be taken into account. 

(7) We would like also to refer to the work carried out in the WIPO's Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT) on the "Protection of industrial property rights in relation to the use of signs on the internet" which establishes guidelines on the application of existing national or regional laws to legal  disputes resulting from the use of a sign on the Internet.

(8) Domain names are not "industrial property rights
" and, as such, registration confers on its holder the mere "right to use" the name for a limited period of time. Consequently self-dealing, third party dealing, hoarding and warehousing of names should not be permitted, unless the name holder also owns an intellectual or industrial property right in that name or there is a legitimate interest. This means, that for example Speculative registration of names in the expectation that these names can be sold-on or otherwise marketed to users who have not yet shown their interest should also be prohibited.

(9) The Services of the Commission welcome the creation of the new “gTLDs” such as ".name", ".biz, ".coop", etc… as a very valuable tool  in avoiding conflicts between identical names owned by different parties and registered for different purposes. 

(10) It  appears that the domain name system is gradually moving to a "class system" of registration similar to that for the registration of industrial property rights. The Internet community should decide whether this is the right approach and, whether the creation of a clear and structured range of sectoral TLDs should be considered.

(11) The "first come- first served" principle should fully apply  to those conflicts over a domain name where  two or more parties have the same  legitimate interest in registering or using a certain name.

Personal names:

(12) As the right to one’s own name (“personal name”) is a fundamental right, everyone should have the means to protect her or his personal name from being abused. This does not mean that individuals have a monopoly right over their names.  Given that many personal names are held by different persons the “first come, first served” principle seems to be the only solution for a multiplicity of identical registrations provided that the registration or use of a personal name is not abusive, unfair or misleading. 

(13) Celebrity names should not be treated differently from other names when used as domain names. The "first come, first served" rule should in principle be applied to these names. However, the registration of celebrity names by third persons without any legitimate interest might be subject to the transfer of that domain name to his/her legitimate holder. Account will be taken on how well-known is the name for the general public and, of course, on the general rules regarding the bad faith, abusive, unfair or misleading registration of the domain name. In any case this shall be decided on a case per case basis.

(14) The existing UDRP should be capable of adequately resolving abuses within the DNS relating to personal names.

(15) The legitimate holder of a personal name should have priority over the holder of any kind of intellectual or industrial property right to register his or her personal name as a domain name in the new gTLD ".name".

(16) If someone registers his or her personal name as a domain name, there should be a presumption of "legitimate interest" to use that domain name. This presumption might be invalidated if  use is proven to be abusive, misleading or unfair.

International Nonpropietary Names (INNs) for Pharmaceutical Substances:

(17) As with any other kind of names, INNs should be protected against bad faith, abusive, misleading or unfair registration and use as domain names in the DNS.

(18) As indicated by the World Health Organisation, the registration and use by manufacturers of domain names in the form: "[INN][name of manufacturer]" should not necessarily be considered as bad faith, abusive, misleading or unfair registration or use. However, the standard rules on abusive registration of trade marks as domain names, including if necessary the UDRP, should apply  to those parts of the domain name not related to the INNs, i.e. the  name of the manufacturer.

(19) Moreover, it should remain possible to use INNs as domain names not only for manufacturers producing the pharmaceutical substance for which an INN is created, but also for others, who want to provide information on that substance, canvas opinions of consumers, etc. 

(20) Accordingly, we should take into account that INNs belong to the public domain and are therefore freely available for identifying pharmaceutical substances. Thus, domain names which consist exclusively of an INN should not be registered. Any registration of domain names should be compared ex-officio with the list of INNs administered  by the WHO.

(21) As INNs belong to the public domain, any natural or legal person, including the WHO, might be entitled to ask for the cancellation of a domain name consisting exclusively of an INN. 

(22) Taking into account the automatic exclusion from registration of domain names consisting exclusively of INNs and the fact that otherwise INNs can be freely used when fulfilling the criteria described above, it would not appear necessary to create an specific UDRP. The existing UDRP for trade marks will apply if deemed necessary to cover disputes over INNs used as domain names.

(23) Given that the World Health Organisation is the authority dealing with INNs, co-operation between registrars, UDRP providers and this Organisation would be desirable.

Names of International Intergovernmental Organisations

(24) A consistent system of protection for names of International Intergovernmental Organisations should be established. As such names are protected under the TRIPs  and the Paris Convention , their use and protection in the Internet should be measured by similar standards.

(25) No name of any international intergovernmental organisation should be registered without the express consent of the concerned organisation. 

(26) Any registration of a domain name should be compared with the list of names administrated by the International Bureau of the WIPO in order to avoid any conflicts concerning the names and acronyms of international intergovernmental organisations. 

(27) As regards the registration as domain names of treaties as well as names of governments and governmental bodies and organisations, the general principles of bad faith, abusive, misleading or unfair registration should apply. 

(28) The current UDRP should extend to cover disputes over these names. In assessing the right of the parties over a given name, it should be taken into account whether that name enjoys any legal protection under a national legislation.

Geographical Indications, Indications of Source or Geographical Terms

(29) In accordance with international standards of trade mark law, trade marks of such a nature as to deceive the public as to the geographical origin of the goods or service cannot be protected. This principle should also be applied to the DNS

(30) Geographical Indications, indications of source, appellations of origin and geographical terms should generically be excluded from registration if they are protected unless the competent authority or the right holder of that name gives its express consent to such registration or use.

(31) Provisions of the Paris, Madrid and Lisbon Convention and the TRIPs should be taken into account. The development of solutions linked to the establishment of a multilateral system of notification and registration of geographical indications as proposed in Article 23(4) TRIPs would be extremely useful for establishing a list of exclusions.

(32) Conflicts between the right holder of a trade mark and the competent authorities of a region or city in respect of a domain name exclusively composed of the geographical name of the particular region or city, should in principle be resolved in favour of the latter. A different solution  might be envisaged if a geographical TLD, such as ".geo" were created. 

(33) A domain name partially containing a geographical indication or term may be registered. The general rules on bad faith and abusive, misleading or unfair registration which are currently being applied to trade marks should be applied by analogy to these domain names as far as possible.

Trade names

(34) Trade names are industrial property rights and, therefore, they should be protected as any other IPR against any abuse in the Internet.

(35) The understanding of "abuse" should be narrower than for other naming systems, such as trade marks. Reason for protection of trade names is the reputation, or good-will, relating to the name. A world wide protection for the whole net would be too broad in most cases taking into account the limited territorial scope of trade names. However a trade name holder should have the right to defend itself against the bad faith, abusive, misleading or unfair use of his name as a domain name when such use results in an infringement of his/her trade name right. 

(36) The UDRP which is currently  applied to trade marks should be extended to  disputes on trade names.

� According to the second paragraph of Article 1 of the Paris Convention for the Protection of Industrial Property, "the protection of industrial property has as its object patents, utility models, industrial designs, trademarks, service marks, trade names, indications of source or appellations of origin and the repression of unfair competition".
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