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I  -  Introduction








The Brazilian Association of Intellectual Property – ABPI is honoured to cooperate with this important work carried out by WIPO - World Intellectual Property Organization, relating to the resolution of conflicts of domain names and the enactment of Best Practices involving the issue of country code TLDs.





ABPI agrees that one of the primary purposes of this process is to provide assistance to ccTLD’s administrators, on a worldwide basis, regarding the development of appropriate domain name registration practices and dispute resolution proceedings, not only to diminish possible frictions between domain names and intellectual property rights, but also to provide means of resolving domain name disputes expeditiously and at a moderate cost.





The launching of the ccTLD Program and the active participation of WIPO in discussing a set of guidelines such as the ccTLD Best Practices for the Prevention and Resolution of Intellectual Property Disputes can only foster the development of the domain name system in countries such as Brazil, and such well-timed discussion arises in a moment of considerable changes in some countries’ domain name system. 








II – Comments on ccTLDs Best Practices for the Prevention and Resolution of Intellectual Property Disputes








Our comments and recommendations on disputes addressing intellectual property are as follows:





Domain Name Registration Agreement 





Our Association would like to express its concern with the current problems involving the validity and accuracy of the information provided by many domain name  applicants, and made available by a significant number of local registries. 





In our view, although privacy considerations should not be totally disregarded, it is necessary to ensure that information on the domain name registrant should be open for research, and that all applicants should authorize, at the registration agreement and forms, that such information be made available to third parties, at least for registered users of a given registry.





To diminish such problem, ABPI also suggests that each registry should adopt minimal  procedures  for checking the applicants’ data of domain names  particularly in countries in which a “local presence” is a mandatory requirement of the domain name registration system (closed ccTLD).  If possible, WIPO should consider additional efforts in order to draft a set of model Registration Agreements, which could be used by each domain name registry as a basis for drafting their own registration agreements. 





In addition, the Registration Agreement should include a statement on the part of the registrant that the choice of the domain name and its use by the registrant are the sole responsibility of registrant and that the ccTLD administrator is expressly relieved by registrant of any liability arising from such acts in case of infringement of Intellectual Property rights of another party.








Collection and Availability of Registrant Contact Details





The Availability of Contact Details





In order to facilitate the access to all the information available at each ccTLD’s WHOIS database, it is our view that administrators of each country’s domain name registry should guarantee availability not only to all contact details, but also to all domain names from each owner, without any restriction to the number of domain names which are shown on each search.  With such procedure, it is our belief that possible doubts on the amount of registered domains under the same ownership will cease to exist.








The  Consequences of Inaccurate or Unreliable Contact Details





Regarding possible measures to lessen the difficulties created through inaccurate or unreliable information supplied by domain name  applicants, ABPI takes the view that, when problems are detected by the registering body, that a term be established for performing the necessary corrections or presenting documents which may be required as evidence by the registry.   Such term should  be stipulated taking into consideration  each country’s procedural rules, particularly the methods applied by each Registry (accepting evidence through email, normal mail, registered mail, etc.). 





If the applicant does not perform the necessary corrections or present the required documents,  automatic cancellation should be the most feasible option (the involuntary error or the reason of force majeure being excluded). 











Alternative Dispute Resolution





Maximum ADR Requirements





b) Decisions based on all facts and circumstances. 





To maintain the same level of quality in the decisions, and that each panelist will give similar treatment to the facts and circumstances involving each dispute we believe that uniformity, minimum quality standards and basic format  requirements for the decisions should be considered by each country which intends to build its own ADR Boards, through its local registry or other alternatives, to handle domain name disputes within its ccTLD. 





We believe that such results can be attained by means of continuous and dependable training, provided through workshops or similar events in interested countries. WIPO should support such sessions, whenever  appropriate and also assist in the preparation of materials and furnishing specialists with experience in domain name dispute resolution procedures to assist in the training of local panelists. The experience of WIPO acting in an advisory rule in national domain name consultation processes, such as in the Netherlands, may certainly be a starting point for developing such assistance to the member-countries.





Blocking of transfers pending the proceedings





Consideration should be given to the circumstance that, in certain jurisdictions, the transfer of a domain name subject to dispute to a third party does not affect the result of a dispute initiated prior to such transfer. This is due to the fact that the decision is given on the basis of the facts existing at the date of the dispute, and the domain name is transferred subject to such decision. 





Therefore, the ccTLD administrator could allow the transfer of the domain name by indicating that the domain name continues subject to the dispute existing at the date of the transfer.








Relationship with court proceedings.





Regarding the possibility of bringing at any moment (before, during or after the ADR proceeding) a court action, our Association understands that the act of simply filing a lawsuit should not suspend the effects of a transfer ordered through a dispute resolution system.





On the contrary, bad faith registrants may be in a position to completely tarnish the effectiveness of dispute resolution systems by simply filing a lawsuit, regardless of its legitimacy to do so. Such risk is particularly substantial if the registrant is located in a far-away country or jurisdiction, in which a domain name owner may have to incur in expensive and untrustworthy litigation to defend a panel decision.      








In our view, only Court decisions or injunctions should be taken in consideration as a basis for suspending the execution of a panel’s decision. 








i)  Scope of procedure.





We believe that, to the extent possible, all the cases involving infringement of third  parties’ rights should be contemplated, without any restrictions to those where there are balanced rights between the parties, inasmuch as this situation is indifferent as to the possibility of the parties taking advantage of procedure for sorting out conflicts.  





The role of the UDRP in the ccTLD context.





It is pertinent to replace  the word and by or  in  item 3 of the last paragraph of the item referred above.





Simplifying the mandatory conditions shall be an advantage to diminish cybersquatting. However, such changes should not be used as a means to facilitate domain name “bullying”, a practice that has been used by large corporations to threaten users which registered similar or identical domains with a legitimate use intent.





Because of domain name bullying cases, the entire UDRP system has been facing severe criticism in the Internet community, reason why we believe that arguments based on  good faith and legitimate use of the registrants should also deserve utmost consideration within the UDRP and any domain name system. 





Localizing the procedure





We understand that the dispute resolution procedures now adopted by ICANN should be used as a reference for local registries which may be interested in building efficient dispute resolution procedures in their ccTLD.





In our view, adopting an international dispute resolution provider may be a feasible option for countries in which the domain name system is not yet developed as to require a local initiative to settle domain name disputes in out-of-court procedures. 





a)   Local or foreign trademarks


 


ABPI considers it reasonable to accept “the existence of a trademark or service mark, irrespective of a jurisdiction in which the mark is protected”, provided that the trademark rights are recognized in the country of the ccTLD in which a dispute is in progress. 





Please note that the requirement of a trademark registration may be interpreted as excluding parties which may be relying on expectation of rights inherent to trademark applications. It is advisable to include trademark applications as a means to claim rights in a procedure, provided that the application has been filed prior to the lodgment of the procedure. 





Number and nationality of the panelists.





We understand that the current rules regarding the number of panelists and their nationality have proven to satisfy the needs of the Internet and trademark communities, in spite of possible practical complications in terms of organization of joint or collaborative decisions by the panelists. Single member panels are, however, still the best option available, but parties should always have the possibility of using a three-member panel. 





Moreover, ABPI understands that, should ccTLD administrators choose to appoint only local institutions as dispute resolution service providers, the panelists might have the same nationality as any of the parties.  





Dispute resolution service providers. 





ABPI believes that the acceptance of international resolution dispute providers by ccTLDs administrators should always be optional, and not mandatory. Local ccTLD administrators, which usually follow policies which are set by their respective countries’ Internet authorities, should be in a position to choose whether their countries’ dispute resolution system will be open to international bodies, or if they would rather choose, or even set up their own,  local dispute resolution entities.





Modalities.





Submission clause





In the event of a renewal, we believe that a domain name registrant  should always accept, or sign, a brand-new contract, in which the registrant will voluntarily submit himself to the compliance with the dispute resolution procedure established by the ccTLD administrator.   
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