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B. Decisions published in Industrial Property (1966) and classified according to the above plan 

I. PATENTS 

1. Basis of rights 

Pages 

(a) Persons entitled to apply for a patent, employees' inventions, 
moral rights. 

Germany (Fed. Rep.). Patents. Employees' inventions. 
The determination of a remuneration to the in- 
ventor may be postponed until the Patent Office 
has settled the question of patentability. But, if 
the employer uses the service invention at an ear- 
lier date he cannot put off the inventor until such 
time as the patent procedure is concluded, and 
must within a reasonable period from the time 
when the invention was first used establish and 
pay at least a provisional remuneration, in return 
for the actual use and benefit from the invention 
(Federal Supreme Court, June 28, 1962)    .    .    .    171 

Patents. Employees' inventions. Employer's renun- 
ciation of right to the invention interpreted as 
limited acquisition according to Art. 10 of the 
Law. Neither Arbitration Board nor an ordinary 
court deciding the question of remuneration can 
settle the question of patentability and thereby 
reject the employee's claim to remuneration (Fed- 
eral Supreme Court, January 9, 1964)    ....    172 

(b) Patentable and non-patentable inventions (novelty, technical pro- 
gress, inventive step, chemical, pharmaceutical, horticultural pro- 
ducts, etc.). 

Germany (Fed. Rep.). Plant varieties. Variety protec- 
tion. The public law admission of a protected 
potato variety for importation does not affect the 
enforcement of variety protection under private 
law, whereby the owner of a variety has the ex- 
clusive right of producing, offering for sale and 
distributing the protected variety in Germany. 
Admission for importation under public law does 
not restrict the variety owner's right of prohibi- 
tion (Federal Supreme Court, June 27, 1953) .    .    176 

Patents. Novelty. It is only relevant whether the 
prior use is such as to make the nature of the in- 
vention known, that is to say to incorporate the 
invention within the existing state of the art, and 
not whether the use constitutes infringement of 
one of the exclusive rights of the patentee (Fed- 
eral Supreme Court. October 24, 1961) .... 173 

Patentability of medicaments. A diagnostic prepara- 
tion, that is a means for the determination of dis- 
eases and the recognition of abnormal physical 
states, cannot be treated as a medicament, even 
where one or more bodily functions enter into 
play in order to bring about the diagnostic effect. 
Nor does it matter whether or not the diagnostic 
preparation changes its chemical composition 
when used as intended (Federal Patent Court, 
March 2, 1962) 173 

Patents. Novelty. The existence of prior use depends 
always on the circumstances in the individual in- 
stance. The Court confirmed the public nature of 
prior use (Federal Supreme Court, June 8, 1962)     173 

Patentability of medicaments. What matters is the 
purpose of the preparation and not whether it 
has any influence on physiological functions (Fed- 
eral Patent Court, July 3, 1962) 173 

Patents. Novelty. Novelty of an invention is preclud- PaBes 

ed not only by printed patent documents but also 
by unprinted patent application papers available 
to the public for information purposes. This new 
principle cannot be applied retroactively to ap- 
plication filed prior to the borderline date (Fed- 
eral Supreme Court, June 19, 1962) 172 

Plant varieties. Provided the patent claims are ac- 
cordingly drafted, protection afforded by a plant 
patent is not necessarily restricted to the product 
obtained through the breeding process but can 
also be extended to vegetative reproduction in 
later stages (Federal Supreme Court, July 6, 1962)     176 

Patentability of medicaments. A preparation for the 
care of teeth and mouths that contains certain 
fluorine combinations is eligible for protection. 
Cosmetic products having a prophylactic effect 
are not to be treated as medicaments provided 
that they were intended exclusively for the treat- 
ment of the healthy exterior of the human body 
(Federal Patent Court, March 21, 1963) ....    174 

Patents. Novelty. As prior art are regarded not only 
the filing documents for German patents and 
utility models but also those for foreign patents. 
These are assimilated to printed publications in 
so far as the public can learn of the existence of 
the relevant application and can study the con- 
tents either at the premises of the foreign patent 
office or by ordering a photocopy (Federal Su- 
preme Court, May 25, 1963) 173 

Patentability of medicaments. A process consisting 
merely of mixing products, by means of which a 
combination of medicaments is obtained from 
known materials according to a specific propor- 
tion, without any particular technical effect being 
obtained as regards the process of mixing or the 
final product, cannot be eligible for patent pro- 
tection even if the use of the mixture of medica- 
ments thereby obtained results in an unexpected 
therapeutic effect (Federal Supreme Court, Feb- 
ruary 13, 1964) 174 

Patentability of medicaments. Since pregnancy is 
not an abnormal condition and therefore does not 
constitute a disease, contraceptives are not intend- 
ed to cure, relieve or prevent a disease and are 
therefore not medicaments (Federal Patent Court, 
December 11, 1964) 174 

3. Scope and maintenance of rights 

fa) Interpretation of patents. 

Germany (Fed. Rep.). Interpretation of patents. Ex- 
tent of protection. A vitiated form of execution 
infringes a patent only if it also fulfils, to a sub- 
stantial degree, the essential function of the in- 
vention. In the case of an invention comprising a 
combination any debased form could not by de- 
finition constitute infringement unless it used all 
the elements of the original invention, even if in 
a less effective manner (Federal Supreme Court, 
May 29, 1962) 174 

Interpretation of patents. Extent of protection. Pro- 
tection of equivalents can be extended only to 
those which fall within the scope of a '* general 
inventive idea " for which all aspects of patent- 
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ability must be examined. Non-evident equivalents   Pa&es 

are not part of the object of the invention, but 
of the general inventive idea  (Federal Supreme 
Court, July 11, 1963) 175 

Interpretation of patents. Extent of protection. To 
prevent double patenting the total scope of pro- 
tection of the prior patent not previously pub- 
lished must be taken into consideration, including 
its general inventive idea (Federal Supreme Court, 
March 17, 1964) 175 

(f) Personal ownership rights. 

Germany (Fed. Rep.). Right of prior use. Patents. 
Tests on animals continued after the main phar- 
maceutical properties of a medicament have been 
established, but with a view to clarifying the pos- 
sibility of using it for human consumption do not 
constitute prior use (Federal Supreme Court. 
May 21, 1963) 175 

Right of prior use. Patents. An unwritten prerequi- 
site for the granting of a right of prior use is the 
possession of the invention. The user is required 
to have acknowledged at the time of beginning 
utilization that he was achieving a specified tech- 
nical means (Federal Supreme Court, April 30. 
1964) !    175 

Right of prior use. Patents. There can be no ques- 
tion of dishonestry unless the prior user unlaw- 
fully deprived the owner of his invention or 
had positive knowledge, or owing to gross neg- 
ligence had no knowledge, of the fact that it was 
someone else's invention, which had been made 
available to him against the wishes of the inventor 
(Federal Supreme Court, June 31, 1964)    .    .    .    176 

Right of prior use. Patents. Prior use constitutes a 
legal restriction of patent protection. The prior 
user's consequent prerogative does not lapse auto- 
matically if he fails to make any further use of 
the invention or if he stops using the inventive 
idea after the application is filed or after the re- 
levant priority date (Federal Supreme Court, 
January 7, 1965) 176 

II. UTILITY MODELS 

Germany (Fed. Rep.). Utility models. The owner of a 
utility model is liable to the enterprise sued for 
infringement for any damage incurred thereby, 
and in particular for the consequences of cessa- 
tion of production, if it is subsequently estab- 
lished that the model was not suitable for protec- 
tion and that the owner should have foreseen this 
(Federal Supreme Court, November 5, 1962) .    .    176 

Utility models. Electric connections. Electric con- 
nections in which the characteristics essential to 
the invention are of a purely electric functional 
nature so that their external embodiment is only 
secondary are not eligible for protection as utility 
models. An electrical apparatus incorporating a 
connection can be admitted to protection if the 
innovation is directly due to specific feature of 
shape in regard to the mechanical construction 
and when the relevant part is also described in 
terms of these physical characteristics in the ap- 
plication (Federal Supreme Court, January 30, 
1964) 176 

Utility models. The subject of the application must Pa8es 

relate to a design, arrangement or device intended 
to serve the purpose of operation or use of an 
apparatus or an article of use. Inventions that do 
no correspond to these absolute requirements be- 
cause they have no specific shape are automatically 
to be excluded from registration as utility models 
(Federal Supreme Court, January 30, 1964)    .    .    177 

IV. TRADEMARKS 

1. Acquisition of rights 

(a)  Acquisition by use (unregistered marks). 

Canada. Use of trade mark in Canada. A company 
which had used a trade mark for many years in 
the United States but had done no more than to 
bring to Canada samples of its product bearing 
the trade mark to demonstrate these samples to a 
Canadian Company, had not used the trade mark 
in Canada (Exchequer Court, 1959) 145 

Use of trade mark in Canada. Appearance of a trade 
mark on invoices for goods constitutes use of the 
trade mark in association with them (Exchequer 
Court, 1964) 145 

Trade marks. Making known in Canada. Circulation 
of publications in the " ordinary course of com- 
merce " is accomplished by putting the publica- 
tions into the hands of members of the public 
either as subscribers or as persons purchasing 
from news-stands or other outlets that exist for 
getting such publications into the hands of the 
public (Exchequer Court, 1965) 146 

(c) Agents' marks; licenses to use. 

Canada. Trade marks. Registered user (license). A 
breach by the registered user of the conditions 
specified in his registration as such brings about 
an immediate termination of the permitted use 
even though appropriate proceedings for cancel- 
lation of the registered user registration have not 
yet even been instituted (Supreme Court of Ca- 
nada, 1966) 148 

2. Symbols which may or may not be used as marks 

(a) Constitutive elements (lay-out, packaging, bottles, shapes of 
containers, shapes of products, colours, letters, figures, etc.). 

Canada. Distinctiveness of trade mark. A trade mark 
consisting of the silhouette of a human head in 
respect of hair preparations held not adapted to 
distinguish (Exchequer Court, 1962) 145 

Definition of trade mark. A series of registrations 
consisting of coloured gelatine sealing bands 
around the junction of two halves of a gelatine 
medical capsule should be expunged on the ground 
that the bands have a functional use or charac- 
teristic and cannot, therefore, be the subject of 
a trade mark (The Supreme Court of Canada, 
1964) 145 

Definition of trade mark. A process believed by 
those in the trade to improve an article is just as 
functional for commercial purposes as one that 
creates improvements according to some absolute 
scientific test or standard and accordingly held 
invalid for registration of a trade mark consisting 
of certain appearance of axe handles which is the 
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normal result of a process having such a func-   Pa8es 

tional characteristic (Exchequer Court, 1965) .     .     145 

(b) Generic or qualitative descriptions. 

Canada. Distinctiveness of trade mark. A trade mark 
cannot be lost because it has become to mean the 
ware itself only when the owner has been careless 
in its use and has allowed extensive piracy of the 
mark by others (Exchequer Court, 1965)    .     .     .     145 

3. Scope and maintenance of rights 

Effects of registration. Obligation to exploit. Renewal. 

Canada. Rights resulting from registration of a trade 
mark. The owner of a registered trade mark has a 
statutory right to use it and that neither he nor 
a registered user under it can be prevented from 
doing so even by the owner of a prior registra- 
tion, so long as his registration has not been 
shown to be invalid (Exchequer Court, 1962) .    .     147 

Trade marks. Making known in Canada. Circulation 
of publications in the " ordinary course of com- 
merce " is accomplished by putting the publica- 
tions into the hands of members of the public 
either as subscribers or as persons purchasing 
from news-stands or other outlets that exist for 
getting such publications into the hands of the 
public (Exchequer Court, 1965) 146 

Distinctiveness of trade mark. A trade mark can- 
not be lost because it has become to mean the 
ware itself only when the owner has been careless 
in its use and has allowed extensive piracy of the 
mark by others (Exchequer Court, 1965)    .    .     .     145 

Abandonment of trade mark. In a case where a 
trade mark consisting of a woman's head regis- 
tered many years earlier had never been used in 
Canada as registered though a somewhat similar 
silhouette had been used, the Court held the regis- 
tration to be invalid on the ground of abandon- 
ment (Exchequer Court, 1965) 146 

4. Change of ownership 

Canada. Trade marks. Assignment without goodwill. 
Action for trade mark infringement against the 
defendant who had purchased abroad goods of 
the foreign manufacturer and sold them in Ca- 
nada under the trade mark. It has been conceded 
that the defendant could not continue this course 
in the future, but may sell under the trade mark 
goods which it had acquired before the date of the 
assignment (19 Fox P. C. 36, 1960) 149 

Trade marks. Assignment without goodwill. Held 
that although the statutory provision allows the 
assignment of a trade mark without the goodwill 
of the business this section 47 of the Law 1953 
does not apply to the transfer of trade names 
which can be only transferred together with the 
goodwill attached to them, the old common law 
still applying in such a case (Exchequer Court, 
1965) 148 

The Court upheld the refusal to expunge the regis- 
tration on the ground that the defendant, who 
had assigned the trade mark in question to the 
plaintiff, could not, in the circumstances, be heard 
to attack its validity (Supreme Court of Canada, 
1966) 145 

5. Termination of rights Pages 

(a) Conflicting marks, other than those classified under 2 B above. 

Canada. Trade marks. Evidence of confusion. Surveys. 
Public opinion surveys tending to show that two 
trade marks are confusing. Evidence of such sur- 
veys is not admissible in the Courts on the ground 
that it is pure hearsay. Interviewers in going from 
door-to-door to submit their questions, cannot 
possibly create in the minds of those interviewed 
market conditions similar to those encountered 
by persons actually going to purchase the various 
wares in question (21 Fox P. C, 130, 137-9, 1962)     147 

Confusing trade marks. " Johnny Walker " and 
" Johnnie Walker " are confusing trade marks in 
spite of the difference in wares (29 Fox P. C, 64, 
1965) 147 

The use of trade mark " Bonus " in respect of can- 
ned dog food is likely to have the effect of de- 
preciating the value of the goodwill attached to 
the trade mark " Bonus " registered for human 
foods (Exchequer Court, 1965) 147 

(1)) Non-use or usucaption. 

Canada. Abandonment of trade mark. In a case where 
a trade mark consisting of a woman's head regis- 
tered many years earlier had never been used in 
Canada as registered though a somewhat similar 
silhouette had been used, the Court held the regis- 
tration to be invalid on the ground of abandon- 
ment (Exchequer Court, 1965) 146 

VII. UNFAIR COMPETITION 

Canada. Unfair competition. The defendant's use of 
the confidential information and the means it had 
used to secure the production equipment consti- 
tuted an act contrary to honest industrial or com- 
mercial usage in Canada (Court of First Instance 
of Ontario, 1962) 149 

Unfair competition. Mere slavish imitation is not 
prohibited by the provisions of Section 7 of the 
Canadian Trade Marks Act 1932 (Ontario, Court 
of Appeal, 1966) 149 

VIII. LEGISLATION AGAINST MONOPOLIES 

Great Britain. Restrictive trade practices. Price fixing 
resulting in standardisation. The Court accepted 
the contention that without an agreement that 
prices of non-standard product should exceed the 
minimum prices of standard product by 25 %>, 
members would not have been prepared to stand- 
ardise the product to the extent they have done 
(Restrictive Practices Court, January 17, 1964)   .    124 

Restrictive trade practices. Price-fixing agreement 
resulting in stability of prices over long period of 
time. The Court upheld the agreement by contend- 
ing that the benefit which would be denied to the 
public if the restriction were to be removed was 
the benefit of prices lower than those which would 
obtain in a free market (Restrictive Practices 
Court, January 27, 1964) 123 

Restrictive trade practices. Fixing by publishers of 
net retail prices for sales of books to the public. 
The Court upheld an agreement between pub- 
lishers who were not members of the Publishers' 
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Association which, in an earlier case, had been   Pa8es 

made   a   representative   respondent   (Restrictive 
Practices Court, February 14, 1964) 124 

Restrictive trade practices. Recommendation to 
members of manufacturers' association to treat 
maximum prices as appropriate selling prices. The 
removal of the price restriction would not result 
in a situation where the (steel) industry would be 
unable to meet the probable future needs of the 
public as purchasers, consumers or users (Restric- 
tive Practices Court, June 22, 1964) 123 

Restrictive trade practices. Minimum retail selling 
price. Enforcement where retailer gives gift 
vouchers in the form of trading stamps (Chancery 
Division, October 9, 1964) 124 

Restrictive trade practices. In an application by a 
party to an agreement, for a declaration that the 
agreement is not subject to registration, there is 
implied the contention that the whole of the agree- 
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