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INTRODUCTION

1.

The Working Group on the Review of Rule 3(4) to (6) of the Regulations under the
Singapore Treaty on the Law of Trademarks (hereinafter referred to as the “Working
Group”) held its first session, in Geneva, from June 28 to 29, 2010.

2.

The following States party to the Singapore Treaty were represented at the meeting:
Australia, Denmark, Estonia, France, Latvia, Mali, Poland, Romania,
Russian Federation, Singapore, Spain, Switzerland, Ukraine and United States of
America (14).

3.

The following Member States of WIPO took part in the meeting in an observer capacity:
Austria, Brazil, Canada, Chile, China, Czech Republic, Germany, Guatemala, Japan,
Jordan, Lesotho, Mexico, Norway, Portugal, Qatar, Slovenia, South Africa, Sudan,
Turkey, United Kingdom, Uruguay and Zambia (22).

4.

The following intergovernmental organizations took part in the meeting in an observer
capacity: European Union, African Intellectual Property Organization (OAPI) and
Benelux Organization for Intellectual Property (BOIP) (3).
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5.

Representatives of the following non-governmental organizations took part in the
meeting in an observer capacity: American Intellectual Property Law
Association (AIPLA), Brazilian Intellectual Property Association (ABPI), International
Federation of Industrial Property Attorneys (FICPI), International Trademark
Association (INTA) and Japan Patent Attorneys Association (JPAA) (5).

6.

The list of participants is contained in Annex II of this Report.

7.

The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions on the basis of all observations made.

Agenda Item 1: Opening of the session
8.

Ms. Binying Wang, Deputy Director General, opened the first session of the Working
Group on the Review of Rule 3(4) to (6) of the Regulations under the Singapore Treaty
on the Law of Trademarks (Working Group) and welcomed the participants.

9.

Mr. Marcus Höpperger (WIPO) acted as Secretary to the Working Group.

Agenda Item 2: Election of a Chair and two Vice-Chairs
10.

Mr. Mikael Francke Ravn (Denmark) was elected Chair of the first session of the
Working Group and Mrs. Liubov Kiriy (Russian Federation) and
Ms. Mei Lin Tan (Singapore) were elected Vice-chairs of the first session of the Working
Group.

Agenda Item 3: Adoption of the Agenda
11.

The Working Group adopted the Draft Agenda (document STLT/WG//1/2 Prov.) without
modifications.

Agenda Item 4: Review of Rule 3(4) to (6) of the Regulations under the Singapore Treaty on
the Law of Trademarks

12.

Discussion was based on document STLT/WG/1/2 and on three Informal Documents
prepared by the Secretariat on June 29, 2010, reflecting the suggestions made by
delegations during the course of the meeting.

13.

The Secretariat noted that at its first ordinary session, held in Geneva from
September 22 to October 1, 2009, the Assembly of the Singapore Treaty on the Law of
Trademarks approved the initiation of a review of Rule 3(4) to (6) of the Regulations
under the Singapore Treaty on the Law of Trademarks and the convening of one
session of a Working Group to meet back to back with the first ordinary session of the
Standing Committee on the Law of Trademarks, Industrial Designs and Geographical
Indications (SCT) in 2010, as set out in document STLT/A/1/4.

14.

The Secretariat further noted that the SCT had agreed on “Areas of Convergence
relating to the Representation of Non-Traditional Marks”, which are contained in
document WIPO/STrad/INF/3 and were brought to the attention of the WIPO General
Assembly at its Thirty-Eight Session, held in Geneva from September 22 to
October 1, 2009. Against that background, document STLT/WG/1/2 constituted an
attempt from the Secretariat to provide a draft for provisions to be inserted in the
Regulations to the Singapore Treaty, in accordance with the decision of the Singapore
Treaty Assembly. The Secretariat clarified that nothing in document STLT/WG/1/2 was
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to suggest that States party to the Singapore Treaty were under an obligation to accept
the registration of non-traditional marks if their national law did not contemplate such
protection.
15.

The Chair opened the floor for comments of a general nature.

16.

The Delegation of Denmark said that the process of finding “Areas of Convergence” had
the purpose of establishing a basis for further harmonization of procedures and
practices in Member States, particularly in relation to applications, examination and
registration of trademarks. The Delegation believed that this purpose would serve the
interests of both applicants and offices and welcomed WIPO’s continued efforts to
further this process.

17.

The Delegation noted that although the Areas of Convergence on the Representation of
Non-Traditional Marks contained detailed information on the type of reproductions that
would be acceptable to Member States, the conclusions were not unambiguous and
completely clear in relation to some types of marks. Rather, there seemed to be a
number of divergent views with regard to the interpretation of key elements, such as
what constitutes a “sufficiently clear representation” of the mark as required by
Article 5(1)(a)(iv) of the Singapore Treaty and what was the relationship between that
article and Rules 3(4)(c) and (d) of the Regulations.

18.

The Delegation further noted that by using the phrase “shall consist of” the drafted rules
restricted the acceptable means of representation, and thus excluded other types of
representation, i.e., a representation of a sound mark in the form of a sound file
provided by electronic means or a representation of a hologram mark in an electronic
file in the form of a movie clip or an animation. A very restrictive attitude towards
acceptable types of representation could deter States from joining the Singapore Treaty,
as States may either not be ready to apply the rules as drafted, or may believe that the
rules will limit their choice of acceptable means of representation to the disadvantage of
their applicants.

19.

The Delegation of France expressed general support for the proposal before the
Working Group and declared that SCT Members had invested a lot of work in reaching
agreement on the areas of convergence.

20.

The Delegation of Ukraine supported the views expressed by the Delegation of
Denmark and declared that, since Ukraine had just recently become a party to the
Singapore Treaty, the national office had not been able to accept all types of
non-traditional marks. Nevertheless, its position was that it should be possible to
broaden the technical possibilities of representing those traditional marks which were
already in use.

21.

The Delegation of Switzerland supported the position expressed by the Delegation of
Denmark and said that the SCT should also look at the relationship of the draft
provisions and Article 8(4) of the Singapore Treaty.

22.

The Delegation of Germany said that the draft was a good starting point and concurred
with the opinion expressed by the Delegation of Denmark on the point that some of the
provisions in the draft may become too restrictive for offices

23.

The Delegation of Mali welcomed the convocation of the Working Group meeting with
the aim of approving certain rules on the representation of non-traditional marks.

24.

The Representative of OAPI informed that although Mali was the only Member State of
the Organization, which was also a Member of the Singapore Treaty, any decisions to
be adopted in relation to non-traditional marks were important for a future review of the
Bangui Agreement. The agreement was presently limited to visible signs, but could be
further developed to cover non-visible signs.
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25.

The Representative of INTA said that the organization attached considerable
importance to the simplification and harmonization of trademark procedures. For that
reason INTA supported the conclusion of both the Trademark Law Treaty and the
Singapore Treaty on the Law of Trademarks, and also actively took part in the work of
the SCT towards the adoption of the Areas of Convergence on Non-traditional marks.
The Representative added that INTA welcomed the decision of the Singapore Treaty
Assembly to transform the areas of convergence into specific provisions. The
Representative announced that the Chair of the INTA Committee on non-traditional
marks was present at the meeting and would offer comments on the specific provisions.

26.

The Representative of FICPI joined the Representative of INTA in welcoming the
decision of the Singapore Treaty Assembly. The Representative shared some of the
concerns expressed by the Delegation of Denmark but offered to provide more detailed
comments on the specific provisions.

Three-dimensional Mark
27.

The Delegation of Australia supported the draft, as presented to the meeting, and
pointed out that the provision effectively articulated the minimum requirements for the
granting of a filing date.

28.

The Delegation of Spain supported the draft and stated that Spain would allow either a
single view of the mark in order to grant a filing date, or different views, if necessary.

29.

The Delegation of Switzerland supported the general comments made by the
Delegation of Germany and requested that the phrase “sufficiently clear” be
reformulated so as to clarify that the demand for “a sufficiently clear reproduction” of the
mark referred to the three dimensional character of the sign and not its technical clarity.

30.

The Delegation of Ukraine indicated that a filing date could be granted on the basis of a
single view. However, the national Office should have the opportunity to request
supplemental views.

31.

The Delegation of Mali requested that the term “sufficiently clear” be stricken from the
text. The Delegation opined that, because a mark must always be sufficiently clear in
order to be registered, it would be superfluous to include the term “sufficiently clear” in
Rule 3(4)(e), account being taken also of Rule 3(4)(a) and (b).

32.

The Delegation of the Russian Federation stressed that the suggestions made in the
draft document constituted the work of the SCT and represented a compromise among
the views of many different delegations. The Delegation expressed the need for care
when drafting the document and stated that the efforts of the Working Group must allow
for an expansion of the number of adherents to the Singapore Treaty and must not
allow the introduction of new elements to the draft, which would pose obstacles to that
expansion.

33.

The Delegation indicated its full support for the text proposed by the Secretariat but
acknowledged that it still had questions. The Delegation pointed out that the structure
of the text had changed from its initial formulation and requested a precise text for
Rule 3(4) as a whole, in order to avoid misunderstandings.

34.

The Delegation of Romania supported the draft and stated that it was for the Office to
determine whether the representation was sufficiently clear or not.

35.

The Delegation of the United States of America supported the draft and explained that
the practice of the national Office did not allow an applicant to submit multiple views. If
an applicant were to submit multiple views, the national Office would request a single
rendition.
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36.

The Representative of OAPI commended the earlier observation of the Delegation of
Switzerland, concerning the precision of the three-dimensional character of the sign,
rather than its technical quality. The Representative stated that a very precise, single
view of the three-dimensional sign should allow the grant of a filing date and noted that
although the granting of a filing date did not constitute registration, it allowed the sign to
be accepted when submitted.

37.

The Delegation of Germany supported the draft, but explained that in Germany, the
scope of protection was determined at the time of filing. Therefore the Delegation
requested that it be made very clear to the applicant that the scope of protection for the
mark would be restricted to the one view submitted, as the national office could not
request additional views.

38.

The Representative of INTA sought clarification from the Secretariat of the proposed
renumbering of the subparagraphs following implementation of the draft. The
Representative also commended the comments made by the Delegation of Switzerland
and the Representative of OAPI and requested that those suggestions be explored
further.

39.

With respect to the renumbering of the subparagraphs, the Chair assured the
Representative of INTA, that the issue would be examined and clarified.

40.

The Secretariat responded to the question raised by the Delegation of Mali, concerning
the insertion of the words “sufficiently clear reproduction” in the draft. Because Article 5
of the Singapore Treaty obliged Contracting Parties to grant a filing date upon
presentation of certain elements, a counterbalance to this obligation was provided by
requiring that the reproduction in the application be sufficiently clear. This was a
general rule that applied to all marks, both traditional and non-traditional. The language
was included again in the draft so that offices were not bound to grant a filing date,
without receiving an application which was sufficiently clear.

41.

The Chair summarized that although there was a great deal of support for the draft rule,
concerns had also been raised by a number of delegations. The Chair proposed that a
redraft be prepared, in the form of an informal document, which would meet those
concerns.

42.

The Representative of INTA referred to Article 5(1)(a)(iv) of the Singapore Treaty, which
required a sufficiently clear representation of the mark in order to receive a filing date.
Noting that this requirement applied to all types of mark, the Representative suggested
that it was unnecessary to include the phrase “sufficiently clear” in draft Rule 3(4)(e).

43.

The Delegation of Ukraine favored retaining the phrase “sufficiently clear” in
subparagraph (e) because it was important that the representation of a
three-dimensional mark was very clear to examiners.

44.

The Chair wondered whether the removal of the phrase “sufficiently clear” from
subparagraph (e) might signal that three-dimensional marks were subject to a special
rule. The Chair suggested that retaining the language could make it clear that
three-dimensional marks must accord with Article 5 of the Treaty.

45.

The Delegation of Australia believed that “sufficiently clear” should be retained in
subparagraph (e) as it reinforced the requirement to submit a clear representation of the
three-dimensional mark.

Hologram Mark
46.

The Delegation of the United States of America explained that under national practice,
descriptions were used to further define the mark being claimed and provide clarity to
the public. When the mark was a special form mark, such as a hologram, or the mark
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contained a figurative element, the national Office always required a description. The
Delegation was concerned that the wording of the draft would allow an Office to require
a description, only if the drawing was unclear. The Delegation requested that the
following language be stricken from the draft: “Where a single drawing or a series of
drawings do not accurately represent the hologram”. The Delegation suggested that a
new phrase be added so that the sentence would read as follows: “The Office may
require the applicant to furnish a description of the hologram mark where it is necessary
to define the nature of the mark being claimed”.
47.

The Delegation of Switzerland supported the proposal made by the Delegation of the
United States of America. The Delegation also explained that under national practice,
there were two different types of hologram marks: marks which showed one object with
a three dimensional effect; and marks, which showed two or several objects that
change. With respect to the latter type of mark, the Delegation believed that one single
view would not be sufficient to show the object proposed for protection. Therefore, the
Delegation suggested a further amendment to the draft, which would provide the Office
with an option to accept a single view, rather than providing the applicant an option to
submit a single view.

48.

The Delegation of Japan raised two questions. First, the Delegation asked whether it
would be acceptable under the draft provision for the Office to require both the drawing
and a description, when the Contracting Party believed that the drawing alone could not
accurately represent the mark. Second, after noting that the draft did not make explicit
reference to electronic files and stating that a video file can represent a hologram mark
by catching changing images, the Delegation asked whether it would be acceptable
under the draft to require that the applicant submit a video file.

49.

The Delegation of the Russian Federation supported the comments made by the
Delegation of Switzerland, concerning the existence of two different types of hologram
mark. The Delegation noted that with some holograms, different objects could appear
depending on the viewer’s angle and this meant there were high costs associated with
the registration of such marks, and a consequent need for greater expertise in the
examination. The Delegation suggested that countries should have the possibility to
include in national legislation a number of limitations on protection for such marks.

50.

The Delegation of France supported the current wording of the draft, but noted the
modifications proposed by other delegations and asked the Secretariat to provide a new
draft of this provision.

51.

The Chair summarized the three issues, which had been raised by delegations. First,
with respect to an Office requiring a description, the Chair suggested a redraft in line
with the proposal made by the Delegation of the United States of America. Second,
regarding the number of views to be submitted with an application, the Chair was
concerned that if offices could decide on the number of views, this would not achieve
legal certainty for applicants. The Chair solicited interventions from the Delegations on
how to strike a balance between achieving legal certainty and maintaining options for
offices. Third, in response to the question of filing a video clip raised by the Delegation
of Japan, the Chair noted that there could be a need to open the text to accommodate
electronic formats such as movie clips and suggested that this could be achieved by
introducing “representation” into the text to replace “reproduction”.

52.

The Delegation of Germany stated that it could not support the draft because it would
be insufficient for the applicant to submit one view, considering that holograms, by
definition, contain multiple views. The Delegation referred to a national Court decision,
which ruled that a complicated hologram could not be represented graphically at all,
because it was not possible to represent the multiple angles of the hologram in the
national register. On this point, the Delegation explained that the national register did
not allow the submission of video clips. The Delegation expressed that the new rule
concerning holograms should not give the applicant an option as to the number of views

STLT/WG/1/4
page 7
for submission, rather the option should be that of the national Office. Finally, the
Delegation suggested that the efforts to achieve legal certainty for hologram mark
applicants may be premature, as hologram marks were a new type of mark, and court
decisions were still emerging.
53.

The Representative of OAPI shared the concerns of the Delegation of Germany and
opined that the holographic effect of a mark would be difficult to appreciate in a single
view. Therefore, the Representative proposed an amendment, which would insert the
phrase “as many views of the sign as render the holographic effect in its entirety”. The
Representative stated that this wording would avoid giving the option to the applicant
and also avoid referring to a single view.

54.

The Delegation of France explained that the national Office never demanded a
description of the mark, however the applicant can provide a description, if they so
desire.

55.

The Representative of OAPI supported the draft, but requested that in the French
version of the text, the word “de” in the penultimate line be changed to “des.”

56.

The Representative of FICPI pointed out that the English version of the text was
inconsistent insofar as it used both the term “capturing” and the term “render”. The
Representative referred to the consistency of language present in the French version
and suggested that there was no intention to create a difference in meaning. With
respect to the number of views to be submitted, the Representative questioned whether
the applicant would be granted a filing date following the submission of one view, or
only after satisfying a request by the Office for additional views.

57.

The Delegation of Mexico pointed out that there were inconsistencies with respect to
usage of the term “description” in the draft subparagraphs of Rule 3. The Delegation
noted for example that Rule 3(5) and (9) referred to a “description” whereas Rule 3(6),
(7), and (8) referred to a “written description.”

58.

The Delegation of Japan explained that the national Office was currently considering
whether video clips could be used to represent holograms and sought clarification on
the meaning of the phrase “capturing the holographic effect”. The Delegation sought
assurance that the term “capturing” as contained in the draft did not exclude the
possibility to file video clips.

59.

The Chair responded to the intervention of the Delegation of Mexico by proposing an
amendment so that the term “description” would be used consistently throughout, rather
than the phrase “written description”. In response to the question raised by the
Delegation of Japan, the Chair believed that video clips would not be excluded, as the
provision emphasized that the holographic effect must be captured, and did not
emphasize the media that the mark would be represented in. The Chair believed that
the comments made by the Representative of FICPI were correct insofar as the term
“capture” should have been used consistently in subparagraph (5). In addition, the
reference to “render” should have been omitted.

60.

When analyzing the redrafted provision, the Delegation of Germany requested that the
phrase “in its entirety” be re-inserted into paragraph (5) so that the first sentence of that
paragraph would end with the phrase “capturing the holographic effect in its entirety”.

61.

The Representative of AIPLA questioned why the phrase “at the option of the Office”
was absent from the first sentence of paragraph (5).

62.

In response to the question raised by the Representative of AIPLA, the Secretariat
explained that the phrase was omitted in order to advance the draft and to avoid a
reference to national law. The Secretariat noted however, that the office still had the
possibility to request additional views from the applicant in the event that the
representation did not capture the holographic effect.
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63.

The Representative of INTA noted the addition of the phrase “in its entirety” to the first
sentence of paragraph (5) and suggested, in light of this addition, the same phrase
should also be added to the second sentence of paragraph (5) as follows: “Where the
Office considers that the view or views submitted do not capture the holographic effect
in its entirety, it may require the furnishing of additional views”.

64.

The Delegation of China requested that the term “written” be reinserted into the draft to
precede the term “description,” where it appeared. The Delegation opined that it was
advantageous to refer to a “written description” for two reasons. First, a written
description would be clear for the examiner. Secondly, a written description would
provide a record of the description. The Delegation stated that without a requirement
for a written description, the description could be oral and this would not provide the
requisite clarity.

Motion or Multimedia Mark
65.

The Delegation of Australia supported the draft text as presented to the meeting.

66.

The Delegation of the United States of America explained that the national Office
allowed an applicant to provide one frame, or a single point of movement, or a series of
up to five frames of the movement; whichever best depicted the commercial impression
of the mark. The Delegation proposed an amendment so that the first sentence would
read, in its entirety, as follows: “Where the application contains a statement to the effect
that the mark is a motion or multimedia mark, the reproduction of the mark shall consist
of a series of still images, which put together, will depict movement, or a single point of
the movement, at the option of the applicant”.

67.

The Delegation of Switzerland explained that national practice required applicants to
submit several reproductions, so that the Office had a clear idea of the movement. The
Delegation also requested that the Secretariat clarify the meaning of the term
“multimedia mark” and noted that the term had not been defined in the Singapore Treaty
or in other treaties. The Delegation wondered whether it was premature to introduce
this type of mark.

68.

The Representative of FICPI pointed out three differences between the SCT area of
convergence on motion or multimedia marks, and the draft text. First, the area of
convergence used the term representation, whereas the draft used the term
reproduction. Second, regarding the requirement for the submission of a recording in
analog or digital format, the area of convergence used the word “alternatively,” whereas
the draft used the phrase “may further require”. Third, the area of convergence allowed
for the submission of an electronic file where such filing is available, whereas this
language was absent from the draft. The Representative requested that the Secretariat
clarify these divergences between the area of convergence and the draft text.

69.

The Secretariat acknowledged that use of the term “reproduction” in the draft text was
limiting and that the broader term “representation” could be used instead. Regarding
the effect of the word “further” in the draft, the Secretariat clarified that it was not
intended to introduce an alternative. Responding to the concerns raised by the
Delegation of Switzerland, the Secretariat stated that although motion or multimedia
marks were new and were not mentioned in the Singapore Treaty, work had been
carried out in this area for over three years in the SCT and the marks were even
brought to the attention of the WIPO General Assembly. Finally, concerning the number
of views to be submitted by an applicant, the Secretariat suggested a redraft, which
would allow for one, or several images depicting movement.

70.

The Representative of OAPI noted that the dynamic aspect of movement required that
new terminology be utilized. The Representative suggested that the term reproduction
be used instead of the term representation.
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71.

The Representative of INTA wondered whether area of convergence number 4
(as contained in document WIPO/STrad/INF/3) intended for a recording of the motion
mark to be an alternative for a description of the mark, or if the recording could also be
an alternative to representation of the mark by still images. Noting that new provisions
under the Singapore Treaty should not restrict the freedom of offices to evolve with new
technology, the Representative suggested that digital representation of the movement
should be considered as an alternative to graphic representation. The Representative
also wondered whether it should be possible to submit the recording at any stage,
including at the examination. Therefore, the Representative suggested that the phrase
“with the application” be deleted from the draft, due to its limiting effect.

72.

The Representative of AIPLA noted that if the draft were amended to allow for one
representation or several representations, the phrase “which put together” should be
deleted from the draft, as this language would not be appropriate for a situation where
only one representation has been submitted.

73.

The Delegation of Germany shared the concerns raised by the Delegation of
Switzerland, with respect to the term “multimedia mark” lacking a clear definition. The
Delegation suggested that the Secretariat could give an example of such a mark. The
Delegation also expressed dissatisfaction with the wording proposed by the Delegation
of the United States of America, on the basis that a movement could not be shown
adequately in a single view.

74.

The Chair suggested a redraft, which would avoid stating that one view must be
accepted by the Office, and would instead place emphasis on the requirement that the
representation depict movement. This would allow for the submission of one view,
provided that it depicted movement. The Chair also indicated that the redraft would
address usage of the terms reproduction and representation in order to allow for
electronic filing. The Chair clarified that the term “written” would be deleted from the
text.

75.

The Representative of OAPI observed that there was a difference between a motion
mark and a multimedia mark. The Representative described a multimedia mark as a
mark consisting not only of movement or motion, but also of sound. The Representative
questioned the appropriate manner in which to deal with such a mark and asked
whether multimedia marks should be split into a motion mark and a sound mark.

76.

The Representative of INTA referred to the last sentence of paragraph (6), which
provided that “the Office may further require that a recording of the sign in analog or
digital format be submitted”. The Representative indicated that the word “further”
precluded an office from accepting a video recording as the only representation of the
mark and the Representative regarded this as a limitation on the evolution of the
practice of offices.

77.

The Chair responded to the intervention of the Representative of INTA by saying that
the word “reproduction” would be replaced by the word “representation” with respect to
both Rule 3(5) and (6). The Chair stated that the term “reproduction” contemplated
graphic or photographic representation, whereas the term “representation” was broader
and encompassed electronic filing such as video files. The Chair also suggested that
the word “further” could be deleted from draft Rule 3(6), in order to satisfy the concern
raised by the Representative of INTA in that regard.

78.

In light of the Chair’s proposal, which contemplated the submission of a video file, the
Representative of FICPI questioned whether the word “still”, as it appeared in
paragraph (6) in relation to images, was necessary and appropriate.

79.

The Chair agreed with the comment made by the Representative of FICPI and believed
it would be appropriate to delete the word “still” from paragraph (6).

80.

The Representative of OAPI proposed that the final two sentences of paragraph (6) be
combined using a comma, rather than maintained as two separate sentences.

STLT/WG/1/4
page 10
81.

The Chair responded to both issues, which were raised by the Representative of OAPI.
Concerning omission of the term “multimedia mark”, the Chair explained that the draft
text had not dealt with the sound element of a multimedia mark whatsoever, nor had the
SCT dealt with the sound component when it discussed multimedia marks. Therefore,
in accordance with the concerns raised by the Delegation of Switzerland, the term could
be omitted from the draft. With respect to combining the final two sentences of
paragraph (6), the Chair opined that an amendment of that nature could contribute to
ambiguity, whereas the proposed wording made it clear that an Office could require
either a description or a recording, or both.

82.

The Representative of AIPLA expressed concern that deleting the reference to “still”
images could be problematic insofar as an Office could receive an application
containing a video representation but could be unable to publish that representation for
the purpose of opposition. The Representative suggested an amendment similar to the
following: “Where the Office considers that the image or images submitted do not
depict movement, or are not in publishable form, it may require the furnishing of
additional images”.

83.

The Chair referred to the intervention of the Representative of AIPLA and indicated that
it would be desirable to have a wording that accommodated offices which allowed for
video filing and offices which did not. The Chair proposed an amendment so that
Rule 3(6) would read as follows: “Where the application contains a statement to the
effect that the mark is a motion mark, the representation of the mark shall consist of one
or a series of still or moving images depicting movement”. The Chair explained that this
wording would create flexibility for offices, by allowing an office to either accept a video
file, or refuse to accept a video file and require a graphic or photographic representation
instead.

84.

The Delegation of the United States of America expressed concern in relation to
insertion of the phrase “at the option of the Office”. The Delegation explained that the
national Office allowed the applicant to choose whether to submit a single rendition of
the motion mark or a series of up to five frames, and the Delegation believed that the
new phrase would limit the option, which was given to the applicant under national
practice.

85.

The Chair responded to the intervention of the Delegation of the United States of
America by clarifying that under the new wording, the Office was not required to choose
only one type of acceptable representation. The Office could allow an applicant to file
an application with any type of representation listed in the provision.

Color Mark
86.

The Delegation of Spain stated that the national Office would require the applicant to
use the common name for a color, as well as an indication of the color code. The
Delegation explained that the national Office required that only colors which were
delineated by a concrete shape could be registered.

87.

The Delegation of Switzerland stated that it should be at the option of the Office, and
not the option of the applicant, to require an indication by means of a recognized color
code. The Delegation also believed that the Office should have the option to require a
paper representation or an electronic representation in accordance with national law.
The Delegation sought clarification as to whether the Office could require paper or
electronic representation.
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88.

The Representative of INTA suggested that a period be inserted into the draft in the
following manner: “The Office may require a designation of the color(s) by using their
common names. The Office may also require a written description…”

89.

The Delegation of Germany supported the comments made by the Delegation of
Switzerland concerning the capacity of the Office to require an indication by means of a
recognized color code. The Delegation maintained that such a requirement was
necessitated by the Libertel decision of the European Court of Justice (ECJ). The
Delegation also supported the proposal made by the Representative of INTA so that the
Office could require both a designation of the color by its common name and a written
description on how the color applied to the goods.

90.

The Delegation of Slovenia indicated that Slovenia was preparing to join the Singapore
Treaty. The Delegation noted that there were a number of international color codes in
existence and suggested that a national Office could designate a particular code to be
used by that Office. The Delegation noted however that the codes were complicated
and instead of educating trademark examiners in the field, it was easier to allow
applicants to choose which code to use.

91.

The Chair suggested a redraft to take account of the concerns raised. First, the Chair
suggested deleting the phrase “on paper or in an electronic format” so that no Office
would be obliged to accept electronic filing. Second, the Chair suggested adopting the
amendment proposed by INTA. Third, in relation to color codes, the Chair suggested
wording, which would allow the Office to require a color code indication, but allow the
applicant to choose which code to use, so long as the code was recognized.

92.

In relation to the proposed new draft of this provision, the Delegation of Switzerland
noted that the draft no longer contained a reference to a sample “on paper or in an
electronic format”. The Delegation sought clarification as to whether the national Office
could decide and impose the nature and format of the sample to be submitted.

93.

In response to the question raised by the Delegation of Switzerland, the Chair noted
that the wording allowed the Office to decide the format of the sample.

94.

The Representative of the European Union suggested there may have been an
omission when redrafting, insofar as the applicant had a choice of color code, when the
Office made a color code available, however, there was no counterpart obligation on the
Office to accept the applicant’s choice of color code.

95.

The Delegation of China pointed out that the references to color in paragraph (7) should
be consistent in multiple and singular forms.

96.

The Chair acknowledged the observation made by the Delegation of China that the third
sentence should refer to color both in the singular and the plural. In response to the
intervention of the Representative of the European Union, the Chair noted that this was
the first time the issue had been raised and solicited comments from Member States on
whether there should be an obligation on offices to accept a color code even where the
Office did not require the applicant to submit a color code.

97.

The Delegation of Ukraine believed that the Office should be entitled to restrict an
applicant with respect to the color code submitted; otherwise, different applicants would
submit different codes and this would make the task of the examiner very difficult.

98.

The Representative of FICPI believed that the wording allowed the applicant to define
the color by reference to a color code of the applicant’s choosing. The Representative
opined that this would be the best way to establish distinctiveness, which was an
important aspect of color per se marks and requested that the text be clear on this point.
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99.

The Representative of INTA questioned how the draft had transitioned from the
applicant having the option, to the Office having the option. The Representative
suggested that both the Office and the applicant should have the option, which would
accord with the practice of the Trade Marks and Designs Registration Office of the
European Union (OHIM).

100.

The Chair indicated that it was necessary to receive a clear indication from Member
States as to whether or not offices should be obliged to accept color codes, even
though the offices may not have required color codes.

101.

The Delegation of the Russian Federation explained that the national Office lacked
experience with color codes. The Delegation believed that each Office should be able
to decide which color code they would like to use and the applicant should be given the
opportunity to choose from an approved list of color codes.

102.

The Delegation of the United States of America believed that the Office should retain
some discretion as to which color codes were acceptable. The Delegation did not
support placing a mandatory obligation on the Office.

103.

The Delegation of Australia supported the comments made by the Delegation of the
United States of America.

104.

The Chair asked the Delegation of the Russian Federation whether the Delegation
supported a redraft, which would allow offices to determine what the color code should
be.

105.

The Delegation of the Russian Federation answered the question posed by the Chair in
the affirmative and proposed a redraft so that the last sentence of paragraph (7) would
read as follows: “The Office may further require an indication of the color or colors by a
recognized color code chosen by the applicant from the list established by the Office”.

106.

The Delegation of Switzerland suggested that the term “recognized color code” could be
interpreted as meaning a color code, which had been approved by the Office. The
Delegation suggested that this interpretation could avoid the need to introduce the
additional wording proposed by the Delegation of the Russian Federation.

107.

The Chair asked the Delegation of the Russian Federation whether the interpretation
posited by the Delegation of Switzerland would be satisfactory.

108.

The Delegation of the Russian Federation answered the Chair’s question in the
negative on the basis that the term “recognized color codes” could have different
meanings and the wording would lack a reference to the powers of the trademark
Office.

109.

The Delegation of Ukraine supported the comments made by the Delegation of the
Russian Federation and believed that the meaning of the phrase “recognized color
code” referred to those codes, which had been adopted by industry. The Delegation
noted that the number of recognized color codes could increase over time and the
Delegation was concerned that it would be difficult for each Office to deal with the many
different color codes submitted by applicants.

110.

The Delegation of France proposed the following wording: “The Office may further
require an indication of the color or colors by a recognized color code chosen by the
applicant and accepted by the Office”.

111.

The Delegation of Mali noted that the last sentence of paragraph (7) stated that the
Office “may” further require… The Delegation pointed out that an Office could not
require something that had not been accepted by that Office. The Delegation stressed
the importance of providing a choice to both the applicant and the Office.
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112.

The Representative of FICPI noted that Rule 3(2) already granted the Office an option
to require a color code indication, but did not provide a narrow definition of that
requirement. The Representative highlighted that color per se marks were relatively
unusual and that companies, which have a color capable of constituting such a mark,
have typically defined that color from the outset, by reference to a particular code. The
Representative was concerned that a system whereby individual offices recognized only
certain codes would make registration problematic for applicants; especially
considering that distinctiveness was so important for color per se marks. The
Representative believed that the number of “recognized” color codes was quite small
and that the draft text would be suitable for offices.

113.

In relation to the concern raised by the Delegation of the United States of America, the
Representative believed it was desirable, from an applicant’s perspective, to allow the
applicant’s code of choice in as many countries as possible. The Representative
proposed the following amendment to the final sentence of paragraph (7): “The Office
may further require or allow an indication of the color or colors by a recognized color
code chosen by the applicant”.

114.

The Delegation of Mali believed that the final sentence of paragraph (7) should indicate
that the applicant’s choice of code must also be recognized by the Office, as this would
satisfy the concerns raised by the Delegation of the Russian Federation. The
Delegation suggested that the final sentence of paragraph (7) be reworded as follows:
“The Office may further require that the color or colors be recognized in accordance with
a color code chosen by the applicant”.

115.

The Chair proposed the following amendment to the final sentence of paragraph (7):
“The Office may further require an indication of the color or colors by a recognized color
code, chosen by the applicant and accepted by the Office”. The Chair explained that
this would allow offices to accept any color code or to make a list of acceptable codes.

116.

The Delegation of Uruguay pointed out that paragraph (7) referred to a “written
description” and suggested that the term “written” be deleted from the text, as had been
agreed by the Standing Committee.

Position Mark
117.

The Delegation of Slovenia, noting the rarity of position marks and explaining that the
national Office had no examples, sought clarification of the scope of protection for these
types of marks. The Delegation asked whether protection extended to the position, the
mark, or both.

118.

The Representative of INTA pointed out the following divergence between the wording
of area of convergence number 5, concerning position marks, and the draft proposal:
the former stated that it “may” be required that matter for which protection is not to be
claimed be represented in broken or dotted lines, whereas the latter stated that matter
for which protection is not claimed “shall” be represented in broken or dotted lines. The
Representative wondered whether this was introducing unnecessary rigidity in light of
the fact that position marks may be represented by means of a photograph or also by
means of a written description.

119.

The Chair acknowledged that the requirement for broken or dotted lines could be too
restrictive and suggested a redraft taking that into account.

120.

The Representative of OAPI referred to the intervention of the Delegation of Slovenia
and similarly requested clarification on whether the sign was protected or the position
was protected.
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121.

The Chair responded to the requests for clarification by stating that the scope of
protection for position marks was a matter for national law and there were many
different views on that issue. The Chair requested that the SCT focus not on defining
the scope of protection but rather on amending the draft proposal.

122.

The Delegation of the United States of America explained that under national practice,
descriptions were used to further define the mark being claimed and provide clarity to
the public. When the mark was a special form mark, such as a position mark, or the
mark contained a figurative element, the national Office always required a description.
The Delegation was concerned that the wording of the draft would allow an Office to
require a description, only if the representation was unclear. The Delegation requested
that the following language be stricken from the draft: “If the graphic representation
supplied is not sufficiently clear”. The Delegation suggested that a new phrase be
added so that the sentence would read as follows: “The Office may require a written
description explaining the position of the mark in relation to the product, where it is
necessary to define the nature of the mark being claimed”.

123.

The Chair suggested a redraft, which would take account of the concerns raised by the
Representative of INTA and the Delegation of the United States of America.

Gesture Mark
124.

The Delegation of Switzerland referred to area of convergence number 6 and believed
that, for the time being, there was no need for specific rules concerning gesture marks,
in light of the fact that figurative marks and motion marks were already regulated in the
Treaty and the Regulations.

125.

The Delegation of the United Kingdom pointed out that the provision in question differed
from the other draft amendments insofar as the following phrase was not used: “where
the application contains a statement”. The Delegation sought clarification on whether or
not this was a result of deliberate intent.

126.

The Representative of OAPI noted that gesture marks could carry a particular meaning
in everyday life. The Representative offered the example of “thumbs up” or “thumbs
down”, and noted that the meaning of each was different. The Representative
suggested that a gesture mark could be defined by reference to the meaning of the
gesture.

127.

The Representative of FICPI expressed the view that a gesture mark referred to
something that part of the human body does and which, by use, has come to be
associated with a particular product. The Representative questioned whether this was
really the same as a motion mark and asked the Committee to consider the differences
between a gesture mark and motion mark in more detail.

128.

The Delegation of China supported the comments made by the Delegation of
Switzerland. The Delegation explained that gesture marks were not recognized under
national law and believed that there was no need to create this category of marks.

129.

Noting the interventions made by the Delegations of Switzerland and China, the Chair
proposed to strike the provision on gesture marks from the draft. The Chair noted
further that area of convergence number 6 indicated that the term “gesture mark” was
used by industry, but not necessarily in legal statutes, and although there may have
been a difference between gesture marks and motion marks from a business
perspective, applicants had an opportunity to register a motion mark that consisted of a
gesture.

STLT/WG/1/4
page 15
Sound Mark
130.

The Delegation of Spain explained that sound marks were protected in Spain but the
manner in which the sound mark should be presented, such as musical notation on a
stave or in an electronic file, was determined by national law, and not by the applicant.

131.

The Delegation of Japan sought clarification on whether paragraph (10)(c) in document
STLT/WG/1/2 simply confirmed the general rule that Contracting Parties could decide
that musical notation was the only adequate means to represent a sound mark, or
whether it implied that the Office could not consider that only a sound recording
adequately represented the mark.

132.

The Chair clarified that the options listed in paragraph 10 were options that the applicant
had and not options, which were subject to determination by the Office. However,
subparagraph (c) allowed offices, which only accepted musical notation on a stave, to
maintain that practice.

133.

The Delegation of Ukraine supported the preceding interventions and explained that
although musical notation was required under national law; musical notation did not by
itself reflect a sound mark. The Delegation stated that in addition to the musical
notation, the applicant should be able to submit in digital format, a sound file, a
recording, or any other means of expression.

134.

The Delegation of Germany explained that the national Office required both musical
notation on a stave and a sound recording. The Delegation sought clarification as to
whether the Office could continue with this dual requirement or if it would be at the
option of the applicant.

135.

Responding to the question raised by the Delegation of Germany, the Chair clarified
that it was for the applicant to decide whether or not to submit a digital or analog
recording of the sound and Rule 3(10)(c) only permitted the Office to require a musical
notation on a stave, not a sound recording.

136.

In response to the Chair’s clarification, the Delegation of Germany indicated that the
draft was not acceptable. The Delegation pointed out that the draft did not state
explicitly that the means of representation were at the option of the applicant.

137.

The Representative of FICPI suggested that the problem with Rule 3(10)(c) could have
stemmed from an effort to interpret a decision of the ECJ, which required graphic
representation. The Representative suggested that the Committee take account of
other decisions, such as the decision of OHIM to register Tarzan’s yell, which was
adequately represented by a combination of a graphic representation and a sound
recording. The Representative suggested that subparagraph (c) could be amended so
that the musical notation requirement was retained only where graphic representation
was required.

138.

In light of the Chair’s clarification of Rule 3(10)(a), the Representative of INTA proposed
that the phrase “at the option of the applicant” be inserted into that subparagraph. The
Representative shared the concerns of the Representative of FICPI regarding
subparagraph (c), which might exclude the registration of non-melodic sound marks,
such as the lion’s roar of the MGM Corporation. The Representative expressed the
view that the best way to represent sound marks was by a sound recording and hoped
that efforts could be made to facilitate the submission of sound recordings.

139.

The Representative of OAPI was concerned that allowing the applicant to choose the
means of representation of the sound mark under Rule 3(10)(a), could be problematic
insofar as certain offices may not be able to satisfy the applicant’s choices. Some
offices may have the capacity to accept only certain types of submissions, such as
musical notation on a stave.
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140.

The Delegation of Mali proposed that subparagraph (c) be stricken from the draft on the
basis that subparagraph (a) gave the applicant a choice of representation, but
subparagraph (c) took that choice away. The Delegation opined that subparagraph (c)
was an option for the Office but not an obligation, and therefore the draft should be
limited to subparagraphs (a) and (b).

141.

The Delegation of France indicated that it could not accept the striking of
subparagraph (c), in light of ECJ jurisprudence, which held that only a musical notation
on a stave could constitute a sufficient representation of the mark.

142.

The Delegation of the Russian Federation noted that under the Singapore Treaty,
Contracting States were not obliged to register sound marks, but could choose to do so
if they wished. The Delegation proposed that subparagraph (c) be retained as drafted,
in light of the fact that some countries may be willing to register musical sound marks,
but unwilling to register non-musical sound marks. The Delegation suggested that
under subparagraph (a), indications of an obligatory nature could be provided to
applicants so that applicants could choose their preferred means of representation of
the mark from the possibilities offered.

143.

The Delegation of Mali noted that the presence of the word “shall” in subparagraph (a)
created an obligation. Noting that subparagraph (c) contains the word “may” rather than
“shall” the Delegation opined that subparagraph (c) was unnecessary.

144.

The Chair responded to the intervention of the Delegation of Mali by explaining that it
was necessary for offices in the European Union to have the choice to require musical
notation on a stave, in the event that the representation offered by the applicant did not
adequately represent the mark.

145.

The Representative of FICPI referred to the Community Trademark Implementation
Regulation, Rule 3, paragraph 6, and suggested that subparagraph (c) of the draft could
be reworded in a manner similar to the following: “Where the law of a Contracting Party
requires a mark to be capable of being represented graphically, the representation of
the sound mark shall consist of a graphical representation of the sound, in particular a
musical notation, and this may be accompanied by a recording of the sound”.

146.

The Chair suggested that subparagraph (a) could be redrafted to indicate clearly that
the means of representation were at the option of the applicant. The Chair noted that it
was important for some delegations, especially the European delegations, to maintain
subparagraph (c) but suggested broadening the language to facilitate other means of
representation.

147.

The Delegation of Germany proposed that subparagraph (c) could be redrafted to
include two bullet points following the word “only”. The first bullet point would read
“a musical notation on a stave”. The second bullet point would read “both a musical
notation on a stave and a sound file”. Following the bullet points, the text could
continue as drafted, with the phrase “may adequately represent the mark”. The
Delegation elaborated that the wording would create more flexibility for Contracting
Parties, particularly European States, attempting to comply with both European
jurisprudence and their own national law.

148.

The Delegation of Mali acknowledged that it was now clear that subparagraph (a) left
the choice to the applicant. Therefore, the Delegation supported the proposal made by
the Delegation of Germany and believed that subparagraph (c) should be retained.

149.

The Representative of OAPI stressed the importance of analyzing subparagraph (c)
from an international perspective and noted that it could be difficult for an Office to
recognize a mark if its means did not allow it to do so, due to the format in which the
mark was submitted. The Representative highlighted the need to avoid constraining
States that were beyond European jurisprudence and the need to ensure that
international standards could be met.
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150.

The Chair suggested a redraft, which would indicate clearly in subparagraph (a) that the
means of representation were at the option of the applicant, and would also take
account of the interventions made by the Delegation of Germany and the
Representatives of FICPI and INTA concerning subparagraph (c). The Chair suggested
also that the redraft could attempt to facilitate the registration of sounds that could not
be represented by musical notation on a stave.

151.

In relation to the proposed redraft, the Representative of FICPI was concerned that an
Office, which limited itself to representations consisting of musical notation on a stave,
would be unable to accept a non-melodic mark, even though it may have been possible
to represent the mark graphically, until such time as that Office accepted sound
recordings. The Representative proposed adding the following words: “or other form of
graphical representation”.

Marks Consisting of a Non-Visible Sign other than Sound Marks
152.

There were no comments on the proposed provision.

Model International Forms
153.

The Delegation of the Russian Federation pointed out that the proposed amendments to
Rule 3 must be accompanied by corresponding amendments to Model International
Form No. 1, in particular, footnotes 13 and 14, relating to points 8.6 and 8.9.

154.

The Chair replied that the Secretariat would make the appropriate changes to Model
International Form No. 1 after the Assembly of the Singapore Treaty adopted the
proposed new rules.

155.

The Working Group agreed on the text for a revised Rule 3(4) to (10) as reproduced in
the Annex to the Summary by the Chair (document STLT/WG/1/3). The Working Group
further agreed to recommend to the Singapore Treaty Assembly the adoption of the text
for a revised Rule 3(4) to (10) as reproduced in the Annex to this document, with
November 1, 2011, as the date for its entry into force. Following the adoption of the
recommended Rule change by the Assembly, the Secretariat was requested to
introduce all consequential amendments to the model international forms.

Summary by the Chair
156.

The Working Group approved the Summary by the Chair as contained in document
STLT/WG/1/3.

Agenda Item 5: Closing of the Session
157. The Chair closed the session on June 29, 2010.

[Annexes follow]
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Summary by the Chair
adopted by the Working Group

Agenda Item 1: Opening of the Session
1.

Ms. Binying Wang, Deputy Director General, opened the first session of the Working
Group on the Review of Rule 3(4) to (6) of the Regulations under the Singapore Treaty
on the Law of Trademarks (Working Group) and welcomed the participants on behalf of
the Director General.

2.

Mr. Marcus Höpperger (WIPO) acted as Secretary to the Working Group.

Agenda Item 2: Election of a Chair and two Vice-Chairs
3.

Mr. Mikael Francke Ravn (Denmark) was elected Chair of the first session of the
Working Group and Mrs. Liubov Kiriy (Russian Federation) and Ms. Mei Lin Tan
(Singapore) were elected Vice-Chairs of the first session of the Working Group.
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Agenda Item 3: Adoption of the Agenda
4.

The Working Group adopted the Draft Agenda (document STLT/WG/1/2 Prov.) without
modifications.

Agenda Item 4: Review of Rule 3(4) to (6) of the Regulations under the Singapore Treaty on
the Law of Trademarks
5.

Discussion was based on document STLT/WG/1/2. The Working Group agreed on the
text for a revised Rule 3(4) to (10) as reproduced in the Annex to this document. The
Working Group further agreed to recommend to the Singapore Treaty Assembly the
adoption of the text for a revised Rule 3(4) to (10) as reproduced in the Annex to this
document, with November 1, 2011, as the date for its entry into force. Following the
adoption of the recommended Rule change by the Assembly, the Secretariat was
requested to introduce all consequential amendments to the model international forms.

Agenda Item 5: Summary by the Chair
6.

The Working Group approved the Summary by the Chair as contained in the present
document.

Agenda Item 6: Closing of the Session
7.

The Chair closed the session on June 29, 2010.
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REGULATIONS UNDER THE SINGAPORE TREATY ON THE LAW OF TRADEMARKS
[…]
Rule 3
Details Concerning the Application
[…]
(4)

[Three-dimensional Mark]
(a)

Where the application contains a statement to the effect that the mark is a threedimensional mark, the reproduction of the mark shall consist of a two-dimensional
graphic or photographic reproduction.

(b)

The reproduction furnished under subparagraph (a) may, at the option of the
applicant, consist of one single view of the mark or of several different views of the
mark.

(c)

Where the Office considers that the reproduction of the mark furnished by the
applicant under subparagraph (a) does not sufficiently show the particulars of the
three-dimensional mark, it may invite the applicant to furnish, within a reasonable
time limit fixed in the invitation, up to six different views of the mark and/or a
description by words of that mark.

(d)

Where the Office considers that the different views and/or the description of the mark
referred to in subparagraph (c) still do not sufficiently show the particulars of the
three-dimensional mark, it may invite the applicant to furnish, within a reasonable
time limit fixed in the invitation, a specimen of the mark.

(e)

Notwithstanding subparagraphs (a) to (d), a sufficiently clear reproduction showing
the three-dimensional character of the mark in one view shall be sufficient for the
granting of a filing date.

(f)

Paragraph (3)(a)(i) and (b) shall apply mutatis mutandis.

(5)

[Hologram Mark, Motion Mark, Color Mark, Position Mark] Where the application
contains a statement to the effect that the mark is a hologram mark, a motion mark, a
color mark or a position mark, a Contracting Party may require one or more
reproductions of the mark and details concerning the mark, as prescribed by the law of
that Contracting Party.

(5)

[Hologram Mark] Where the application contains a statement to the effect that the mark
is a hologram mark, the representation of the mark shall consist of one or several views
of the mark capturing the holographic effect in its entirety. Where the Office considers
that the view or views submitted do not capture the holographic effect in its entirety, it
may require the furnishing of additional views. The Office may also require the
applicant to furnish a description of the hologram mark.

(6)

[Motion Mark] Where the application contains a statement to the effect that the mark is
a motion mark, the representation of the mark shall, at the option of the Office, consist
of one image or a series of still or moving images depicting movement. Where the
Office considers that the image or images submitted do not depict movement, it may
require the furnishing of additional images. The Office may also require that the
applicant furnish a description explaining the movement.
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(7)

[Color Mark] Where the application contains a statement to the effect that the mark is a
color per se mark or a combination of colors without delineated contours, the
reproduction of the mark shall consist of a sample of the color or colors. The Office may
require a designation of the color or colors by using their common names. The Office
may also require a description on how the color is or the colors are applied to the goods
or used in relation to the services. The Office may further require an indication of the
color or colors by a recognized color code chosen by the applicant and accepted by the
Office.

(8)

[Position Mark] Where the application contains a statement to the effect that the mark is
a position mark, the reproduction of the mark shall consist of a single view of the mark
showing its position on the product. The Office may require that matter for which
protection is not claimed shall be indicated. The Office may also require a description
explaining the position of the mark in relation to the product.

(9)

[Sound Mark] Where the application contains a statement to the effect that the mark is
a sound mark, the representation of the mark shall, at the option of the Office, consist of
a musical notation on a stave, or a description of the sound constituting the mark, or an
analog or digital recording of that sound, or any combination thereof.

(6)(10) [Mark Consisting of a Non-Visible Sign other than a Sound Mark] Where the application
contains a statement to the effect that the mark consists of a non-visible sign other than
a sound mark, a Contracting Party may require one or more representations of the
mark, an indication of the type of mark and details concerning the mark, as prescribed
by the law of that Contracting Party.
(7)(11) [Transliteration of the Mark] […]
(8)(12) [Translation of the Mark] […]
(9)(13) [Time Limit for Furnishing Evidence of Actual Use of the Mark] […]
[…]

[Annex II follows]
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LETTONIE/LATVIA
Dace LIBERTE (Ms.), Director, Trademarks and Industrial Designs Department, Patent Office of
the Republic of Latvia, Riga
<dace.liberte@lrpv.gov.lv>

MALI
Mamadou DOUCOURE, directeur du Centre malien de la propriété intellectuelle (CEMAPI),
Bamako
<doukdouc@yahoo.fr>
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POLOGNE/POLAND
Marta Donata CZY (Mrs.), Director, Trademark Department, Patent Office of the Republic of
Poland, Warsaw
<mczyz@uprp.pl>
Andrzej SZCZEPEK, Expert, Trademark Department, Patent Office of the Republic of Poland,
Warsaw
<aszczepek@uprp.pl>

ROUMANIE/ROMANIA
Constanta Cornelia MORARU (Mrs.), Head, Legal International Affairs Cooperation Division,
State Office for Inventions and Trademarks (OSIM), Bucharest
<cornelia.moraru@osim.ro>
Oana M RGINEAUNU (Mrs.), Counsellor of the Director General, State Office for Inventions
and Trademarks (OSIM), Bucharest
Liliana DRAGNEA (Mrs.), Legal Adviser, State Office for Inventions and Trademarks (OSIM),
Bucharest

SINGAPOUR/SINGAPORE
TAN Mei Lin (Ms.), Senior Deputy Director, Legal Counsel, Registry of Trade Marks, Intellectual
Property Office of Singapore (IPOS), Singapore
<tan-mei-lin@ipo.gov.sg>

SUISSE/SWITZERLAND
Stefan FRAEFEL, chef adjoint de la Division des marques, Institut fédéral de la propriété
intellectuelle (IPI), Berne
<stefan.fraefel@ipi.ch>
David LAMBERT, conseiller juridique à la Division des marques, Institut fédéral de la propriété
intellectuelle (IPI), Berne
<david.lambert@ipi.ch>

UKRAINE
Vasyl BANNIKOV, Head, Division of Examination of Applications of Symbols and Industrial
Designs, Ukrainian Industrial Property Institute, State Department of Intellectual Property
(SDIP), Ministry of Education and Science, Kyiv
Tamara SHEVELEVA (Mrs.), Director Assistant, Ukrainian Industrial Property Institute, State
Department of Intellectual Property (SDIP), Ministry of Education and Science, Kyiv
<sheveleva@sdip.gov.ua>
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II.

OBSERVATEURS/OBSERVERS

AFRIQUE DU SUD/SOUTH AFRICA
Fleurette COETZEE (Ms.), Senior Manager, Trade Marks Division, Companies and Intellectual
Property Registration Office (CIPRO), Department of Trade and Industry (DTI), Pretoria
<fcoetzee@cipro.gov.za>
ALLEMAGNE/GERMANY
Thorsten Frank HAEBERLEIN, Referent, Federal Ministry of Justice, Berlin
<haeberlein-th@bmj.bund.de>
Carolin HÜBENETT (Ms.), Head, International Registrations Team, Department 3, Trade
Marks, Utility Models and Industrial Designs, German Patent and Trade Mark Office, Munich
<carolin.hubenett@dpma.de>

AUTRICHE/AUSTRIA
Robert ULLRICH, Head, Legal Department C, Austrian Patent Office, Vienna
<Robert.ullrich@patentamt.at>

BRÉSIL/BRAZIL
Deyse GOMES MACEDO (Mrs.), Trademark General Coordinator, Trademark Office, National
Institute of Industrial Property (INPI), Ministry of Development, Industry and Foreign Commerce,
Rio de Janeiro
<deyse@inpi.gov.br>
María Lucia MASCOTTE (Mrs.), Trademark General Coordinator, Trademark Office, National
Institute of Industrial Property (INPI), Ministry of Development, Industry and Foreign Commerce,
Rio de Janeiro
<malu@inpi.gov.br>
María Alice CASTRO RODRIGUES (Mrs.), Public Prosecutor, National Institute of Industrial
Property (INPI), Ministry of Development, Industry and Foreign Commerce, Rio de Janeiro
<alice@inpi.gov.br>

CANADA
Lisa POWER (Mrs.), Director, Trade Marks Branch, Canadian Intellectual Property Office
(CIPO), Department of Industry Canada, Gatineau
<power.lisa@ic.gc.ca>

STLT/WG/1/4
Annex II, page 5
CHILI/CHILE
Andrés GUGGIANA V., Counsellor, Permanent Mission to the World Trade Organization
(WTO), Geneva
<andres.guggiana@misionchileomc.ch>

CHINE/CHINA
ZHAO Gang, Deputy Director General, Trademark Office, State Administration for Industry and
Commerce (SAIC), Beijing

GUATEMALA
Ana Lorena BOLAÑOS DE PACHECO (Sra.), Consejera Legal, Misión Permanente ante la
Organización Mundial del Comercio (OMC), Ginebra
<lorena.mision@wtoguatemala.ch>

JAPON/JAPAN
Kazuyuki TAKANO, Deputy Director, International Affairs Division, General Affairs Department,
Japan Patent Office (JPO), Tokyo
<takano-kazuyuki@jpo.go.jp>
Kazuhiro KIMURA, Deputy Director, Trademark Division, Trademark, Design and Administrative
Affairs Department, Japan Patent Office (JPO), Tokyo
<kimura-kazuhiro@jpo.go.jp>

JORDANIE/JORDAN
Khaled M. A. ARABEYYAT, Director, Industrial Property Protection Directorate, Ministry of
Industry and Trade, Amman
<khled.a@mit.gov.jo>

LESOTHO
Sentsuoe N. MOHAU (Mrs.), Registrar General, Ministry of Law and Constitutional Affairs,
Maseru
<sentsuoemohau@yahoo.co.uk>

MEXIQUE/MEXICO
Joseph KAHWAGI RAGE, Director Divisional de Marcas, Instituto Mexicano de la Propiedad
Industrial (IMPI), México
<jkahwagi@impi.gob.mx>
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NORVÈGE/NORWAY
Solvår Winnie FINNANGER (Ms.), Senior Legal Advisor, Design and Trademark Department,
Norwegian Industrial Property Office, Oslo
<swf@patentstyret.no>

PORTUGAL
Luís Miguel SERRADAS TAVARES, Legal Counsellor, Permanent Mission, Geneva
<legal@missionportugal.ch>

QATAR
Ahmed Yusef AL-JUFAIRI, Director, Trademarks Department, Ministry of Business and Trade,
Doha
<ajufairi@mbc.gov.qa>
Fatima Mohamed AL KHAYAREN (Mrs.), Administrative Researcher Affairs, Ministry of
Business and Trade, Doha
<falkayaren@mbc.gov.qa>

RÉPUBLIQUE TCHÈQUE/CZECH REPUBLIC
Radka STUPKOVÁ (Ms.), Head, Law Section, Industrial Property Office, Prague
<rstupkova@upv.cz>
Ludmila ELIŠOVÁ (Ms.), Head, Industrial Designs Division, Patent Department, Industrial
Property Office, Prague
<lcelisova@upv.cz>

ROYAUME-UNI/UNITED KINGDOM
Mike FOLEY, Principal Hearing Officer, Trade Marks Directorate, Intellectual Property Office,
Newport
<mike.foley@ipo.gov.uk>
Edward SMITH, Assistant Principal Hearing Officer, Trade Marks Directorate, Intellectual
Property Office, Newport
<edward.smith@ipo.gov.uk>

SLOVÉNIE/SLOVENIA
Vesela VENIŠNIK (Mrs.), Head, Trademark and Design Department, Slovenian Intellectual
Property Office, Ministry of Economy, Ljubljana
<v.venisnik@uil-sipo.si>
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SOUDAN/SUDAN
Amal H. EL TINAY (Mrs.), Registrar General of Intellectual Property, Intellectual Property
Department, Ministry of Justice, Khartoum
<amaleltinay@yahoo.com>

TURQUIE/TURKEY
Erol Önder ÜNSAL, Trademark Examiner, Turkish Patent Institute, Ankara
<onder.unsal@tpe.gov.tr>

URUGUAY
Blanca Iris MUÑOZ GONZALEZ (Sra.), Encargada de la División de Marcas, Dirección Nacional
de la Propiedad Industrial (DNPI), Ministerio de Industria, Energía y Minería, Montevideo

ZAMBIE/ZAMBIA
Anessie M. BANDA-BOBO (Mrs.), Registrar, Patents and Companies Registration Office,
Lusaka
<bobo@Zamnet.zm>

UNION EUROPÉENNE/EUROPEAN UNION
Vincent O’REILLY, Director, Department for IP Policy, Office for Harmonization in the Internal
Market (Trade Marks and Designs) (OHIM), Alicante
<vincent.oreilly@oami.europa.eu>

III.

ORGANISATIONS INTERNATIONALES INTERGOUVERNEMENTALES/
INTERNATIONAL INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION AFRICAINE DE LA PROPRIÉTÉ INTELLECTUELLE (OAPI)/
AFRICAN INTELLECTUAL PROPERTY ORGANIZATION (OAPI)
Hamidou KONE, chef du Service des signes distinctifs, Yaoundé
<kone_hamidou@yahoo.fr>
ORGANISATION BENELUX DE LA PROPRIÉTÉ INTELLECTUELLE (OBPI)/ BENELUX
ORGANISATION FOR INTELLECTUAL PROPERTY (BOIP)
Camille JANSSEN, juriste, La Haye
<cjanssen@boip.int>
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IV. ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALES/
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual
Property Law Association (AIPLA)
Janet FUHRER (Ms.), Chair, Trademark Treaties and International Law Committee, Arlington
Association brésilienne de la propriété intellectuelle (ABPI)/Brazilian Intellectual Property
Association (ABPI)
Alvaro LOUREIRO OLIVEIRA, Chairman, Rio de Janeiro
<abpi@abpi.org.br>
Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys
Association (JPAA)
Hideki TANAKA, Member, International Activities Center, Tokyo
<BQX10473@nifty.com>
International Trademark Association (INTA)
Bruno MACHADO, Geneva Representative, Rolle
Roger STAUB, Froriep Renggli, Chair of Non-Traditional Marks Committee, Zurich
Fédération internationale des conseils en propriété industrielle (FICPI)/International Federation
of Industrial Property Attorneys (FICPI)
Andrew PARKES, Special Reporter (Trade Marks and Designs), Dublin
<andrew.parker@ficpi.org>

V. BUREAU/OFFICERS

Président/Chair:

Mikael FRANCKE RAVN (Danemark/Denmark)

Vice-présidents/Vice-chairs

Liubov KIRIY (Mrs.) (Fédération de Russie/Russian Federation)
Mei Lin TAN (Ms.) (Singapour/Singapore)

Secrétaire/Secretary:

Marcus HÖPPERGER
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VI. SECRÉTARIAT DE L’ORGANISATION MONDIALE DE LA PROPRIÉTÉ
INTELLECTUELLE (OMPI)/SECRETARIAT OF THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO)

Francis GURRY, directeur général/Director General
Binying WANG (Mme/Mrs.), vice-directrice générale/Deputy Director General
Marcus HÖPPERGER, directeur par intérim de la Division du droit des marques et des dessins
et modèles/Acting Director, Trademark and Design Law Division
Martha PARRA FRIEDLI (Mme/Mrs.), chef de la Section du droit des marques, Division du droit
des marques et des dessins et modèles /Head, Trademark Law Section, Trademark and Design
Law Division
Marie-Paule RIZO (Mme/Mrs.), chef de la Section du droit des dessins et modèles et des
indications géographiques, Division du droit des marques et des dessins et modèles /Head,
Design and Geographical Indication Law Section, Trademark and Design Law Division
Noëlle MOUTOUT (Mlle/Ms.), assistante juridique à la Section du droit des marques, Division
du droit des marques et des dessins et modèles/Legal Assistant, Trademark Law Section,
Trademark and Design Law Division
Kateryna GURINENKO (Mlle/Ms.), consultante à la Section du droit des marques, Division du
droit des marques et des dessins et modèles/Consultant, Trademark Law Section, Trademark
and Design Law Division
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