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PREFACE

This document has been prepared by the International Bureau of the World Intellectual Property

Organization (WIPO), Geneva, Switzerland, as a support material for seminars on the Patent
Cooperation Treaty (PCT).

The following words and expressions used throughout the document should be understood as

follows:

Administrative Instructions

the Administrative Instructions under the PCT

Article — an Article of the PCT

Chapter | — Chapter | of the PCT

Chapter Il — Chapter Il of the PCT

Contracting State — a State party to the PCT

Regulations — the Regulations under the PCT

Rule — a Rule of the Regulations under the PCT

Section — a Section of the Administrative Instructions under the PCT

References to “national” Office or national fees, national phase, national processing, etc.,

should be understood to include “regional” Office (e.g., the EPO), etc.

The following abbreviations should be understood as meaning:

ARIPO African Regional Intellectual Property Organization

DAS Digital Access Service for Priority Documents

DO Designated Office

EAPC Eurasian Patent Convention

EAPO Eurasian Patent Office

EO Elected Office

EPC European Patent Convention

EPO European Patent Office/European Patent Organisation

Euro-PCT a Euro-PCT application is an international application containing the
designation “EP” irrespective of the receiving Office with which it was
filed

B International Bureau (of the World Intellectual Property Organization)

IPE International Preliminary Examination

IPEA International Preliminary Examining Authority

IPRP (Chapter I)

International Preliminary Report on Patentability (Chapter | of the

PCT)

IPRP (Chapter II) International Preliminary Report on Patentability (Chapter Il of the
PCT)

ISA International Searching Authority

ISR International Search Report

OAPI African Intellectual Property Organization

RO Receiving Office

SIS Supplementary International Search

SISA Supplementary International Searching Authority

SISR Supplementary International Search Report

WIPO World Intellectual Property Organization

WO of ISA Written Opinion of the International Searching Authority

WTO World Trade Organization

This document is based on the requirements of the Patent Cooperation Treaty (PCT), the

Regulations and the Administrative Instructions under the PCT. In case of any discrepancy between
this document and those requirements, the latter are applicable.

25.07.12
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WIPO | PCT

The International
Patent System

L]
Filing of PCT Applications

and PCT-SAFE

Elements making up the
international application

Filing-

Request (Article 3(2))
description (Article 3(2))
one or more claims (Article 3(2))

abstract (may be filed later without affecting the international filing
date) (Articles 3(2) and 3(3))

drawings (where applicable) — later submission may, subject to
certain conditions, result in a later international filing date
(Articles 3(2) and 14(2))

sequence listing part of description (where applicable) (Rule 5.2(a))

indications containing references to deposited microorganisms or
other biological material (some designated Offices (e.g. Japan)
require that they be in the description or in the international WiPo | PCT
application on the international filing date) (Rule 13bis)

PCT-SAFE-2

02.10.02




Elements which may accompany
the international application

B translation of the international application for the purposes of
international search or international publication — may be furnished later
without affecting the international filing date (Rules 12.3 and 12.4)

B separate power of attorney or copy of general power of attorney — may
be filed later without affecting the international filing date (Rules 90.4
and 90.5)

B priority document(s) — may be furnished until the date of international
publication (Rule 17.1)

B sequence listing in electronic form complying with the Standard set out in
Annex C of the Administrative Instructions—may be furnished later
directly to the ISA without affecting the international filing date but
subject to a late furnishing fee (Rule 13ter)

B separate indications concerning deposited biological material
that are not part of the international application, for ex., WIPO PCT
g «£0rm PCT/RO/134 (Rule 13bis)

PCT-SAF|
02.10.02

The request

B Printed request form (Form PCT/R0O/101)

Q4 periodically updated

Q4 available on Internet (http://www.wipo.int/pct/en/forms)

O may be obtained free of charge from the receiving Office or the
International Bureau

B Computer-generated request (Rules 3.1 and 3.4, Section 102(h))

QO layout and contents must correspond to those of the printed form
(no boxes may be omitted)
U slight adjustments are permitted

QO any text printed in italics may be omitted
B PCT-SAFE (EASY mode) request (Rule 89ter and Section 102bis)

B Electronic filing of the international application in accordance with
Part 7 and Annex F of the Administrative Instructions with ROs
which accept the filing of international applications in electronic form
WIPO I PCT
Filing- st Sy
PCT-SAFE-4
02.10.02




Concept and operation of designation
system (Rule 4.9)

B Automatic and all-inclusive designation of all PCT Contracting
States

O exceptions to the all-inclusive designation possible for DE, JP
and KR (countries with particular rules on “self-designation”)

= but only if the international application contains a priority
claim to an earlier application filed in the State that is to be
excluded

U otherwise withdrawals of designations possible

B Choice of types of protection postponed until national phase entry
(e.g. patent or utility model, national or regional patent)

B “Parent” information (continuation applications, patents of addition)

may be included in PCT request form for search purposes
WI_F'-‘C_). PCT
Filing- e System
PCT-SAFE-5
02.10.02

Signature of the request (1)
(Rules 4.15, 26.2bis(a))

B In principle, the request must be signed by all persons (legal
entity or natural persons) indicated as “applicant” or “applicant
and inventor”

BUT: if only one of the applicants signs, the lack of signature of
the other applicants will not be considered a defect

WARNING: Any notice of withdrawal would have to be signed
by or on behalf of all applicants (including applicant/inventors)

NOTE: DOs are entitled to require confirmation of the
international application by the signature of any applicant for
the DO who has not signed the request
WI_F’-‘C_). PCT
Filing-

PCT-SAFE-6
02.10.02




Signature of the request (2)
(Rules 4.15, 26.2bis(a))

B Signature by a person not named as applicant
(FOR---ON BEHALF OF---AS AUTHORIZED SIGNATORY OF)
depends on national law applied by receiving Office:

U either an officer or employee of a legal entity (an officer or
employee who does not have to be a patent attorney or
patent agent)

Uor a legal representative, if the applicant is a natural person
who is incapacitated

Uor a legal representative, if the applicant is a bankrupt
company

B A person indicated as “inventor only” need not sign the request
WI_F’-‘C_). PCT
Filing- e System
PCT-SAFE-7
02.10.02

Signature of the request (3)
(Rules 4.15, 26.2bis(a))

B If the request is not signed by the applicant(s) but by an
agent, a separate power of attorney signed by all the
applicant(s) must be filed (either original individual power
or copy of general power)

BUT: if only a power of attorney signed by one applicant
is filed , the lack of powers of attorney signed by the other
applicants will not be considered a defect

NOTE: ROs may waive requirement that a separate
power or a copy of a general power of attorney must be
submitted

WIPO|PCT
Filing- e System
PCT-SAFE-8
02.10.02




Physical requirements of the
international application (Rule 11) (1)

B A4 size paper for all the sheets (Rule 11.5)

M Line spacing: 1 1/2 for pages of text in description, claims
and abstract (Rule 11.9(c))

B Minimum and maximum margins for the sheets of text
and drawings (Rule 11.6)

B Indication of the applicant’s or agent’s file reference
(Rule 11.6(f) and Section 109)

U 12 characters maximum
U in the upper left-hand corner of the sheet
U within 1.5 cm of the top of the sheet

WIPOIPCT
Filing- 1B SyBiBm
PCT-SAFE-9
02.10.02

Physical requirements of the
international application (Rule 11) (2)
B Numbering of the sheets (Rule 11.7, Sections 207 and 311)

U centered at the top or bottom of the sheets, not in the
margin

O 4 series: request
description, claims, abstract

drawings (if any)
sequence listing part of the description (if any)

M Special requirements for drawings (Rule 11.13)

Recommendation: no text matter in the drawings (avoids
-, PYoblems with translations for national phase) =y

PCT-SAFE-10
02.10.02
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Headings of the parts of the description
(Rule 5 and Section 204 of the
Administrative Instructions)

Filing-

B Technical Field

B Background Art

B Disclosure of Invention or Summary of Invention
B Brief Description of Drawings

B Best Mode for Carrying Out the Invention or, where
appropriate, Mode(s) for Carrying Out the Invention

B Industrial Applicability
B Sequence Listing

WIPO I PCT

rer-sare-ll Sequence Listing Free Text

02.10.02

PCT-SAFE
(Secure Applications Filed Electronically)

Filing-

M Allows for preparation and submission of entire
PCT international application in electronic format

B Provides safety, confidence, convenience, efficiency,
wide accessibility and simplicity to PCT E-filing

M Based on agreed standards, interoperable with other
user software, means for preparing an international
application once and the ability to file it anywhere

M Facilitates communications and data exchange
between Offices (long term)

WIPO I PCT

PCT-SAFE-12

02.10.02
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Facts and Figures

B PCT-SAFE fully electronic filing possible with RO/IB
since 2004

B PCT-EASY type filings accepted by 80 receiving Offices

B Fully electronic filings currently accepted by over
20 receiving Offices

B Fully electronic and PCT-EASY type filings accounted for
over 86% of all PCT filings in 2011

B At RO/IB (2011):
Fully electronic filings 71%, PCT-EASY type filings 6%,
paper only filings 23%
WIPOIPCT

PCT-SAFE-13
02.10.02

PCT-SAFE: two options

M Fully electronic filing of application:

U entire application in electronic form (image or character-
coded), electronically signed

U transmitted via secure internet connection or on physical
media

M Preparing request in “PCT-EASY mode”

U entire application in paper form (legal copy) including the
PCT-EASY request form printout

U plus physical medium with electronic request form and

abstract data
WI_F'-‘C_). PCT
Filing- e System
PCT-SAFE-14
02.10.02
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PCT-SAFE: fee reductions

B “PCT-EASY” type of filing (on paper + request and
abstract on physical medium)
CHF 100 (EUR 82 or USD 109 or equivalent amount)

B Fully electronic type of filing with application body in
image format (for example PDF, TIFF attachments) and
only the request in character coded format (XML)

CHF 200 (EUR 164 or USD 219 or equivalent amount)

B Fully electronic type of filing with application body and
request in character coded format (XML)
CHF 300 (EUR 245 or USD 328 or equivalent amount)

WIPO|PCT
Filing- 180t Sysiem
PCT-SAFE-15
02.10.02

Accepted file formats

B Image format: pdf, jpeg, tiff

B Character coded format: xml

M For the formats accepted by a particular receiving Office,

see
www.wipo.int/pct-safe/en/support/notifications/efiling/efiling. pdf

M If accepted by the receiving Office, applicants are
encouraged to attach their pre-conversion files (documents
used to create the image/xml documents)

WIPO|PCT
Filing- 180t Sysiem
PCT-SAFE-16
02.10.02
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PCT-SAFE: Benefits (1)

M Instant confirmation of filing when submitted online
B Reduced filing costs (printing, copying and mailing)
M Reduced filing fees

B Reduction in amount of paper used

B PCT-SAFE products available free of charge

WIPO|PCT
Filing- e System
PCT-SAFE-17

02.10.02

PCT-SAFE: Benefits (2)

B XML format for application documents renders data
more searchable and re-usable

M Digital certificates, required for fulfilling the
signature requirement, are available from WIPO
free of charge

M Existing certificates accepted by receiving Offices
can be used

WIPO|PCT
Filing- e System
PCT-SAFE-18
02.10.02
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Validation function (automatic formality
check)

“Traffic lights” assist in completing request form data:
@ Missing indications mandatory for according an international filing date

@ Incomplete or erroneous indications also mandatory for the according of
international filing date or other obvious error

(O Missing indications, the omission of which could prompt further
communication from the RO (for example, invitation to correct defects)

(@ Incomplete or erroneous indications which could prompt further
communication from the RO

@ No indication required, but applicant should evaluate the need to make
such indications

@ A reminder questioning the need for indications or verification

@ The indications appear to be in order
Wl.F‘C.) PCT
Filing- B System
PCT-SAFE-19
02.10.02

How to obtain software
B PCT-SAFE Client
U download from the PCT-SAFE web site
O CD installation from Help Desk
B WIPO CA digital certificate
QO obtain through the PCT-SAFE web site
M Cost
Q free of charge
B Supporting documentation
U user guides and e-tutorials available on  wiro per

g FE20 web site and installation CD

02.10.02
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Further information

PCT e-Services Help Desk

World Intellectual Property Organization
Chemin des Colombettes 34

CH-1211 Geneva 20, Switzerland

Tel: (+41-22) 338 95 23

Fax: (+41-22) 338 80 40

E-mail: epct@wipo.int

Internet:  http://www.wipo.int/pct-safe

Telephone opening hours are Monday to Friday from 9.00 a.m.
to 6.00 p.m.

WIPO|PCT
Filing- e System
PCT-SAFE-21
02.10.02
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The International
Patent System

Declarations

Declarations under Rule 4.17

B Purpose: possibility to anticipate certain national phase
requirements during the international phase (Rule 51bis.2)
H Inclusion in request or subsequent filing is optional
M Declarations relate to the following matters (Rule 4.17):
U identity of the inventor
U applicant’s entitlement to apply for and be granted a patent

U applicant’s entitlement to claim priority of an earlier
application

U declaration as to inventorship (for the US designation only)

O non-prejudicial disclosures or exceptions to lack of novelty
WIPO I PCT

Declaration-2
25.07.12
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Formal requirements

B Declarations have to use standardized wording as
prescribed in Sections 211 to 215 of the Administrative
Instructions

B Where a declaration has been furnished, no documents
or evidence as to that matter may be required by the
designated/elected Office

U unless that Office may reasonably doubt the veracity
of the declaration; and/or

U evidence concerning non-prejudicial disclosures or
exceptions to lack of novelty may be required
WI_F'-‘C?. PCT

Declaration-3
25.07.12

Declaration of inventorship (Rule 4.17(iv))
(only for US designation)

Bl All inventors need to be named in the same declaration
B Declaration must be signed and dated by all inventors

B Signatures may appear on different copies of the same
complete declaration

B Signature does not have to be an original (fax copy)

B DO/US accepts a seal as signature when the
international application is filed with receiving Offices
which accept seals as signatures

WI_F'.-‘C?. _P_C.T

Declaration-4
25.07.12
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Addition/correction of declarations
(Rule 26ter)

B Applicants may correct or add any of the declarations
filed under Rule 4.17

B Time limit: until the expiration of 16 months from the
priority date (or even later, provided that the
declaration is received by the International Bureau
before the technical preparations for international
publication have been completed)

B The receiving Office or International Bureau may
invite the applicant to correct any declaration that is
not worded as required or, in the case of the
declaration of inventorship (Rule 4.17(iv)), WIPO PCT
searaions 1S NOL Signed as required e

25.07.12

Publication of declarations

B Declarations received within the applicable time limit
will be mentioned on the front page of the published
international application

B The full text of the declarations will be published as
part of the international application

WIPO I PCT

Declaration-6
25.07.12
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Declarations referred to under
Rule 4.17: Additional issues

B National forms should not be used for declarations in the
international phase (for instance, a combined declaration of
inventorship/ power of attorney) since they do not use the
standardized wording

B When a declaration is furnished after the international filing
date, no further page fee would be required

B If a defective declaration is not corrected during the
international phase:

O does not affect the processing of the declaration by the
International Bureau

0 DOs/EOs may accept defective declaration
WI_F'-‘C_) PCT
B No provision for the withdrawal of declarations o Satem

Declaration-7
25.07.12
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[]
Fees Payable under the PCT

Fees payable to the receiving Office (RO)

B transmittal fee
M international filing fee (for IB)
M search fee (for ISA)
B supplement per sheet in excess of 30 (for IB)
M fee for priority document
M |ate payment fee
M |ate furnishing fee (translation of international application)
M fee for requesting restoration of the right of priority
M fee for copies of documents
N

rees2  (Fees indicated in italics are payable only in certain circumstances)
19.04.11
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Fees payable to the International
Searching Authority (ISA)

M additional search fee
M protest fee (where applicable)
M fee for copies of documents

M late furnishing fee (furnishing of a sequence listing)

(Fees indicated in italics are payable only in certain circumstances)

WIPO I PCT

Fees-3
19.04.11

Fees payable to the
International Bureau (IB)

M fee for early publication (before issuance of ISR)

M fee for publication of refused request for rectification of
obvious mistake

M fee for publication of late request for correction/addition of
priority claim

M fee for copies of documents
B supplementary search fee (for the SISA)
B supplementary search handling fee

(Fees indicated in italics are payable only in certain circumstances) W!P© PCT

Fees-4
19.04.11
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PCT fees payable to the International
Preliminary Examining Authority (IPEA)

M preliminary examination fee

M handling fee (for IB)

M |ate payment fee

M additional examination fee

M protest fee (where applicable)

M fee for copies of documents

M late furnishing fee (furnishing of a sequence listing)

(Fees indicated in italics are payable only in certain circumstances) wiro pPcT

Fees-5
19.04.11

Fees not payable during international
phase

Under the PCT, there is:

B no fee for requesting extension of time to correct certain
formal defects

B no claims fee (at the time of filing of the international
application or during the international phase, if claims are
added)

B no fee for late response to certain communication (for
example, invitation to correct or written opinion)

B no fee for filing a request for rectification of an obvious
mistake under Rule 91

B no fee for requesting a change in the indications e

feee®, CoNcerning the applicant, inventor, etc. under Rule 92bis
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Time limits for payment of fees (1)

B Chapter I:

U transmittal fee, international filing fee, search fee:
one month from the date of receipt of the
international application by the RO
(Rules 14.1(c), 15.4 and 16.1(f))

U special provisions for cases where the international
application is transmitted to RO/IB under Rule 19.4
(Rule 19.4(c))

WIPO I PCT

Fees-7
19.04.11

Time limits for payment of fees (2)

M Chapter II:

O preliminary examination fee and handling fee: one
month from the date of receipt of the demand by the
IPEA or 22 months from the priority date, whichever
expires later (Rules 57.3 and 58.1(b))

U special provisions for cases where the demand is
transmitted to the competent IPEA under Rule 59.3
(Rules 57.3 and 58.1(b))

WIPO I PCT

Fees-8
19.04.11
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Safeguards in respect of payment of fees

B In respect of the transmittal, international filing and search
fees payable to the receiving Office (Rule 16bis.1(d))

B In respect of the handling and preliminary examination
fees payable to the IPEA (Rule 58bis.1(d))

Bl If fees concerned are paid after the expiration of the
applicable time limit(s) but before any further action is
taken by the Office or Authority concerned, the fees are
considered to have been paid within the applicable time
limit(s)

WIPO I PCT

Fees-9
19.04.11

Invitation to pay missing fees (Chapter 1)
(Rule 16bis)

Bl If the fees due (i.e., transmittal fee, search fee, international
filing fee) are not paid within the applicable time limit(s):

U the RO invites the applicant to pay to it the missing fees
within one month from the date of the invitation; and

U the RO may require a late payment fee of 50% of the
missing amount (minimum: transmittal fee; maximum:
50% of the international filing fee)

B The RO will not transmit the search copy to the ISA until the
search fee is paid (Rule 23.1(a))

B Consequence in case of non-payment:

U the international application will be considered
withdrawn by the RO

WIPO I PCT

Fees-10
19.04.11
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Invitation to pay missing fees (Chapter II)
(Rule 58his)

B If the fees due (i.e., preliminary examination fee and handling
fee) are not paid within the applicable time limit:

U the IPEA invites the applicant to pay to it the missing fees
within one month from the date of the invitation; and

U the IPEA may require a late payment fee of 50% of the
missing amount (minimum: handling fee;
maximum: double the amount of the handling fee)

B Examination will not start until the fees are paid (Rule 69.1(ii))
B Consequence in case of non-payment:

If the amount paid is not sufficient to cover the examination

fee, the handling fee and, where applicable, the late

payment fee, the demand will be considered by the |, .. scr

IPEA as if it had not been submitted and the IPEA will e
ol s0 declare

Refund of fees by the receiving Office
(Rules 15.6 and 16.2)

H If no international filing date is accorded,
or, due to prescriptions concerning
national security, the international
application is not treated as such: .. ....... international filing and
search fee

M If the international application is
withdrawn or considered withdrawn:

U before transmittal of the record
copytothelIB:..................... international filing fee

copytotheISA: .................... search fee

B For the other fees (e.g. transmittal fee) or when outside of the time limits
indicated, certain fees may be refunded under certain circumstances.
Check with the competent Office or Authority Lo s PCT

Fees-12
19.04.11
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Refund of fees by the IPEA

B Handling fee: full refund (Rule 57.6)

U if demand withdrawn before having been sent by the IPEA
to the IB

U if demand considered, under Rule 54.4, not to have been
submitted

B Preliminary examination fee: refund of up to 100%, depending
on circumstances and IPEA

O where demand considered as if it had not been submitted
(Rule 58.3)

U where demand withdrawn before start of international
preliminary examination (Agreement between IPEA and 1B
of WIPO); see the PCT Applicant’s Guide,

International Phase, International Preliminary WIPO|PCT
Fees.13 Examining Authorities (Annex E) for details e

19.04.11

Warning — fraudulent requests
for payment of registration fees

B PCT applicants and agents are receiving invitations to pay
fees that do not come from the IB and are unrelated to the
processing of international applications under the PCT

B Whatever registration services might be offered in such
invitations, they bear no connection to WIPO or to any of its
official publications

B The services offered do not give applicants any added
value, since they are provided by the IB for no additional
charge (www.wipo.int/pctdb)

B Examples of such misleading invitations can be viewed on
our website at the following link:
http://lwww.wipo.int/pct/en/warning/pct_warning.htm i oA

Fees-14
19.04.11
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Priority Claims-and the
WIPO Digital Access Service for
Priority Documents (DAS)

PCT requirements

Priority documents

Correction/Addition-of prierity claims

Restoration of the right of priority

Digital Access Service for Priority Documents (DAS)

The right of priority (1)
(Article 4 of the Paris Convention)

B Any filing of an application for a patent by an applicant in
one member country, entitles that applicant (or his
successor in title) to have certain rights when applying
for patent protection in all other member countries within
12 months

For prior art purposes, the later applications will be
regarded as having been filed on the same date as the
first application

The right of priority can be based only on the first filed
application on the subject matter (see Paris Convention
Art.4C(4) for exception)

Priority-DAS-2

25.07.12

WiPO PCT
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The right of priority (2)
(Article 4 of the Paris Convention)

B Multiple and partial priorities may be claimed

B The later application must concern the same subject as
the first application the priority of which is claimed

B Withdrawal, abandonment or rejection of the first
application does not destroy its capacity to serve as a
basis for priority

WIPO I PCT

Priority-DAS-3
25.07.12

Priority date
(PCT Article 2(xi))

B The priority date for the purposes of computing time
limits means:

O where the international application contains a priority
claim, the filing date of the application whose priority
is claimed

O where the international application contains several
priority claims, the filing date of the earliest
application whose priority is claimed

O where the international application does not contain
any priority claim, the international filing date

WIPO I PCT

Priority-DAS-4
25.07.12
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Claiming priority
(PCT Article 8, Rule 4.10)

B The international application may contain a declaration
claiming the priority of one or more earlier applications

Q4 filed in or, by way of a regional or international
application, for any country party to the Paris
Convention and/or

U filed in any Member of the World Trade
Organization (WTO) that is not party to the Paris
Convention

WIPO I PCT

Priority-DAS-5
25.07.12

Contents of priority claims (Rule 4.10) (1)

B Earlier national application:
4 filing date
O application number

O country party to the Paris Convention or Member of WTO
in which earlier application was filed

B Earlier regional application:
4 filing date
O application number

O authority entrusted with the granting of regional patents (in
practice, the regional Office concerned)

O where at least one country party to the regional patent
treaty is neither party to the Paris Convention nor Member
of WTO, at least one country party to that Convention ;.0 pCT
or one Member of that Organization for which that earlier ;555

priority-DAS-6  gpplication was filed
25.07.12
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Contents of priority claims (Rule 4.10) (2)

M Earlier international application:
U international filing date
U international application number

U receiving Office with which the earlier international
application was filed

WIPO I PCT

Priority-DAS-7
25.07.12

Furnishing of priority documents
(Rule 17.1)

B Where the priority of an earlier national, regional or international
application is claimed, the applicant must provide a priority
document for each corresponding earlier application (that is, a
certified copy of the earlier application)

U by furnishing such document directly to the receiving Office
or the International Bureau (Rule 17.1(a)), or

U by requesting the receiving Office to prepare such
document and transmit it to the IB (Rule 17.1(b)), if the
earlier application was filed with that Office, or

U by requesting the IB to obtain the priority document from a
digital library (Rule 17.1(b-bis)) (only for Offices
participating in the Digital Access Service (DAS) wiro pet

Priority-DAS-8
25.07.12
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Time limit for the furnishing of
priority documents (Rule 17.1)

B Direct submission by the applicant to the RO:
O within 16 months from the priority date

H Direct submission by the applicant to the IB:
U before international publication

B Request to the RO to prepare and transmit the priority document
to the IB:

U within 16 months from the priority date
B Submission via DAS to IB:

U The priority document must be made available to the IB via
DAS and the request to the IB to retrieve the priority
document must be made before international publication

WIPOIPCT

Priority-DAS-9
25.07.12

Correction/addition of priority claims

B What can be the problem?
U missing priority claim
U missing priority date
U missing indications of the date, number or country of
filing
Q4 filing date of earlier application more than 12 months
before the international filing date

U earlier filing not in a country party to the Paris
Convention or a Member of WTO

B Applicable provisions:
U Article 8
U Rules 4.10, 26bis, 48.2(a)(vii) and 91

WIPO I PCT

Priority-DAS-10
25.07.12
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Correction/addition of priority claims
affecting the priority date (Rule 26bis) (1)

M Cases concerned:

O adding a priority claim with an earlier filing date than
any priority claim present in the application

QO correction of the filing date of the earliest priority claim

WIPO I PCT

Priority-DAS-11
25.07.12

Correction/addition of priority claims
affecting the priority date (Rule 26bis) (2)

B Applicable time limit:
U within 4 months from the international filing date; or

O possibly later, if the earlier of the following two time limits
expires later than the 4-month time limit:

= 16 months from the priority date before the correction or
addition

= 16 months from the priority date after the correction or
addition

U any correction received before the RO or IB has declared the
priority claim to be void and not later than one month after the
expiration of the above time limit, will be considered as timely
received (Rule 26bis.2(b)) el

PlomoAS12. NOTE: This does not apply to late additions of priority claims




33

Correction/addition of priority claims
not affecting the priority date (Rule 26bis) (1)

l Cases concerned:

Ucorrections which do not affect the filing date of the
priority claim

Uadding a priority claim with a later filing date than the
earliest priority claim present in the application (e.g.
second priority claim)

Ucorrections of the filing date of a priority claim which
is not the earliest one

WIPO I PCT

Priority-DAS-13
25.07.12

Correction/addition of priority claims
not affecting the priority date (Rule 26bis) (2)

H Applicable time limit:
U Rule 26bis.1(a):
= within 4 months from the international filing date; or

= within 16 months from the priority date, whichever time
limit expires later

= any correction received before the RO or IB has declared
the priority claim to be void and not later than one month
after the expiration of the above time limit, will be
considered as timely received (Rule 26bis.2(b))

NOTE: This does not apply to late additions of priority claims
U Rule 91: within 26 months from the priority date W'POPCT

Priority-DAS-14
25.07.12
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Correction and addition of priority claim (Rule 26bis)

Priority date indicated PCT filing date
27.01.2009 28.07.2009 28.11.2009

1 |
T T
I ' '
' '
4 months H H
' '
' '
' '
' '
16 months from priority date ! H
- ——— b ————— >
! 27.05.2010
16 months from corrected priority date 1
___________________________________________ >
26.09.2008 26.01.2010
applicable
time limit
applicable
Priority date indicated PCT filing date time limit
23.08.2008 24.10.2009 24.02.2010
L B 1
T T
i —— '
' ' '
'
H 4 months H H
' ' '
' ' '
' ' '
' ' '
! 16 months from priority date ! !
——————)————————r > '
o 23.12.2009 !
Co‘*“ 16 months from corrected priority date 1
___________________________________________ -
25.02.2009 25.06.2010

WIPOIPCT

Priority-DAS-15
25.07.12

Correction and addition of priority claim (Rule 26bis)

— continued —
@ 25.00.2009 25.01.2010 25.01.2011
[ |
T T
—_— ' '
H ' '
1 4 months ' H
'
! H H
! i i
H iorif 1 1
o ___lomonthsfompriotydate i __ ___ .
ADDED PRIORITY '
CLAIM .- '
16 months from corrected priority date
|________________p__y ___________ »>
24.10.2008 24.02.2010
applicable
time limit
applicable
Priority date indicated PCT filing date time limit
23.05.2008 23.10.2009 23.02.2010
! Ul 1
I T | ———
i ' '
' ' '
H ! 4 months !
' ' '
' ' '
' ' '
' ' '
' 16 months\rom priority date ! '
D e e e i » 23.09.2009 1
'
16 months from corrected priority date H
b= >
23.11.2008 25.03.2010

WiPO PCT

Priority-DAS-16
25.07.12
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Invitation to correct by RO or IB (1)

B Forms:

U receiving Office: Form PCT/RO/110

U International Bureau: Form PCT/IB/316
B Invitation (Rule 26bis.2(a)), is issued if:

U priority claim does not comply with requirements of
Rule 4.10

U any indication in the priority claim is inconsistent with
the corresponding indication appearing in the priority
document

U International application has an international filing
date outside the priority period G TR

Priority-DAS-17
25.07.12

Invitation to correct by RO or IB (2)

B The RO will also draw the attention of the applicant to
the possibility to request restoration of the priority right
(Rule 26bis.3) if the international filing date is outside
of the priority period but within a period of two months
from the date of expiration of the priority period

M If the applicant does not correct the priority claim in
response to the invitation, the priority claim concerned
will be considered void, for the purposes of the
procedure under the PCT (Rule 26bis.2(b))

WIPO I PCT

Priority-DAS-18
25.07.12
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Invitation to correct by RO or IB (3)

B However, a priority claim will not be considered void
only because (Rule 26bis.2(c)) :

U the indication of the number of the earlier
application is missing; or

U an indication in the priority claim is not the same as
the corresponding indication appearing on the
priority document; or

U the international filing date is outside of the priority
period but within a period of two months from the
date of expiration of the priority period

WIPOIPCT

Priority-DAS-19
25.07.12

Invitation to correct by RO or IB (4)

B The finding that the priority claim is considered void for
the purposes of the procedure under the PCT, would
not prevent any designated Office from recognizing
such a priority claim for the purposes of the national
phase if so permitted or required by national law

B Warning to third parties: different priority dates may

apply in different designated States (Rules 26bis.2(d)
and 48.2(a)(ix))

WIPO I PCT
Priority-DAS-20
25.07.12
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Publication related to priority claims (1)

H Information concerning a priority claim considered void or
only not considered void because:

U the number was missing
U inconsistency with the indications on priority document

U the international filing date is outside of the priority
period but with a period of two months from the date of
expiration of the priority period

will be published by the International Bureau free of charge
together with, where applicable, information furnished by
the applicant concerning such priority claims
(Rule 26bis.2(d))

Priority-DAS-21
25.07.12

WIPO I PCT

Publication related to priority claims (2)

B Correction and addition of priority claims under
Rule 26bis.1(a):

After the expiration of the applicable time limit to
correct or add a priority claim, applicant may request
the International Bureau (Rule 26bis.2(e)) to publish
information concerning the priority claim concerned:

O within 30 months from priority date; and
U subject to the payment of a fee
WIPO I PCT

Priority-DAS-22
25.07.12
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Restoration of the right of priority
Competent authorities

B Competent Authorities:

U RO during the international phase
(Rule 26bis.3)

U DO during the national phase
(Rule 49ter.2)

WIPO I PCT

Priority-DAS-23
25.07.12

Restoration of the right of priority
Applicable criteria

l Applicable Rules: 26bis.3(a) and 49ter.2(a)
B Two possible criteria for restoration:

U failure to file the application within the priority
period
occurred in spite of due care required by the
circumstances having been taken

4 failure to file the application within the priority
period was unintentional

H All Offices must apply at least one of these criteria and
may apply both; designated Offices may also apply a
more favorable criterion in accordance with their 172 257

prioiy-DAs-24 NAtional law
25.07.12
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Restoration by RO (Rule 26bis.3)
M Conditions:
U request to restore must be filed with the RO

QO time limit: within a period of 2 months from the
date of the expiration of the priority period

Q filing of statement of reasons for failure to comply
with the time limit

O statement should preferably be accompanied by a
declaration or other evidence to support such
statement

U where applicable, payment of the required fee

wy&q_ .PICIT

Priority-DAS-25
25.07.12

Effects of refusal to restore by RO
(Rule 26bis.3)

B Any priority claim to an earlier application filed less than
14 months before the international filing date

B will not be declared void even if priority is not
restored by the RO (Rule 26bis.2(c)(iii))

B will serve as a basis to calculate time limits during
the international phase

B The validity of such a priority claim in the national phase
is not assured

WIPO I PCT

Priority-DAS-26
25.07.12
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Effects of restoration in the
national phase (Rule 49ter.1)

B Effect of restoration by RO in the national phase:

O RO restoration based on the “due care” criterion is
effective in all DOs

U RO restoration based on the “unintentional” criterion is
effective in those DOs which apply that criterion (or a
more lenient one)

U RO restoration is not conclusively binding on DOs:
limited review by DOs is possible

U RO refusal to restore is not binding on DOs

B For declarations of incompatibility with the national law
(reservations), see the WIPO website at:

www.wipo.int/pct/en/texts/reservations/res_incomp.html
Priority-DAS-27
25.07.12

WIPO I PCT

Reservations made by Offices

The following Offices have notified the International Bureau of the
incompatibility of Rule 26bis.3(a) to (i), Rule 49ter.1(a) to (d)
and/or Rule 49ter.2(a) to (g) with their national/regional law:

U Incompatibility as RO (Rule 26bis.3(j)):
BE, BR, CO, CU, CZ, DE, DZ, ES, GR, ID, IN, IT, JP, KR,
NO, PH

U Incompatibility of the effect of decision of RO on DO
(Rule 49ter.1(q)):
BR, CA, CN, CO, CU, CZ, DE, DZ, ES, ID, IN, JP, KR, MX,
NO, PH, TR, US

O Incompatibility as DO (Rule 49ter.2(h)):
BR, CA, CN, CO, CU, CZ, DE, DZ, ES, ID, IN, JP,
KR, MX, NO, PH, TR, US

Priority-DAS-28
25.07.12

WIPO I PCT
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Digital Access Service for Priority Documents (DAS)

B Legal Basis:
O PCT Rule 17.1(b-bis)
O Administrative Instructions 715 and 716

B Applicants may request the IB to retrieve priority
documents from digital libraries (may also be possible at
some DOs)

B Participating Offices: AU, CN, DK, ES, FI, GB, 1B, JP, KR,
SE, US
B For detailed information on DAS, see: www.wipo.int/das/en
WIPOIPCT

Priority-DAS-29
25.07.12

Retrieval of priority documents via DAS

B Possibility to request the IB to retrieve a copy of the
priority document of an earlier application, in electronic
form, via DAS

B The service is available for earlier national applications
filed with AU, CN, DK, ES, FI, GB, JP, KR, SE and US
and for earlier international applications filed with DK, FlI,
SE and RO/IB

B The Office with which the earlier national application was
filed is known as the Office of First Filing (OFF) or the
Depositing Office

B The Office that retrieves the document is known as the
Office of Second Filing (OSF) or Accessing Office

WIPO I PCT

Priority-DAS-30
25.07.12
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Main steps for the use of DAS

B Request the OFF to make the earlier application
available via DAS and provide an access code

B The OFF (or, in some cases, the IB on behalf of the
OFF) provides the applicant with an access code

B File the PCT international application and request the IB
to retrieve the priority document via DAS by checking the
appropriate box on the request form and include the

access code

M The IB retrieves the priority document via DAS and
sends a confirmation of retrieval to the applicant by
means of the form PCT/IB/304

Priority-DAS-31
25.07.12

WIPO I PCT

Requesting DAS p-doc retrieval

B Select the checkbox on the Priority details page for the corresponding priority claim.

Priority-DAS-32
25.07.12

Details of Priority Claim of Earlier Application x|
@ 2 |
Fs & National £ Regional " International (PCT}
5 Country:[US  [United States of America |
Filing date: |29 July 2011 QI
Number: |51/274,654
¥ The International Bureau is requested to obtain from a digital library a ¢
icertified copy of the above-identified earlier application
Access cods: I
[ The receiving Office is requested to prepare and transmit to the International
Bursau a certified copy of the above-identified sarlier application
™| The receiving Office is requested to restare the right of priorty.
v

WIPO I PCT
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Correction of Defects Relating
to the Filing of the Application

Defects which can be corrected without
affecting the international filing date (1)

B Office not competent because of the applicant’s nationality
and residence (Rule 19.4(a)(i))

B International application filed in a language not accepted
by the receiving Office (Rule 19.4(a)(ii))

B Errors in the indication of the applicant’s nationality and/or
residence (Section 329 of the Administrative Instructions)

B Non-admitted language for the request, abstract, text
matter in drawings (Rule 26.3ter)

B Incomplete, erroneous or missing priority claim
(Rule 26bis) Wigoger

Defects-2
02.10.12
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Defects which can be corrected without
affecting the international filing date (2)

B Unpaid or not fully paid fees (Rule 16bis)

Missing signature in the request (Rule 4.15)

Incomplete, erroneous or missing declarations under
Rule 4.17 (Rule 26ter)

B Formal defects (Rules 11 and 26)

B Missing title of the invention

B Missing abstract

B Obvious mistakes (Rule 91) BiERIE

Defects-3
02.10.12

Defects which may result in a later
International filing date (Rule 20.5)

B missing sheets of
U description
U claims

U drawings

WiPO PCT

Defects-4
02.10.12
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Missing elements and parts of the
international application (Rule 20) (1)

B Objective: Enable inclusion of accidentally omitted
elements or parts that are contained in a priority
application without affecting the international filing date

U element = all of the description or all of the claims

U part = part of the description, part of claims or part or
all of pages of drawings

WIPO I PCT

Defects-5
02.10.12

Missing elements and parts of the
international application (Rule 20) (2)

Bl Conditions:

U priority must have been claimed on the original filing
date (Rule 4.18)

U priority application contains the element or part
(Rule 20.6(b))

U request contains statement of (conditional)
incorporation by reference (Rule 4.18)

U timely confirmation of incorporation by reference
(Rules 20.6 and 20.7)
B Competent Authority: RO e

Defects-6
02.10.12
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Confirmation of incorporation by
reference (Rules 20.6 and 20.7) (1)

B Time limit: two months from filing or from invitation to
correct (Rule 20.7)

B Documents to be filed (Rule 20.6):
U notice of confirmation
U missing sheets

O copy of the earlier application as filed unless the
priority document already submitted

U translation if not in the language of the international
application

O indication as to where in the priority document ~ wiro pct
Defects.7 (and translation) the missing parts are contained '

02.10.12

Confirmation of incorporation by
reference (Rules 20.6 and 20.7) (2)

B If not all requirements for incorporation by reference
are fulfilled

(for example, if a missing element or part is not
entirely contained in the earlier application):

U the international application is assigned a later
filing date (date of receipt of missing element or
part),

U applicant may request that missing part be
disregarded (Rule 20.5(e)) wiPo PCT

Defects-8
02.10.12
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Invitation by RO to correct defect
under Article 11(1) (Rule 20.3)

Where the entire description or all claims are missing,
RO invites the applicant to either:

U furnish a correction under Article 11(2) and the
international application is accorded a later filing
date or,

U confirm under Rule 20.6(a) that the element is
incorporated by reference under Rule 4.18 and
the international filing date is maintained

WIPO I PCT

Defects-9
02.10.12

Effect of incorporation by reference
In the national phase (Rule 82ter.1(b))

B DOs may, to a limited extent, review the decision allowing
the incorporation by reference

M Declarations of incompatibility with the national law
(reservations) were made by a number of ROs and DOs
See WIPO website at:
www.wipo.int/pct/en/texts/reservations/res_incomp.html

WIPO I PCT

Defects-10
02.10.12
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Declarations of incompatibility with the
national law

The following Offices have notified the International
Bureau of the incompatibility of Rules 20.3(a)(ii) and
(b)(ii), 20.5(a)(ii) and (d), and 20.6 with its
national/regional law:

O Incompatibility as RO (Rule 20.8(a)):
BE, CU, CZ, DE, ID, IT, KR, MX, PH

O Incompatibility as DO (Rule 20.8(b)):
CN, CU, CZ, DE, ID, KR, LT, MX, PH,TR

WIPO I PCT

Defects-11
02.10.12
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Rectification of Obvious -Mistakes
under PCT Rule 91

Redctification of obvious mistakes
(Rule 91) (1)

B No rectification shall be made except with the express
authorization:

U of the receiving Office if the mistake is in the request,

U of the International Searching Authority if the mistake is in any
part of the international application other than the request or in
any paper submitted to that Authority,

U of the International Preliminary Examining Authority if the
mistake is in any part of the international application other
than the request or in any paper submitted to that Authority,

O of the International Bureau if the mistake is any paper, other
than the international application or amendments or
Obvious corrections to that application, submitted to the

Mistakes-2 H
Oprakes International Bureau.

WIPO I PCT
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Rectification of obvious mistakes
(Rule 91) (2)

B Time limit: 26 months from the priority date (Rule 91.2)

M Clarification as to mistakes which are not rectifiable
under Rule 91:

Umissing pages and parts
U mistake in the abstract
Wmistake in Article 19 amendments

Umistake in the priority claims causing a change in the
priority date
WI_F’-‘C_) PCT
Obvious B System

Mistakes-3
02.10.12

Rectification of obvious mistakes (3)

B DO may disregard a rectification “if it finds that it would
not have authorized the rectification if it had been the
competent authority”, but must give the applicant an
opportunity to make observations (Rule 91.3(f))

M Authorized request for rectification:

U if this is received after technical preparations for
publication have been completed, the IB will publish a
statement reflecting the rectifications, any
replacement sheets and the request for rectification
together with the republished front page (Rule 48.2(i))

WIPO I PCT
Obvious el g

Mistakes-4
02.10.12
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Rectification of obvious mistakes (4)
(Publication, Rule 48.2)

B Refused request for rectification:

U this will be published, upon request by the
applicant within two months from the refusal
and against payment of a fee, together with the
reasons for refusal and any brief comments by
applicant (Rule 91.3(d)); if this is received after
technical preparations for publication have
been completed, it will be promptly published
with the republished front page (Rule 48.2(k))

WIPOIPCT
Obvious 1B SsB

Mistakes-5
02.10.12

Correction procedure (Rule 26.4)

B Correction in the request:
U may be stated in a letter

B Correction of any element of the international
application other than the request:

U replacement sheet and letter drawing attention
to the differences between the replaced and
the replacement sheet must be submitted

WIPO I PCT
Obvious 1B SsB

Mistakes-6
02.10.12
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What is a replacement (substitute) sheet?
(Rules 26.4, 46.5(a) and 66.8(a))

B A sheet filed during the international phase which differs from
the sheet as originally (or previously) filed because it contains:

U correction(s) of formal defects (Rule 26)
U rectification(s) of obvious mistakes (Rule 91)
U amendment(s) of claims (Article 19)
U amendment(s) of description, claims, drawings (Article 34)
U change(s) in the indication(s) in the Request
concerning applicants, inventors, agents (Rule 92bis)

WIPO I PCT

Obvious
Mistakes-7
02.10.12

When and how to file a replacement
sheet?
B A replacement sheet must be submitted

O where the correction/rectification/lamendment is in any
part of the international application other than the
request, in all cases

O where the correction/rectification/amendment is in the
request, in cases where it is of such a nature that it
cannot be communicated in a letter and transferred to
the request without adversely affecting the clarity and
direct reproducibility of that sheet of the request

B It must be accompanied by a letter explaining the differences

between the replaced sheet and the replacement sheet
wyeq_ _?_'-C.T

Obvious
Mistakes-8
02.10.12
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Additional correction procedures

Review by and opportunity to correct before the
designated/elected Offices:

(Articles 24(2), 25, 26, 39(3) and 48, Rules 82bis
and 82ter)

WIPO I PCT
Obvious tent System
Mistakes-9
02.10.12
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Agents and Common Representatives
under the PCT

Agents (Rule 90)

B Who can act as agent?

U any person (attorney, patent agent, etc.) who has the right
to practice before the RO can act as agent and
automatically has the right to practice before the IB, the
ISA and the IPEA (Article 49);

U an agent who has the right to practice before the ISA
and/or IPEA can be appointed specifically for the purposes
of the procedure before that ISA or IPEA (Rule 90.1(b)
and (c));

U sub-agents may be appointed by agents (Rule 90.1(d)).
B What is a common agent?
U an agent appointed by all the applicants ool ae

Agents-2
19.04.11
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Common representatives (Rule 90)

B Who can act as common representative?

QO one of the applicants, who is entitled to file an
international application (i.e., who is a resident or
national of a PCT Contracting State), may be
appointed by all the other applicants, or

O where neither a common agent nor a common
representative has been appointed, the first named
applicant in the request who is entitled to file an
international application with the RO with which the
international application was filed is automatically
“deemed” to be common representative.

WIPO I PCT

Agents-3
19.04.11

Agents and common representatives
(Rule 90)

B Any act by or in relation to a common agent or a
common representative has the effect of an act by or in
relation to all the applicants, except for:

U a withdrawal made by a “deemed” common
representative (Rules 90.3(c) and 90bis.5(a)); and,

0 where an RO does not require that powers of
attorney have to be submitted (Rules 90.4 and
90.5), a withdrawal made by an agent or common
representative who has not submitted powers
signed by all applicants (Rule 90bis.5(a))
wiPO PQT

Agents-4
19.04.11
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Appointment of agents and common
representatives (Rules 90.4 to 90.6)

B Agents and common representatives may be appointed in
any of the following ways:

U in the request or, under Chapter Il, in the demand;

U in a separate power of attorney relating to a given
international application;

U in a general power of attorney relating to all international
applications filed in the name of the applicant.

Bl General powers of attorney are to be filed with the RO or,
where applicable, with the ISA or IPEA.

B For provisions on revocation of appointment of agents
and renunciation by an agent of his appointment, see wiro pct
Agents-5 Rule 906 Patant System

19.04.11

Waiver of requirement that a power of
attorney be furnished (Rules 90.4(d)
and 90.5(c))

B RO, ISA, IPEA and IB may waive the requirement that:
U a separate power of attorney; and/or
B RO, ISA and IPEA may waive the requirement that

U a copy of a general power of attorney has to be
furnished

B Any Office or Authority that has waived the requirement in
general may nevertheless require that a power of attorney
be furnished in particular instances

B For the table of Offices that made such a waiver, see
www.wipo.int/pct/en/texts/pdf/p_a_waivers.pdf

Agents-6
19.04.11

WIPO I PCT
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Common agent

applicant A applicant B applicant C

agent X J

Agent X is a common agent if he has been appointed by
all applicants

WIPO I PCT

Agents-7
19.04.11

Appointed common representative
(Rule 90.2(a))

applicant B ]

applicant A

applicant C

= Applicants B and C appoint applicant A as their
common representative.

= A may be so appointed only if national or
resident of a PCT Contracting State. =y

Agents-8
19.04.11
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Agent of the appointed common
representative

applicant B

applicant A

applicant C

agent X

= Applicant A (e.g. corporate applicant), who has been appointed
by the other applicants (e.g. applicants/inventors) as their
common representative, appoints agent X.

= Agent X can, on behalf of the appointed common representative,
sign all documents for all applicants including any withdrawal
(Rule 90.3(c)), provided that where a PCT Authority has waived

the requirement that powers of attorney have to be submitted, Wl'ﬁ'_c_?;- -?-,-C-T
Agents 9 such powers are on file.
“Deemed” common representative
(Rule 90.2(b))
applicant A ] [ applicant B [ applicant C

agent X J

= There is no common agent and the applicants have not appointed
a common representative. Consequently applicant A is the
"deemed" common representative (i.e., the first applicant named
in the Request, who has the right to file an international
application with the receiving Office with which the international
application was filed).

= Agent X, appointed only by applicant A, can sign all documents
for all applicants except any withdrawal (Rules 90.3(c)
Agents-10- and 90bis.5(a)).

19.04.11

WIPO I PCT
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Recording of Changes
under Rule 92bis

Rule 92bis: cases covered

B Change of name

B Change of address

B Change of nationality

B Adding/deleting an inventor

B Change of applicant (assignment, addition, deletion)

B Change of agent

WIPOIPCT

Changes-92bis-2
08.10.12
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Request for recording of a change
under Rule 92bis

B must be made in writing

B may be filed with the International Bureau or the
receiving Office

B generally no evidence of the change is required
during the international phase (the designated
Offices may, however, require that evidence (for
example, assignment) be submitted once the national
phase has been entered)

H the International Bureau will notify the applicant
(using Form PCT/IB/306) that the requested
change has been recorded

Changes-92bis-3
08.10.12

WIPO I PCT

Recording of a change in the person
of the applicant under Rule 92bis

B Where such request is made by a person not yet
named in the request (“the new applicant”) without
the written consent of the (“old”) applicant, a copy of
an assignment or other documentary evidence
supporting the change in person must be filed with
the request for the change

B Where such request is made by an agent of the new
applicant, a power of attorney signed by the new
applicant must be furnished at the same time

WIPO I PCT

Changes-92bis-4
08.10.12
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Time limit under Rule 92bis (1)

B The request must reach the International Bureau
before the expiration of 30 months from the priority
date

U Therefore, it is recommended to file it directly with
the International Bureau even though it is possible
to file it also with the receiving Office

B If it reaches the International Bureau after the
expiration of the applicable time limit, the change will
not be recorded and the applicant will have to proceed
with such request before each designated or elected
Office concerned

WIPO I PCT

Changes-92bis-5
08.10.12

Time limit under Rule 92bis (2)

B If the applicant wishes that a particular change be
taken into account for the international publication of
the international application, the request for recording
of that change must reach the International Bureau
before the completion of technical preparations for
international publication (normally, 15 days before
the actual date of publication).

M If the request for recording of a change reaches the
International Bureau too late to be reflected in the
international publication, the International Bureau will
notify all designated or elected Offices concerned.

wiPO ?QT

Changes-92bis-6
08.10.12
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[ ]
Withdrawals

21.04.11

Withdrawals under Chapter | (1)
(Article 24(1)(i) and Rule 90bis)

B What?

Q international application, designations (also for certain
kinds of protection), priority claim

® \When?

Q4 before the expiration of 30 months from the priority
date

B How?

4 by a notice of withdrawal (use of Form PCT/IB/372
recommended) signed by all applicants, their agent or

the appointed common representative, and filed with
the RO or the IB =y

Withdrawals-2
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Withdrawals under Chapter | (2)
(Article 24(1)(i) and Rule 90bis)

B Effect:
U withdrawal effective upon receipt by the RO or the IB

U withdrawal has no effect in DOs where national processing or
examination has already started

U withdrawal of international application or designations:

= effect ceases in each designhated State concerned, with
same consequences as withdrawal of a national application
in that State

= if notice of withdrawal received by the IB before completion
of technical preparations for international publication, there
will be no international publication (withdrawal can be made
conditional on receipt in time to prevent publication)

O withdrawal of priority claim: time limits which have not expired
are re-computed on the basis of the revised priority datewmo PCT
resulting from the withdrawal

Withdrawals-3
21.04.11

Withdrawals under Chapter Il (1)
(Article 37 and Rule 90bis)

B What?

Q international application, designations, demand, elections,
priority claim

B When?
U before the expiration of 30 months from the priority date
B How?

U by a notice of withdrawal (use of Form PCT/IB/372
recommended) signed by all applicants, their agent or the
appointed common representative, and filed with:

= the RO, the IB or the IPEA, if withdrawing international
application or priority claim WIPO PCT

Withdrawals-4 = the IB, if withdrawing demand or elections

21.04.11
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Withdrawals under Chapter Il (2)
(Article 37 and Rule 90bis)

B Effect:

O withdrawal effective upon receipt by appropriate Authority
(see above)

O withdrawal has no effect in DOs/EOs where national
processing or examination has already started

O withdrawal of demand or elections: withdrawal after
expiration of Chapter | time limit for entry into national
phase is considered to be withdrawal of the international
application in relation to the State(s) concerned

U withdrawal of priority claim: time limits which have not
expired are re-computed on the basis of the WIPO| PCT
Withdrawals.5 revised priority date resulting from the withdrawal

21.04.11
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Functions of the
International Bureau

General responsibilities under the PCT (1)

M International coordination of the PCT system

B Assistance to Contracting States (which have already
joined the PCT or which have shown interest in doing so)
and their national/regional Offices

U advice on how to implement the PCT into national law

U advice on how to set up internal procedures for
dealing with PCT applications, including receiving
Office training

WIPO I PCT

I1Bfunc-2
25.07.12
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General responsibilities under the PCT (2)

M Dissemination of information about the PCT system
O PCT Applicant’s Guide
U PCT Newsletter
U Official Notices
U List server messages, etc.
U PCT'’s website

B PCT Seminars and training courses
B Receiving Office for applicants from all Contracting States

WIPO I PCT

I1Bfunc-3
25.07.12

Responsibilities related to international
applications (1)

B Performs a second formalities review of record copies of
international applications

B Publishes international applications
B Receives and publishes Article 19 amendments

B Communicates copies of international applications,
international search reports and related documents to
designated Offices

WIPO I PCT

I1Bfunc-4
25.07.12
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Responsibilities related to international

applications (2)

B Records changes under Rule 92bis in the indications
related to applicants, inventors and agents

B Receives and reviews requests and collects fees for
supplementary international search (SIS)

B Transmits SIS requests to the SISA concerned

B Performs second formalities review of demands

WIPO I PCT

I1Bfunc-5
25.07.12

Responsibilities related to international
applications (3)

B Communicates international preliminary reports on
patentability (Ch.I or Ch.Il) to DOsS/EOs

B Translates titles and abstracts (into English and French),
international search reports (into English, if necessary)
and international preliminary reports on patentability
(Ch.1 or Ch.ll) (into English, if necessary)

WIPO I PCT

I1Bfunc-6
25.07.12
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International Publication

International publication (1)
(Article 21 and Rule 48)

B When?

Promptly after 18 months from priority date on the Internet
(www.wipo.int/pctdb/)

B Publication languages:

O Arabic, Chinese, English, French, German, Japanese,
Korean, Portuguese, Russian or Spanish

Q title, abstract and search report always (also) in English
B Contents of published international application

a always:

= front page with bibliographic data and abstract
= description, claims, and drawings, if any it -l

Publen-2 * international search report
04.01.12
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International publication (2)
(Article 21 and Rule 48)

U where applicable:
= amended claims (and any statement) under Article 19
= any declaration referred to in Rule 4.17 (Rule 48.2(a)(x))

= any relevant data concerning deposited biological material
furnished under Rule 13bis (Rule 48.2(a)(viii))

= information regarding requests for restoration of right of
priority (Rule 48.2(a)(xi))

= statement concerning authorized requests for rectification of
obvious mistakes received after publication (Rule 48.2(i))

= information about a priority claim considered not to have
been made (Rule 26bis.2(d)) i+ PCT

Publcn-3
04.01.12

International publication (3)
(Article 21 and Rule 48)

Uupon applicant’s request*:

= information about the applicant’s wish to correct or
add a priority claim after the expiration of the time
limit under Rule 26bis.1(a) (Rule 26bis.2(e))

= refused request for rectification of an obvious
mistake (Rule 91.3(d))

* See Annex B2/IB of the PCT Applicant’s Guide for applicable fee
WIPO|PCT

Publcn-4
04.01.12
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Communication of published international
applications (Article 20 and Rule 47)

B Paper copies of published international applications are
only sent to the applicant upon specific request

B Communicated to DOs by IB

B Notice of communication of the international application
sent by IB to DOs serves as conclusive evidence of
receipt of the application by DOs (Rule 47.1(c-bis),

Form PCT/IB/308 (First Notice) for DOs which do not yet

apply modified Article 22(1) and Form PCT/IB/308

(Second and Supplementary Notice) for all other DOSs)
WIPOIPCT

Publcn-5
04.01.12

Early publication
(Article 21(2)(b) and Rule 48.4(a))

B upon express request by applicant
B if international search report available, no fee required

M if international search report not yet available: see
the PCT Applicant’s Guide International Phase,
General Information (Annex B2/IB) for applicable fee

WIPO I PCT

Publcn-6
04.01.12
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Form of publication

B Published international applications are available at
www.wipo.int/patentscope/search/en/structuredSearch.jsf

M Official notices (PCT Gazette) are available at
www.wipo.int/pct/en/official_notices/index.htm

WIPO I PCT

Publcn-7
04.01.12

Frequency of international publication

B International publication of international applications and
publication of the Official Notices takes place every
Thursday,

O except where that Thursday is a day on which the
International Bureau is not open for official business, for
example, Ascension Day or the Thursday that follows
the first Sunday of September and certain Thursdays in
the Christmas/New Year period.

B In such cases, inquire at the International Bureau as to what
will be the publication date (possibly, but not always, the
preceding Wednesday).

WIPO PQT

Publcn-8
04.01.12
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Technical preparations for
International publication

B The technical preparations for international publication are normally
completed 15 calendar days before the actual publication date.

For example: if the publication date is: Thursday, 26 January
2012, technical preparations are completed on Wednesday,
11 January 2012.

Consequently, any document that reaches the International Bureau
on Tuesday, 10 January 2012, is still taken into account for
international publication (for example, change of name or address,
amendment of the claims under Article 19, withdrawal of the
international application or of a designation or of a priority claim).

B Technical preparations may be completed more than 15 days before
the publication date where that publication date is not the “usual”
Thursday because the International Bureau is not open for
business or where there are a number of official holidays falling
within that 15-day period. If in doubt, inquire at the WIPO | PCT
International Bureau as to what will be the date of completion %

banisa Of technical preparations.

Effects of international publication

B The PCT published application becomes part of the prior art as of its
international publication date (Rule 34.1(b)(ii))

B International publication entitles PCT applicants to provisional
protection in the designated States, if such protection is granted for
published national applications (Article 29)

O Such protection may be made conditional

= on the furnishing of a translation (which may be of the claims
only)

= on receipt by the designated Office of a copy of the
international application as published under the PCT, and/or

= in the case of early publication under Article 21(2)(b), on the
expiration of 18 months from the priority date

U For further information on the specific requirements of : T
given Office, see the PCT Applicant's Guide, P iemstons

Puenio - International Phase, General Information (Annexes B1 and Bé)
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Preventing publication of the international
application (Rule 90bis.1(c)) (1)

B How: by withdrawing the international application

B When: before completion of the technical preparations for
international publication

B The notice of withdrawal must:

U be made in writing (use of Form PCT/IB/372
recommended)

U be signed by all the applicants or on their behalf (by the
appointed common agent or the appointed common
representative), and

U reach the International Bureau before completion

i . - . WIPOIPCT
of the technical preparations for publication e Systen

Publcn-11
04.01.12

Preventing publication of the international
application (Rule 90bis.1(c)) (2)

B Safeguard: the withdrawal should be made conditional
on its being received by the International Bureau on time
to prevent publication

B Consequence: the international application will not be
published and will cease to have effect

WIPO I PCT

Publcn-12
04.01.12
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Postponing publication of the international
application (Rule 90bis.3(d) and (e)) (1)

B How: by withdrawing the (earliest) priority claim

B When: before completion of the technical preparations for
international publication

B The notice of withdrawal must:

U be made in writing (use of Form PCT/IB/372
recommended)

U be signed by all the applicants or on their behalf (by the
appointed common agent or the appointed common
representative), and

U reach the International Bureau before completion W!7°2 PcT
Publcn-13 of the technical preparations for publication o

04.01.12

Postponing publication of the international
application (Rule 90bis.3(d) and (e)) (2)

B Safeguard: the withdrawal should be made conditional
on its being received by the International Bureau on time
to postpone publication

B Consequences: all time limits computed on the basis of
the priority date which have not yet expired are
recalculated on the basis of any remaining priority date or
the international filing date, in particular for:

U international publication

4 filing of demand
WIPOIPCT
U entry into the national phase LoEE

Publcn-14
04.01.12
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The International Bureau-as
receiving Office

International Bureau as receiving Office
(RO/IB) (1)

B The International Bureau is available as receiving Office for
nationals and residents of all PCT Contracting States
(Rule 19.1(a)(iii))

Bl Compliance with national security provisions is applicant’s
responsibility

Bl RO/IB accepts international applications filed in ANY
language

B The competence of ISAs and IPEAs will be determined as if
the international application had been filed with a competent
national or regional Office (Rules 35.3(a) and 59.1(b)).
Choice of ISA must be indicated in the request WIPO | PCT
(Rules 4.1(b)(iv) and 4.14bis) Palen S

IB-RO-2
25.07.12
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International Bureau as receiving Office
(RO/IB) (2)

B An agent has the right to practice before RO/IB if
gualified to act before a competent national or regional
Office (Rule 83.1bis)

B RO/IB has waived the requirement that a separate
power of attorney or a copy of a general power of
attorney has to be submitted in respect of any agent or
common representative indicated in Box IV of the
request, subject to certain conditions
(see www.wipo.int/pct/en/texts/pdf/p_a_waivers.pdf)

B No transmittal fee for applicants from certain
Contracting States

WIPO I PCT

IB-RO-3
25.07.12

Transmittal of international applications
to RO/IB (Rule 19.4) (1)

B Cases where the international application will be
transmitted to RO/IB:

a ifitis filed by an applicant from a PCT Contracting
State with an Office which is not competent as
receiving Office because of the nationality or
residence of the applicant

4 ifitis in a language which is not accepted by the
Office with which it is filed

U if for any other reason, the receiving Office and
RO/IB agree to the transmittal and the WIPO| PCT
IB-RO-4 applicant authorizes it

25.07.12
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Transmittal of international applications
to RO/IB (Rule 19.4) (2)

B Conditions for the transmittal:
O any applicable national security requirements are met

O afee, equal to the transmittal fee, is paid (not all
Offices will require such a fee)

B Effect of the transmittal on the international filing date:
the international filing date will be the date of receipt by
the “non competent” Office provided that

U the minimum requirements for according an
international filing date are met

WIPO I PCT

IB-RO-5
25.07.12

Transmittal of international applications
to RO/IB (Rule 19.4) (3)

B Consequences of the transmittal:

Q all PCT filing fees will be payable to the International Bureau
in Swiss Francs, Euro or US Dollars

= the one-month time limit for payment being calculated
from the actual date of receipt of the application by RO/IB

U any fees paid to the non-competent Office, other than a fee
equal to the transmittal fee (if required), will be refunded

U the question whether the person previously appointed as
agent is entitled to represent the applicant before RO/IB must
be checked (Rule 83.1bis)

4 the question whether the International Searching
Authority chosen by the applicant is correct will be
IB-RO-6 checked (Rule 35)

25.07.12

WIPO I PCT
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Filing PCT applications by fax at RO/IB (1)

B RO/IB accepts filing of all documents, including
international applications, by fax; some are subject to
confirmation within 14 days, others only upon invitation
(14 days or more)*

M Note time difference: if the document transmitted is due
within a certain time limit, it is the expiration of that time
limit in Geneva which will determine whether the
document was filed on time (Rule 80.4(b))

B Mechanical failure or other problem associated with the
fax transmission remains at the applicant’s risk
(Rule 92.4(c))

WIPO|PCT
* See PCT Applicant’'s Guide, General Information, Annex B2(IB) bbbt i

IB-RO-7
25.07.12

Filing PCT applications by fax at RO/IB (2)

B Acknowledgement of receipt of PCT application — Form
PCT/RO/199: by fax, if a fax number is given by the
applicant/agent/sender;

(also) by special courier service (outside Europe)

B RO/IB decides on petitions if applicant does not agree with
decision taken as to whether pages were received

WIPO I PCT

IB-RO-8
25.07.12
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Furnishing of priority document(s)
In respect of PCT/IB applications (1)

B Where priority of an earlier national, regional or
international (RO other than RO/IB) application is claimed
in a PCT application filed with, or transmitted under
Rule 19.4 to, RO/IB:

U RO/IB cannot be requested to establish a certified
copy of such application (“priority document”) since
RO/IB is not the Office with which that earlier
application was filed

Q if the relevant check-box in Box No. VI of the request
is marked, RO/IB will delete the check-mark ex officio

WIPO I PCT

IB-RO-9
25.07.12

Furnishing of priority document(s)
In respect of PCT/IB applications (2)

U the priority document must be obtained by the applicant from
the national or regional Office or receiving Office concerned
and furnished within the 16-month time limit — Note that, even
if the Office concerned sends the priority document to IB on
behalf of the applicant, the 16-month time limit applies (in
other words, Rule 17.1(b) does not apply); and that, in order
to meet the time limit, the document may be sent by fax to IB,
subject to confirmation

U RO/IB may be requested to obtain the priority document
via DAS to the extent that the Office with which the earlier
application was filed participates in DAS (Rule 17.1(b-bis))

WIPO I PCT

IB-RO-10
25.07.12
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Furnishing of priority document(s)
in respect of PCT/IB applications (3)

B Where priority of an earlier PCT/IB application is claimed in
a subsequent PCT/IB application, the relevant check-box in
Box No. VI of the request may be marked and RO/IB will
prepare and transmit to the IB the corresponding priority
document (see Rules 17.1(b) and 21.2)

WIPO I PCT

IB-RO-11
25.07.12

Translation for the purposes of international
search (Rules 12.3, 20.1(c) and (d))

B Where the international application is filed with RO/IB in
a language which is not accepted by the ISA that is to
carry out the international search, the applicant is
required:

U to furnish to RO/IB

U within one month from the date of receipt of the
international application by RO/IB

U a translation of the international application into a
language which is a language accepted by the ISA
that is to carry out the international search and a
language of publication =y

IB-RO-12
25.07.12
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Invitation to furnish required translation
(Rule 12.3(c) and (e))

B Where, by the time RO/IB sends to the applicant the notification of the
PCT number and of the international filing date, the applicant has not
furnished the required translation, RO/IB will invite the applicant:

O to furnish the required translation within one month from the date
of receipt of the international application

O in the event that the required translation is not furnished within
that one month time limit, to furnish it (and to pay, where
applicable, a late furnishing fee equal to 25% of the international
filing fee) within

= one month from the date of the invitation or

= two months from the date of receipt of the international
application by RO/IB, WIPO|PCT

[BRO13 whichever time limit expires later

Failure to furnish translation and/or
pay late furnishing fee (Rule 12.3(d))

B Where the applicant has not, within the applicable time limit,
furnished the required translation and/or paid, where
applicable, the late furnishing fee, the international application
will be considered withdrawn and RO/IB will so declare

B Any translation and any payment received by RO/IB

O before RO/IB makes the declaration that the international
application is considered withdrawn and

U before the expiration of 15 months from the priority date

is considered to have been received before the expiration of

the applicable time limit (that is, one month from the date of

the invitation or two months from the date of receipt *'!72. 257
ero14  Of the international application, whichever expires later)

25.07.12
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International Search

The International Searching Authority (1)

B Checks unity of invention (Rules 13 and 40)
B Checks title (Rule 37); checks abstract (Rule 38)
B Searches claimed invention (Article 15(3), Rule 33.3)

B Authorizes rectification of obvious mistakes if the
mistake is:

QO in any part of the international application other
than the request, (Rule 91.1(b)(ii)) or

QO in any paper submitted to that Authority
(Rule 91.1(b)(iv))

WIPO I PCT

Search-2
21.04.11
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The International Searching Authority (2)

B Establishes international search report (ISR) (Rules 42
and 43) and/or declaration that no international search
report will be established (Article 17(2))

B Establishes written opinion of the ISA (Rule 43bis):
non-binding first opinion on novelty, inventive step
(non-obviousness) and industrial applicability of
claimed invention

WIPO I PCT

Search-3
21.04.11

Prior art for international search
(Article 15(2) and Rule 33)

B Prior art:

U everything which has been made available to the
public,

a anywhere in the world,
O by means of written disclosure,

O which is capable of being of assistance in determining
that the claimed invention is or is not new and that it
does or does not involve an inventive step,

O provided the making available to the public occurred
prior to the international filing date.

WIPO I PCT

seacns @ PCT Minimum Documentation (Rule 34)

21.04.11
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International Search Report
and Written Opinion of the ISA

International Search Report (ISR)
(Rules 42 and 43)

H Contains:

U IPC (International Patent Classification) symbols
indications of the technical areas searched
indications relating to any finding of lack of unity
a list of the relevant prior art documents

0O 00O

indications relating to any finding that a meaningful search
could not be carried out in respect of certain (but not all)
claims

B Time limit to establish ISR and written opinion of the ISA:

O 3 months from the date of receipt of the search copy by
the ISA (usually within approximately 16 months from the

priority date if priority is claimed); or
. : : . MIESIBCT
U 9 months from the priority date, whichever time limit 5550
Proats. expires later




85

Cases where no international search
report will be established (1)

B The application relates to a subject matter which the ISA is not
required to search, and in the particular case decides not to search
(Article 17(2)(a)(i) and Rule 39.1))

B The description, claims or drawings do not comply with the prescribed
requirements to such an extent that a meaningful search cannot be
carried out in respect of any of the claims (Article 17(2)(a)(ii))

B The application contains the disclosure of a nucleotide and/or amino
acid sequence, but:

U no listing of that sequence is furnished,

4 the listing furnished does not comply with the Standard set out in
Annex C of the Administrative Instructions or is not in electronic
form (Rule 13ter.1(d)), or

U the fee for late furnishing of the sequence listing has
not been paid within the applicable time limit
ISR-WO-3 (Rule 13ter.1(d))

21.04.11

WIPO I PCT

Cases where no international search
report will be established (2)

M Consequences:

U the ISA will declare that no international search report
has been established and that declaration will be
published as part of the published international
application (Rule 48.2(a)(v))

U the application remains valid but the IPEA will not be
obliged to carry out the international preliminary
examination for lack of an international search report
(Rule 66.1(e))

WIPO I PCT

ISR-WO-4
21.04.11
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Written opinion of the ISA (Rule 43bis) (1)

B Initial preliminary non-binding opinion on:

U novelty (not anticipated)
U inventive step (not obvious)
U industrial applicability

B A written opinion will be established for all international
applications at the same time as the ISR

B The written opinion is sent to applicant and the
International Bureau together with the ISR

WIPO I PCT

ISR-WO-5
21.04.11

Written opinion of the ISA (Rule 43bis) (2)

B The written opinion is NOT published together with the
application

B No formal procedure for applicants to respond to written
opinion of the ISA

B Possibility to submit informal comments to the
International Bureau which will communicate such
comments to DOs together with the IPRP (Chapter 1) if
and when it is sent

WIPO I PCT

ISR-WO-6

21.04.11
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Prior art for written opinion of the ISA
(Rules 43bis.1(b) and 64.1)

W Prior art:
U same as for international search purposes; BUT:

4 relevant date: everything made available to the public
prior to the priority date

B The ISA may request a copy of a priority document from the
International Bureau (Rule 66.7(a)); however, even if, at the
time of establishment of the written opinion of the ISA, a copy
cannot be made available to the ISA, the written opinion will
nevertheless be established on the assumption that the priority
date is the relevant prior art date, except if the applicant had
failed to comply with his obligations under Rule 17.1 wiro pct

ISR-WO-7
21.04.11

International preliminary report on
patentability (IPRP) (Chapter | of the PCT)
(Rule 44bis)

m If applicant does not file a demand for international preliminary
examination:

U IB establishes IPRP (Chapter I) on basis of the written
opinion of ISA

U IPRP (Chapter I) and any informal comments by the
applicant

= are sent to designated Offices

= are made publicly available (but not “published” like the
international application and ISR)

= but not before the expiration of 30 months !PT
ISRWO-8 from the priority date

21.04.11
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Use of the written opinion of the ISA for
the purposes of the Chapter Il procedure
(Rule 66.1bis)

M If applicant files a demand for international preliminary
examination:

O written opinion of the ISA becomes written opinion
of the IPEA (exception: IPEA decides not to accept
written opinions by certain ISASs)

U informal comments by applicant on written opinion
of ISA will not be sent to IPEA (Article 34
amendments/arguments only)

Q if an international preliminary examination report
is established, any informal comments
submitted to the IB will not be sent to g iy
ISR-WO-9 DOs or EOs

21.04.11
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WIPO | PCT

The International
Patent System

Supplementary International Search
(SIS) (PCT Rule 45bis)

Objectives

M To address PCT applicants’ concerns about new
prior art being found once they have already incurred
significant costs and entered national phase

B To reduce this risk by introducing optional
supplementary searches in the PCT international
phase

B To expand the scope of search in the international
phase taking into account the growing linguistic
diversity in prior art

wiPO ?91

SIs-2
25.07.12
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Main Features

B An optional service for applicants,
4 itis currently offered by: AT, EP, FI, RU, SE and XN
U more Authorities are expected to offer SIS in the future

B An applicant can request supplementary search by any
Authority offering this service, except the one responsible for
main international search

B Each Authority determines the scope and fees for its
supplementary search

B Supplementary international search (SIS) covers only one
invention — there is no option for paying additional fees
W|_Pq_ F_'QT

SIs-3
25.07.12

Deciding When to Use the Service (1)

B The main international search report is intended to be of a
high quality, sufficient for normal purposes

B Consequently, this service need not be used for every
international application, but to give extra information in
some cases where the applicant believes that this additional
expense in the international phase will be worthwhile

B Before requesting supplementary search, applicants should
consider:

U the main international search report
O the commercial value of particular application

O the number of disclosures relevant to the particular
technical field which are known to be made in WiPO PCT
languages that are not a speciality of the main ISA '

Sis-4
25.07.12
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Deciding when to Use the Service (2)

M Interest in a search being carried out by a particular
International Authority (free choice of SISA)

M Interest in a search being carried out in prior art
documents in a particular language

B Interest in a particular subject matter not searched by
the main ISA in accordance with Article 17(2)
(e.g. methods of treatment, Rule 39.1(iv))

WIPO I PCT

SIS-5
25.07.12

Timing and Fees

B The supplementary search request must be filed with
the International Bureau within 19 months from the
priority date

B Fees must be paid in Swiss francs within 1 month
of filing the request:

U supplementary search fee*
U supplementary search handling fee*

B The Authority begins SIS on receipt of the request
and international search report (ISR), or 22 months
from the priority date, at latest, if the main ISR is late

B The SIS Report is established by 28 months from the
priority date e

SIs-6 * (see PCT Applicant’s Guide, Annex SISA)
25.07.12
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SIS in the PCT System

Supplementary Enter
search report(s) national

- established
International phase

(months) publication \
0 12 16 1819 22 28 3

File local File PCT International (optional) (optional)
application application  search report File demand International
& written for International preliminary

opinion preliminary report on
examination patentability

Request for Supplementary search
supplementary taken into account
international during IPE (if report
search available in time)

WIPO I PCT

SIs-7
25.07.12

Supplementary Search Request (1)

B The request must be filed using the supplementary
search request Form PCT/IB/375, specifying

O which Authority is to carry out the supplementary
search

O (in certain circumstances - see Unity of Invention)
which claims are to be searched

M The request may need to be accompanied by:

QO a translation of the international application into a
language accepted by the Authority*

O any sequence listing in electronic format*

WIPO I PCT

SIs-8 * (see PCT Applicant’s Guide, Annex SISA)
25.07.12
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Supplementary Search Request (2)

B There is no requirement that an agent be appointed
to represent the applicant before the Authority
specified for supplementary international search;
applicants may, however, appoint an agent if they so
wish

H A late payment fee may also apply if fees are not
paid within one month and the IB issues an invitation
to pay fees (Form PCT/IB/377)

B The request is considered withdrawn if the fees for
supplementary search are not paid

WIPO I PCT

SIS-9
25.07.12

Unity of Invention

B Only one invention is searched — there is no option of
paying additional fees for additional inventions

B Usually the first claimed invention is searched, but if the
main ISA has found lack of unity of invention, the applicant
may request supplementary search to focus on an
invention other than the first

U note that the Authority is not obliged to search
inventions which have not been searched by the main
ISA (Rule 45bis.5(d))

B The Authority is not obliged to follow the views of the main
ISA on unity of invention

B A review procedure is available which is similar to the
“ ” ; WIPO | PCT
protest” procedure for the main search P mermanona

SIS-10
25.07.12
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Scope of Search (1)

B Supplementary search is carried out on the claims as filed,
usually on the first claimed invention (Article 19 and 34
amendments are not taken into account)

B The Authority is not required to search:

O subject matter which it would not normally search in
accordance with Article 17(2)

U claims which have not been searched by the main ISA

U any international application which is subject to a
limitation set out in the Agreement between WIPO and
the Authority defining the scope of their service (see
www.wipo.int/pct/en/access/isa_ipea_agreements.html)

= limitation of number of supplementary searches
carried out WIPO|PCT

sis-11 = |imitation of number of claims searched

25.07.12

Scope of Search (2)

B The range of prior art to be searched is determined
by the Authority

U the search may be either a new search which
takes into account all PCT minimum
documentation as well as documents held in
other languages by that Authority or

O the search may be a complement to the main
search, typically including a subset of language-
related documentation held by that Authority

WIPO I PCT

SIs-12
25.07.12
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Services currently available (1)

B SISA/AT: three search options
U search of only the German-language documentation

U search of only the European and North American
documentation

U search of only the PCT minimum documentation

B SISA/EP: supplementary search includes the PCT
minimum documentation as well as documents held in its
search collection

B SISA/FI and SISA/SE: supplementary search includes the
PCT minimum documentation as well as documents in
Danish, Finnish, Norwegian and Swedish held by the ;50 per
Authority st S

SIS-13
25.07.12

Services currently available (2)

B SISA/RU: two supplementary search options

U The first includes Russian-language documentation
and certain other patent documentation of the former
Soviet Union and CIS States

U The second is only available for applications where
the main ISA has made an Atrticle 17(2)(a)
declaration because of subject matter referred to in
Rule 39.1(iv) (methods of treatment): Includes the
PCT minimum documentation, plus the above

B SISA/XN: supplementary search includes the PCT
minimum documentation, as well as documents in
Danish, Icelandic, Norwegian and Swedish held
by the Authority

WIPO I PCT

SIs-14
25.07.12
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Supplementary International Search Report

B The supplementary international search report (Form PCT/SISA/501)
is very similar to the ISR, but:

U it does not contain the classification of the international
application or comments on the title and abstract

U it need not contain citations of documents contained in the ISR
unless cited in conjunction with a new reference not cited in the
ISR

U it may contain explanations regarding:

= citations that are considered relevant (these are more
detailed than references in the ISR)

= the scope of the SIS (particularly where the ISR is late and
assumptions have been made on the likely scope of main
search)
B No written opinion is issued with the supplementary g iAol

sis-15  jnternational search report
25.07.12

Further Processing of Report

B The supplementary international search report is
transmitted to the applicant and to the 1B

B The IB makes the report publicly available (if the
international application has been published)

M If the report is not in English, it will be translated into
English by the IB

B The IB sends the report and translations, where
appropriate, to the IPEA and designated Offices

WIPO I PCT

SIS-16
25.07.12
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Refunds When No Search Is Carried Out

B If the Authority commences work, but no search is carried
out:

U for reasons equivalent to those available for the main
international search (subject matter, lack of clarity or
lack of sequence listing in electronic format) or

O because the main ISA has made an Article 17(2)(a)
declaration

the supplementary search fee will not be refunded

O because of limitations specific to the scope of the
service offered by the Authority, the supplementary
search request is considered not to have been

submitted and
WI_F'-‘C_) PCT
the supplementary search fee will be refunded et Sysiem

SIs-17
25.07.12
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WIPO | PCT

The International
Patent System

Amendments under Article 19

Amendments under Article 19
(Rule 46) (1)

Hl One opportunity to amend the claims only after receipt of the
international search report and written opinion of the ISA

B Amended claims must not go beyond disclosure of the
international application as filed (Article 19(2)) (compliance
with that requirement is, however, not checked at this point)

B Amended claims may be accompanied by a statement
(Article 19(1), Rule 46.4)

B Normally must be filed within two months from the date of
transmittal of the international search report and written
opinion of the ISA (Rule 46.1)

WIIF'C_) PCT
Amendments- el

Art19-2
13.09.12




103

Amendments under Article 19
(Rule 46) (2)

B Filed directly with the IB (Rule 46.2)

M Generally used to better define provisional protection,
where available

B Published as part of the international application at
18 months, together with the claims as originally filed
(Rule 48.2(f))

WIPOIPCT
Amendments- 1B SsB
Art19-3
13.09.12

How to make amendments
(Rule 46.5)

B Where claims are amended under Article 19, they have to
be presented in the form of replacement sheets containing
a complete set of claims

B In case of cancelation of certain claims, no renumbering of
the remaining claims is required

B The basis for the amendments in the application as filed
must be indicated

B An accompanying letter explaining what has been amended
is required

B Further details: Administrative Instructions Section 205

WIPO I PCT
Amendments- 1B SsB
Art19-4
13.09.12
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Replacement sheets containing
amendments under Article 19

B May not be filed with the receiving Office

B If filed under Article 19 (claims only), must be filed directly
with IB in Geneva

Q If, however, they also contain rectifications of obvious
mistakes (Rule 91), they must also be submitted to
the ISA for authorization of rectification

WIPOIPCT
Amendments- ELbetadpl e ing
Art19-5
13.09.12
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WIPO | PCT
The International
Patent System

Filing of Demand for
International Preliminary Examination

Basics of international preliminary
examination (1)

B Optional procedure for applicants from a PCT
Contracting State bound by Chapter Il (at present all
Contracting States are bound by Chapter II)

B Requested by filing, directly with the International
Preliminary Examining Authority, a “demand” which
contains the automatic “election” of all the States bound
by Chapter Il and which had been designated

B Results in a preliminary, non-binding opinion by IPEA on
novelty, inventive step and industrial applicability

UDoes not give an opinion on patentability according to
the national laws of the various elected States *!% P°7

Demand-2
25.07.12
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Basics of international preliminary
examination (2)

B Gives applicant the opportunity to amend the entire
international application before entering the national
phase in the elected Offices

B In respect of designated Offices for which the 20-month
time limit under Article 22(1) continues to apply, it
defers entry into national phase from 20 to 30 months
from the priority date if examination is requested within
19 months from that date

WIPO I PCT

Demand-3
25.07.12

Who is entitled to make a demand?
(Article 31(2)(a) and Rule 54.2)

The applicant, or if there are two or more applicants, at
least one of them,

U who is a resident or national of a PCT Contracting
State bound by Chapter Il, and

U whose international application has been filed with
a receiving Office of or acting for a Contracting
State bound by Chapter Il (currently all States)

WIPO I PCT

Demand-4
25.07.12
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Where to file the demand? (Rule 59) (1)

l Directly with the competent IPEA
Bl The competent IPEA(S):
4 is (are) specified by the RO

4 if more than one is specified by the RO, applicant has the
choice

B In making his choice, the applicant must take into account:
U the language(s) accepted by the IPEA

U that some IPEA(S) accept only international applications
which have been searched by certain ISAs (that is the
case, for example, of IPEA/EP) WIPO | PCT

Demand-5
25.07.12

Where to file the demand? (Rule 59) (2)

M If the international application was filed with IB as RO,
the competent IPEAs will be those which would have
been competent if the international application had
been filed with (any of) the national Office(s) which, on
the basis of applicant's nationality or residence, could
be a competent RO

Bl Choice of IPEA should be indicated on the first sheet of
the demand

WIPO I PCT

Demand-6
25.07.12
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Transmittal of demand to competent IPEA
(Rule 59.3)

B Where a demand is submitted to a non-competent IPEA or
to a RO, an ISA or the IB, that Authority or Office must:

U mark the date of receipt on the demand and,

O either forward it to the IB, which will in turn transmit it to
the competent IPEA (or, if more than one, to the
competent IPEA chosen by the applicant)

Q or transmit it directly to the competent IPEA (or, if more
than one, to the competent IPEA chosen by the
applicant)

B Any demand so transmitted to the competent IPEA will be
considered to have been received on behalf of that Authority
on the date on which it was received by the RO, ISA wiro pcT
or IB or the non-competent IPEA concerned

Demand-7
25.07.12

At what time should a demand be
filed? (Rule 54bis.1(a)) (1)

l At any time prior to the expiration of whichever of the following
periods expires later:

O 3 months from the date of transmittal of the ISR and WO of
the ISA

Q 22 months from the priority date

B In respect of designated Offices for which the 20-month time
limit under Article 22(1) continues to apply, prior to the
expiration of 19 months from the priority date, in order to delay
national phase from 20 to 30 months from the priority date

B International preliminary examination will not start before the
expiration of the time limit under Rule 54bis.1(a) WIPO | PCT
unless applicants expressly request earlier start i Seton

Demand-8
25.07.12
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At what time should a demand be
filed? (Rule 54bis.1(a)) (2)

B Recommendation:

Demand-9
25.07.12

Upon receipt of the international search report and the
written opinion of the ISA, evaluate the cited prior art
documents and decide whether to proceed further, and
if so, file the demand as soon as possible thereafter
together with any amendments/arguments in light of the
written opinion, thus allowing maximum time prior to
issuance of international preliminary examination report
(i.e, usually 28 months from the priority date)

WIPO I PCT

Signature of demand (Rule 53.8)

Demand-10
25.07.12

Only the persons indicated as applicants for the States
elected in the demand need to sign the demand

If these applicants have appointed an agent or a common
representative, that agent or common representative may
sign

If there is no appointed agent or common representative, it is
sufficient that the demand is signed by at least one of the
applicants (see Rule 60.1(a-ter))

Note that some Authorities do not require that a separate
power of attorney or a copy of a general power of
attorney is furnished (Rules 90.4 and 90.5)

WIPO I PCT
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The demand form

B Printed demand form (PCT/IPEA/401)
O periodically updated

U may be obtained free of charge from the IPEA or
the RO

U available on Internet
(www.wipo.int/pct/en/forms/index.htm)

B Computer-generated demand (Rule 53.1(a) and
Section 102(h) and (i)

U same requirements regarding layout and contents
as for request form WIPO | PCT

Demand-11
25.07.12

The demand for international preliminary
examination: contents (Rule 53)

B The demand must contain the following indications:
U a petition

U particulars enabling the international application to be
identified (for example, the international application number)

4 the name of the applicant(s) under Chapter Il

O

where appropriate, the name of the agent

4 the basis on which international preliminary examination
should be carried out (a statement concerning amendments)

U the language for the purposes of international preliminary
examination

U the signature of (at least one of) the applicant(s) or
of the agent W"?.?.; pCT

Demand-12
25.07.12
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Defects under Chapter Il (1)

B Defects whose correction results in a later filing date of
the demand

U no eligible applicant for filing the demand
(Rule 54.2(i))

O international application not identifiable (Rule 60.1(b))

B A demand filed after the expiration of 19 months from the
priority date but within the applicable time limit under
Rule 54bis.1(a), is valid but entry into the national phase
will not be postponed until 30 months (Article 39(1)(a)) for
LU, TZ and UG

WIPO I PCT

Demand-13
25.07.12

Defects under Chapter Il (2)

B Defects which can be corrected without any adverse
consequences:

U demand not filed with a competent IPEA (Rule 59.3)
4 form of the demand (Rule 53.1)

U indications relating to applicants and agents (Rules 53.4
and 53.5)

U language of the demand (Rule 55.1)
U lack of at least one signature (Rules 53.8 and 60.1(a-ter))

O amendments under Article 34 referred to but not furnished
(Rule 53.9(&)(i)) WIPO| PCT

Demand-14
25.07.12
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Chapter Il correction procedure

H Invitation by the IPEA to correct defects (Rule 60.1)
H Invitation by the IPEA to pay missing fees (Rule 58bis)
B Further possibilities:

U request rectification of obvious mistakes before IPEA
(Rule 91)

U request review by and use opportunity to correct
before the designated or elected Offices (Articles 25,
26 and 39(3))

wiPO PCIT

Demand-15
25.07.12
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WIPO | PCT
The International
Patent System

International Preliminary.Examination

Start of international preliminary
examination (Rule 69.1)

B When the IPEA is in possession of:

4 the demand

O the international search report (or the declaration under
Article 17(2)(a)) and the written opinion of the ISA

Q the preliminary examination and handling fees

provided that the IPEA shall not start the international
preliminary examination before the expiration of the applicable
time limit under Rule 54bis.1(a) unless the applicant expressly
requests an earlier start

B If the demand contains a statement about amendments, when
copies of these amendments are available (see Rule 69.1(c),
(d) and (e))

B If international preliminary examination is to be carried out on
the basis of a translation of the international application, WIPOIECT

pe2  When that translation is available (see Rule 55.2(c))
25.07.12
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International preliminary examination (1)
B The purpose of the international preliminary examination
is to provide a preliminary non-binding opinion on
U novelty (not anticipated) (Article 33(2) and Rule 64)

U inventive step (not obvious) (Article 33(3) and
Rule 65)

U industrial applicability (Article 33(4))
B Relevant prior art (Rule 64, see also Rule 33)

B Only claims relating to the invention(s) searched by the
ISA will be examined by the IPEA (Rules 66.1(e)
and 66.2(a)(vi)) e

IPE-3
25.07.12

International preliminary examination (2)

B Finding of lack of unity of invention (Rule 68)

U same criteria as for international search (Rule 13 and
paragraphs 10.20 to 10.59 of the International Search
and Preliminary Examination Guidelines)

U invitation by the IPEA to restrict the claims or to pay
additional fees (which can be paid under protest)

U applicant can select invention as “main invention” and
those inventions for which additional fees are paid

WIPO I PCT

IPE-4
25.07.12
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Prior art for IPE (Rule 64.1)

B What is considered prior art?

Everything made available to the public anywhere in the world
by means of written disclosure (including drawings and other
illustrations) provided that such making available occurred prior
to the relevant date

B What is the relevant date?

U the date of the earlier application of which priority is
claimed unless the IPEA considers that the priority claim is
not valid for reasons other than the fact that the
international filing date is later than the date on which the
priority period expired, but is within two months from that
date; or

O the international filing date of the international ol

IPE-5 application in all other cases

25.07.12

Written opinion of IPEA (Rule 66.2)

B The written opinion of the ISA is considered to be the
written opinion of the IPEA (exception: IPEA decides
not to accept written opinions by certain other ISAS)

B Where the written opinion of the ISA is taken as the
written opinion of the IPEA, no second written opinion
has to be issued

M If a second written opinion is issued, the applicant may
respond within the time limit fixed in that second written
opinion

wiPO _PC.T

IPE-6
25.07.12
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The international preliminary report on
patentability (Chapter Il) (1)

B Must be established by the IPEA within:

U 28 months from the priority date

U 6 months from the time provided under Rule 69.1 for
the start of the international preliminary examination

U 6 months from date of receipt by IPEA of translation
under Rule 55.2,

whichever expires last (Rule 69.2)

WIPO I PCT

IPE-7
25.07.12

The international preliminary report on
patentability (Chapter Il) (2)

B May contain “annexes” (Rule 70.16):

U replacement sheets containing amendments under
Art. 19 or Art. 34 and any letter indicating the basis for
the amendments

O replacement sheets containing rectifications of
obvious mistakes authorized under Rule 91 by the
IPEA and accompanying letter

O when referred to in the report, any sheet and letter
concerning the rectification of an obvious mistake
which has not been taken into account because it was
not available in time (Rule 66.4bis)

WIPO I PCT

IPE-8
25.07.12
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IPE-9

The international preliminary report on
patentability (Chapter Il) (3)

B May contain “annexes” (Rule 70.16):

U earlier amendments when later amendments are not
used as a basis for the report because they are

= considered to go beyond the disclosure in the
international application or

= accompanied by a letter indicating the basis for the
amendments

B Not annexed to the report: any other correspondence or
copies of amendments superseded by later amendments

WIPO I PCT

25.07.12

IPE-10
25.07.12

The international preliminary report on
patentability (Chapter II) (4)

B No provisions for appeal or further proceedings during the
international phase before the International Authorities

B Sent to the applicant and the IB (Rule 71.1)

M IB forwards copies of the report, and any required
translation of the report into English (prepared by the IB),
to the elected Offices (Article 36(3)(a) and Rule 72.1)

B The annexes are not translated by the IB
(Article 36(3)(b))

WIPO I PCT
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The international preliminary report on
patentability (Chapter Il) (5)

B Calls attention to:
U non-written disclosures (see Rules 64.2 and 70.9)

U certain published documents (see Rules 64.3 and 70.10)

B Shall cite (Rule 70.7):

O all documents considered to be relevant for supporting
statements made concerning claims

U documents whether or not they are cited in the ISR

U documents cited in the ISR when the IPEA considers them
relevant g ol

IPE-11
25.07.12

Reasons for delays in
International preliminary examination (1)

B On the part of the applicant:

U late payment of fee(s)
O late correction of defects in the demand

O incomplete statement, in the demand, concerning
amendments

O failure to attach amendments referred to in the statement

Q late furnishing of any required translation of the
international application or of amendments

O late response to invitation to pay additional examination
fees in case of finding of lack of unity

O late response to written opinion WIPOIECT
re12 - 0 failure to file replacement sheets containing amendments

25.07.12
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Reasons for delays in
international preliminary examination (2)

H On the part of the ISA:

U late issuance of international search report

B On the part of the IPEA:
U finding of lack of unity
U late issuance of written opinion

WIPOIPCT

IPE-13
25.07.12
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WIPO | PCT
The International
Patent System

Amendments under Article 34

Amendments under Article 34
(Rules 53.9 and 66.3 to0 66.9) (1)

B Description, claims and drawings may be amended in
connection with the international preliminary examination
under Chapter Il

B They should be filed

U together with the demand for international preliminary
examination so that examination will be based on the
application as amended (Rule 53.9); or

U at least before the expiration of the time limit to file a
demand (Rule 54bis.1(a))

B Attention: amendments need not be taken into account
by the examiner if they are received after he has
rmenamene. V€GUN tO draw up another written opinion or the
Art3a-2 report (Rule 66.4bis)

13.09.12

WIPO I PCT




124

Amendments under Article 34
(Rules 53.9 and 66.3 to 66.9) (2)

B Amendments shall not go beyond the disclosure of the
international application as filed (Article 34(2)(b))

M If an amendment goes beyond the disclosure in the
international application as filed, the international
preliminary examination report shall be established as
if that amendment had not been made, and the report
shall so indicate. The report shall also indicate the
reasons why the amendment is considered to go
beyond the disclosure in the international application
as filed (Rule 70.2(c)) T

Amendments- 1ant Syztem

Art34-3
13.09.12

How to make amendments
(Rule 66.8)

B Where claims are amended under Article 34, they
have to be presented in the form of replacement
sheets containing a complete set of claims

B Applicants must indicate the basis for the amendments
in the application as filed, otherwise the IPER may be
established as if the amendments had not been made

M In case of cancelation of certain claims, no
renumbering of the remaining claims is required

B An accompanying letter explaining what has been
amended is required

B Further details: Administrative Instructions WIPO | PCT
Amendments- Saction 205 o e

13.09.12
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Replacement sheets containing
amendments under Article 34

M If filed under Article 34 (description, claims, drawings),
must be filed directly with competent IPEA

U If they also contain rectifications of obvious mistakes
(Rule 91), that IPEA will also be competent to
authorize rectification

WIPOIPCT
Amendments- ELbetadpl e ing

Art34-5
13.09.12
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The International
Patent System

The National Phase

Decisions to be taken by the applicant

B Whether
U to proceed with or drop the international application ?
B When
4 at the end of 30 months (in some cases 31 months or more)
= under Chapter | ?*
= under Chapter Il ?
U early entry ?
B Where (choice limited to designated/elected Offices)
U which national Offices
O which regional Offices =y

Nowhase2 * LU, TZ and UG continue to apply a 20-month time limit
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Time limit for entry in the national phase

The time limit applies irrespective of possible delays in the
international phase due to:

M late international search report and written opinion of the
ISA

H international preliminary examination delayed

M |ate international preliminary report on patentability
(Chapter II)

Bl |ate translation of international preliminary report on
patentability (Chapter I1)
wiPO PCIT

Natphase-3
15.02.12
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Acts to be performed by the International Bureau

WIPO

Published international application* containing:
— bibliographic data
— copy of international application as originally filed (description, claims,
abstract, drawings)
— copy of international search report and English translation
(if not already in English)
— copy of any amendments to the claims (and any statement) under Article 19

Where no demand was filed: copy of IPRP (Chapter 1) and English translation
(if not already in English) and copy of any informal comments

Copy of priority document(s)*

ONLY under Chapter II: copy of international preliminary report on
patentability (Chapter I1) including any annexes*

ONLY under Chapter II: if not already in English, English translation of the
international preliminary report on patentability (Chapter II), but not of annexes*

*

Natphase-4
15.02.12

Copies are sent, depending on the Office concerned, either during the
international phase or, upon request from the Office to the International Bureau,

Designated/
Elected Office

after the applicant has entered the national phase

WIPOIPCT

Acts to be performed by the Applicant

Applicant

4>| Payment of the national fee

L

Translation of the international application (description, claims, abstract,
text matter of drawings) as originally filed**

ONLY under Chapter I: translation of claims as amended (and any statement)
under Article 19**

ONLY under Chapter II: translation of the annexes to the international
preliminary report on patentability (Chapter I)**

In case of early entry into the national phase (i.e., before communication of
copy of the international application by IB), copy of the international
application**

Fulfillment of certain special requirements under Rule 51bis (for example,
appointment of agent, inventor's oath or declaration, assignment, etc.) **

ok

Natphase-5
15.02.12

For further details on the requirements and time limits applicable in a particular
designated/elected Office, see the relevant national chapter in the PCT

Designated/
Elected Office

Applicant’s Guide, National Phase

WiPO PCT
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General national requirements
Art. 22(1) and 39(1)(a)

B Requirements:
U Translation, if applicable
U Payment of national fee
U Copy of international application in particular

circumstances only

B Time limit under Art. 22(1): 30 months from the priority date
U For additional time, see PCT Applicant’s Guide, national
phase summaries

U For exceptions, see
www.wipo.int/pct/en/texts/reservations/res_incomp.html

M Time limit under Art. 39(1)(a): 30 months from the priority date
O For additional time, see PCT Applicant’s Guide, w!Po pcT
national phase summaries

Natphase-6

15.02.12

Special national requirements
(Art. 27 and Rule 51bis.1)

Bl Time limit under Rule 51bis.3:

U If requirements are not fulfilled within the time limit
for entry into national phase under Art. 22 or 39:

= |nvitation by DO

= At least 2 months from the invitation

WIPO I PCT

Natphase-7

15.02.12
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Examples of special requirements
under Rule 51bis.1 (1)

B Oath or declaration by the inventor (US only):

Where the corresponding declaration has been
furnished during the international phase or directly to the
DO/EO, no documents or evidence as to that matter
may be required by DO/EO/US unless that Office may
reasonably doubt the veracity of the declaration

B Assignment documents (of the priority rights or of the
application):

Where the corresponding declaration has been
furnished during the international phase or directly to the
DO/EO, no documents or evidence as to that matter
may be required by the DO/EO unless that Office may
reasonably doubt the veracity of the declaration

g ol
Natphase-8 o
15.02.12

Examples of special requirements
under Rule 51bis.1 (2)

B Translation of the priority document may only be required
(Rule 51bis.1(e)):

U where the validity of the priority is relevant to
the determination whether the invention is patentable

U in cases of incorporation by reference
This rule does not apply to DO/EO/ES*
B Appointment of local agent and submission of power of attorney

B Translation or other documents relating to the international
application in more than one copy

B Certified translation of the international application (only where the

Office may reasonably doubt the accuracy of the translation)
WIPOIPCT
* See PCT Reservations on alem System
Nowhases Www.wipo.int/pct/en/texts/reservations/res_incomp.html
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National requirements simplified for
PCT applications (1)

B Priority document

U The applicant does not need to furnish the priority
document since the IB transmits copies to the DO/EOs

U If the DO/EO did not receive a copy of the priority
document from the IB, it must request a copy from the 1B
(not from the applicant)

B Drawings

4 If the drawings do not contain any text matter to be
translated, a simple copy of the drawings as filed is
required by a few DOs

Q4 If the drawings contain text matter to be translated, a set
of drawings containing the translated text matter needs
to be furnished WiPO!PCY

Natphase-10
15.02.12

National requirements simplified for
PCT applications (2)

B No legalized or certified translation of the
international application

U Otherwise, a simple translation is required

U A few Offices (such as, AU, GB, IN, NZ, SG, ZA)
require a "verified" translation

B No special form required (but strongly
recommended) for entry into national phase

WIPO I PCT

Natphase-11
15.02.12
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Communication with DOs/EQOs (Rule 93bis)

B Any communication, notification, correspondence or other
document relating to an international application will be
communicated by the International Bureau to DOs/EOs
only upon their request and at the time specified by the
Offices

B Most DOs/EOs will receive the majority of documents
concerned only after an applicant has entered the national
phase before its Office

B Almost all PCT Contracting States now receive the DVD
collections containing the full texts of the published
international applications wiPo PCT

Natphase-12
15.02.12

Furnishing by International Bureau of
copies of priority documents (Rule 17.2(a))

M The International Bureau provides copies of priority
documents to designated Offices:

U upon request

U after international publication, unless the applicant
made a specific request for early processing under
Article 23(2)

B Almost all Offices request a copy of the priority document
only after the application entered the national phase

M Only the European Patent Office systematically receives
copies of all priority documents ol

Natphase-13
15.02.12
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Recommendations for preparing
entry into the national phase (1)

M Leave sufficient time, where necessary, to prepare the
translation of the international application

B Send your local agent, copies of the (relevant) documents
on file: the published international application, the
international search report and written opinion by the ISA,
the international preliminary examination report, priority
documents; note that none of these documents are
required to be filed by the local agent at the local patent
office

WIPO I PCT

Natphase-14
15.02.12

Recommendations for preparing
entry into the national phase (2)

B Where you would prefer avoiding paying additional claims
fee or other fees that are applicable under any particular
national law, prepare the application, and any amendments
thereof, according to the national practice

B Even though several designated/elected Offices provide for
longer time limits, it is preferable to docket the 30-month
time limits for all Offices (See
www.wipo.int/pct/en/texts/reservations/res_incomp.html for
exceptions under Article 22 (1))

WIPO I PCT

Natphase-15
15.02.12
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A few further tips to remember

B Remember to monitor time limits for entering national
phase

U they apply irrespective of delays in the international
phase

B Make necessary indications that application is entering
the national phase, i.e., that it is not a direct national filing

B Translation of the international application must be
correct and complete (no subject matter may be added
and/or deleted)

B Pay the required fees (amount may be different from that
applicable to direct national filing) WIPO | PCT

Natphase-16
15.02.12

Reinstatement of rights by DO/EOs
(Rule 49.6) (1)

B Available in certain DO/EOs, where the applicant has
missed the time limit under Article 22 or 39(1) to enter
the national phase:

U unintentionally
or - at the option of the Office -

U in spite of due care required by the circumstances

WIPO I PCT

Natphase-17
15.02.12
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Reinstatement of rights by DO/EOs
(Rule 49.6) (2)

B Applicants may submit a request for reinstatement and
enter the national phase within:

U 2 months from the date of removal of the cause of
the failure to meet the time limit to enter national
phase; or

U 12 months from the date of expiration of the time
limit to enter national phase;

whichever period expires first

WIPO I PCT

Natphase-18
15.02.12

Reinstatement of rights by DO/EOs
(Rule 49.6) (3)

M Longer time limits and/or further requirements may apply
depending on the applicable national law

B For further details, see for each DO/EO, the relevant
National Chapter in the PCT Applicant’s Guide, National
Phase

WIPO I PCT

Natphase-19
15.02.12
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DO/EOs to which Rule 49.6 does not
apply

B Notifications of incompatibility with respective national law
were filed in accordance with Rule 49.6(f):

CA Canada LV Latvia

CN China MX Mexico

DE Germany NZ New Zealand
IN India PH Philippines

HP—3Japar* PL Poland
KR Republic of Korea

B The national law applicable by some of these Offices may
nevertheless provide for other forms of protection against loss
of rights - for further details, see for each DO/EO, the relevant
National Chapter in the PCT Applicant’'s Guide, National Phase

* Notification withdrawn effective 1 April 2012 (JP)
See the Table of “PCT Reservations, Declarations, WIEO I PCT
Netphase-20 Notifica_tion_s and Incompatibilities"_ _ e
15.02.12 www.wipo.int/pct/en/texts/reservations/res_incomp.html

Additional cases of protection against
loss of rights

B Other than the (minimum) protection under Rule 49.6:
excuse of delays in meeting time limits by
designated/elected Offices (Article 48 and Rule 82bis)

B Rectification by designated/elected Offices of errors made
by RO or IB (Rule 82ter)

B Review by and opportunity to correct before the
designated/elected Offices (Articles 24(2), 25, 26, 39(3)
and 48, Rules 82bis and 82ter)

WIPO I PCT

Natphase-21
15.02.12
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ePCT Overview

October 2012

PCT Communications before ePCT
(an approximation)

IB file store

record copies+ / . | | \ reports and
= status updates

many forms

various f

correspondence,( =
0

A?

e-filing " applicant

——

4
/ \/' —@k

RO f|Ie store 4/ /) ISA file store
g subsequent reports and =
correspandence querles |
— el —p

e
Ol

(mainly) search copies b !.?_ opc T
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Single Common Web Interface (ePCT)

ISA/IPEA

é

Applicant

WIPO

z

N
=
-
-1
Z
-

WIPO | PCT

ePCT Status

B May 2011: ePCT used by small pilot group of applicants e-filing at
RO/IB using WIPO digital certificates

B July 2011: Extended for all e-filing IAs at any RO using any
supported certificate

Bl December 2011: System opened up to all applicants for any IAs filed
since 1 January 2009, regardless of filing type (electronic, paper)

B April 2012: First online actions for applicants to interact with their
electronic files; take e-ownership via PCT-SAFE at time of filing

B July 2012: Document upload centralized in ePCT; Observations on
close prior art by third parties and applicants; private file inspection
pilot for Offices (FI, EP, etc.) in their various roles as RO, ISA, IPEA

B October 2012: Additional online actions added for applicants.

WIPOIPCT
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ePCT — private services (1)

M Create a WIPO Account

M Secure Login: Username + password + certificate-based
identification

B Secure data transmission

W Secure management of access rights (eOwner, eEditor,
eViewer)

M Personal history information (access rights changes, etc)
W Search/Filter your applications

B Private notes/comments

M Arrange your applications into portfolios

M History of actions in ePCT for an international application

WIPO I PCT

ePCT — private services (2)

H View application content (documents and up-to-date bib
data) and simulation of front page when published

H Processing status indications and external availability of
documents

l Upload documents including signed cover letter (Rule 92.1)

H Online Actions: interaction with your file, eg. Rule 92bis,
requests, request to withdraw IA, etc.

H Display PCT timeline and bibliographic data for an
international application (visual aid to monitor important PCT
time limits)

B E-mail warnings for approaching deadlines, e.g., 30 month
time limit expires in 1 month.

WIPO I PCT
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ePCT — public services

BMLogin with Username + password (no certificate
required)

MUpload documents to IB and RO/IB, including
auto-generated signed cover letter (Rule 92.1)

MView of application content restricted to documents
that YOU uploaded via ePCT (no access to other
confidential documents and data)

BMSubmit Third Party Observations on close prior art

BPersonal history information (no 1A access rights
history)

WIPO I PCT

ePCT- setting up access rights (e-filed 1As)

B Taking ‘eOwnership’ of a PCT application (e-filed) requires:

H The digital certificate used to e-file is uploaded to user
account

B |A number and IFD
H Confirmation code appearing on Form IB/301

Bl Once eOwnership established, the application appears on user’'s
‘Workbench’

H eOwner can give/remove access rights to an application to
other associated users - requires ‘e-Handshake’ process

H Access rights available: eOwner, eEditor or eViewer
B The IB can control secure access

B ePCT access rights can be suspended to a whole IA or just
to individual users

l As part of Rule 92bis changes or on an as needed basis
W|_Pq_ PCT
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eOwnership when e-filing with PCT-SAFE or eOLF

eOwnership Code (%]

: Copy/Paste your Customer ID and eOwnership Code to the fields on the

PCT-SAFE signature screen.
The eOwnership Code can only be used for one application

T
Customer ID (51| user_CH_WARING_PETER_3520
eOwnership Code HELDCHE3NMHANO wWIPO =

Close

ePCT

Legal Signature:
ePCT Notifications - PCTAB2012/030164 - test10mins - DEMO

" alphanumeric [ N
Dear Pates WARING.

¢ 55 fights in the ePCT system have bea fiad as folows
" Facsimile ‘ Your access nghts in the e ¥stem have been modfied as follow:

Purase goto gPCT

& Advanced Digital [No more signatures can be appled - this signature should be
finializing the signing proces.]
Best Regards.

Assign eDwnership in ePCT [optional)

PLT Customer [D: [user_CH WiARING_PETER_3520

ePCT eunership code: HELDCHE3NMNAND wi P 0 i P CJ T

Apply Signature Cancel

ePCT- setting up secure access
(paper filings)

B Taking ‘eOwnership’ of a PCT application (paper) requires
M a digital certificate in ePCT
B IA number + IFD
H Confirmation code appearing on Form I1B/301
H Complete online form to request e-Ownership
W Wait for confirmation e-mail from 1B

Bl The IB controls secure access

B Once eOwnership established, the application appears on
user’s ‘Workbench’

B Access now the same as if the IA was originally e-filed

B This process also applies to e-filed cases where the certificate
for filing in not in user account, a 92bis change was processed
since filing and IA has been published (301 code no Iorwg

\pCT
confidential) o
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eHandhakes

Username BARDINI
| Customer ID user_CGH_BARDINI_ANN_0606 [
First Name ann

Last Name bardini
Company/Organization WP
Phone + 41223380117

Address 34, chemin des Colombettes
Geneva

Country Switzerland

Each user account has a Customer ID (above)
B Only to be exchanged with trusted associates
M Similar to friends on ‘Facebook’

B An eHandshake does not give automatic access rights to
all your applications — specific access rights have to be
granted

WIPO I PCT

Web filing (in development)

M File application through the ePCT private services portal
- no need to take eOwnership later on

B Allows all data checks conducted by IB to be made at
time of preparation of the IA for filing and all reference
data is up to date

M File direct to RO/IB initially

B Later option to host RO file at IB for Offices as an
alternative to a local RO server and receive e-filings
directly

WIPO I PCT
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[]
Availability of PCT Information

and Resources

PCT information available on the Internet (1)

B PCT Treaty and Regulations (www.wipo.int/pct/en/texts/)
B PCT Administrative Instructions (www.wipo.int/pct/en/texts/)

B PCT Applicant’s Guide (updated weekly)
(www.wipo.int/pct/guide/en)

B PCT Newsletter (monthly)
(www.wipo.int/pct/en/newslett/)

B PCT Legal Text Index, providing references to PCT Articles,
Rules, Administrative Instructions, Forms and various PCT
Guidelines (www.wipo.int/pct/en/texts/pdf/legal_index.pdf)

W Official Notices
(www.wipo.int/pct/en/official_notices/index.htm) WiPO PCT

Info-Resources-2
25.07.12
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PCT information available on the Internet (2)

PCT Receiving Office Guidelines
(www.wipo.int/pct/en/texts/pdf/ro.pdf)

PCT International Search and Preliminary Examination
Guidelines (www.wipo.int/pct/en/texts/gdlines.htm)

WIPO Standards
(www.wipo.int/standards/en/part_03_standards.html)

PCT Minimum Documentation, Patents and Non-Patent
Literature (www.wipo.int/scit/en/standards/pdf/04-01-01.pdf and
www.wipo.int/scit/en/standards/pdf/04-02-01.pdf)

Agreements between International Bureau of WIPO and
International Searching and/or Preliminary Examining
Authorities

(www.wipo.int/pct/en/access/isa_ipea_agreements.html)
wW |_Pq_ .PCIT

Info-Resources-3

25.07.12

PCT Applicant’s Guide (1)

Regularly updated, web-based publication, available free-of-
charge at www.wipo.int/pct/guide/en/

Free weekly e-mail updating service detailing updated
information

Contents:
O International phase

= instructions concerning the preparation, filing and
processing of international applications

= blank forms (request, demand, power of attorney, etc.)

= “Annexes” setting out information relevant to each
Contracting State and regional or international

Organization and each Office and Authority "'~ o

Info-Resources-4

25.07.12
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PCT Applicant’'s Guide (2)

U National phase

= information on all acts that must or may be
performed before the DO/EOs

= time limits
= fees

= Dblank national forms

WIPO I PCT

Info-Resources-5
25.07.12

PCT training options

B PCT Distance Learning Course available in the 10
publication languages

B PCT Webinars

U providing free updates on developments in PCT
procedures

U upon request also for companies or law firms

B More information on the PCT resources website:
WWW.Wipo.int/pct

WIPO I PCT

Info-Resources-6
25.07.12
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PCT Infoline

PCT Processing Service

Also for questions relating to
IB/RO

PCT e-Services Help Desk

Info-Resources-7
25.07.12

Where to get help at WIPO
on PCT-related questions (1)

Telephone
Fax
e-mail

Gijsbertus Beijer
Fax

Gijsbertus Beijer
Fax

Telephone
Internet address
e-mail

+41 22 338 83 38
+41 22 338 83 39
pct.infoline@wipo.int

+41 22 3389479
+41 22 33882 70

+41 22 338 92 22
+41 22 910 06 10

+41 22 338 95 23
www.wipo.int/pct-safe
epct@wipo.int

e i

Where to get help at WIPO
on PCT-related questions (2)

Marketing and Distribution Section

(PCT Publications)

Order online at

WIPO Switchboard

PCT Internet Site

Info-Resources-8
25.07.12

Telephones

Fax

Internet address
e-mail

Internet address

+41 22 338 96 18
+41 22 338 99 30
+41 22 338 95 90
+41 22 740 18 12
+41 22 733 54 28

www.wipo.int/ebookshop
publications.mail@wipo.int

+41 223389111

www.wipo.int/pct/en/

WIPO I PCT
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| Deutsch | Espafiol | Frangais | Portugués | =2 | Bycocuii 4|

WIPO g PCT ]

The Intsrnational Patsnt System Contact us | Accessibility | Site map

WORLD INTELLEGTUAL PROPERTY ORGANIZATION
ABOUT WIPQ IP SERVICES PROGRAM ACTIVITIES RESOURCES HEWS & EVENTS

rer PCT Information Service
Datzbase Search
Service Center

The PCT Information Service answers general inquiries about the filing of international applications SHORTCUTS
and the procedure to be followed during the international phase of the PCT. For an overview of the PCT

RELATED LINKS
system please see Profecting your Inventions Abroad: Freguently Asked Questions about the Patent

* For orders of or subscriptions

About Patents Coaperation Treaty (PCT) [PDE] to PCTinformation products or
S —
WIPO Standzrds Please note that correspondence relating to specific international applications should be addressed to WIPO Electronic Bookshop or
Statistics the PCT Operations Division: facsimile: (+41-22) 338 82 70 or the specific fax number indicated on the contact the Marketing and
Priority Documents forms issued by the International Bureau (IB), or you can contactthe "authorized officer” directly. Distribution Section
publications. mail@wipo.int or
E-NEWSLETTERS Specifically and only for inquiries relating to: facsimile (+41-22) 740 18 12

Subscription
+ international applications filed directly with the IB in its capacity as receiving Office, or
= international applications transmitted to the IB as receiving Office under ECT Rule 19.4 (that is: ¥ International Bureau closed
where the national (or regional) Office with which the application was filed is not competent to dates
receive the application concerned; where the application is notin 3 language accepted by that
national Office; or for any other reason where the national Office and the IB agree that the
procedure under this Rule should apply),

please contact the PCT Receiving and Processing Section of the |B: telephone: (41-22) 338 92 22,
facsimile: (41-22) 910 06 10 or e-mail: ra.ib@wipo.int. Further information on filing directly at the 1B

The PCT Information Service can be contacted as follows:

» Telephone: (+41-22) 338 83 38
+ Facsimile (+41-22) 338 83 39

s E-mail: pclinfoline@wipo.int

Telephone opening hours are from 9.00 a.m. to 6.00 p.m. Central European time (from 3.00 a.m. to
12.00 p.m. (noon) US Eastern time zone).

Scam Warning | RSS | Terms of use

for Contact Details of the Team in - ol x|
File Edit View History Bookmarks Tools Help
@ o @ = @ k) ﬁ]‘ = http://www.wipo.int/pctdb/en/iateamlookup.jsp [=[ B - vahoo =)

@ WIPO - World Intellect...

Espafiol | Francsis | a74E

WIPO 5 IP SERVICES [ [ seamh

— Contact us | Accessibility | Site map
WORLD INTELLECTUAL PROPERTY ORGANIZATION

ABOQUT WIPOQ IP SERVICES PROGRAM ACTIVITIES RESQURCES MEWS & EVENTS

PATENTSCOPE® Search for Contact Details of the Team in Charge of your PCT Application
About Patents

PCT Rescurces If you wish to ask any questions relating to a specific international patent application, you can contact the "authorized officer” directly. To know
PCT Service Center who is the authorized officer in charge of your PCT application, type your IA number in the box below, the name and contact defails of the staff

Database Search
» BCT Applications

hetonal Cellections & & [US2009051003 | (e.0 EP2000006724) GO

External Databases
Patent Analysis
Glossary
Data Services
Publications
Projects B Programs
Patent Law
Priority Documents

in charge will appear.

Scam Waming | RSS | Terms of use
RELATED LINKS

Patent Classification: IPC
Statistics

Life Sciences

WIPO Standards

E-NEWSLETTERS

Subscription
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2 PATENTSCOPE® - Team Lookup - Moxzilla Firefox _|of x|

File Edit View History Bookmarks Tools Help

E-o-@ 4% [Z http://www.wipo.Int/pctdb/en/teamlookup.jsp?TA=US2009051003 || B w~|vahoo <]

@ WIPO - World Intellect...

. Espafiel | Frangais | 8428
WIPO .é IP SERVICES [ sem
2 Contact us | Accessibility | Site map

ABOUT WIPO IP SERVICES PROGRAM ACTIVITIES RESOURCES NEWS & EVENTS

PATENTSCOPEG PCTIUS2009/051003

About Patents

PCT Rescurces Team BTO1

PCT Service Cents . )

ootabocs serth Coordinator Dorothée Milhausen
»PCT Applications Phone +41223387401

National Callections &
Fax +4122338 8740

Email PTO1.PCT@WIPOINT

Publications
Projects & Programs
Patent Law

Priority Documen ts

Scam Warning | RSS | Terms of use
RELATED LINKS

Patent Classification: IPC
Statistics

Life Sciences

WIPO Standards

E-NEWSLETTERS

Subscription

PCT case law database

B Text-searchable PCT case law database available at:
www.wipo.int/pctcaselawdb/en

H Contents:
U decisions from national courts
U decisions from regional administrative bodies
U abstracts and legal references added by 1B

B Any comments or submissions for addition can be
sent to the IB at: pct.legal@wipo.int

WiPO PCT

Info-Resources-12
25.07.12
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WIPO — PCT LEGAL DIVISION (1)

Director

PCT Legal Affairs
Section

Info-Resources-13
25.07.12

Matthew Bryan

Fax
E-mail

Matthias Reischle
Christine Bonvallet

Zhilong Yu

Ingrid Aulich

Fabienne Gateau

Margret Fourné-Godbersen

+41 22 338 96 01

+41 22 910 00 30
pct.legal@wipo.int

+41 22 338 96 27
+41 22 338 70 67
+41223387179
+41 22 3389577
+41 22 338 95 63
+41 22 338 93 28

WIPO I PCT

WIPO — PCT LEGAL DIVISION (2)

PCT Information
Services Section

PCT Outreach and User

Relations Section

PCT Legal Publication

Section

PCT Knowledge Management

Section

Info-Resources-14
25.07.12

Eva Schumm

Isabel Happe

Anne Gallois-Montbrun
Fax

E-mail

Quan-Ling Sim
Silke Weiss
Beatriz Largo

David Barmes

Rosina Bisi-Kurkdjian

+41 22 338 83 38
+41 22 338 83 38
+41 22 338 83 38
+41 22 338 83 39
pct.infoline@wipo.int

+41 22 338 90 56

+41 22 338 88 44
+41 22 338 95 72

+41 22 338 93 61

+41 22 338 95 66

WIPO I PCT
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WIPO — PCT INTERNATIONAL
COOPERATION DIVISION

Director Takashi Yamashita +41 22 338 90 48

+41 22 338 86 68
+41 22 338 81 48

Offices Services Rolando Hernandez Vigaud
Section ‘Nyalleng Pii

Technical Cooperation
Section

Anjali Aeri
Silvija Trpkovska
Mikhail Gavrikov

Peter Waring
Carlos Roy

+41 22 338 70 66
+41 22 338 85 39
+41 22 338 70 22

+41 22 338 85 21
+41 22 338 95 61

WIPOIPCT

Info-Resources-15
25.07.12

WIPO — PCT BUSINESS DEVELOPMENT
DIVISION

Director Claus Matthes +41 22 338 98 09
Fax +41 22 338 71 50

+41 22 33891 71
+41 22 338 91 17
+41 22 338 74 24
+41 22 338 74 23

Michael Richardson
Ann Bardini

Allal Aloui

Thomas Marlow

WiPO PCT

Info-Resources-16
25.07.12




152

PATENTSCOPE

\\

WIPO | PCT
The International

Patent System

IT C X G || http:jwww.wipo.int/pct/en/

i - @] Yahoo P

2] Most Visited = WIPO - World Intellect...

[=]

E

= PCT Resources

WIPO g

PCT

Database Search
Service Center

RELATED LINKS

About Patents

Patent Law

Patent Classification IPC
WIPO Standards
Statistics

Priority Documents

E-NEWSLETTERS

Subscription

PCT

The International Patent System

WORLD INTELLECTUAL PROPERTY ORGANIZATION

ABOUTWIPQ

IP SERVICES

PCT Resources

About the PCT

® |nformation Senvice

® PCTin the News

* Aboutthe Patent Cooperation Treaty

" Protecting your Inventions Abroad: Frequently
Asked Questions about the Patent Cooperation
Trealy (PCT) [PDF]

" PCT Yearly Review

* PCT Tuo Willion “SEE

" Gallery of PCT Notable Inventions and Inventors

* Collection of PCT User Strateqies

" PCT User Survey

PROGRAM ACTIVITIES

## | B | Deutsch | Espafial | Frangais | Portugués | BAE | 20 | Pycoxuii :

[ el

Contact us | Accessibility | Site map

RESOURCES NEWS & EVENTS

Fil VIARNING

iling

¥ Requests for payment of fees
that do not come from the

Intemational Bureau of WIFO

® Electronic Filing (PCT-8AFE

¥ PCT-Patent Prosecution Highway Pilot
PCT-PPH

* Common Application Format

® Direct Filing with the IB

® Fees & Warning

* Online Document Upload

" PCT Applicants Guide

* Forms

* PCT Nensletter

" |PO Closed Dates

" PCT Time Limit Calculator
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-G - C X @ |E | http:/fwwiw.wipo.int/pct/en/ ) |!' ‘Yahoo
12 Most Visited = WIPO - World Intellect...
= PCT Resources m
Legal Information PCT Offices
" Irealy, Requlations and Administrative ® Quality Reparts by International Authorities
Instructions ® Forms for Offices
* Guidelines for Authories and Offices ® Data Senices for Offices
= Amendments to the Requlations (July 1, 2010)  w yinimum Documentation: Patents [FDF]
[EFT] [Archives] and Mon-Patent Literature [PDF]
* Direclives for New Equivalent Amounts of ® |nformation Concerning Emergency
Certaln PCT Fees Preparedness Plans
" EAls ® Patent Applications Wanagement Software
® PCT Glossan (PCT-ROAD
= PCT Case Law Database
" | egal Text Index (July 1, 2010) [PDF] [Archives
» History of the PCT Requlations [PDF] Patent Data
® Washington Diplomatic Conference on the PCT
" PATENTSCOPE Search Senice
® Resemnvations and Incompatibilities ® Official Motices (PCT Gazette) Collection
= Types of Protection [PDE]
® Time Limits for Entering National/Redional
Phase Meetings, Training and Documents
= Waivers: Powers of Attorney
® Access to [PER under Rule 94.1(c * BCT Distance Learning Course
® Reional Patents via the PCT " Seminars
® States Party to PCTIParsWTO [PDF] ® BCT Webinars
= Restoration of the Right of Prigrity * BCT Assembly Reports
® [eetings and Documents
» PCT Contracting States [PDF] ® PCT Presentations
® 134 and IPEA Agreements ® ECT Working Group
- C X @ |E | http: /fwwiw.wipo.int/patentscope/search/en/search.jsf -| Yahoo

(21 Most Visited = WIPO - World Intellect...

= WIPO - Search Internati... m

Deutsch [Espafiol |[Francais | B%E [E7501 [Portugués [Pyccknii |R3L |
-

ATENTSCOPE 2
WIPO?
=

SearcHEternational and National Patent Collections

Search |

Browse | Options | HNews | Help

s » PATENTSCOPE = Database Search

This system enables you to do searches in 1,855 015 published international patent applications (PCT) and in 7 732,103 when including
patent documents from Regional and National collections. Detailed information about data coverage can be found here

FrontPage AnyField  Full Tet  IDMNumber  Int Classification(IPC)  Mames  Dates
Front P
LS ‘ Examples:
Office The entered value is searched
I~ pcT 7 Ecuador 7 Micaragua r Uruguay oS T e incac
Numbers and Names.
™ argentina ™ ESawvador I Panama ™ vietNam 4"electric car~50
43mith or Klein
I Brazil ™ cuatemala 7 Peru " ariPO TR T
™ chile ™ Honduras I Republic of Korea I ero 4"30l* panel’~5

4 elect?icit?

I” colombia [ Israel r Singapore Al 1 glaciic™0 and car'3
™ CostaRica [ Mexico ™ South Africa
" Cuba [ Morocco I Spain

Res
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6@' C X ar |§|http:,n'jwww.wipt}.int;'patentscopejsearch,n'en,n'search.jsf i - |-"|Yah00

(2] Most Visited = WIPO - World Intellect...

= WIPO - Search Internati... | = |

=
-

ATENTSCOPE -
: WIPO 5
W&rnational and National Patent Collections =

Search | Browse | Options | News | Help

Home > IP Services » PATENTSCOPE » Database Search

Advanced Search

SearchFor | @

Language  [English ~| stemM

Office
" pcT I” Ecuador I Nicaragua ™ Uruguay
[ Argentina I~ ElSavador I Panama ™ vietNam
™ Brazi ™ Guatemala ™ Peru ™ arIPO
™ Chile I Honduras ™ Republic of Korea " ero
™ Colombia I Israel r Singapore F Al
[ CostaRica I Mexico ™ South Africa
I cuba I” Morocco T Spain
| searcn | Reset N
BE - C X 4 |§|http:/!www.wipn.int/patentscnpe/search/en/clir/clir.jsp - |!' Yahoo
2] Most Visited = WIPO - World Intellect...
= Search International an... | -
N ”
N h International and National Patent Applications: —
CLIR -

Home # Search * Back to PatentScope And Mational Patent Collections

Input search terms

Query Hell

"solar energy"‘

* Query Language: | English b
# Expansion Mode: | Automatic

» i
Precision 5 = Recall

Submit Query
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GE"' C X a |E|http:,l,’www.wipu.int,:'patentsmpe/searchjenjresult.jsf

(2] Most Visited = WIPO - World Intellect...

= WIPO - Search Internati...

ATENTSCOPE g
SWernational and National Patent Collections =

Search Browse Options News Help

Home = IP Servic

PATENT:

0OPE = Database Search

Results 1-10 of 3,927 for Criteria{{EN_TI:{"solar energy") OR EN_AB:{"solar energy")) OR (DE_TI:(" Sonnenenergie”) OR DE_AB:
{"Sonnenenergie")) OR (ES_TI("energia solar") OR ES_AB:{"energia solar"})) OR (FR_TL("air a énergie solaire”) OR FR_AB:("air &
énergie solaire™)) OR (JA_TI:(" AREE") OR JA_AB:(" ARE#")) Officersiall Lanquage EN Stemming: true

prev 12 3 4 5 6 7 8 9 10 11 12 13 14 15 16 17 18 19 20 next

Refine Search [((EN_TL:(solar energy’) OR EN_AB:("salar energy’)) OR (DE_TI(

Options Q@

MName & No # Name ¢ No# Name # No & Mame No # Date &+ No &
PCT 1246 | F24) | 1442 | OWENSILLINOIS, INC. 1 | sETO w0 ||2000 [120
HIROMITSU
European Patent 810 | HOTL |38 | LGELECTRONICS INC 7 _ 2002 |12
of GODE, Géb 8
e F03G |126 | KOREAINSTITUTE OF ENERGY |17 abor 2008 | 121
i 801 SEA WON, [
Repubic o i T1a | RESEARCH ON,INHO pomra P

’GE"' C X & |=[http://www.wipo.int/patentscope/search/enresult.jsf

2] Most Visited = WIPO - World Intellect...

= WIPO - Search Internati

i Relevance s Original

No | Cir Title PubDate  IntClass Appl.No Applicant Inventor

1. |WO | WO/1996/015411 -NEW SOLAR ENERGY 23.05.1996 | F24) 2/08 | PCT/ES1995 SANTANDER CERBELL, SANTANDER
CONDENSER 1000125 Roberto CERBELL, Roberto

Mew solar energy condenser, compriging the use of a crystal lens or container having a spherical surface and made of appropriate materials (30), which ig
incorporated on a lower fixed metal structure, both structures being coupled to each other so that the upper structure can slide concentrically on the lower
structure, whereon are mounted other compenents; reflector plates and an automatic cleaning system for the lenses (30) and reflector plates (15) are provided, as.
well as a plurality of auxiliary elements including a pump and an electric circuit; the lens (30) may be comprised of a lenticular container formed of two sheets (31
and 317, or by a single body, the two sheets of moldable transparent material of any type (30 and 31°) being joined by a conventional junctien line (32),
incorporating inside a fluid (33) consisting of water or any other liquid, semi-iquid or refracting solidifiable material, the lenticular container (30) having at least one
perforation or orifice (34) for the inlet and outlet of the liquid (33) or for its aeration.

2 |WO0 |WO0/2005/017421 -COVERING MATERIAL FOR | 24022005 | C08J 5118 PCTAP2004 | ASAHIGLASS COMPANY, | MOMI, Tatsuo
POWER GENERATING SYSTEM USING SOLAR 1010942 LIMTED
ENERGY AND POWER GENERATING SYSTEM
USING SOLAR ENERGY FORMED BY
SPREADING THE COVERING MATERIAL

A covering material for a power generating system using Solar energy, characterized by comprising a fim having a tensile yield strength of 10 N/mm2 or higher
accoerding to JIS K7127, a solar radiation transmissivity of 85% or mere according to JIS R3106, and a holding ratio of tensile break strength to initial value 5000
heurs after a sunshine carbon arc lamp weather resistance test of 80% or more according to JIS B7753,

3. |WO | WOI2009/104820 -S0LAR THERMAL ENERGY | 27.082009 | F24]) 2/34 | PCTUP2008 | TOYOTA JIDOSHA NAKAMURA,
STORAGE METHOD 1053624 KABUSHIKI KAISHA Norihiko

Disclozed in the invention of the present patent application is a method for storing Solar energy. The solar thermal energy storage method disclosed in the present
invention includes acquiring solar thermal energy, using a pertion of the aferementioned solar thermal energy acquired te carry out a reaction to generate hydrogen
from water, and using another portion of the aforementioned solar thermal energy acguired te carry out a reaction to synthesize ammonia frem nitrogen and the
hydrogen obtained in step (b).

4. |WO | WO/2004/036122 -DEVICE FOR RECEIVING 29.042004 | F24)2/04 PCTIAT2003  MEKAL, Jolanta MEKAL, Jolanta
SOLAR ENERGY 1000313

The invention relates to a device for receiving solar energy, .g. for air conditioning buildings with a preferably transparent wall (2), wherein preferably an outer
transparent wall (2) and an inner wall (1) are provided, in addition to a cavity (4) which is disposed between the outer wall (2) and the inner wall (1) and
through-which a heat transfer medium can flow. Optimum heat management control can be achieved by providing at least ene thermotropic layer (4, 5) which
controis heat take-up and which alternates according to the temperature thereof between a state wherein it is substantially opaque, i.e. absorbent, and another
state wherein it is essentially transparent
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America Invents Act (AIA) and PCT (1)

B US national law changes which entered into force on
16 September 2012 have direct impact on the PCT system

B Related PCT Rule changes were adopted by the PCT
Assembly in October 2012 and will enter into force on
1 January 2013

B Implications for the PCT system since 16 September 2012:

U PCT applications can be filed in the name of a corporate
applicant for all States, including the US

U Only declarations of inventorship (Rule 4.17(iv)) complying
with the new standardized wording (see Section 214 of the
Als) will be accepted by DO/US

O The request form (PCT/RO/101) was modified accordingly
wmo CT
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America Invents Act (AIA) and PCT (2)

B Transitional period:

U Applicants who, on or after 16 September 2012, continue
to indicate inventors as applicants for the US only in the
request form will receive a notice from the RO
(PCT/RO/132) or the IB (PCT/IB/345) informing them
about the possibility to submit a request for the recording
of a change under Rule 92bis

U Applicants who use the old standardized wording for the
declaration of inventorship for international applications
filed on or after 16 September 2012 will receive an
invitation to correct from the IB (Form PCT/IB/370)

WIPO I PCT
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Update on ISAS/IPEAS

B The Israel Patent Office became operational as an
ISA/IPEA as from 1 June 2012

B For international applications filed with RO/IL or RO/IB
on or after 1 June 2012 by applicants who are eligible to
file with RO/IL

B The Chilean Patent Office was appointed an ISA/IPEA
by the PCT Assembly in October 2012

WIPO I PCT
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ePCT

B WIPO online service that provides secure electronic access to
the files of PCT applications maintained by the International
Bureau

B Secure access via ePCT private services requires a WIPO
user account and valid digital certificate (available for PCT
applications filed as from 1 January 2009)

B Access via ePCT public services for online document upload
requires only a basic WIPO user account (no additional
authentication is required) (available for all PCT applications)

B More information:

U https://pct.wipo.int/ePCT

U January 2012 edition of the PCT Newsletter

WIPO I PCT

Recentdev-6
09.10.12




159

ePCT “private services” — Main Features

Recentdev-7

09.10.12

Up-to-date bibliographic data and status information
Uploaded documents are immediately visible in the file view

Automatic generation of a signed cover letter for uploaded
documents to comply with PCT Rule 92.1 requirement

View processing status of submitted documents

Manage access rights

Download individual documents or packages

Secure messaging for contact with WIPO Processing Team

Leave private notes invisible to the IB and not appearing as part
of the application file

History of actions taken
Customizable notification preferences (e-mail alerts)

Online actions for withdrawals (PCT applications, priority claims,
designations) and Rule 92bis changes ol

ePCT “public services” (1)

M Former ‘Online Document Upload’ integrated in ePCT

Bl WIPO User Account (public or private) required

B Documents can be uploaded for applications filed with

URO/IB upon receipt of form PCT/RO/105
UAny RO upon receipt of form PCT/IB/301

B User Guide with full details available in ePCT

Recentdev-8
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ePCT “public services” (2)

The following documents may be submitted in PDF format to RO/IB:
O Art. 19 amendments
O Notices of withdrawal (form PCT/IB/372)
Rule 92bis changes (also for multiple international applications)
Requests for supplementary international search and related documents
Request for indication of availability for licensing purposes
Informal comments on the WO/ISA
Powers of attorney
General correspondence
Declarations under Rule 4.17
Replacement sheets under Rule 26
Correction or addition of priority claim under Rule 26bis.1
Request for restoration of right of priority under Rule 26bis.3
Request for incorporation by reference under Rule 20.6
Translation for the purposes of international search under Rule 12.3
Translation for the purposes of international publication under Rule 12.4

[y Iy Iy Ay ey Ny Ny
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ePCT “public services” (3)
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ePCT — Future Improvements

B Further online actions
O Withdrawal of demand
U Request to indicate availability for licensing, etc.

B Online web filing of new PCT applications (initially IAs
filed with RO/IB, later other ROSs)

U NOT vyet possible (planned for 2013)

B Extension of ePCT to interested Offices in their various
capacities (RO, ISA, SISA, IPEA, DO, EO) has started
WI_F'.-‘C?. .PICIT
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Digital Access Service for Priority Documents (DAS)

B Legal Basis:
O PCT Rule 17.1(b-bis)
O Administrative Instructions 715 and 716

B Applicants may request the IB to retrieve priority
documents from digital libraries (may also be possible at
some DOs)

B Participating Offices: AU, CN, DK, ES, FI, GB, IB, JP, KR,
SE, US
B For detailed information on DAS, see: www.wipo.int/das/en
WIPO I PCT
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Retrieval of priority documents via DAS

B Possibility to request the IB to retrieve a copy of the
priority document of an earlier application, in electronic
form, via DAS

B The service is available for earlier national applications
filed with AU, CN, DK, ES, FI, GB, JP, KR, SE and US
and for earlier international applications filed with DK, FlI,
SE and RO/IB

B The Office with which the earlier national application was
filed is known as the Office of First Filing (OFF) or the
Depositing Office

B The Office that retrieves the document is known as the
Office of Second Filing (OSF) or Accessing Office

WIPO I PCT
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Main steps for the use of DAS

B Request the OFF to make the earlier application
available via DAS and provide an access code

B The OFF (or, in some cases, the IB on behalf of the
OFF) provides the applicant with an access code

B File the PCT international application and request the IB
to retrieve the priority document via DAS by checking the
appropriate box on the request form and include the
access code

M The IB retrieves the priority document via DAS and
sends a confirmation of retrieval to the applicant by
means of the form PCT/IB/304

WIPO I PCT

Recentdev-14
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Requesting DAS p-doc retrieval

ﬂ
@ 2 |
A | national € Regional " nternational (PCT}

_ Country: IUS IUniteﬂ States of America j

Filing date: |29 July 2011 QI
e

¥ The International Bureau is requested to obtain from a digital library a
icertified copy of the above-identified earlier application

Access cods: I

[ The receiving Office is requested to prepare and transmit to the International
Bursau a certified copy of the above-identified sarlier application

S— ™| The receiving Office is requested to restare the gt of priorty.

| oK | cancel

B Select the checkbox on the Priority details page for the corresponding priority claim.
WIPO | PCT
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Licensing availability (1)

B Applicants interested in concluding license agreements in relation
to their international application may request the International
Bureau to make this information available in PATENTSCOPE:

U How? Applicants should submit a “licensing request” (see
Form PCT/IB/382) directly to the IB (preferably by means of
ePCT)

U When? At the time of filing or within 30 months from the
priority date

U Free of charge

U Applicants can file multiple licensing requests or update
previously submitted ones (within 30 months from the
priority date) WIPO PCT
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Licensing availability (2)

Q Licensing indications will be made publicly available after
international publication of the application

O The licensing indications will be visible on PATENTSCOPE
under the “Bibliographic data” tab with a link to the submitted
licensing request itself

U International applications containing licensing information can
be searched for in PATENTSCOPE

U The licensing indication displayed under the “Bibliographic
data” tab may be revoked by the applicant at any time, that is,
also after 30 months from the priority date

WIPO I PCT
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Third Party Observations - Main Features

H Allows third parties to submit prior art observations relevant to
novelty and inventive step

B Web-based system using web-forms in PATENTSCOPE

B Free-of-charge

B Submissions possible until the expiration of 28 months from
the priority date

B Applicants may submit comments in response until the
expiration of 30 months from the priority date

B Anonymous submission of third party observations possible

B Third-party supplied documents will not be available via
PATENTSCOPE, but will be made available to International
Authorities and national Offices WiPO PCT
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Third Party Observations — Role of the IB

B Check for spam
B Notifies the applicant of submission of observations
B Makes observations available in PATENTSCOPE

B Sends to International Authorities and designated Offices
observations, cited documents, and applicant responses

M Available since July 2012

WIPO I PCT
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PATENTSCOPE enhancements (1)

B Information on national phase entry for more than 40 countries

B Access to more than 25 searchable national and regional
patent collections

B Cross-Lingual Information Retrieval (CLIR)

O Allows the search of terms or phrases and its radiants in
Chinese, English, French, German, Japanese, Korean,
Portuguese, Russian, Spanish while entering the query in
only one language

B Search of PATENTSCOPE on a smartphone possible

B Corpus of English/French titles and abstracts (20 years of
data) available for purchase, or free for research purposes
WIPO I PCT
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PATENTSCOPE enhancements (2)

B Since August 2010:

O Translation of description and claims in all languages
supported by Google™ Translate

B Since May 2011:

U Users can customize the PATENTSCOPE search
interface allowing them to

= Save preferred settings, such as the length of the
search result list, etc.

= Save previous searches
= Download the result lists up to 100 records

O The creation of an account (free of charge) is require
R

Recentdev-21

Patent Prosecution Highway (PPH) and PCT

B Accelerated examination in the national phase based on

a positive work product of an International Authority
(written opinion of the ISA or the IPEA, IPRP (Ch | or I1))

B Conditions: at least one claim should have been

determined to be patentable and ALL the claims must
sufficiently correspond to the claims deemed patentable
by the ISA or the IPEA, that is, they are of the same or
similar scope or they are narrower in scope than the
claims in the PCT application

WIPO I PCT

Recentdev-22
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Patent Prosecution Highway (PPH) and PCT

Further bilateral agreements on accelerated prosecution of
PCT applications have been concluded

Information on the PCT Website:
www.wipo.int/en/filing/pct_pph.html

Information on the PPH Portal:
www.jpo.go.jp/cgi/linke.cgi?url=/torikumi_e/t_torikumi_e/patent_
highway_e.htm

Information on procedures and forms can be found on the
websites of the participating Offices: AT, AU, CN, DK, EP, ES,
FI, JP, KR, MX, RU, SE, US, XN

The IB requests feedback on experience with PCT-PPH at
pct.legal@wipo.int WIPO PCT
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