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SUMMARY 
 LISTNUM Paragraph \l 1 
The Annex to this document contains proposals for amendment certain Rules
 dealing with the rectification of obvious mistakes authorized by the International Preliminary Examining Authority;  amendments under Articles 19 and 34 and accompanying letters;  and annexes to the international preliminary examination report.  The main purpose of the proposed amendments is to ensure that elected Offices and third parties have access to all the information necessary to understand all aspects and versions of the international application referred to in the international preliminary examination report.  At present, there are certain cases where relevant information may only appear in the files of the International Preliminary Examining Authority, which are not easily available to elected Offices and may not be open to third parties at all.

RECTIFICATIONs OF OBVIOUS MISTAKES Authorized by the International Preliminary examining Authority

 LISTNUM Paragraph \l 1 
It is recalled that, in 2005, the Assembly adopted the following amendments to Rule 70.16(a) (document PCT/A/34/2 Rev., Annex II, page 37):

“(a)  Each replacement sheet under Rule 66.8(a) or (b) and, each replacement sheet containing amendments under Article 19 and each replacement sheet containing rectifications of obvious errors authorized under Rule 91.1(e)(iii) shall, unless superseded by later replacement sheets or amendments resulting in the cancellation of entire sheets under Rule 66.8(b), be annexed to the report.  Replacement sheets containing amendments under Article 19 which have been considered as reversed by an amendment under Article 34 and letters under Rule 66.8 shall not be annexed.”

 LISTNUM Paragraph \l 1 
Upon consideration, the wording of Rule 70.16(a) as so amended with effect from April 1, 2007, and as in force today, meets with some concerns, for the reasons outlined in the following paragraphs.

 LISTNUM Paragraph \l 1 
Paragraph 98 of Annex V of document PCT/A/34/2 Rev. gave the following explanation for the need to amend Rule 70.16(a):

“98.  In view of the fact that any rectification authorized by the competent authority will be published (either as part of the published international application or, under Rule 48.2(i), in the form of a statement reflecting all rectifications, together with a revised front page), there is no longer any need under Rule 70.16 for annexing rectifications authorized by the International Preliminary Examining Authority to the international preliminary examining report, and a further drafting change has therefore been made to the text of the latter Rule, beyond the text as agreed by the Working Group, by deleting the words “and each replacement sheet containing rectifications of obvious errors authorized under Rule 91.1(e)(iii).”

 LISTNUM Paragraph \l 1 
The statement that any rectification, no matter which competent authority has authorized it, will be published either as part of the published international application or, under Rule 48.2(i), separately in the form of a statement reflecting all rectifications is erroneous.  Where the International Preliminary Examining Authority is the authority competent to authorize the rectification of obvious mistakes under Rule 91.1(b)(iii), it would appear that Article 38
 prevents the publication under Rule 48.2(i) of a statement reflecting the rectification of an obvious mistake in any document which forms part of the “file of the international preliminary examination” (see Article 38(1)).

 LISTNUM Paragraph \l 1 
There is no clear definition as to which documents form the “file of the international preliminary examination”.  Thus, the question arises whether the file includes, for example, the description, claims and drawings as filed, or just other documents specifically related to the Chapter II procedure, such as, for example, the demand for international preliminary examination or amendments under Article 34.  

 LISTNUM Paragraph \l 1 
So as to avoid any doubt as to compliance of Rule 48.2(i) with Article 38, it is proposed to amend Rule 48.2(i) by clarifying that this provision does not apply where the rectification of an obvious mistake is authorized by the International Preliminary Examining Authority under Rule 91.1(b)(iii).

 LISTNUM Paragraph \l 1 
In addition, so as to ensure that rectifications authorized by the International Preliminary Examining Authority are made available to elected Offices and (by virtue of Rule 94.1(c)) to the general public), it is proposed to amend Rule 70.16 to in-effect undo the amendments to that Rule adopted in 2005 and to “reinstate” words to the effect that all rectifications of obvious mistakes authorized by the International Preliminary Examining Authority under Rule 91.1(b)(iii) shall be annexed to the international preliminary examination report.

amendments under Articles 19 and 34 and accompanying letters
 LISTNUM Paragraph \l 1 
It is recalled that the Assembly, during its thirty-eighth session held in 2008, adopted amendments of Rules 46.5, 66.8 and 70.16, with effect from July 1, 2009, requiring applicants, in the case of amendments of the claims under Articles 19 and 34, to submit replacement sheets containing a complete set of claims rather than, as under the Regulations in force up to June 30, 2009, replacement sheets only for those sheets of claims which, on account of an amendment, differed from sheets previously filed.

 LISTNUM Paragraph \l 1 
It is further recalled that the Assembly, during its thirty-ninth session held in 2009, adopted further amendments of Rules 46.5, 66.8 and 70.16, with effect from July 1, 2010, requiring applicants, in the case of amendments of the claims under Article 19 and in the case of amendments of the claims, the description or the drawings under Article 34, to submit a letter which, inter alia, indicates the basis for the amendment in the application as filed.  Under those amendments, if the applicant fails to submit such a letter, the International Preliminary Examining Authority may establish the international preliminary report on patentability as if the amendment had not been made.

 LISTNUM Paragraph \l 1 
Upon consideration, it would appear that further consequential amendments to the Regulations are required, as outlined in the following paragraphs.  See also paragraphs 18 to 21, below, with regard to the question whether yet further amendments to the Regulations may be desirable.
 LISTNUM Paragraph \l 1 
It is proposed to amend Rule 49.5(a) so as to clarify that, if the claims have been amended under Article 19, the translation to be furnished by the applicant upon entry into the national phase is to be furnished in the form of a translation of the complete set of claims furnished under Rule 46.5(a) in replacement of all the claims originally filed.  By virtue of present Rules 66.8(c), 74.1 and 76.4, the same requirement would apply to any amendment of the claims made under Article 34.
 LISTNUM Paragraph \l 1 
It is proposed to amend Rules 53.9, 62.1 and 62.2 so as to ensure that the International Preliminary Examining Authority receives a copy of any letter furnished under Rule 46.5(b) (which, inter alia, indicates the basis for any amendment in the application as filed) either directly from the applicant (together with the demand, see Rule 53.9 as proposed to be amended) or from the International Bureau (see Rules 62.1 and 66.2 as proposed to be amended) where the applicant wishes that the Article 19 amendments are to be taken into account for the purposes of the international preliminary examination.

 LISTNUM Paragraph \l 1 
In order to ensure that the International Preliminary Examining Authority receives a copy of any letter required under Rule 46.5(b) in a language which is accepted by it for the purposes of international preliminary examination, it is also proposed to amend Rule 55.3 to require the applicant to furnish a translation of the letter into a language accepted by that Authority where it is not in such a language (see Rule 55.3(b), (c) and (d) as proposed to be amended).

 LISTNUM Paragraph \l 1 
It is proposed to further amend Rule 70.2(c-bis) so as to put it beyond doubt that this Rule also applies in the case of amendments to the claims under Article 19 where the applicant fails to submit the letter indicating the basis for the amendment in the application as filed, as required under Rule 46.5(b)(iii) as applicable by virtue of Rule 66.8(c) (see Rule 70.2(c-bis) as proposed to be amended).

 LISTNUM Paragraph \l 1 
Finally, it is proposed to amend Rule 70.16 so as to require the International Preliminary Examining Authority to annex the letter under Rule 46.5(b) as applicable by virtue of Rule 66.8(c) to the international preliminary examination report where the Article 19 amendments have been taken into account for the purposes of the international preliminary examination (see Rule 70.16(a) and (b) as proposed to be amended).  See also paragraph 18, below.
 LISTNUM Paragraph \l 1 
In the context of proposed amendments to Rule 55.3 (see paragraph 14. above), noting the current overlap of contents between present Rules 55.3 and 66.9 (both deal with language requirements for amendments under Article 19 and 34 which are to be taken into account for the purposes of international preliminary examination;  the difference appears to be that Rule 55.3 deals with amendments filed together with the demand, whereas Rule 66.9 deals with amendments made after the demand has been filed), it is proposed to in effect merge the contents of both Rules into just one Rule by deleting Rule 66.9 and amending Rule 55.3 so as to include matters which at present are contained in Rule 66.9 but which are not covered by present Rule 55.3.  Consequential changes are also proposed to Rules 12.2 (deletion of reference to Rule 66.9) and 92.2 (replacement of reference to Rule 66.9 by reference to Rule 55.3).

annexes to the international preliminary examination report

 LISTNUM Paragraph \l 1 
In the context of proposed amendments to Rule 70.16 (see paragraph 16. above), it is also proposed to redraft 70.16(a) completely so as to deal in just one paragraph with all replacement sheets and letters which are to be annexed to the report by the International Preliminary Examining Authority, and to require the Authority to annex certain documents which to date are not annexed to the report, for the benefit notably of elected Offices, namely:  (i) the letter under Rule 66.8(a) (relating to amendments of the description and drawings);  (ii) the letter under Rule 46.5(b) as applicable by virtue of Rule 66.8(c) (relating to amendment of claims;  see paragraph 16, above);  (iii) replacement sheets containing rectifications of obvious mistakes authorized by the Authority as a competent authority under Rule 91.1(b)(iii), and the letter relating to such rectifications (see paragraph 8, below);  and (iv) replacement sheets containing rectifications of obvious mistakes which could not be taken into account by the Authority (because they were received too late) where the report contains an indication to that effect under Rule 70.2(e).

desirability of further amendments to the regulations

 LISTNUM Paragraph \l 1 
As stated in paragraphs 9 and 10, above, the Assembly in 2008 and 2009 adopted amendments to Rules 46.5, 66.8 and 70.16 requiring applicants, in the case of amendments of the claims under Articles 19 and 34, to submit replacement sheets containing a complete set of claims as well as a letter which, inter alia, shall indicate the basis for the amendment in the application as filed.  The requirement to submit such a letter also applies to amendments under Article 34 of the description and claims (see Rule 66.8(a) and (c)).  Under those amendments, if the applicant fails to submit such a letter indicating the basis for the amendment in the application as filed, the International Preliminary Examining Authority may establish the international preliminary report on patentability as if the amendment had not been made.

 LISTNUM Paragraph \l 1 
Thus, while provisions have been added to the Regulations which deal with the issue of the need for an “explanatory” letter accompanying amendments under Articles 19 and 34 as far as the international preliminary examination procedure is concerned, no provisions have been added to the Regulations which would deal with the same issue from the perspective of designated and elected Offices before which the applicant wishes to proceed with the international application as so amended.  Considering the importance of the  “explanatory” letter for the identification of those parts of the international application which, on account of an amendment under Article 19 or 34, differ from the international application as originally filed, and for identifying the basis for the amendment in the application as filed, the question has arisen whether the Regulations should be further amended so as to provide for the publication of that letter together with the international application (in the case of Article 19 amendments) and to require the applicant to furnish a copy of any such letter (in the case of both Article 19 and Article 34 amendments) and  a translation thereof (if so required) to any designated or elected Office for the purposes of national phase processing.
 LISTNUM Paragraph \l 1 
The Working Group may wish to consider whether there is a need for such further amendments to the Regulations and, if so, what the consequences should be for national phase processing of the international application if the applicant fails to provide a copy of any such letter or a translation thereof.

The Working Group is invited 

(i)
to consider the proposed amendments contained in the Annex to this document;


(ii)
to consider the questions set out in paragraph 21, above.
[Annex follows]
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Rule 12  
Language of the International Application 
and Translations for the Purposes of International Search 
and International Publication

12.1 to 12.1ter   [No change]

12.2   Language of Changes in the International Application

(a)  Any amendment of the international application shall, subject to Rules 46.3 and , 55.3 and 66.9, be in the language in which the application is filed.

[COMMENT:  The proposed amendment of Rule 12.2 is consequential on the proposed deletion of Rule 66.9 (see below).]


(b)  [No change]

12.3 and 12.4   [No change]

Rule 48  
International Publication

48.1   [No change]

48.2   Contents

(a) to (h)  [No change]

(i)  If the authorization by the receiving Office, the International Searching Authority or the International Bureau of a rectification of an obvious mistake in the international application under referred to in Rule 91.1 is received by or, where applicable, given by the International Bureau after completion of the technical preparations for international publication, a statement reflecting all the rectifications shall be published, together with the sheets containing the rectifications, or the replacement sheets and the letter furnished under Rule 91.2, as the case may be, and the front page shall be republished.

[COMMENT:  So as to avoid any doubt as to compliance of present Rule 48.2(i) with Article 38, it is proposed to amend Rule 48.2(i) by clarifying that this provision only applies where the rectification of an obvious mistake in the international application is authorized by either the receiving Office, the International Searching Authority or the International Bureau but not where the rectification of an obvious mistake is given by the International Preliminary Examining Authority as the competent authority under Rule 91.1(b)(iii).  Rectifications of obvious mistakes authorized by that Authority are to be annexed to the international preliminary examination report (see Rule 70.16 as proposed to be amended, below) or, if the amendments could not be taken into account in the report and could not be annexed to that report, are made available to the elected Offices by the International Bureau (see Rule 70.2(e) and Section 413 of the Administrative Instructions.]

48.3 to 48.6   [No change]

49  
Copy, Translation and Fee under Article 22

49.1 to 49.4   [No change]

49.5   Contents of and Physical Requirements for the Translation

(a)  For the purposes of Article 22, the translation of the international application shall contain the description (subject to paragraph (a-bis)), the claims, any text matter of the drawings and the abstract.  If the claims have been amended under Article 19, the translation shall be furnished in the form of a translation of the complete set of claims furnished under Rule 46.5(a) in replacement of all the claims originally filed.  If required by the designated Office, the translation shall also, subject to paragraphs (b), (c-bis) and (e),


(i)
[No change]

(ii)
if the claims have been amended under Article 19, contain both the claims as filed and the claims as amended (to be furnished in the form referred to in paragraph (a)), and


(iii)
[No change]
[COMMENT:  It is proposed to amend Rule 49.5(a) so as to clarify that, if the claims have been amended under Article 19, the translation to be furnished by the applicant upon entry into the national phase is to be furnished in the form of a translation of the complete set of claims furnished under Rule 46.5(a) in replacement of all the claims originally filed.  By virtue of present Rules 66.8(c), 74.1 and 76.4, the same requirement would apply to any amendment of the claims made under Article 34.]


(a-bis) to (i)  [No change]

49.6   [No change]
Rule 53  
The Demand

53.1 to 53.8   [No change]

53.9   Statement Concerning Amendments

(a)  If amendments under Article 19 have been made, the statement concerning amendments shall indicate whether, for the purposes of the international preliminary examination, the applicant wishes those amendments:

(i)
to be taken into account, in which case a copy of the amendments and of the letter required under Rule 46.5(b) shall preferably be submitted with the demand;,  or

[COMMENT:  It is proposed to amend Rule 53.9 so as to clarify that the applicant should preferably submit, together with the demand, a copy of the letter required under Rule 46.5(b) to the International Preliminary Examining Authority.  See also Rule 62.1 as proposed to be amended, below, covering the case where the applicant does not submit the letter to the International Preliminary Examining Authority together with the demand.]


(ii)
[No change]


(b) and (c)   [No change]

Rule 55
Languages (International Preliminary Examination)

55.1 and 55.2   [No change]

55.3   Language and Translation of Amendments and Letters


(a)  Subject to paragraph (b), if the international application has been filed in a language other than the language in which it is published, any amendment under Article 34, as well as any letter referred to in Rule 66.8(a), Rule 66.8(b) and Rule 46.5(b) as applicable by virtue of Rule 66.8(c), shall be submitted in the language of publication.

[COMMENT:  Noting that the contents of present Rules 55.3 and 66.9 are almost identical, it is proposed to delete Rule 66.9 and to amend Rule 55.3 so as to include those matters contained in present Rule 66.9 which are not covered by present Rule 55.3.  Paragraph (a) as proposed to be amended is identical to present paragraph (a) of Rule 66.9, except for the addition of the reference to “Article 34” (in the second line) and the replacement of the reference to “Rule 68” by a reference to “Rule 66.8(a), Rule 66.8(b) and Rule 46.5(a) as applicable by virtue of Rule 66.8(c)”.]


(b)(a)  Where a translation of the international application is required under Rule 55.2:, 


(i)
any amendments which are referred to in the statement concerning amendments under Rule 53.9 and which the applicant wishes to be taken into account for the purposes of the international preliminary examination, and any letter referred to in paragraph (a) required under Rule 46.5(b)(iii) as applicable by virtue of Rule 66.8(c), or Rule 66.8(a);,  and 


(ii)
any amendments under Article 19 which is are to be taken into account under Rule 66.1(c) or (d) and any letter referred to in Rule 46.5(b);, 

shall be in the language of that translation.  Where such amendments or letters have been or are submitted filed in another language, a translation shall also be submitted furnished.

[COMMENT:  Paragraph (b) as proposed to be amended is, in effect, a merger of present Rules 55.3(a) and 66.9(b).]

[Rule 55.3, continued]

(c)(b)  If an Where the required translation of an amendment or letter is not submitted in a language as required under referred to in paragraph (a) or (b) is not furnished, the International Preliminary Examining Authority shall invite the applicant to submit furnish the amendment or letter in the required language missing translation within a time limit which shall be reasonable under the circumstances.  That time limit shall not be less than one month from the date of the invitation.  It may be extended by the International Preliminary Examining Authority at any time before a decision is taken.

[COMMENT:  Paragraph (c) as proposed to be amended is, in effect, a merger of present Rules 55.3(b) and 66.9(c).]


(d)(c)  If the applicant fails to comply, with the invitation within the time limit under paragraph (c) paragraph (b), with the invitation to furnish an amendment in the required language, the amendment shall not be taken into account for the purposes of the international preliminary examination.  If the applicant fails to comply, within the time limit under paragraph (c), with the invitation to furnish a letter referred to in paragraph (a) in the required language, the amendment concerned need not be taken into account for the purposes of the international preliminary examination.

[COMMENT:  Proposed new paragraph (d) is, in effect, a merger of present Rules 55.3(c) and 66.9(d).]

Rule 62  
Amendment of Claims before the International Bureau

62.1   Copy of the Written Opinion by the International Searching Authority and of Amendments Made before the Demand Is Filed

Upon receipt of a demand, or a copy thereof, from the International Preliminary Examining Authority, the International Bureau shall promptly transmit to that Authority:


(i)
a copy of the written opinion established under Rule 43bis.1, unless the national Office or intergovernmental organization that acted as International Searching Authority is also acting as International Preliminary Examining Authority;  and


(ii)
a copy of any amendment under Article 19, and any statement referred to in that Article, and the letter required under Rule 46.5(b), unless that Authority has indicated that it has already received such a copy.

[COMMENT:  It is proposed to amend Rule 62.1 so as to ensure that the International Preliminary Examining Authority receives from the International Bureau a copy of any letter furnished by the applicant under Rule 46.5(b).  See also Rule 53.9 as proposed to be amended, above.]

62.2   Amendments Made after the Demand Is Filed

If, at the time of filing any amendments under Article 19, a demand has already been submitted, the applicant shall preferably, at the same time as he files the amendments with the International Bureau, also file with the International Preliminary Examining Authority a copy of such amendments, and any statement referred to in that Article and the letter required under Rule 46.5(b).  In any case, the International Bureau shall promptly transmit a copy of such amendments and, statement and letter to that Authority.
[COMMENT:  It is proposed to amend Rule 62.2 so as to ensure that the International Preliminary Examining Authority receives a copy of any letter under Rule 46.5(b), either from the applicant or from the International Bureau.  See also Rules 53.9 and 62.1 as proposed to be amended, above.]

Rule 66
  
Procedure before the International Preliminary Examining Authority

66.1 to 66.8   [No change]

66.9   [Deleted]  Language of Amendments

(a) Subject to paragraphs (b) and (c), if the international application has been filed in a language other than the language in which it is published, any amendment, as well as any letter referred to in Rule 66.8, shall be submitted in the language of publication.


(b)  If the international preliminary examination is carried out, pursuant to Rule 55.2, on the basis of a translation of the international application, any amendment, as well as any letter referred to in paragraph (a), shall be submitted in the language of that translation.


(c)  Subject to Rule 55.3, if an amendment or letter is not submitted in a language as required under paragraph (a) or (b), the International Preliminary Examining Authority shall, if practicable having regard to the time limit for establishing the international preliminary examination report, invite the applicant to furnish the amendment or letter in the required language within a time limit which shall be reasonable under the circumstances.

[Rule 66.9, continued]

(d)  If the applicant fails 7to comply, within the time limit under paragraph (c), with the invitation to furnish an amendment in the required language, the amendment shall not be taken into account for the purposes of the international preliminary examination.  If the applicant fails to comply, within the time limit under paragraph (c), with the invitation to furnish a letter referred to in paragraph (a) in the required language, the amendment concerned need not be taken into account for the purposes of the international preliminary examination.

[COMMENT:  Noting that the contents of present Rules 55.3 and 66.9 are almost identical, it is proposed to delete Rule 66.9 and to amend Rule 55.3 so as to include those matters contained in present Rule 66.9 which are not covered by present Rule 55.3 (see Rule 55.3 as proposed to be amended, above).]

Rule 70
  
International Preliminary Report on Patentability by the International Preliminary Examining Authority (International Preliminary Examination Report)

70.1   [No change]

70.2   Basis of the Report

(a) to (c)  [No change]


(c-bis)  If the claims, description or drawings have been amended but the replacement sheet or sheets were not accompanied by a letter indicating the basis for the amendment in the application as filed, as required under Rule 46.5(b)(iii), Rule 46.5(b)(iii) as applicable by virtue of Rule 66.8(c), or Rule 66.8(a), as applicable, the report may be established as if the amendment had not been made, in which case the report shall so indicate.

[COMMENT:  It is proposed to amend Rule 70.2(c-bis) so as to put it beyond doubt that paragraph (c‑bis) also applies in the case of amendments to the claims under Article 19 where the applicant fails to submit the letter indicating the basis for the amendment in the application as filed, as required under Rule 46.5(b)(iii) as applicable by virtue of Rule 66.8(c).]


(d) and (e)  [No change]

70.3 to 70.15  [No change]

70.16   Annexes to the Report

(a)  The following replacement sheets and letters shall be annexed to the report:


(i)
each replacement sheet under Rule 66.8 containing amendments under Article 34 and each letter under Rule 66.8(a), Rule 66.8(b) and Rule 46.5(b) as applicable by virtue of Rule 66.8(c);


(ii)
each replacement sheet under Rule 46.5 containing amendments under Article 19 and each letter under Rule 46.5;  and 


(iii)
each replacement sheet under Rule 26.4 as applicable by virtue of Rule 91.2 containing a rectification of an obvious mistake authorized by that Authority under Rule 91.1(b)(iii) and each letter under Rule 26.4 as applicable by virtue of Rule 91.2;
unless any such replacement sheet has been superseded or considered reversed by a later replacement sheet or an amendment resulting in the cancellation of an entire sheet under Rule 66.8(b);  and


(iv)
where the report contains an indication referred to in Rule 70.2(e), any sheet and letter relating to a rectification of an obvious mistake which is not taken into account pursuant to Rule 66.4bis.

[COMMENT:  It is proposed to rewrite 70.16(a) completely so as to deal with all replacement sheets and letters which are to be annexed by the International Preliminary Examining Authorities to the report in just one paragraph.  In this context, it is also proposed to amend Rule 70.16 so as to require the Authority to annex certain documents which to date are not annexed to the report, for the benefit notably of elected Offices, namely:  (i) the letter under Rule 66.8(a) (relating to amendments of the description and drawings);  (ii) the letter under Rule 46.5(b) as applicable by virtue of Rule 66.8(c) (relating to amendment of claims);  (iii) replacement sheets containing rectifications of obvious mistakes authorized by the Authority as a competent authority under Rule 91.1(b)(iii), and the letter relating to such rectifications (see also the comments on present paragraphs (a) and (a-bis), which are proposed to be deleted, below);  and (iv) replacement sheets containing rectifications of obvious mistakes which could not be taken into account by the Authority (because they were received too late) where the report contains an indication to that effect under Rule 70.2(e) (see also Rule 48.2(i) as proposed to be amended, above, which clarifies that such rectifications would not be published by the International Bureau, having due respect to Article 38).]

[Rule 70.16, continued]

(a)  Each replacement sheet under Rule 66.8(a) or (b) shall, unless superseded by later replacement sheets under Rule 66.8(a) or (b) or amendments resulting in the cancellation of entire sheets under Rule 66.8(b), be annexed to the report.

[COMMENT:  Present paragraph (a) has been incorporated into paragraph (a) as proposed to be amended, extended by the requirement for the International Preliminary Examining Authorities to also annex the letter under Rule 66.8(a) (relating to amendments of the description and drawings), for the benefit notably of elected Offices (that letter draws attention to the differences between the replaced sheets and the replacement sheets, indicates the basis for the amendment in the application as filed and (if so chosen by the applicant) also explains the reasons for the amendment).]


(a-bis)  Replacement sheets under Rule 46.5(a) shall, unless superseded or considered as reversed by replacement sheets under Rule 66.8(c), be annexed to the report.  Replacement sheets under Rule 66.8(c) shall, unless superseded by later replacement sheets under Rule 66.8(c), be annexed to the report.  Letters under Rule 46.5(b) or Rule 66.8(a) or (c) shall not be annexed to the report.

[COMMENT:  Present paragraph (a-bis) has been incorporated into paragraph (a) as proposed to be amended, extended by the requirement for the International Preliminary Examining Authorities to also annex the letter under Rule 46.5(b) as applicable by virtue of Rule 66.8(a) (relating to amendment of claims), for the benefit notably of elected Offices (that letter identifies the claims which, on account of the amendments, differ from the claims originally filed, draws attention to the differences between the claims originally filed and the claims as amended, identifies the claims originally filed which, on account of the amendment, are cancelled, and indicates the basis for the amendment in the application as filed).]

[Rule 70.16, continued]

(b)  Notwithstanding paragraph (a) paragraphs (a) and (a-bis), each superseded or reversed replacement sheet referred to in that paragraph those paragraphs and any letter referred to in that paragraph relating to such superseded or reversed sheet shall also be annexed to the report where:

[COMMENT:  The proposed amendment of the chapeau to paragraph (b) is consequential on the proposed amendment of paragraph (a).  Furthermore, it is proposed to split paragraph (b) into two sub-paragraphs.]


(i)
the International Preliminary Examining Authority considers that the relevant superseding or reversing amendment goes beyond the disclosure in the international application as filed and the report contains an indication referred to in Rule 70.2(c);


(ii)
the relevant superseding or reversing amendment was not accompanied by a letter indicating the basis for the amendment in the application as filed and the report is established as if the amendment had not been made and contains an indication referred to in Rule 70.2(c‑bis).

In such a case, the superseded or reversed replacement sheet shall be marked as provided by the Administrative Instructions.

[COMMENT:  Proposed new sub-paragraph (ii) is consequential on the addition of new Rule 70.2(c-bis) as adopted by the Assembly in 2009 with effect from July 1, 2010.  Its aim is to ensure that, where the applicant has submitted superseding amendments which, however, were not taken into account by the International Preliminary Examining Authority for the purposes of establishing the international preliminary examination report because the applicant failed to submit a letter indicating the basis for the amendments in the application as filed, both the first set of amendments as well as the superseding amendments which, however, were not taken into account by the Authority for the purposes of establishing the report, are annexed to the report.]

Rule 92  
Correspondence

92.1   [No change]

92.2   Languages

(a)  Subject to Rules 55.1 and 55.3 66.9 and to paragraph (b) of this Rule, any letter or document submitted by the applicant to the International Searching Authority or the International Preliminary Examining Authority shall be in the same language as the international application to which it relates.  However, where a translation of the international application has been transmitted under Rule 23.1(b) or furnished under Rule 55.2, the language of such translation shall be used.

[COMMENT:  The proposed amendment of Rule 92.2 is consequential on the proposed deletion of Rule 66.9 (see above).]


(b)  [No change]


(c)  [Remains deleted]

(d) and (e)  [No change]

92.3   [No change]

92.4 and 92.5   [No change]

[End of Annex and of document]




�	References in this document to “Articles” and “Rules” are to those of the Patent Cooperation Treaty (PCT) and the Regulations under the PCT (“the Regulations”), or to such provisions as proposed to be amended or added, as the case may be.


� 	Article 38:  “Confidential Nature of the International Preliminary Examination”


	“(1)  Neither the International Bureau nor the International Preliminary Examining Authority shall, unless requested or authorized by the applicant, allow access within the meaning, and with the proviso, of Article 30(4) to the file of the international preliminary examination by any person or authority at any time, except by the elected Offices once the international preliminary examination report has been established.


	“(2)  Subject to the provisions of paragraph (1) and Articles 36(1) and (3) and 37(3)(b), neither the International Bureau nor the International Preliminary Examining Authority shall, unless requested or authorized by the applicant, give information on the issuance or nonissuance of an international preliminary examination report and on the withdrawal or nonwithdrawal of the demand or of any election.”


� 	Proposed additions and deletions are indicated, respectively, by underlining and striking through the text concerned.  Certain provisions that are not proposed to be amended may be included for ease of reference.


� 	The proposed amendments are shown relative to the text of Rule 66 as adopted by the Assembly on October 1, 2009, with effect from July 1, 2010.


� 	The proposed amendments are shown relative to the text of Rule 70 as adopted by the Assembly on October 1, 2009, with effect from July 1, 2010.





