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Introduction
 LISTNUM  Paragraph 
The Meeting of International Authorities under the PCT (“the Meeting”) held its sixteenth session in Seoul from March 16 to 18, 2009.

 LISTNUM  Paragraph 
The following International Searching and Preliminary Examining Authorities were represented at the session:  the Australian Patent Office, the Austrian Patent Office, the Brazilian National Institute of Industrial Property, the Canadian Intellectual Property Office, the European Patent Office, the Federal Service for Intellectual Property of the Russian Federation, the Japan Patent Office, the Korean Intellectual Property Office, the National Board of Patents and Registration of Finland, the Nordic Patent Institute, the Spanish Patent and Trademark Office, the State Intellectual Property Office of the People’s Republic of China, the Swedish Patent and Registration Office, and the United States Patent and Trademark Office.

 LISTNUM  Paragraph 
The list of participants is contained in the Annex.

Opening of the Session
 LISTNUM  Paragraph 
Mr. Claus Matthes, Director, PCT International Cooperation Division, World Intellectual Property Organization, on behalf of the Director General, opened the session, welcomed the participants and thanked the Korean Intellectual Property Office for its offer to host the session and for the excellent arrangements it had made.

 LISTNUM  Paragraph 
Mr. Koh Jung Sik, Commissioner, Korean Intellectual Property Office, welcomed the participants to the meeting.  He emphasized the focus given by his Office to meeting the needs of its customers, and suggested that the same focus was appropriate in considering the operation of the PCT system.  The Office was keen to strengthen its participation and cooperation in global IP issues, and attached priority to its activities under the PCT.  
 LISTNUM  Paragraph 
The session was chaired by Ms. Kim Sanghee of the Korean Intellectual Property Office.

Adoption of the Agenda
 LISTNUM  Paragraph 
The Meeting adopted as its agenda the draft contained in document PCT/MIA/16/1 Rev., subject to a change in the order in which certain items would be considered.

PCT Statistics
 LISTNUM  Paragraph 
The Secretariat presented statistics illustrating the context in which some of the items on the agenda needed to be viewed.  These were taken from the PCT Yearly Review 2008, to be published in April 2009.  Notable points included the modest growth of 2.4% in the numbers of international applications filed in 2008, robust growth rates in filings from applicants from Sweden (+12.5%), the Republic of Korea (+12%) and China (+11.9%), a strong growth rate in the activities of the Korean Intellectual Property Office as an International Searching Authority (+92.2%), further improved timeliness in the transmittal of international search reports to the International Bureau, and statistics showing the percentage of the total number of international search reports established by certain International Searching Authorities of applications that entered the national phase at a selection of designated Offices.

Further Development of the PCT System
The Future of the PCT

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/9, containing a memorandum by the Director General, including a draft roadmap for further work.

 LISTNUM Paragraph \l 1 
The Secretariat noted that the broad content of the document had been discussed and strongly welcomed by both heads of Offices and representatives of users and user organizations.  It was therefore necessary to attempt to refine the roadmap to create a package which could be accepted by the Contracting States at the PCT Assembly’s next session, in September 2009.  The most fundamental issues, in the view of the Director General, were not in the legal framework of the PCT but in the manner in which the Offices of Contracting States chose to operate and use the system.

 LISTNUM Paragraph \l 1 
The Authorities confirmed their support for the principle of the roadmap and for ensuring that the PCT provided a strong platform for the acquisition of international patent protection, subject to the need to refine the detailed aims and timelines.  General comments included the following:


 LISTNUM Paragraph \l 2 
An increase of confidence in the work of other Offices was necessary.  Trust could not be built on statements of intent alone.  High quality standards must be applied and the International Bureau was urged to act to promote such standards.


 LISTNUM Paragraph \l 2 
Progress was being made on worksharing in other fora, and the PCT system needed to build on this to provide a strong basis for effective use of international reports under the system.


 LISTNUM Paragraph \l 2 
PCT efforts should centre around increasing the quality of the international work products.

 LISTNUM Paragraph \l 2 
The roadmap must lead to measures permitting rapid resolution of rights, confidence in the work of other Offices, reduction of duplication (both internally and externally) and an increase in worksharing.  This should lead to effective reduction of backlogs.


 LISTNUM Paragraph \l 2 
The costs of evaluation and development of systems and procedures needed to be kept to a minimum.

 LISTNUM Paragraph \l 2 
The process needed to be accountable to users and the public.

 LISTNUM Paragraph \l 2 
The roadmap should not be pursued to the exclusion of other options.  It was necessary to keep alternatives open for applicants so that they could enjoy the benefits of different filing routes, according to their particular needs.

 LISTNUM Paragraph \l 2 
Work on the roadmap should avoid duplication with work being undertaken elsewhere, such as in the context of the “IP5” cooperation (European Patent Office, Japan Patent Office, Korean Intellectual Property Office, State Intellectual Property Office of the People’s Republic of China, and United States Patent and Trademark Office).
 LISTNUM Paragraph \l 1 
The Secretariat stated that it intended to present an updated version of the memorandum to the PCT Working Group at its next session in May 2009, taking into account the above general comments and the specific comments relating to various sections of Annex I to Appendix I of document PCT/MIA/16/9, as set out below.

Compliance and Consistency (Annex I, paragraphs 4 and 5)

 LISTNUM Paragraph \l 1 
In the view of the Secretariat, an undertaking by Offices not to repeat searches in the national phase which they had themselves conducted earlier in their role as International Searching Authority would be the most important single step in establishing confidence in the quality of the international search.  There were other actions which were required, including developing search tools and quality systems, but if an Office did not trust its own search results, there could never be any reason for other Offices to do so.  It would be essential to properly define what was meant by “repeating”:  there would clearly always be some cases where further search work was required, such as “top‑up” searches, cases where inventions had not been the subject of international search, and cases where the scope of the claims had significantly changed since the conduct of the international search.  Furthermore, it was essential that examiners should continue to cite further relevant documents which they knew of.  However, all of these possibilities amounted to extending the original search and not deliberately repeating it.

 LISTNUM Paragraph \l 1 
All Authorities which spoke agreed with this general aim, though one Authority indicated that it would not be possible to for it to make such a commitment within the proposed timetable, which would apply to international applications for which a search was carried out from January 1, 2010.

 LISTNUM Paragraph \l 1 
Some Authorities considered that the best way to achieve such a goal would be to encourage parallel processing of national and international phase actions, at least in the case of those Authorities which felt that such an approach would provide benefits.  Certain Authorities considered that it might also be appropriate to delay the time by which the international search was required to be completed in order to address the limitation of current international searches which could not find “secret prior art”.  The Secretariat observed that parallel processing would represent a significantly different way of addressing the same aim, and that it might be seen as suggesting that there were deficiencies in the current international procedure which could not be effectively remedied directly.

 LISTNUM Paragraph \l 1 
It was generally agreed that a reduction in the number of reservations in force in relation to certain provisions of the PCT Regulations was desirable, given the complications and difficulties in processing which they caused.  Nevertheless, it was important to recognize that there were different kinds of, and reasons for, such reservations.  Most notably, some had substantive effects.  There was a clear right, for example, for Contracting States to maintain reservations under Article 64 for as long as they were felt to be appropriate.  Furthermore, it was difficult to make promises in relation to timing of the removal of reservations, given the processes involved in changing national laws.  One Authority noted that it would soon be in a position to withdraw two of its present reservations as a result of ratification of the Patent Law Treaty, and it hoped that other Offices would be in a similar position soon.

Making International Examination More Complete, Relevant and Useful (Annex I, paragraphs 6 and 7)
 LISTNUM Paragraph \l 1 
There was general agreement that there were benefits to be achieved through improvements in international examination, subject to the need to ensure that the international search was of a sufficient quality to give a strong foundation and to concerns that the benefits of additional processing needed to be commensurate with the work involved and not to undo the benefits of the reforms achieved in 2004, which ensured that a written opinion was delivered in all cases without the need for Chapter II processing.  The benefits could encompass both higher quality reports and entry of applications into the national phase in a state closer to being ready for grant of a patent.

 LISTNUM Paragraph \l 1 
One Authority pointed to the Patent Prosecution Highway as demonstrating the benefits of achieving positive reports in one Office before beginning examination in another Office, but noted that requests for accelerated processing under this system made to date with its Office represented only 1.5% of total common applications between the two participating Offices, one of the most used implementations.  It was thus necessary to look at how these benefits could be applied to applications filed via the PCT.  It was necessary to ensure that there was a proper tradeoff between accelerated processing and not attempting to re‑expand
the scope of claims in processing before the second Office (that is, the national phase, in the context of PCT).  Designated Offices needed to look at the incentives which they offered applicants to behave in ways which would enable efficient national processing.

 LISTNUM Paragraph \l 1 
It was generally considered that there should be adequate opportunity for dialog in Chapter II proceedings.  Several Authorities indicated that it should be required that an applicant properly respond to the written opinion of the International Searching Authority if the International Preliminary Examining Authority was to offer a further written opinion before establishing an international preliminary examination report.  Some Authorities noted that, at present, they would establish a written opinion whether the applicant had responded to the opinion of the International Searching Authority or not.  It was suggested that it might be useful if international preliminary examination could be conducted on the basis of supplementary international searches in addition to the main international search.

 LISTNUM Paragraph \l 1 
There was general support for the idea of top‑up searches as part of Chapter II, subject to concern that this might lead to an increase in fees.

 LISTNUM Paragraph \l 1 
Some Authorities believed that the objective of top‑up searches might be most effectively addressed by delaying the international search until after international publication, subject to offering applicants the opportunity to retain the current timing where an early search was considered important (noting, for example, that international publication offered provisional rights, which had a stronger effect when accompanied by a search report showing that rights were likely to be valid).  Delaying the international search would offer the following benefits
:


 LISTNUM Paragraph \l 2 
A complete search could be provided in the first instance, including secret prior art, allowing the applicant to respond to all prior art at the same time.

 LISTNUM Paragraph \l 2 
Authorities would not need to conduct top‑up searches at a later stage, saving time and examiner resources.

 LISTNUM Paragraph \l 2 
Any information which was submitted by third parties could be reflected in the international search report.

 LISTNUM Paragraph \l 1 
Other Authorities expressed concern that such a delay would be detrimental to the interests of third parties, who wished to see international search reports as part of the international publication, as well as risking final reports not being established before the end of the international phase.  One Authority commented that searches would need to be conducted at least 24 months from the priority date in order to be confident that most of the relevant secret prior art had been published and made available in the search databases.  A delay in the main international search would also present problems for the conduct of supplementary international searches.

 LISTNUM Paragraph \l 1 
There was strong interest in the concept of permitting third party observations in the international phase, subject to the need to devise appropriate mechanisms to encourage observations which would be as clear and relevant as possible (including references to specific claims) and not excessive in number.  It was noted that the use of current third party observation systems varied greatly between different States.  One Authority pointed out that its national system provided for a fee and a maximum of 10 citations in order to deter abuses.  It would also be necessary to consider how to make observations as effective as possible without introducing a requirement for translation of observations.

 LISTNUM Paragraph \l 1 
Several Authorities indicated that all of these potential measures should be evaluated carefully to ensure that they did not lead to an extension of the international phase.  On the other hand, another Authority suggested that an extension to the international phase might be desirable as part of an appropriate package.  Such an extension could permit additional processing but should apply to all cases to avoid returning to the situation where applicants demanded international preliminary examination merely to “buy time” before having to enter the national phase.  Alternatively, or additionally, such an extension might be considered in combination with means for collaboration between Authorities, as further considered in paragraph 29, below.

 LISTNUM Paragraph \l 1 
One Authority stated that it considered that there was some scope for flexibility in time limits for the international search, having had feedback from applicants such that, in one questionnaire, it had found that around 85% of applicants would be satisfied by receiving international search reports around 20 months from the priority date.  The key matter for many users was that the international search report be delivered well in advance of the time limit for entering the national phase.  However, it considered that this time limit was not infinitely extendable and it was important to consider the public interest.

Eliminating Unnecessary Processing (Annex I, paragraphs 8 and 9)

 LISTNUM Paragraph \l 1 
In relation to the example aim of introducing defensive publication, most Authorities considered that there was little benefit to be gained.  It was not clear why defensive publication of international applications would be more desirable than cheaper options, including national publication.  It was suggested that this might be due to ensuring that the disclosure had relevance with effect from the priority date, rather than merely the publication date, in some PCT Contracting States.

 LISTNUM Paragraph \l 1 
One Authority, however, noted that the proposal could be useful if it could actually be shown to eliminate the need to conduct unnecessary international searching on a significant number of international applications.

 LISTNUM Paragraph \l 1 
In relation to the desire to reduce the impact of parallel processing, it was suggested that the aims should be more generic, rather than instructing Authorities specifically to address the issue by allocating national and international work to the same examiner.

Collaborative International Search and Preliminary Examination (Annex I, paragraphs 10 and 11)

 LISTNUM Paragraph \l 1 
A number of Authorities expressed support for investigations into a possible way forward, including possible trials of collaborative approaches, which fostered mutual trust between Offices and achieved benefits from differing perspectives and having regard to different languages skills.  It was emphasized that such trials needed to recognize the limited resources available.  It would be necessary to carefully consider how to work efficiently.  Communication systems would be a significant factor.  Some experience from other projects, including the Patent Prosecution Highway and supplementary international search, could be relevant.  It was emphasized that such trials should not distract Authorities from the need to improve the quality of the conventional international search carried out by a single Authority.  One Authority considered that it would be preferable not to specify a deadline which would prejudge the analysis of costs, benefits and difficulties of such an approach.  A further Authority indicated that it did not regard this item as a priority in view of the numerous other goals and questioned the achievability of this aim within the proposed timeline.
Fees and Other National Measures (Annex I, paragraphs 12 to 14)

 LISTNUM Paragraph \l 1 
It was observed that the arrangements for fees and processing within the national phase were matters for individual Offices.  Nevertheless, such arrangements could have a significant effect on the way in which applicants used the international patent system as a whole.  There needed to be incentives provided to persuade applicants to use the system efficiently from the point of view of Offices.

 LISTNUM Paragraph \l 1 
One Authority noted that, while it might be the case that international fees formed only a small part of the total cost of seeking international patent protection, they were still a significant barrier.  It appreciated the suggestion alluded to in paragraph 6 of Appendix II of document PCT/MIA/16/9 that reductions might be offered for applicants seeking protection in only a small number of States, but was concerned that this might jeopardize the benefit of the universal designation system.  It might be better to offer a fee reduction to all applicants.  Another Authority considered that such reductions might make the PCT more relevant to the market currently addressed by the Patent Prosecution Highway.  Alternatively, reductions for small and medium‑sized entities might be considered, though it was recognized that there would be a number of other problems associated with such a proposal.

PCT Reform
 LISTNUM  Paragraph 
Discussions were based on document PCT/MIA/16/11, containing several proposals by the European Patent Office.

Informal Clarification Before Search 
 LISTNUM  Paragraph 
The European Patent Office, in introducing its proposal to make wider use of paragraphs 9.34 and 9.35 of the PCT International Search and Preliminary Examination Guidelines , enabling International Searching Authorities to seek clarification from the applicant of the subject matter to be searched, stated that it believed that the increased use of such an informal clarification procedure by Authorities would contribute to raising the quality and the efficiency of search work, to the benefit of applicants, the general public and designated Offices.  It stated that it might be beneficial to consider creating common Forms for the purpose.
 LISTNUM  Paragraph 
The Meeting expressed its general support for the principle of requesting informal clarifications, subject to the comments and suggestions appearing in the following paragraphs.

 LISTNUM  Paragraph 
All Authorities which took the floor on the matter generally welcomed the proposal, provided that it remained an optional and informal procedure which, if used, left the Authority with flexibility as to how to communicate with the applicant and as to the time limits to be set for the applicant to respond, and did not result in delay in the establishment of the international search report.  One Authority referred to the satisfactory experience it had had with regard to an existing similar procedure applied by it in its capacity as a national Office.

 LISTNUM  Paragraph 
Several Authorities pointed to the need for Authorities to proceed cautiously so as to avoid the introduction by applicants of new matter into their applications.  One Authority requested further clarification of the statement contained in paragraph 6 of the document that “later in substantive examination, unsearched subject matter will need to be excised from the application and cannot be used as basis for amendments, as is the case of non-unity”, and wondered whether that statement referred to the practice of the European Patent Office under the European Patent Convention or under the PCT.

Compulsory Reply to the International Preliminary Report on Patentability

 LISTNUM  Paragraph 
The European Patent Office, in introducing its proposal, stated that its intention was to encourage other Offices to consider introducing a change in their national laws similar to the one which was to be proposed to be introduced into the Regulations under the European Patent convention, according to which an applicant would be required to submit, upon national phase entry, a substantive reply to an international preliminary report on patentability established by the European Patent Office as an International Authority, which would accelerate proceedings, bring efficiency gains for the Office and, most notably, give international preliminary examination reports an increased standing before other designated Offices.
 LISTNUM  Paragraph 
One Authority expressed its support for the proposal, noting that it remained, of course, a matter for each national law to decide what consequence should apply where the applicant did not submit the required substantive reply.  Another Authority, while generally supporting the proposal, noted that it rarely received national phase entries of international applications in respect of which it had itself established an international preliminary report on patentability. 
Identification of Amendments

 LISTNUM  Paragraph 
The European Patent Office, in introducing its proposal for an amendment of  Rule 66.8(a), stated that it viewed its proposal as being of major importance to examiners and the overall efficiency of the examination process, while at the same time resulting in only a minor burden on applicants.
 LISTNUM  Paragraph 
All Authorities which took the floor on the matter supported the proposal.  The European Patent Office stated that it intended to present a detailed proposal for amendment of Rule 66.8(a) to the next session of the PCT Working Group, in May 2009.

Filing of Third Party Observations
 LISTNUM  Paragraph 
The European Patent Office indicated that it strongly favored allowing third party observations to be submitted in the international phase, and in this context referred to its comments made during the discussions relating to document PCT/MIA/16/9 (see paragraph 23, above).
Enhancing the Value of International Search and Preliminary Examination Under the PCT:  Making International Preliminary Examination More Useful
 LISTNUM  Paragraph 
Discussions were based on document PCT/MIA/16/3.

 LISTNUM  Paragraph 
The Meeting expressed its general support for the proposed ways in which international preliminary examination might be made more useful as set out in paragraphs 6 to 20 of document PCT/MIA/16/3, subject to the comments and suggestions appearing in the following paragraphs.

 LISTNUM  Paragraph 
One Authority suggested that the focus on citation of relevant documents (see paragraph 11 of document PCT/MIA/16/3) should be restricted to documents relevant to the question of novelty and should not encompass citations relevant to the question of inventive step.
 LISTNUM  Paragraph 
Several Authorities, commenting on the proposed possible modification of the PCT International Search and Preliminary Examination Guidelines set out in paragraph 12 of document PCT/MIA/16/3, stated that objections, especially those relating to inventive step, should in general be maintained in the case of doubt, but raised concerns with regard to the statement that objections “in fields where it is known that there are significant differences in national laws, should be maintained in a final report in the event of doubt, even if the examiner would drop them in a national report”.  It was noted in this connection that such an approach would potentially require detailed knowledge by the examiner of the national laws of all Contracting States, that the examiner would in some cases raise objections in the international report that would later be dropped by the same Office in the national phase, and that there were differences in practice within the same Office acting as both the International Authority and a designated Office in respect of the same international application, which would result in the need for applicants to amend the international application upon national phase entry before that Office.  Such factors would not help in building wider trust in international reports if the suggested approach were to be implemented.
 LISTNUM  Paragraph 
One Authority, commenting on the issue of the significance of secret prior art to be explained in written opinions and reports set out in paragraph 13 of document PCT/MIA/16/3, noted that any such explanations would be likely to be of small benefit to applicants in view of different definitions as to what constituted prior art under the various applicable national laws of Contracting States.
 LISTNUM  Paragraph 
One Authority, commenting on the proposal that the questions of clarity and support should be commented on in written opinions and international preliminary examination reports (see paragraph 14 of document PCT/MIA/16/3), suggested that, in view of the vastly different practices of Offices on those issues, a thorough analysis should first be carried out on how to overcome those differences in practice before encouraging Authorities, or before making it mandatory for Authorities, to comment on those issues.

 LISTNUM  Paragraph 
One Authority expressed its general concern about the fact that certain of the proposals set out in document PCT/MIA/16/3 would in fact constitute a reversal of some of the positive effects which had been achieved when Member States had agreed, as part of PCT reform, to modify the legal framework to streamline Chapter I and Chapter II procedures.  It furthermore stated that, in its view, it was not necessary for an International Preliminary Examining Authority to comment on possible formality defects in international applications, as proposed in paragraph 14 of document PCT/MIA/16/3, as this matter properly lay within the domain of receiving Offices.

 LISTNUM  Paragraph 
One Authority stated that, while it generally supported the proposal, set out in paragraph 16 of document PCT/MIA/16/3, to provide at least one written opinion by the International Preliminary Examining Authority during the Chapter II procedure before a negative final report is established, in addition to that which had previously been drawn up by the International Searching Authority, and while it was considering changing its current practice to provide for such a written opinion in all cases, it considered it to be sufficient if such a practice were implemented by Authorities on a voluntary basis without being obliged to do so.  That Authority further stated that it did not support the proposal, set out in paragraph 16 of document PCT/MIA/16/3, to enable applicants to request additional searching following amendment at the time of filing the demand to overcome defects which had prevented a full search from being carried out, noting that such an additional search would only contribute to the overall complexity of the system.
Content and Format of International Search and Preliminary Examination Reports
 LISTNUM  Paragraph 
Discussions were based on document PCT/MIA/16/4.

 LISTNUM  Paragraph 
The Meeting expressed its general support for the proposed way forward as set out in paragraph 22 of document PCT/MIA/16/3, subject to the comments and suggestions appearing in the following paragraphs.

 LISTNUM  Paragraph 
While all Authorities which took the floor on the matter generally agreed with the general approach of moving to a linear format for international search and preliminary examination reports, noting the clear advantages of that format as described in document PCT/MIA/16/4, several Authorities, referring to limited availability of resources, stated that they would not be in a position to implement such a new format in the short to medium term and that thus there was a need to maintain the present “box” format, in parallel with the new linear format, for the foreseeable future.
 LISTNUM  Paragraph 
One Authority stated that it fully supported the move to the linear format, while keeping the box format for those Offices which had a continued need for that format and offered its assistance to the International Bureau to develop the necessary style sheets for XML search and examination reports.
 LISTNUM  Paragraph 
One Authority suggested a number of factors that should be borne in mind in the development of a new linear format:   LISTNUM \l 3    standard text should be clearly distinguished from non-standard text;   LISTNUM \l 3    the citation of references should be placed on a separate page or document so that they could be easily processed by machine, by both the Authority concerned as well as designated Offices, and identified by other examiners in search exchange projects;   LISTNUM \l 3    paragraph numbers should be assigned to the standard text paragraphs and, when printed, appear in parenthesis on the report so that the reader who did not understand the language of the report could compare the report with a list of paragraphs in his language;   LISTNUM \l 3    the current standard texts should be retained as far as possible;   LISTNUM \l 3    the forms should be clearly identified as PCT forms;  and   LISTNUM \l 3    text portions relating to a given section of the report should always be numbered the same, even if this caused breaks in the numbering sequence.

 LISTNUM  Paragraph 
In response to a query by one Authority as to whether it would be desirable and possible to develop a common system for producing the reports in the linear format for use by all Offices, the Secretariat indicated that it had some doubts as to the feasibility of such a system, noting the number of different existing IT systems such a system would have to fit in with and the desire of Authorities to maintain their own integrated systems within their Offices.

Quality Framework
Proposal for Revision of the PCT International Search and Preliminary Examination Guidelines
 LISTNUM  Paragraph 
Discussions were based on document PCT/MIA/16/2, containing a proposal by the European Patent Office.

 LISTNUM  Paragraph 
The Meeting expressed its full support for the proposed draft revised text of Chapter 21 of the PCT International Search and Preliminary Examination Guidelines as set out in the Annex to document PCT/MIA/16/2, subject to the comments and suggestions appearing in the following paragraphs.

 LISTNUM  Paragraph 
The Meeting noted that, in accordance with present paragraph 21.19 of the Guidelines, the proposed changes to Chapter 21 would need to be the subject of wider consultation with interested parties.
 LISTNUM  Paragraph 
One Authority suggested that it might be useful for Authorities to exchange existing quality manuals and other documentation.  Certain Authorities which had already established quality manuals indicated their willingness to share them with other Authorities.

Complementary Proposal
 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/5, containing two proposals made by the Swedish Patent and Registration Office, the first for an electronically based feedback system and the second for a quality subgroup under the Meeting.

E-based Feedback System

 LISTNUM Paragraph \l 1 
Several Authorities expressed general support for the proposal for enhanced communications arrangements for allowing feedback to be given to Authorities on international search and preliminary examination reports, subject to availability of resources and ensuring that the requirements were properly identified.  It was made clear that use of the system would need to be optional, both for Authorities and for designated Offices.

 LISTNUM Paragraph \l 1 
It was noted that such a system would offer two distinct features, the first being to provide feedback to Authorities in connection with the processing of particular applications, and the second to enable Authorities to derive information of a more systematic nature for use in improving their quality systems.  It would be necessary to ensure that the available information was structured and could be accessed in such a manner that quality managers would be able to extract information which could be analyzed effectively.  It was observed that the input arrangements might be closely related to those established for a third party observation system, and it might be most efficient to consider the two issues together.

 LISTNUM Paragraph \l 1 
The Meeting agreed that the Secretariat should, in consultation with the Swedish Patent and Registration Office, develop more detailed proposed system requirements with a view to establishing an e-based feedback system, for consideration by the Meeting at its next session.

Quality Subgroup
 LISTNUM Paragraph \l 1 
Certain Authorities expressed support for the proposal for the establishment of a quality subgroup, while others expressed reservations as to the need for a further body, noting the resources that might be involved, especially if it were envisaged that the body would meet physically.  It was noted that some quality issues, including the formulation of the Meeting’s annual report to the Assembly on quality matters, would benefit from more detailed consideration by quality experts before they were put to the Meeting as a whole.  One Authority emphasized that, if such a subgroup were to be established, it should focus on specific issues with the aim of arriving at useful and concrete outcomes.  The Swedish Patent and Registration Office explained that it envisaged that the proposed subgroup would operate using electronic communication means.

 LISTNUM Paragraph \l 1 
The Meeting agreed that the Secretariat should, in consultation with the Swedish Patent and Registration Office, establish a suitable electronic forum whereby experts from interested Authorities could undertake discussions of quality-related matters.  Progress on the establishment and operation of the forum should be reported to the Meeting at its next session.

Reports and Further Work
 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/5, containing a memorandum prepared by the International Bureau, and on reports on quality systems covering 2008 that had been prepared by individual Authorities and made available to other Authorities via the PCT/MIA electronic forum.

 LISTNUM Paragraph \l 1 
One Authority raised several questions in connection with those reports, including:  (i)  the reasons why certain Authorities had reported that there had been no change in their quality systems since their previous reports;  (ii)  suitable parameters for discussing product standards;  (iii)  the objectivity of self-check systems whereby certain Authorities’ examiners assessed the quality of their own performance;  (iv)  the relationship between improvements in quality systems and work output levels;  and  (v)  the ways in which Authorities dealt with negative feedback received from users and other Offices.

 LISTNUM Paragraph \l 1 
One Authority commented that the reasons for its report to the effect that there had been no change in its quality systems during the reporting period were partly based on resource and time constraints but also on its belief that its quality systems were working satisfactorily.

 LISTNUM Paragraph \l 1 
Two Authorities noted that the matters mentioned in paragraph 67, above, would benefit from discussion by quality experts in a forum of the kind mentioned in paragraphs 64 and 65, above, in order to better prepare the matters for discussion by the Meeting as a whole.

 LISTNUM Paragraph \l 1 
The Meeting discussed how best to proceed with the preparation of annual reports by the Meeting to the PCT Assembly on quality activities of the various Authorities.  It would be desirable for such annual reports to deal with substantive matters and to provide a basis for future improvements to be made.

 LISTNUM Paragraph \l 1 
The European Patent Office, after consultation with the other Authorities which formed a partnership in the context of the European patent system, suggested that that partnership could discuss the matter with a view to putting proposals to the Meeting in late 2009 as to how the Meeting could deal in 2010 with reports by Authorities covering the 2009 reporting period.  The partnership would be prepared to coordinate activities of the subgroup mentioned in paragraphs 64 and 65, above, with a view to the preparation of a more useful report to the Assembly in 2010.  This would imply that individual Authorities’ reports would be needed at least two months before the Meeting’s session in 2010.

 LISTNUM Paragraph \l 1 
The European Patent Office also offered to act as lead Office in developing revised templates which could be used by Authorities in preparing their reports.

 LISTNUM Paragraph \l 1 
The European Patent Office emphasized that input from other Authorities in the course of the work just described would be very welcome.

 LISTNUM Paragraph \l 1 
The Meeting agreed to accept the proposals by the European Patent Office as to the preparation of quality reports in future years, as outlined in paragraphs 71 to 73, above.  The annual report to be submitted to the Assembly in 2009 covering the 2008 reporting period would be established, as in recent years, on the basis of a draft to be prepared by the International Bureau subject to consultation with all Authorities via the PCT/MIA electronic forum.

Establishment of Equivalent Amounts of Certain Fees

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/6.

 LISTNUM Paragraph \l 1 
The Meeting expressed its general support for improving the legal framework governing the establishment of equivalent amounts of certain fees set out in document PCT/MIA/16/6, subject to the comments and suggestions appearing in the following paragraphs.

 LISTNUM Paragraph \l 1 
Several Authorities indicated that, due to the late receipt of the document, they had not had sufficient time to consider the proposals in detail and thus wished to reserve their position until the discussion of the matter at the next session of the PCT Working Group, in May 2009.

 LISTNUM Paragraph \l 1 
One Authority suggested that, in view of the proposal to move large parts of the provisions currently set out in the Regulations to the directives given by the Assembly, it would be desirable to make those directives more easily accessible to Offices and the general public, notably on WIPO’s website.  Upon a query by the Authority as to the meaning of the term “promptly” in the Regulations as proposed to be amended (“the … fee shall promptly be transferred by … to ….”), the Secretariat stated that that term was widely used throughout the Regulations to express on obligation to carry out a certain action without delay in a timely manner.

 LISTNUM Paragraph \l 1 
One Authority welcomed in particular the proposals designed to add more flexibility to the procedures governing the establishment of equivalent amounts in case of changes in the exchange rates of currencies (“4 consecutive Fridays”, yearly review cycle), noting that they would allow the International Bureau, Offices and Authorities to react to changes in exchange rates in a more timely and accurate manner.

 LISTNUM Paragraph \l 1 
One Authority expressed its concern as to the proposed amendment of Article 11(3) of the agreements between the International Bureau and Authorities, according to which any change in the amount or currency of fees or charges set by an Authority could not enter into force earlier than at least two months later than the date on which the notification was received by the International Bureau, noting that national legislation often required an Authority to have an earlier entry into force date of provisions dealing with fees, and suggested that the proposal be revised to provide more flexibility to Authorities in this respect.

Minimum Documentation

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/14, containing proposals by the European Patent Office.

 LISTNUM Paragraph \l 1 
Several Authorities expressed appreciation of the progress which had been made following the renewed efforts led by the European Patent Office, but considered that the proposals were still not ready for implementation.  Some of the concerns included the following:


 LISTNUM Paragraph \l 2 
A restriction to documents in the English language, or for which English abstracts were available, was too limiting.  The purpose of the minimum documentation was to ensure an appropriate standard of quality and this necessarily involved searching documents in languages other than English.  It needed to be noted that machine translation was making a wide range of documents more readily accessible in a variety of languages.


 LISTNUM Paragraph \l 2 
The criteria were only formal ones and not sufficient to completely define what documentation should be added to the list.  It was considered necessary to have a definition of how to evaluate whether a source of documentation was sufficiently useful.


 LISTNUM Paragraph \l 2 
It was not clear that the criteria, particularly for patent literature, properly covered the features necessary to ensure that document sets could be added effectively to Offices’ search databases.


 LISTNUM Paragraph \l 2 
It was agreed that, so far as possible, Authorities should not be tied to the use of specific vendors for accessing the documentation.  Nevertheless, it would be useful to maintain lists (probably not exhaustive) of vendors who gave access to specific items in order to assist gaining access and seeking the lowest cost and most efficient sources.


 LISTNUM Paragraph \l 2 
It was not clear whether copyright conditions were practical or appropriate, nor the extent to which the proposed condition applied to the existing non‑patent literature.


 LISTNUM Paragraph \l 2 
It might not be essential that patent abstracts be available free of charge;  it might rather be sufficient that they be generally available from a convenient source.


 LISTNUM Paragraph \l 2 
The definition of “primary literature” needed to be considered carefully.  It might be appropriate to use what might be considered secondary sources in some cases where real added value was offered.

 LISTNUM Paragraph \l 1 
It was observed that the minimum documentation was important to many Offices, not only the International Authorities, and that the final proposals should be the subject of broad consultation.  However, in view of the lack of consensus, further discussion between the Authorities was required before the consultations were broadened.  It was also observed that PCT Rule 34 was one of those Rules for which Rule 88 set out special conditions to be met for amendment.

 LISTNUM Paragraph \l 1 
The Meeting agreed to request the minimum documentation task force to give further consideration to the proposals, taking into account the matters outlined in paragraph 82, above.

Supplementary International Searches:  Limitations Under Rule 45bis.9

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/8.

 LISTNUM Paragraph \l 1 
The Meeting agreed that an International Searching Authority offering the service of supplementary international searches should, as a matter of principle, be allowed to adopt a limitation as to the extent of particular supplementary searches to be carried out by it, rather than only a limitation as to its general competence to carry out supplementary searches.  The Meeting requested the Secretariat to consider appropriate measures to clarify the issue, including a possible amendment of the Regulations, taking into account the comments and suggestions appearing in the following paragraphs.

 LISTNUM Paragraph \l 1 
One Authority stated that, while it agreed with the Secretariat on the more strict interpretation of Rule 45bis.9 as set out in document PCT/MIA/16/8, it had no objection to clarifying the issue by way of an appropriate amendment to the Regulations.

 LISTNUM Paragraph \l 1 
One Authority expressed the view that Rule 45bis.5(g), which provided for a supplementary search request to be considered not to have been submitted where the Authority concerned had found that carrying out the search was excluded by a limitation or condition specified in the applicable agreement between the International Bureau and the Authority, should be interpreted as applying only to the case where the Authority was not competent at all to carry out such search and not to the case where the Authority had made a
limitation only as to the extent of a supplementary search.  The Secretariat expressed some doubts as to such interpretation and stated that it might be preferable to put the matter beyond doubt by amending both Rule 45bis.5(g) and 45bis.9.

 LISTNUM Paragraph \l 1 
One Authority expressed the view that it was important that Authorities continue to have complete freedom to make limitations as to the subject matter for which they were willing to carry out supplementary international searches so that, as at present, they would be able to exclude certain kinds of subject matter, such as business methods.

PCT Receiving Office Guidelines:  Missing Parts in the International Application

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/10, containing several proposals by the European Patent Office.

 LISTNUM Paragraph \l 1 
While there was general support among Authorities for the proposal to further modify proposed new paragraph 205E of the Receiving Office Guidelines as set out in paragraph 6 of document PCT/MIA/16/10, it was generally felt that, at this stage, it might be premature to provide, in the Receiving Office Guidelines, for detailed procedures concerning the incorporation by reference of missing elements or parts in international applications.  Due to the fact that the remedy of incorporation by reference had only recently been added to the Regulations, Offices were still in the process of developing practices and gaining experience as to how best to implement provisions set out in the Regulations.  It was thus felt that, at this stage, it might be preferable to leave the Guidelines as flexible as possible so as to accommodate the various different practices among Offices until a “best practice” emerged and could be agreed upon. 

 LISTNUM Paragraph \l 1 
There was no support for the proposal to further modify proposed new paragraph 205F of the Receiving Office Guidelines as set out in paragraphs 8 and 9 of document  PCT/MIA/16/10.  Two Authorities stated that, while they had some sympathy for the proposal, they felt that a more strict interpretation of the provisions governing the incorporation by reference of missing elements or parts would be appropriate.  While missing elements or parts could be added to the application by way of incorporation by reference, that remedy did not allow for the deletion of elements or parts which were contained in the international application as filed, even if incorporation by reference resulted in, for example, two set of claims being contained in the application.  Consequently, all parts of such application had to be searched by the International Searching Authority, unless there was a case of lack of unity of invention or inability to carry out a meaningful search. 

 LISTNUM Paragraph \l 1 
The Meeting invited the Secretariat to take the views expressed in paragraphs 91 and 92, above, into account in the context of the consultation procedure on the proposed modifications of the Receiving Office Guidelines as set out in Circular C. PCT 1157.  Should the outcome of that consultation procedure be such that it was decided to include detailed provisions in the Guidelines on the issues covered by paragraphs 205E and 205F, the Meeting suggested that a further round of consultations be held with all receiving Offices.  With regard to the issue covered by paragraph 205E, the Meeting suggested that, in such a case, consultations should be undertaken on the text as proposed to be further amended as set out in paragraph 6 of document PCT/MIA/16/10.

Presentation of Revisions to International Applications

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/13.

 LISTNUM Paragraph \l 1 
The Secretariat recalled that an increasing proportion of international applications were being filed in XML format.  Certain Offices wished, to the greatest extent possible, that international phase processing be carried out directly in XML format (such as submitting replacement paragraphs) and, as designated Offices, to receive the results in XML format.  If this was to be done effectively, it was essential that the communications meet the information and processing needs of designated Offices.  One major issue might be that the XML standards in application‑body.dtd at present did not specifically allow for any information to be included to distinguish between original and new or revised paragraphs, figures, etc.

 LISTNUM Paragraph \l 1 
Authorities were not yet in a position to state firm positions on the issues set out in the paper.  Initial views included the following:


 LISTNUM Paragraph \l 2 
It was essential that an examiner viewing the application (either as XML or as a rendered view based on the XML) be able to identify individual paragraphs and drawings which had been changed in any way since the international filing date.


 LISTNUM Paragraph \l 2 
It was desirable that this information should be clear when viewing the paragraph itself, but it might be acceptable as an alternative to provide a list of changes at the start or end of the specification, so long as this was in a clear format and was clearly distinguished from the application body.


 LISTNUM Paragraph \l 2 
It was at least desirable, and possibly essential, to include information concerning the date and nature of the change, in addition to the simple fact that a change had occurred.  This information should preferably be provided in a clear, consistent and language‑independent manner.


 LISTNUM Paragraph \l 2 
It was not clear whether there would be technical or legal issues if text indicating showing the details of a change were added to the text of a paragraph itself, as distinct from being included as an attribute of the paragraph or as a separate list.


 LISTNUM Paragraph \l 2 
If information on changes were included as a separate file, concerns over this information being separated from the application body might be overcome be providing the various files as a package.


 LISTNUM Paragraph \l 2 
There might be significant resource issues in allowing for national phase receipt of such XML information, quite apart from systems for creating the new application bodies in the international phase.  Discussion of the business requirements should not be restricted to consideration of specific solutions set out in the discussion paper.
 LISTNUM Paragraph \l 1 
The Meeting agreed that the Secretariat should send a consultation circular to designated Offices and International Authorities outlining the above and related issues in order to ensure that the business requirements for presenting XML application bodies, and views rendered from such application bodies, be properly identified.

Proposal for Paragraph Amendment of PCT Applications

 LISTNUM Paragraph \l 1 
Discussions were based on document PCT/MIA/16/14, containing proposals by the Japan Patent Office.

 LISTNUM Paragraph \l 1 
The Japan Patent Office recalled that XML‑based applications did not have well‑defined page breaks and it was consequently difficult for applicants who had prepared their applications in this way to submit replacement sheets.  Moreover, the Office wished to ensure that such international applications were fully processed in XML format.  Consequently, it was important to provide a proper basis in the PCT for paragraph replacement.  It was emphasized that the page‑based replacement system would remain available for use with applications and in Offices where such an approach was more appropriate.

 LISTNUM Paragraph \l 1 
Authorities recognized the need for a paragraph replacement system, but were not yet in a position to agree on the required details.  In particular, one Authority was concerned by a number of details relating to the numbering system and arrangements for how changes other than one-to-one replacements should be made, as follows, and would consequently be very reluctant to accept the proposal as a basis for an international system:


 LISTNUM Paragraph \l 2 
This proposal appeared to have had moved away from an earlier position whereby the Japan Patent Office had indicated that it was abandoning its objection to “branch” paragraph numbering.  Branch numbering was used for insertions in that Authority’s domestic processing systems and could not accommodate renumbering until the application was ready for grant.


 LISTNUM Paragraph \l 2 
The proposal did not accommodate numbering of sentence fragments, which was important to that Authority because of limitations of its search systems.


 LISTNUM Paragraph \l 2 
In the case of changes other than one-to-one replacement, the proposal required the complete specification to be resubmitted, which would be inefficient in the case of large applications;  automated processing would be easier if working only with the paragraphs which were affected.


 LISTNUM Paragraph \l 2 
The proposal would rely on an applicant’s description of changes to inform the examiner where to look for changes, whereas it would be more efficient to have the machine indicate the relevant portions of the document.  Branch numbering would assist in automated amendment processing and highlighting of the changes to the examiner.


 LISTNUM Paragraph \l 2 
The proposal would often require processing the entire document in order to display changes, which might not be the case with alternative approaches.


 LISTNUM Paragraph \l 2 
The proposal would not be compatible with that Authority’s existing automation environment.

 LISTNUM Paragraph \l 1 
The Meeting agreed that the Secretariat should send a consultation circular to Offices outlining these and related issues, if possible either combined with or at the same time as the consultation referred to in paragraph 97, above, seeking agreement on the matters necessary for the establishment of a PCT paragraph replacement system meeting the needs of Offices in both the international and national phases.

Future Work
 LISTNUM  Paragraph 
 The Meeting agreed that, should the PCT Assembly at its September 2009 session adopt a roadmap for the further development of the PCT (see paragraphs 9 to 31, above), a further session of the Meeting should be convened towards the end of 2009 so as to commence discussions on a draft package of appropriate measures designed to implement that roadmap.  The Meeting noted with gratitude the offer of the Brazilian National Institute of Industrial Property to host that session in Brazil, should it be convened.
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