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Background to This Document

1. The PCT Interim Advisory Committee for Administrative Questions (hereinafter
referred to as "the Interim Committee"), at its sixth session, held in Geneva from
October 27 to November 3, 1975, included in its program for 1976 continuation of
work on the elaboration, in the light of the recommendations of the Interim Com-
mittee, of a Draft Model Agreement between the International Bureau and an Inter-
national Searching Authority (see the report of the sixth session, document
PCT/AAQ/VI/21,paragraph 135(v)).

2. The Interim Committee, at its sixth session, considered a first draft of the
Model Agreement prepared by the International Bureau. The Interim Committee noted
that, once the revision of the draft in the light of the comments made at that
session had been completed, it would be sent by the International Bureau to all
prospective International Searching Authorities (hereinafter referred to as "the
prospective Authorities") and to the Interim Committee of the European Patent
Organisation"), (EPO), with a request for their comments, and to the extent pos-
sible, all indications necessary for the preparation of drafts of individual agree-
ments for each of the prospective Authorities.

Request for Comments on the Draft Model Agreement

3. In accordance with the decision of the Interim Committee, the International
Bureau sent to the prospective International Searching Authorities Circular

Letter No. 2395, dated January 6, 1976, with the request that they should either
mark up the revised Draft Model Agreement, attached to the Circular Letter, with
any changes they would recommend, or make comments in any other way they might
desire. It was recalled that the comments should furnish the International

Bureau with all indications necessary for the preparation of drafts of individual
agreements for each of the prospective Authorities.’ Responses containing observa-
tions involving points of substance were received from the following prospective
Authorities: Japanese Patent Office, State Committee for Inventions and Discoveries
of the USSR Council of Ministers, Swedish Patent Office, United States Patent and
Trademark Office. Consideration of the Draft Model Agreement was not completed by

o

[



PCT/AAQ/VII/S5
page 2

the Interim Committee of the EPO at the time of preparation of this document and,
in general, responses were not therefore received from the Interim Committee of
the EPO or from prospective Authorities, other than the Swedish Patent Office, in-
volved in a consideration of the Draft Model Agreement within the framework of the
Interim Committee of the EPO.

Annexes to This Document

4. The Draft Model Agreement, as further revised by the International Bureau in

the light of the responses received,is annexed to this document (Annex A). Circular
Letter No. 2395 is reproduced in Annex B to this document. Since the text of the
Draft Model Agreement annexed to the said Circular Letter appears in the Anngxes

to this document containing the responses from the prospective Authorities, it

is not reproduced in Annex B.

5. Also annexed to this document are all the responses received from the pro-
spective International Searching Authorities to Circular Letter No. 2395, namely:

Annex C: response from the German Patent Office

Annex D: response from the State Committee for Inventions and Discoveries
of the USSR Council of Ministers

Annex E: response from the United States Patent and Trademark Office

Annex F: response from the Japanese Patent Office

Annex G: response from the Swedish Patent Office

The Present Revised Draft

6. Bearing in mind that there is a certain degree of disparity between the re-
sponses that have been received, that not much in terms of indications necessary
for the preparation of drafts of individual agreements has been furnished so far
and that not all prospective Authorities have yet provided comments, it is ap-
parent that the time is not yet ripe to proceed to the negotiation of individual
agreements with prospective Authorities . Nevertheless, the comments received
have provided a basis for the preparation of a revised Draft Model Agreement
which, after further discussion in the Interim Committee and any amendment thought
necessary, could be used as a basis for the negotiation of individual agreements.
It has therefore been thought best to revise the Draft Model Agreement for con-
sideration by the Interim Committee at its present session.

7. The present Draft Model Agreement has been prepared taking into account the
comments made by the prospective Authorities. Some changes of a drafting nature,
and others of a more substantial kind, mainly affecting the amendment and termina-
tion of the Agreement, have been made on the initiative of the International
Bureau.

8. In one or two cases, provisions have been left in their original form even
though there has been a clear indication, in the responses received from pro-
spective Authorities, of the need to consider changes (e.g., responses in relation
to Article 5 dealing with documentation facilities). This has been done since not
all the prospective Authorities have yet responded on this question and since it
is considered that the issues raised are important ones on which discussion might
best take place on the basis of the original text. Furthermore, some of the
relevant provisions are of a nature probably requiring substantial negotiation on
an individual basis, since the situation differs from Authority to Authority.
Amendments made to the Model Agreement now reflecting the situation of one or some,
but not all Authorities, would therefore not seem to be very useful at this stage.

9. Furthermore, the International Bureau has been conscious of the fact that the
agreements finally negotiated will be subject to the approval of the Assembly and
it has been thought preferable to have at least one further opportunity for dis-
cussion within the Interim Committee in order that the prospective Authorities

and the International Bureau may have the benefit of any views held by other in-
terested parties when they come to negotiate the final agreements.

10. The Interim Committee is invited to com-
ment on the revised Draft Model Agreement and
to advise the International Bureau concerning
the further action it should take in the
elaboration of drafts for individual agreements.

[Annexes follow]
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Agreement between ......(*) and the
International Bureau of the World
Intellectual Property Organization
in relation to the functioning of
+sss.(*) in the capacity of an
International Searching Authority
appointed under the Patent Coopera-
tion Treaty.

Preamble

WHEREAS the States party to the Patent Cooperation Treaty, done at Washington
on June 19, 1970, constitute a Union for cooperation in the filing, searching, and
examination of applications for the protection of inventions, and for rendering
special technical services, the said Union being known as the International Patent
Cooperation Union;

AND WHEREAS it is recognized that the participation of the ..... (*) as an
International Searching Authority in matters affecting international search will
contribute to the successful implementation of the Patent Cooperation Treaty;

AND WHEREAS Article 16(3) (b) of the Patent Cooperation Treaty provides, inter
alia, that the appointment of an Office or intergovernmental Organization as an
International Searching Authority by the Assembly of the International Patent
Cooperation Union shall be subject to the conclusion of an Agreement between the
Office or intergovernmental Organization and the International Bureauj;

IT IS HEREBY AGREED between the ....(*), hereinafter called the "Authority,"
and the International Bureau of the World Intellectual Property Organization,
hereinafter called the "International Bureau," as follows:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement, the "Treaty" means the Patent Coopera-
tion Treaty done at Washington on June 19, 1970; the "Regulations" means the
Regulations under :the Treaty; the "Administrative Instructions" means the Adminis-
trative Instructions under the Treaty; "Article" (except where a specific reference
is made to an Article of this Agreement) means an Article of the Treaty; "Rule"
means a Rule of the Regulations; and "International Bureau" means the International
Bureau as defined in Article 2(xix) of the Treaty.

(2) All other terms and expressions used in this Agreement are to be under-
stood in the same sense as that in which they are used in the Treaty.

Article 2

Basic Obligation

(1) The Authority shall, except in respect of subject matter which, pursuant
to Article 7 of this Agreement, the Authority is not required to search, carry out
international searches in accordance with, and perform such other functions of an
International Searching Authority as are provided under, the Treaty, the Regula-
tions, the Administrative Instructions and this Agreement. The Authority under-
takes to apply and observe all the common rules of international search.

(*) Reference will be made to a national Office or intergovernmental Organization
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(2) The Authority and the International Bureau shall, having regard to their
respective functions under the Treaty, the Regulations, the Administrative Instruc-
tions and this Agreement, each render, to the extent possible, assistance to the
other im relation to the performance, by the other, of its functions thereunder.

Article 3

Competence ¢f International Searching Authorityl

Subject to Article 6 of this. -Agreement, the Authority undertakes to act as an
International Searching Authority [for all dnternational applications] [for interna-
tional applications of the kinds specified in Annex A of this Agreement] filed:

(1) with the receiving Offices of, or acting for, [all States] [the States
specified in Annex A of this Agreement], and
(i1) in the languages specified in Annex A of this Agreement.

Article 4

Minimum Personnel Requirements

(1) The Authority shall maintain a staff of at least .... fulltime employees
with sufficient technical qualifications to carry out international searches under
the Treaty.

(2) The Authority shall maintain a staff which is capable of searching in the
required technical fie%ds and which has language facilities to understand the follow-
ing languages: ..... e

Article 5

Documentation Facilities

(1) The Authority shall maintain and use for search purposes, in addition
to the minimum documentation facilities properly arranged for search purposes
specified in the Regulations (Rule 34), the following documentation facilities:
(cite groups of documents outside Rule 34 as to time or as to country coverage)

sesescscscsccsssscss o

1l A Contracting State has the option to consider only one International Search-
ing Authority or several such Authorities as competent to search international
applications filed with its national Office and must inform the International
Bureau of its choice. Where it considers several Authorities as competent, it
must identify in its communication to the International Bureau each such
Authority. 1In the latter situation, the identification may indicate either that

. all such Authorities are competent for the same kinds of international applica-
tions, leaving the choice to the applicant, or that certain of such Authorities
are competent for one kind of international application and certain others are
competent for other kinds of international applications (Article 16 (2) and PCT
Rules 35.1 and 35.2).

2 Both of the language facilities required under Rule 36.1(iii) and any further
language facilities should be referred to here.

3 The Authority may wish to,and even should, maintain and use such documentation
outside Rule 34, but no significant changes should be made without informing
the International Bureau.
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(2) Where a patent document is republished once or more than once, as such
or as a granted patent, the Authority shall keep, in accordance with Rule 34.1(d),
the following versions of such patent documents in its minimum documentation: .....
(Examples: Offenlequngsschrift of the Federal Republic of Germany, Tokkyo
Kokaikoho of Japan (as far as the English language abstracts are generally avail-
able) and the Premiére Publication of France).

Article 6

Number or Kinds of International Applications Processed

The limitations which, in accordance with Article 65(1), the Authority will
apply, for a transitional period of .... years, on the number or kinds® of interna-
tional applications it will accept for searching are as fOllows ....ccceveccnncnes o

Article 7

Subject Matter Not Required To be Searched

The subject matter6 specified in Rule 39.1 which the Authority will not
search by virtue of Article 17(2) (a) (i) is specified in Annex B of this Agreement.

Article 8

Fees and Charges7

(1) A schedule of all fees of the Authority, and any other charges which the
Authority is entitled to make, in relation to its function as an International
Searching Authority, is set out in Annex C of this Agreement.

(2) The Authority shall, to the extent and under the conditions set out in
Annex C of this Agreement, refund the whole or part of the search fee paid where
a search report can be wholly or partially based on the results of an earlier in-
ternational or international-type search8 made by the Authority.

4 The Regulations give the Authority the faculty of providing for substitution by
a kind of document other than those specified herein (see Rule 34.1(d)).

5 The Authority may provide in its Agreement with the International Bureau, transi-
tionally, for limitations on the number and kinds of international applications
that such Authority will undertake to process. In such cases, the Assembly of the

International Patent Cooperation Union shall adopt the procedures necessary for the

gradual application of the Treaty in respect to the number ot kinds of inter-
national applications to be processed. Alternatively, another International
Searching Authority may undertake to perform the remaining searches for the Con-
tracting State(s) concerned. This provision also applies to the preparation of
international-type searches under Article 15(5) of the PCT (Article 65(1)).

6 The Treaty gives the Authority the faculty -of excluding certain subject matter
(e.g., plant varieties, computer programs, etc.) from international search
(Article 17(2) (a) (i) and Rule 39). Such subject matter should be listed in the
Annex.

7 In the interestsof administrative efficiency, the search fee should be collected
with the transmittal fee and basic fee part of the international fee at the time
of the filing of the international application, although Rule 16.1(b) in con-
junction with Rule 15.4(a) provides, in certain cases, for a possibility of later
payment.

8 The earlier international or international-type search must relate to an appli-
cation the priority of which is claimed in a later international application.
(See Rule 16.3)
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(3) The fee which the Authority will charge for the translation of the in-
ternational application, according to Rule 48.3(b), whenever such application is
filed in a language other than one of those prescribed for the publication of the
international application in Rule 48.3(a), is set out in Annex C of this Agreement.

Article 9
Review Board

The Authority shall provide, in accordance with Rule 40.2(c) and (d), a ....
[three-member board or special instance or competent higher authority] to examine
protests in respect of additional fees where the international application is
found not to comply with the requirement of unity of invention. The said [three-
member board or special instance or competent higher authority] is designated in

Annex D of this Agreement.

Article 10

Time Limit for Preparation of International

Search Reports or Declarations

The Authority shall establish international search reports, or declarations
under Article 17(2) (a), within the time limits? specified in the first two sen-

tences of Rule 42.1.
Article 11
Classification

Any other classification10 of the subject matter which the Authority will
apply, in addition to the International Patent Classification, is indicated in
Annex E of this Agreement.

Article 12

International-Type Searchll

(1) The Authority shall make an international-type search on all national
applications filed in the States referred to in Annex A of this Agreement as far
as such is permitted by the law of, and is requested by, any such State.

9 1In negotiating the Agreement, the Authority may avail itself of the opportunity
to negotiate slightly longer time limits for the preparation of international
search reports or declarations for the first three years after entry into force
of the Treaty (see Rule 42.1, last sentence).

10'Since the normal indication of classification is according to the International
Patent Classification (see Rule 43.3(a)), such indication of symbols of another
classification system constitutes the exception.

1l International-type search is obligatory, to the extent to which the national law
of the State concerned so provides and the national Office of that State sub-
jects applications filed with it to such search (Article 15(5)(b)). It is op-
tional for the applicant to the extent to which the national law of the State
concerned so provides and no obligatory search of the kind referred to above is
prescribed (Article 15(5) (a)). The obligatory international-type search assists
national Offices in particular of developing countries to establish an effective
filter for national applications not using the PCT route. The optional inter-
national-type search assists prospective PCT applicants in determining, at an
early date, whether or not to seek protection for their domestic origin inven-
tions in one or more foreign countries via the PCT route.
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(2) The Authority shall make an international-type search on national appli-
cations filed in the States referred to in Annex A of this Agreement whose national
laws so permit, and where the applicant so requests.

(3) Where the national application is not in a language in which the Authority
has undertaken to search international applications under Article 3 of this Agree-
ment, the international-type search shall be carried out on a translation in a
language which the Authority has undertaken to accept for international applica-
tions under Article 3 of this Agreement.

Article 13

Information Service and Technical Assistance12

The Authority shall supply the International Bureau with such information
services and such other contributions to the technical assistance program under
Chapter IV of the Treaty as are practicable within the existing facilities of the
Authority and as may be agreed.

Article 14

Entry Into Force of the Agreement

This Agreement shall enter into force upon approval by the Assembly. The
Agreement together with an indication of the date of its entry into force shall
be published in the Gazette by the International Bureau.

Article 15

Duration and Renewability of the Agreement

This Agreement shall remain in force for a period of .... years.13 It shall
be renewable for a period of .... years subject to the approval of, and the ex-
tension of the appointment of the Authority for that period by, the Assembly.

Article 16
Amendment

(1) Without prejudice to paragraphs (2) and (3), amendments may be made to
this Agreement by agreement between the parties hereto and shall take effect upon
approval of those amendments by the Assembly, or, if a later date is specified in
the amendments, on that date.

(2) Without prejudice to the provisions of paragraph (3), amendments may be
made to the Annexes of this Agreement by agreement between the parties hereto
and shall take effect upon notification in the Gazette or, if a later date is
specified in the amendments, on that date.

12 This Article provides the basis for negotiating with the Authority its participa-
tion in patent information services to be established and technical assistance
to developing countries to be provided under Chapter IV of the PCT.

13 The period specified and the period of appointment as an International Search-
ing Authority should be identical.
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(3) The Authority may, by notice in writing given to the International
Bureau:

(a) add to the kinds of applications and the languages listed in Annex A
of this Agreement and to the documentation facilities listed in Article 5 of this

Agreement;

(b) amend the limitations, specified in Article 6 of this Agreement, on
the number or kinds of international applications it will accept for searching,
but only so as to increase the number or kinds of applications it will so accept;

(c) subject to paragraph (4), amend the schedule of fees and other charges
contained in Annex C of this Agreement; and

(d) amend Annex E of this Agreement by omitting classifications specified
therein or adding classifications thereto.

(4) The schedule of fees and other charges shall not be amended during the
first year after the entry into force of this Agreement or thereafter at an inter-
val of less than one year from a previous amendment of the schedule. Any amend-
ment of the schedule shall take effect one month after publication of the notifica-
tion of the amendment in the Gazette pursuant to paragraph (5), or, if a later
date has been specified by the Authority, on the date specified by the Authority.

(53) The International Bureau shall publish promptly in the Gazette any
amendment of this Agreement agreeed between the parties and approved by the
Assembly under paragraph (1), any amendment of this Agreement agreed between the
parties under paragraph (2), and any notification received by it under paragraph (3).

Article 17

Termination of the Agreement15

(1) This Agreement shall terminate:

(a) if the Authority gives the Director General of the International Bureau
written notice to terminate this Agreement; or

(b) if the Director General of the International Bureau, with the approval
of the Assembly, gives the Authority written notice to terminate this Agreement.

(2) The termination of this Agreement under paragraph (1) shall take effect
one year after receipt of the notice by the other party.

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this agreement is given by the Authority
under paragraph (1); and

(b) at the same time [the country of the Authority denounces] [all such
countries as are both member States of the Authority and Contracting
States under the Treaty, and have not previously denounced the Treaty,
denounce] the Treaty under Article 66,

the notice to terminate this Agreement shall take effect [at the same time as the
denunciation of the Treaty takes effect] [at such time as the denunciation of the
Treaty becomes effective for all such countries].

14 The question could be further studied whether substantial increases in the ..
amounts specified in the schedule should not be subject to the agreement of the
parties or even to approval by the Assembly.

15 Since the existence of the Agreement is a condition of the appointment of an
International Searching Authority, the termination of the Agreement can only be
expected to be considered on the basis that the termination of the appointment
of an International Searching Authority by the Assembly was also desired.
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IN WITNESS WHEREOF the parties hereto have executed this Agreement.

DONE in duplicate at ...., this ..... day of ...., in originals in the .....
and ..... languages, each text being equally authentic.
For the Authority by: For the International Bureau by:

[Listing of PCT Provisions relevant to
Articles of the Agreement follows]
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LISTING OF PCT PROVISIONS RELEVANT TO ARTICLES OF THE AGREEMENT

10

11

12

13

14

15

16

17

(1)
(2)

(1)
(2)
(3)
(4)

The Agreement

Terminology Used in the
Agreement

Basic Obligation

Competence of Interna-

PCT
PCT

Article 16(3) (b),

Article 17(1) (Procedural Matters)

Rules 12, 42, 89.1(b)

PCT

Article 2

iPCT Articles .16(2), 16(3) (b)

tional Searching Authority Rules 12, 35.1 and 35.2

Minimum Personnel
Requirements

Documentation Facilities
Minimum Documentation

Expansion of Minimum
Documentation

Number or Kinds of Inter-
national Applications
Processed

Subject Matter Not Re-
quired To Be Searched

Fees and Charges
Search Fee

Fee Refund

Fee for Translation
Charge for Copies
Review Board

Time Limit for Prepara-
tion of International
Search Reports or
Declarations
Classification

International-Type Search

Information Service and

Technical Assistance

Entry Into Force of the
Agreement

Duration and Renewability
of the Agreement

Amendment

Termination of the
Agreement

PCT

Rule 36.1 (i) (iii)

PCT Article 16 (3) (c),
Rule 34, Rule 36.1(ii)
PCT Rule 34

PCT Article 65(1)

PCT

Article 17(2) (a) (1)

Rule 39.1(i) to (vi), Rule 15.4(a)

PCT

Article 3(4) (iv),

Rules 16.1 and 86.1(ii)

PCT

PCT

PCT

PCT

PCT

PCT

PCT

PCT

PCT

PCT

PCT

Rules 16.3 and 41.1
Rule 48.3
Rule 44.3
Rule 40.2(c} and (d)
Rule 42.1
Article 18, Rule 43

Article 15(5) (a) to (c), Rule 41

Articles 50 and 51
Article 16(3) (e)

Article 16(3) (e)
Article 16 (3) (3)

[Annex B follows]
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-WORLD INTELLECTUAL PROPERTY ORGANIZATION

ORGANISATION MONDIALE DE LA PROPRIETE INTELLECTUELLE

C. 2395

FCT 20 January 6, 1976

Sir,

. I have the honor to send you herewith two copies of the
revised edition of the document entitled Draft Model Agreement
between an International Searching Authority and the Inter-
national Bureau. The first edition of said Agreement was
established by the International Bureau of WIPO (see document
PCT/AAQ/VI/8) for the PCT Interim Advisory Committee for
Administrative Questions during its recent sixth session held
in Geneva.

The present revised edition was established by the Inter-
national Bureau on the basis of the advice provided by the
Interim Committee in its sixth session for the purpose of

. seeking comments thereon in writing from all prospective Inter-

national Searching Authorities and the Interim Committee of
the European Patent Organisation (see paragraphs 111-128 of
the Report of the Sixth Session, document PCT/AAQ/VI/21).

It is recalled that these comments are, to the extent
possible, intended to assist the International Bureau by
furnishing it with all indications necessary for the preparation
of drafts of individual agreements for each of the prospective
Authorities. ' .

It would no doubt facilitate preparation of these drafts
of individual agreements if you would mark up a copy of the
revised edition of the draft Model Agreement with any changes
you recommend. The marking could be done by hard, so that the
proposed changes can be easily distinguished from the revised
edition prepared by us. This does not, of course, exclude the
possibility of making comments in any other way you may desire.

o/

32, chentn des Colombettes - 1201 GENEVE 20 {SUISSE) - ¥ (022} 346300 - [T 22376 - Telegr.: OMPI

C.2395

PCT 20 January 6, 1975

It would be appreciated if you could let
us have a marked-
up copy of the revised edition of the draft Model Agreement, or

any other comments that you would wish
April 1, 1976. y ish to provide, on or before

. Sincerely yours,

—[C ey
K. Pfanner
Deputy Director General

g XINNY
S/IIA/O¥Y/LDd



[3TNS @ °oX3uue,T/SMOTTOF d XIUUY]

DER PRASIDENT

DES

N N (-

8000 MUNCHEN 2,den _ arch 5, 1976

DEUTSCHEN PATENTAMTS Zweibriickenstralte 12
Fernruf (O 83) 2 19 51

Fernrufdurchwahl (0 89) 21 S5 Hausruf

—l Bitte in der Antwort die vor se Guschdaft

Fernschreiber § 23 534

Dr. Klaus Pfanner
Deputy Director General

World Intellectual Property
Organization (WIPO)

32, chemin des Conlombettes

CH - 1211

Genf 20

V 1000
9.73

Re: Comments on the Draft of a Model Agreement between
an International Searching Authority and the Inter-
national Bureau

Ref.: Circular C. 2395 PCT 20 of January 6, 1976

Dear Dr. Pfanner,

In the revised draft of the Agreement referred to above,
the amendments have been considered as advanced by the
delegations in the last session of the Interim Advisory
Committee for Administrative Questions. I am grateful to
the International Bureau for the establishment of this
new draft.

Although the German Patent Office is envisaged to be an
International Searching Authority, according to the Pro-
tocol of Centralization to the European Patent Convention,
however, the Federal Republic of Germany will, upon the
entry into force of the Convention, renounce its activity
as International Searching Authority under the Cooperation
Treaty for the German Patent Office in favour of the Euro-
pean Patent Office. This means that the German Patent Of-
fice will not conclude an Agreement correspénding to the
Draft Model Agreement with the International Bureau.

r Ant e vorstehen. ben. 76
R T S R T

B

At the same time the Draft of the above Model Agreement
has been submitted to the delegations of Working Group II
of the Interim Committee of the European Patent Organiza-
tion and shall be discussed at the next session of the
Working Group from May 11 until May 13, 1976, in order %o
issue a comment for the European Patent Office in its
capacity as International Searching Authority. Therefore
I should like to refrain from giving a detailed comment
at the moment and shall coordinate my opinion with that
of the other delegations represented in Working Group II.

Sincerely yours,

)
;\'.
Dr. Hiusgser

D AXANNY/D XINNY

G/IIA/OYY/104d
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DER PRASIDENT

DES

8000 MUNCHEN 2,den _ @rch 5, 1976

DEUTSCHEN PATENTAMTS ZweibriickenstraRe 12

Fernruf (0 85} 2 19 51

Fernschreiber § 23 534
Fernrufdurchwahi (0 89) 21 S5 Hausruf

Geschafts-Nr.9330/10 H5 Bln.Bd.IIT 44

| Bitte in der Antwort die vor de Guschift
AZ: 9330/10%3

Dr. Klaus Pfanner
Deputy Director General

World Intellectual Property
Organization (WIPO)

32, chemin des Colombettes

CH - 1211_G e n f 20

V 1000
9.73

Re: Comments on the Draft of a Model Agreement between
an International Searching Authority and the Inter-
national Bureau

Ref.: Circular C. 2395 PCT 20 of January 6, 1976

Dear Dr. Pfanner,

In the revised draft of the Agreement referred to above,
the amendments have been considered as advanced by the
delegations in the last session of the Interim Advisory
Committee for Administrative Questions. I am grateful to
the International Bureau for the establishment of this
new draft.

Although the German Patent Office is envisaged to be an
International Searching Authority, according to the Pro-
tocol of Centralization to the European Patent Convention,
however, the Federal Republic of Germany will, upon the
entry into force of the Convention, renounce its activity
as International Searching Authority under the Cooperation
Treaty for the German Patent Office in favour of the Euro-
pean Patent Office. This means that the German Patent Of-
fice will not conclude an Agreement correspending to the
Draft Model Agreement with the International Bureavu.

L B A
i 3

At the same time the Draft of the above Model Agreement
has been submitted to the delegations of Working Group II
of the Interim Committee of the European Patent Organiza-
tion and shall be discussed at the next session of the
Working Group from May 11 until May 13, 1976, in order to
issue a comment for the European Patent Office in its
capacity as International Searching Authority. Therefore
I should like to refrain from giving a detailed comment
at the moment and shall coordinate my opinion with that
of the other delegations represented in Working Group II.

Sincerely yours,

\Mv
.\'-
Dr. Hdusgser

D AXANNY/D XIANNY
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- Page . .- .. Agreement between .....(*) and the
. International Bureau of the World
ARTICLE 2211 6 Intellectual Property Organization
International-Type Search . o « +-s o o o o o o o o o 0 0 0 0 00000 in respect of the functioning of
*
ARTICLE 812 «vees(*) as an International Searching
.7 Authority under the Patent Cooperation
Information Service and Technical Assistance . . . ¢ ¢ o o s e e e e e o
Y.
ARTICLE IF(3 . .
’ 7
Entry into Force of the Agreement . . « « o o ¢ o ¢ o o o 0 0 00 0000 Preamble
ARTICLE 3514 ! 7 WHEREAS the States party to the Patent Cooperation Treaty constitute a Union
bility of the Agreement . « « ¢ ¢ o o o o o o o o © for cooperation in the filing, searching, and examination of applications for the
buration and Renewa Y s protection of inventions, and for rendering special technical services, the said
ARTICLE 6|5 Union being known as the International Patent Cooperation Union; and
. 7
AMENAMENL « o o o o o o o o ¢ s o o o s o o o o o & @ e 0 g0

WHEREAS it is recognized that the participation of the .....(*) as an Inter-
national Searching Authority in matters affecting international search will
ARTICLE 216 contribute to the successful implementation of the Patent Cooperation Treaty.

Termination of the Agreement . . WHEREAS having regard to Article 16(3) (b) of the Patent Cooperation Treaty

done at Washington on 19 June 1970[the .....(*) frereimefter—catied—the—thvtmoriey|
and the International Bureau of t e World Intellectual Property Organization,
oy = 24 hereby agree as follows:

- Article 1

Terminology Used in Agreement

(1) For the purpose of this Agreement, the "Treaty" means the Patent Cooperation
Treaty done at Washington on 19 June 1970; the "Reqgulations" means the Regulations
under the Treaty; the "Adminissrative Instructions means the Administrative

Instructions under the Regulations- L epielel Frcbted f—the—T iy
LRttty se Ll e e bhra s+ "International Bureau" means the

1
International Burcau as defined in Article 2 (xix) of the Treaty; and the

"Authority" means |

eed e

(2) All other terms and expressions used in this Agreement are to be understood
in the same sense in which they are used in the Treaty.

Article 2
Basic Obligation

Wddeda. 2 3
With respect—to—the subjectmabte byt oA

r—th Arathaud by

/’
agrces to carry out searches in accordance with the T;_a;y—uhf*v"onplylng wlth

the requirements set forth in the T 7 tne Regqulations and in the Administrative
Instrur')oni_ﬂ:d,—&Uijtt‘fo the said requirements, with the provisions of this

h ( sc€ affached sheel)

(*) Reference wils Le made to a naticnal Office or intergovernment el Oryanization

z °bed ‘g exauuy/q Xauuy
G/IIA/OYY/10d
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Article 3

Competence of International Searching Authority

) Nearde 1 & 4 Int &3 L hi Aa-k) iy

i -
et ibyngyos “ >—Fe
national applications filed during the term of this Agreement:

(1) with the receiving Offices of, or acting for, a
or of, or acting for, the States specifie

in the languages specified nex A, and
(1i1) for the kinds nternational &pplications specified in Annex A,
Annex A may amended by mutual agreement at any time during the duration of the

ates,
nex A to this Agreement, and

(ii)

‘£S§gnm€f§: i? par?%culér by adding or deleting States, languages or certain kinds of
op one. (¢ gk affached SheeT)
Article 4

Minimum Personnel Requirements

(1) The Authority shall fgé?tain during the term cf its appointment}gqnéaénum— T)
ext~eifat least 4 full-time employees with sufficient t. o
qualifications to carry out searches. Y " echnical

shall during the term of is a}-,wlﬂﬁ"é"'r
(2) The Authority ja<swss—seimaintainVa staff which is capable of searching the
Ee??irfd t?chnical fields and which has the language facilities to understand f$ha~ B
TR e ges et o3¢ langiue 55 inwhich the MiNimum documsnlalion
RE{‘E&EN To in Rule 34 ef fhe Rusum‘tmus iswrilfenw oels Trawsjated .,

Article 5
Documentation Facilities

(1) The Authority agreces to maintain and use for search purposes during the
term of its appointment, |4r—eddition—tefthe minimum documentation facilities And alse
properly arranged for search purposes specified in the Regulations (Rule 34) \sthe °
following documentation facilities: (cite groups of documents outside Rule 34
as to time or as to country coverage)3 .

(2) Where a patent document is republished once or more than once, as such

or_as aran;ed patent, the éﬁﬁhority agrees to keep, in accordance with Rule 34.1(d),

Tho—£slldwing] versionf of “iie patent documentg in its minimum documentation f——mm
s Jele

(Exampl Offonleg hift—of—the Fead IR bii £C )
ok P Yr Y
Fokaiteoh £ 3 ¢ £ the—Bagich—1 bot & 11 ilablel s
Aty oD jare—Rirhlicati £ F 1.4 T ’ i ’ d
9e) .

1 A Contracting State has the option to consider only one International Searching
Authority or several such Authorities as competent to search international appli-
cations filed with its national Office and must inform the International Bureau

of its choice. Where it considers several Authorities as competent, it must
identify in its communication to the International Bureau each such Authority.

In the latter situation, the identification may indicate that either all such
Authoritics are competent for the same kinds of international applications leaving
the choice to the applicant or that certain of such Authorities are competent for
one kind of international application and certain others competent for other kinds
of international applications (Article 16(2) and PCT Rules 35.1 and 35.2).

2 Both of the language facilities required under Rule 36.1(1i1) and any further
language facilities should be referred to here.

3 1n negotiating the Agrecment, the Autherity may maintain and use such docu-
mentation cutstde Rule 34, but no siygnificant changes should be made without
informing the International Bureau.

N
4 The Regulatlons give the faculty to the Authority to provide for substitution by
a kind of document other than those specified herein. (See Rule 34.1(d)).

,'n‘ v N
~ L </ - J
Annex . «
page 5
Pradiodo—b-
INesrmk Kind E-Internatianal

of . ... . . years, the Authority shall apply the
followieg i 3tion on the number or }.inds’of international applications which
> P - b

= hebicl 65-ofth

Troatizs
B el Y

Article #6
Subject Matter not Required to be Searched

c
Annex # to this Agreement defines the subject.matter® which the Authority
will not search under Article 17(2) (a) (i) as specified in Rule 39.1.

Article £7

Fees7

P
(1) Annex Z to this Agreement contains a schedule of all fees of the Authority
which are related to its function as an International Searching Authority.
= AiEi £

Pty P L YOI FORIE VTS RO N 4 £la—th a
S o Y Y g —red Y

PO ETme S CH-IRod i CatiCiaitib d— ik e L £ G 0 R o oR b h—a L o r—ir b e—publication—by
the_Lnt ional Rurean .

(2) The Authority shall, to the extent and under the conditions set forth in
Annex to this Agreement, refund the whole or part of the search fee paid where
a search report can be wholly or partially baied upon the results of an earlier
international or "international-type" search.

eJ,L T Mt bhori l--l_. hall 1o g £ —as p.~ sSoribod—i A Ot i D
ment, for the translation of the international appli
Rule 48.3(b), whenever such appl & ed in a language other than one of

those prescri ublication of the international application in

5 The Authority may provide in its agreement with the International Bureau,
transitionally, for limiations on the number and kind of international applications
that such Authority will undertake to process. In such cases, the Assembly of
Contracting States shall adopt the procedures necessary for the gradual application
of the Treaty in respect to the number or kind of international applications to be
processed. Alternatively, another International Searching Authority may undertake
to perform the remaining searches for the Contracting State(s) concerned. This
provision also applies to the preparation of international-type searches under
Article 15(5) of the PCT (Article 65(1)).

6 The Treaty gives the faculty to the Authority not to> exclude certain subject
matter (e.g., plant varieties, computer programs, etc.) from international search
(Article 17(2) (a) (1) and Rule 39). Such subject matter should be listed in the
Annex. . ’

7 In the interest of administrative efficienty, the search fee should be collected
with the transmittal fee and basic fee part of the international fee at the time

of the filing of the international application, although Rule 16.1(b) in conjunction
with Rule 15.4!/a) provides in certain cases for a possibility of later payment.

8 The ecarlier international or "international-type" search must relate to an
application the priority of which is claimed in a later international application
before the whole or part of the search fee must be refundcd. (See Rule 16.3)

¢ ®bed ‘g exauuy/g xsuuy
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Article 8
Review Board

The Authority agrees to establish, in accordance with Rule 40.2(c) and (4),
a +.... [three-member board or special instance or competent higher authority]
to examine protests in respect of additional fees where the international appli-
cation is found not to comply with the requirement of unity of invention.

Article } 9

Time Limit for Preparation of International
Search Reports or Declarations )
The Authority agrees to establish international search reportg or the
declaration referred to in Article 17(2) (a) within the time limits specified in
the first two sentences of PCT Rule 42.1.

Article Y10

Classification
subi 4 mad oo 3 adition-to-+h Tt +3 1 _Poit £ . Claaseifi +3 whiah-th
o . - .
hutherity—shall-apply. ( sce attached sheef)
Article ¥7{4
International-Type Search!l
+H—The—Autho n "

ritp—shallp
national applications filed in the States listed in Annex E to this
as far as such search is requested by any such State.

(2) The Authority shall provide at the requ T an applicant an "international-
type" search report on a national ap ion filed in the States listed in
Annex E to this Agreement.

(3) The "inte ional-type" search shall be carried out on a translated
natio Pplication when such application is not in a language prescribed for

( sée atteched sheet)

.

% 1n negotiating the agreement, the Authority may avail itself of the opportunity
to negotiate slightly longer time limits for the preparation of international search
reports or duclarations for the first three years after entry into force of the
Treaty (sce Rule 42.1, last sentence).

10 Since the normal indication of classification is according to the International
Patent Classification (see Rule 43.3(a)), such indication of symbols of another
classification system constitutes the exception.

11 International-type secarch is obligatory, to the extent to which the national law
of the State concerned so provides, and ihe national Office of that State subjects

applications {ilad with it to such search (Avticle 15(5) (b)). It is optional for
the applicant to the exteat to which the national Law of the State concerned so
provides und noe ebligatory scearch of the kind referred to above is prescribed
(Article 15(5%) (a)).  The obligatory international-type starch assists national
Olfices in j uticnular of developing countries to cutablish an cltective tilter for
national qvefications not wiing the FCT voute.  The ocptional internaticnui-type

fa
in o

soareh aon

¢ whather

AN ane or mava

L ndag, G i cavdy dat

or oAbt . Clamcet e einin invents

Annex
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Article )4 |2

Information Service and Technical Assistance12

The Authority shall supply to the International Bureau such information
services as may be agreed and such other contributions to the technical
assistance program under Chapter IV of the Treaty as are practicable within
the existing facilities of the Authority.

Article M 13-
Entry into Force of the Agreement

This Agreement shall enter into force upon approval by the Assembly.

Article 35 1Y

Duration and Renewability of the Agreement

This Agreement is concluded for ..... Years. It shall be renewable

for a period of years subj
cesae Ject to the approval of the Assembly. Should
the Assembly fail to render a decision prior to ..... months befoti the termination

of this Agreement
) yeags. nt, the égreement shall be considered renewed for a period of

R Article 161§

Amendment

Gijei. 2 " a RN
na—any *t
t between tho parties

( sce a'ffac/uwled cheet)

ded—ai s '

Article 7 |§
Termination of the Agreemeﬁt
Either party may terminate this A

shall be by written notice addressed t
terminate ‘one year after the date of

greement by denouncing it. The denunciation
O the other party. The.Agreement shall
receipt of the notice by the other party,

2 s <

12 This Article provides the basis
parflcipnrion in patent information
assistance to developing countr

for n?qotiatinq with the Authority its
t Services to be established and technical
ies to be provided under Chapter 1V of the PCT.

y @bed ‘q sxauuy/q xsuuy
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In witness whereof the undersigned have signed this Agreement.

Done in duplicate at ..... this ..... day of ..... in originals in tue .....
and ..... languages, each text being equally authentic.

For the Authority by:

Name:

DR I I R O P R Y

Title:

D I R I I I I S

For the International Bureau by:

Name:

©ecssesesseesessassessses e e

Title:

seeesesssssssesestasaasssesenane

[Listing of PCT Provisions relevant to
Articles of the Agreement follows]

-~ . - </ . J

Annex
. page 9

.LISTING OF PCT PROVISIONS RELEVANT TO ARTICLES OF THE

AGREEMENT
General The Agreement PCT Article 16(3) (b),
PCT Article 17(1) (Procedural Matters)
Rules 12, 42, 89.1(b)
Article 1 Terminology Used in Agreement PCT Article 2
Article 2 Basic Obligation : —_—
Article 3 Competence of International PCT Articles 16(2), 16(3)(b), 65'(0
Searching Authority . Rules 12, 35.1 and 35.2
Article 4 Minimum Personnel Requirements PCT Rule 36.1(i)(iii)
Article 5 Documentation Facilities

PCT Article 16(3) (c),

(1) Minimum Documentation Rule 34, Rule 36.1(ii)

(2) Expansion of Minimum PCT Rule 34
Documentation
Artieal < - Al . Kinds £ Inter ) PCT Axrticle Es‘])
netierel-Applicaticons-Riocessad.
Article 76 Subject Matter Not Required to PCT Article 17(2) (a) (1)
be Searched Rule 39,1(1i) to (vi), Rule 15.4(a)
Article g% Fees
(1)7 Search Fee §§§e§‘§§?{ea§§“§éf{lgi,
(2) Fee Refund PCT Rules 16.3 and 41.1
(3) Fee for Translation PCT Rule 48.3
Article 9’8 Review Board PCT Rule 40.2(c) and (d)
Article W9 Time Limit for Preparation of 'PCT Rule 42.1

International Search Reports
or Declarations

" Article M IO Classification PCT Article 18, Rule 43
Article 1z I International-Type Search PCT Article-lS(S)(ai to ‘(c), Rule 41
Article %12 Information Service and PCT Articles 50 and 51
Technical Assistance
Article M 13 Entry into Force of the . PCT Article 16(3) (e)
Agreement
Article ;X 4 Duration and Renewability of PCT Article 16(3) (e)

the Agreement
Article €IS Amendment -

Article }7 IE Termination of the Agreement BCT Article 16(3) (e)

g obed ‘g oxsuuy/d Xauuy
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S
ATTACHED SHEETS TO DRAFT MODEL
AGREEMENT BETWEEN AN INTERNATIONAL SEARCHING
AUTHORITY AND THE INTERNATIONAL BUREAU

ARTICLE 2
Basic Obligation

With respect to the subject matter covered by this
Agreement, the Authority agrees ta apply and observe all
the common rules of international search and to fulfil
all other obligations set forth in the Treaty, Regula-
tions, Administrative Instructions, and this Agreement,
and the International Bureau carrying out the functions
prescribed to it by the Treaty, Regulations, Administra=-
tive Instructions, and this Agreement, agrees to contri-
bute as much as possible to the work of such an Authority

in its function of an International Searching Authority.

ARTICLE 3
Competence of International
Searching Authority
1) The Authority agrees to act as an International
Searching Authority for international applications filed
during the term of this Agreement:
a) in the..... language (languages), and
b) with all the receiving Offices, or with the rece-
iving Offices specified in Annex A to this Agreement,
which specified this International Searching Authority
as competent
(i) for any international application filed cover-
ing all these applications, or
(ii) for certain kinds of international applicati-

ons covering all the applicatior of these
kinds.

-2
(CONTINUED)

2) Notwithstanding the provisions of paragraph.(1)
of this Article during the bransitional period ofe.e.
years, the Authority shall apply in accordance with the
Article 65 (1) of the Treaty the limitations oi the num-
ber and kinds of international applicantions specified

in Annex B to this Agreement.

ARTICLE 10

Classification

1) The Authority agrees to indicate the classifi-
cation of the subject matter in accordance with the la-
test edition of the International Patent Classification.

2) The Authority shall also indicate the clasgifi—

cation of the subject matter in accordance witheeee

ARTICLE 11

"International - Type" Search

In accordance with the Article 15(5)(c) of the
Treaty the agreement of the Authority to act as an
International Searching Authority, while complying with
the Article 3 of this Agreement, shall provide for an
"international-type" search for national applications
of the respective States if the national law of such

States permits soe.

g abed ‘g sxauuy/g Xauuy
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(CONTINUED)

ARTICLE 15

KN Amendment

1) The limitations specified in Annexes A,B, and C to
this Agreement may be reduced or cancelled by the Authority
at any time. -

2) Both the list of documentation facilities contained
in Article 5(1) of this Agreement, and the list of languages
comtained in Article 3(1)(a) of this Agreement, may be re-
Plenished by the Authority at any time.

3) The list of additional classifications contained in
Article 10(2) of this Agreemenf may be amended by the Autho-
rity at any time.

4) The list of the fees prescribed by the Authority
contained in Annex D to this Agreement may be amended by
the Authority not more frequently than once a Year. Such an
amendment will take effect one month after its publication
by the International Bureau.

5) Other amendments to the Articles of and Annexes to
this Agreement may be made upon the agreement of the parties
and will take effect upom approval by the Assembly.

EXPLANATORY NOTES
to the Soviet proposals in respect of "Draft Model
Agreement between an International Searching Authority and
the International Bureau"

I. PREAMBLE
It is proposed to exclude the mentioning of the shorten—
ings because they are given in Article 1, and also the sen-—
tence concerning the three preceding sentences (in fact the
final sentence of Preamble) should be given a fresh paragraph.

IT. ARTICLE 1
It is proposed not to use the shortenings for "Articles"
and "Rules" lest they should be confused with the "articles
of this Agreement". The word "Authority" should rather stand
for either national Office or intergovernmental organization.

B

=]

III. ARTICLE 2 %

In our opinion the proposed text is more adequate to the g
meaning of Article 16(3)(b) of the Treaty. E
%

IV. ARTICLE 3 g

In our opinion the proposed text is more adequate to the ~
meaning of Article 16(2) of the Treaty and Rules 35.1 and 35. E
2 of the Regulations while reflecting the discussion that o
~

took place at the latest session of the Interim Committee.

It is also proposed to transfer hereto the text of Arti-
cle 6 thus covering all the limitations for international
search.

V. ARTICLE 4
It is proposed to bring the text of this Article into
compliance with the text of Rule 3%6.1(i) and 36.1(iii). All
staff changes in an Authority within the limits provided for
in the PCT, concern only that Authority.

VI. ARTICLE 5
In the first sentence it is proposed to stress the obli-

S/IIA/OVY/L0d
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gatory nature of the minimum documentation. The proposed text
of the second sentence in our opimion is more adequate to the
meaning of Rule 34.1(d) of the Regulations. This text allows
to replace certain republished documents in the minimum documen—

tation.

VII. ARTICLE 6
It is proposed to transfer the text of this Article to

Article 3. (see note 4).

VIII. ARTICLE 7(former 8)
It is proposed to transfer all references to the procedure
of modifying and amending the Agreement to the respective Article.
It is also proposed to exclude from this Article the third
sentence because it concerns one of the prescribed fees and con-
sequently is covered by the first sentence.

IX. ARTICLE 10(former 11)
It is proposed to stress the significance of International
Patent Classification in the text of this Article.

X. ARTICLE 11(former 12)

In our opinion the proposed text is more adequate to the
meaning of Article 15(5) of the Treaty because it provides for
similar limitations for international search and "international -
type" search, and stresses the right of a national law to estab-
lish some restrictions for national applicants.

XI. ARTICLE 15(former 16)
The proposed text provides for various ways to amend the
Agreement .

g8 @bed ‘g sxauuy/q xsuuy
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Patent and Trademark Ofiice

Address : COMMISSIONER OF PLTENTS AND TRADEMARKS
Washington, D.C. 20231

April 28, 1976

,

Mr. K. Pfanner
Deputy Director General
World Intellectual Property
Organization
32, chemin des Colombettes
1211 Geneva 20, Switzerland

Dear Mr. Pfanner:

Enclosed is this Office's response to your Circular Ho. 2395
asking for comments on the draft model agreement between the
International Bureau and an International Searching Authority.

As you had suggested, our proposed changes, as well as some
general comments, have been introduced by hand into a copy
of the agreement.

Sincerely,

N erdell e

C. Marshall Dann
Commissioner of Patents
and Trademarks

Enclosure

er\ pl
<k
nod

*,
s 191%

JERICAY

UNITED STATES DEPARTMENT OF CONMIMERCE

2,
PRRC7S mﬂd@

Annex to Circular No. 2395
of January 6, 1976

hevised
o

DRAFT MODEL AGREEMENT BETWEEN AN INTERNATIONAL
SEARCHING AUTHORITY AND THE INTERNATIONAL BUREAU
Coe - .

TABLE OF CONTENTS
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Agreement between .....(*) and the

International Bureau of the World

Page
Cﬂ‘!ﬁf‘lq? Che Intellectual Property Organization
Wa’[neﬂ"d{«( ———— ——inrespect—uf the functioning of
6 eesss(*) as an International Searching
Authority under the Patent Cooperation
7 Treaty.
Preamble
7
WHEREAS the States party to the Patent Cooperation Treaty constitute a Union
for cooperation in the filing, searching, and examination of applications for the
protection of inventions, and for rendering special technical services, the said
7 Union being known as the International Patent Cooperation Union; and
WHEREAS it is recognized that the participation of the .....(*) as an Inter-
national Searching Authority in matters affecting international search will
7 contribute to the successful implementation of the Patent Cooperation Treaty.
WHEREAS having regard to Article 16(3) (b) of the Patent Cooperation Treaty
done at Washington on (I3 June 1970 the .....(*) hereinafter called the "Authority"
7 and the International Bureau of the World Intellectual Property Organizatiom,

hereinafter called the "International Bureau", hereby agree as follows:

/?I /670 agen Article 1

fcl oy Anticly 67

(1) For the purpose of this (Agreement, the "Treaty" means the Patent Cooperation
Treaty done at Washington on the "Regulations" means the Regulations
under the Treaty; the "Administrative Instructions" means the Administrative

Terminology Used in Agreement

Instructions under the Regulations; "Article" means an Article of the Treaty; € Qfi_

"Rule" means a Rule of the Regqulations; "International Bureau" means the ilﬁ L
International Bureau as defined in Article 2 (xix) and the P
"Authority"” means the International Searching Authority. 'f‘hﬁw facd

Ay
(2) All other terms and expressions used in this Agreement are to be understood b Chat
in the same sense in which they are used in the Treaty.
ah,ud%qp

and sech othev Fo < T B
nd such othev functions s/’eaf:ca//, - M

Clh&‘ for b
*A~EAL

0 With respect to the subjject matter covered by this Agreement, the Authority

agrees to carry out searchesYin-a o with the Treaty, while—eemplying—wi-th
the requi ts_set foreh—in—the—Troati,—im the Regulation%?ﬁn&—i& the Administrative

Instructions,-end—subjeet—to—the—seaid qad rts—with—the—p i s—of—this
Pthes

AgreemerrtT
(7_) Witl vespect to the subyecl ralew covered LY Chig ﬂngem'—nf‘ the ’43"25"'441
Dternationg | Bureac agrees Zo carvy oul those Cunctions SFEUF’“//-, nd
ealled For by Yhe Trealy, the Requlations, thss Hpreemet-aund the
Ao tn 1 sTratove Ls’f‘ruc tions,

Basic Obligation

(*) Reference will be made to a national ﬂffice or 1ntergovernmenta1/¢gganization
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Article 3

Competence of International Searching Authorityl

The Authority agrees to act as an International Searching Authority for inter-
national applications filed during the term of this Agreement:

(1) with the receiving Offices of, or actin for[.all States;7

ar of, £ [?he States specifikd in Annex A to this Agreement,} and

(11) 1in the languages !pecified in Annex A, and

(111) for the kinds of international applications

Annex A may be amended by mutual agreement at any time d ing the duration of the
Agreement, in particular by adding or deleting States, ladguages or certain kinds of

international applications.
“1’#‘&&% A,f,«;ZZIIV

el T
Article 4 JZ'

Rele 36 .10) sy Minimum Personnel Requirements
/"“‘“‘““‘“
0. d7 (1) The Authority shall maintain during the term of its/a intment a minimum

of at least 4(¢9C>fu11-time employees with sufficient technical
qualifications to carry out searches.

(2) The Authority agrees to maintain a staff which is capable of searching the
required technical fields and which _has the language facilities to understand -he-
£ollewd ~viT It [easl those /Anqud fet cn which

the mirmun documenlalon referred to cn bule 3Y 15 Wrllen or is
trans/ated,

T

Article 5
Documentation Facilities

(1) The Authority agrees to maintain and use for search purposes during the
term of its appointment, in addition to the minimum documentation facilities
properly arranged for search purposes specified in the Regulations (Rule 34), the
fcllowlng documentation facilities: (cite groups of documents outside Rule 34

as to time or as to country coverage) “ e e e e e e e e

f.,w

72«143‘/»“
..tu.s(«)

““6‘1“"7
Wwd
Lo haplale,

“aadiks ()’
A 5o
du PeTfa
Ao,

(Z) Where a patent document is republished once or more than once, as such

or as granted patent, the Authority agrees to keep, in accordance with Rule 34.1(d),
o the following versions of such patent documents in its minimum documentation: .....

(Examples: Offenlegungsschrift of the Federal Republic of Germany, Tokkyo

Kokaikoho of Japan (as far as the English language abstracts are generally available)

and the Premi2re Publication of France).4

A Contracting State has the option to consider only one International Searching
Authority or several such Authorities as competent to search international appli-
cations filed with its national Office and must inform the International Bureau

f its choice. Where it considers several Authorities as competent, it must
identify in its communication to the International’ Bureau each such Authority.

In the latter situation, the identification may indicate that either all such
Authorities are competent for the same kinds of international applications leaving
the choice to the applicant or that certain of such Authorities are competent for
one kind of international application and certain others competent for other kinds
of international applications (Article 16(2) and PCT Rules 35.1 and 35.2).

m% language facilities- shonld be ref d—teo—hore. :
uunui“
1u;ﬂﬂ1 3 1n negotiating the Agreement, the Authority may maintain and use such docu-
' . mentation outside Rule 34, but no significant changes should be made without
mcuf&"l““informing the International Bureau,
thy L) N
r‘lhtklz_ The Regulations give the faculty to the Authority to provide for substitution by
a kind of document other than those specified herein. (See Rule 34.1(d)).

M N
P 7SN PN N Mumm% %MM%M#%
W\{B‘*&-—«IL thaugsr o 7 ”’[""f"?% P (S g )

e Toy, Somee
M‘aw"”m v 7
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Article 6

Number or Kinds of International
Applications Processed

For a transitional period of . ... . . years, the Authority shall apply the
following limitation on the number or kindsSof international applications which
it will accept for searching under Article 65 of the Treaty: . . . . . .
Article 7
Subject Matter not Required to be Searched
Annex B to this Agreement defines the subject matter® which the Authority
will not search under Article 17(2) (a) (1) as specified in Rule 39.1.
.
Article 8

Fees

(1) Annex C to this Agreement contains a schedule of all fees of the Authority
which are related to its function as an International Searching Authority.

That Annex may be modified by the Authority not more frequently than once a “ULﬂt“
year. Such modification will take effect one month after its publication by -
the International Bureau. 6.1t&~1 :

(2) The Authority shall, to the extent and under the conditions set forth in
Annex C to this Agreement, refund the whole or part of the search fee paid where
a search report can be wholly or partially baged upon the results of an earlier
international or "international-type" search.

(3) The Authority shall charge a fee, as prescribed in Annex C to this Agree-
ment, for the translation of the international application, according to

Rule 48.3(b), whenever such application is filed in a language other than one of
those prescribed for the publication of the international application in

Rule 48.3(a).

E;‘{Eif’ Fir

g
%

'

5 The Authority may provide in its agreement with the International Bureau,
transitionally, for limimtions on the number and kind of international applications
that such Authority will undertake to process. In such cases, the Assembly of
Contracting States shall adopt the procedures necessary for the gradual application
of the Treaty in respect to the number or kind of international applications to be
processed. Alternatively, another International Searching Authority may undertake
to perform the remaining searches for the Contracting State(s) concerned. This
provision also applies to the preparation of international-type searches under
Article 15(5) of the PCT (Article 65(1)).

' seqrek
6 The Treaty gives the faculty to the Authority not to e*;ieée certain subject
matter (e.g., plant varieties, computer programs, etc.) from international search
(Article 17(2) (a) (i) and Rule 39). Such subject matter should be listed in the
Annex.

7 In the interest of administrative efficienty, the search fee should be collected
with the transmittal fee and basic fee part of the international fee at the time

of the filing of the international application, although Rule 16.1(b) in conjunction
with Rule 15.4!/a) provides in certain cases for a possibility of later payment.

8 The earlier international or "international-type" search must relate to an

application the priority of which is claimed in a later international application
before the whole or part of the search fee must be refunded. (See Rule 16.3)

Bole 6.3 4y %&Aﬁmf(z)MnﬁMS,%W
MJMMTWMMA‘A( ISA.
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Article 9

Review Board
[inliu&] .

The Authority agrees toAEstablisg, in accordance with Rule 40.2(c) and (d),
a ..... [three-member board or special instance or competent higher authority]
to examine protests in respect of additional fees where the international appli-
cation is found not to comply with the requirement of unity of invention.

Article 10

Time Limit for Preparation of International
Search Reports or Declarations

or the
specified in

The Authority agrees to establish international search report,
declaration referred to in Article 17(2) (a) within the time limits
the first two sentences of #€® Rule 42.1.

Article 11
Classification

Annex D to this Agreement shall indicate any other classificationl0 of the
subject matter in addition to:the International Patent Classification which the
Aunthority shall apply.

Article 12
International-Type Searchl1

(1) The Authority shall provide an "international-type" search report on all

. national applications filed in the States listed in Annex E to this Agreement

|

as far as such search is requested by any such State.

(2) The Authority shall provide at the request of an applicant an "international-
type" search report on a national application filed in the States listed in
Annex E to this Agreement.

(3) The "international-type" search shall be carried out on a translated
national application when such application is not in a lanquage prescribed for
international applicationse

9 In negotiating the agreement, the Authority may avail itself of the opportunity
to negotiate slightly longer time limits for the preparation of international search
reports or declarations for the first three years after entry into force of the
Treaty (see Rule 42.1, last sentence).

10 since the normal indication of classification is according to the International
Patent Classification (see Rule 43.3(a)), such indication of symbols of another
classification system constitutes the exception.

11 International-type search is obligatory, to the extent to which the national law
of the State concerned so provides, and the national Office of that State subjects
applications filed with it to such search (Article 15(5) (b)). It is optional for
the applicant to the extent to which the national iaw of the State concerned so
provides and no obligatory search of the kind referred to above is prescribed
(Article 15(5) (a)). The obligatory international-type searxch assists national
Offices in particular of developing countries to establish an effective filter for
national applications not using the PCT route. The nternational-type
search assists prospective PCT applicants in determining, at an early date, whether
or not to seek protection for their domestic origin inyention ' one or more Coer
foreign countries via the PCT route. Mee e - j?zl

vl

Annex
page 7

Article 13

12
Information Service and Technical Assistance
The Authority shall supply to the International Bureau such information
services «as-may.he _agraeed and such other contributions to the technical

assistance program under Chapter IV of the Treaty as are practicable within
the existing facilities of the Authority Queef &S may be ‘"j"‘d'

Article 14
Entry into Force of the Agreement
This Agreement shall enter into force upon approval by the Assembly.
» .
Article 15
Duration and Renewability of the Agreement
This Agreement is concluded for ..... years. It shall be renewable bty Au‘”}
for a period of ..... years subject to the approval of the Assembly. F“*

Should e M‘-}
the Assembly fail to render a decision prior to ..... months before the termination (/8
of this Agreement, the Agreement shall be considered renewed for a period of

ces.. Years. Tl
Coe ,
Article 16 -
Amendment
4'-(:(./.95 v "
e
A This—Ahgreement and anyhAnnexes‘the;eée may be amended at any time by
agreement between the parties.
Article 17

Termination of the Agreement

Either party may terminate this Agreement by denouncing it. The denunciation
shall be by written notice addressed to the other party. The Agreement shall
terminate one year after the date of receipt of the notice by the other party,

451_2.. /mﬁﬁ,

QSG:QM?M%TAAEMJ‘MWM”')‘
Tl (AATl G6). Lub.; Slmut ol Tlos] Alrrcinotn B et
lpbe spfred g o '
12 This Article provides the basis for negotiating with the Authority its

participation in patent information services to be established and technical
assistance to developing countries to be provided under Chapter IV of the -PET.

Trealy
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Annex
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LISTING OF PCT PROVISIONS RELEVANT TO ARTICLES OF THE
AGREEMENT i
d this Agreement. General The Agreement PCT Article 16(3) (b),
In witness whereof the undersigned have signe g PCT Article 17(1) (Procedural Matters)
Done in duplicate at ..... this ..... day of .....in originals in the ..... Rules 12, 42, 89.1(b)
hentic.
and ..... languages, each text being equally authen Article 1 Terminology Used in Agreement PCT Article 2
For the Authority by: Article 2 Basic Obligation e
' Article 3 Competence of International PCT Articles 16(2), 16(3) (b)
NAME: <ocssccscssacsssssssosscssscsosssns Searching Authority Rules 12, 35,1 and 35.2
Article 4 Minimum Personnel Requirements PCT Rule 36.1(1) (iii)
T teeecscessescscessessesceransoes . .
Title Article 5 Documentation Facilities
PCT Article 16(3) (c),
1) Mini D i
For the International Bureau by: . (1) nimum Documentation Rule 34, Rule 36.1(ii)
(2) Expansion of Minimum PCT Rule 34
Documentation
NAME: ccossccssssscssnsssconsscscsancses .
Article 6 Number or Kinds of Inter- PCT Article 65(1)

national Applications Processed

Article 7 Subject Matter Not Required to PCT Article 17(2)(a) (i)
be Searched Rule 39.1(1) to (vi)/ Rule 15.4(a)

Article 8 Fees <

PCT Article 3(4) (iv),
Rules 16.1 and 86,1(ii)

TLL1€: seveececceasssseososasssosssncss

(1) Search Fee

[Listing of PCT Provisions relevant to (2) Fee Refund PCT Rules 16.3 and 41.1
Articles of the Agreement follows] (3) Fee for Translation PCT Rule 48.3
Article 9 Review Board PCT Rule 40.2(c) and (d)
Article 10 Time Limit for Preparation of PCT Rule 42,1

International Search Reports
or Declarations

¥

g Article 11 Classification PCT Article 18, Rule 43
x Article 12 International-Type Search PCT Article 15(5) (a) to (c), Rule 41
o

h Article 13 Information Service and PCT Articles 50 and 51
2‘ Technical Assistance

Y Article 14 Entry into Force of the PCT Article 16(3) (e)
a Agreement

~N

(= Article 15 Duration and Renewability of PCT Article 16(3) (e)
™ the Agreement

=]

g Article 16 Amendment —

»

o Article 17 Termination of the Agreement ICT Article 16(3) (e)

H

n

[

[

t

o

[End of Document]
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The Comments of the Japanese Patent Office on the Draft Model Agreement
between an International Searching Authority and the International Bureau

, 1. Article 4 (2)
PATENT OFFICE

JAPANESE GOVERNMENT We propose to revise it as follows:
-&3‘. f‘:’“‘la;::; :"J‘:‘;‘:: . (2) The Authority agrees to maintain a staff which is capable of
yoda-ku, ,

searching the required technical fields and which has the language facilities
TOKU SO 429/51

April 28, 1976 to understand at least those languages in which the minimum documentation
’ referred to in Rule 34 is written or is translated.

Dr. K. Pfanner 2, Article 5 (1)
Deputy Director General

World Intellectual Property Organization
32, chemin des Colombettes
1211 Geneva 20, Switzerland

We propose to revise it as follows:

(1) The Authority agrees to maintain and use during the term of its

Dear Sir: . appointment, the minigum documentation referred to in FRule 34, properly

I have the honor to inform you that in reply to your letter C. 2?95, ; arranged for search purposes.
PCT 20 dated Jan. 6, 1976, a copy of the Draft Model Agreement is being ; . ' ' .
returned to your Office. Further, our comments are mentioned on the addition- ; Basis: By the PCT treaty text and by its regulations, it is not provided to

el sheets, also enclosed with this letter,

| make obligatory for Internaticnal Searching Authorities to maintain and use
Yours truly,

documents other than those stipulated by Rule 34,
: 3. Article 5 (2) .
| be,

Director Geperal : This provision shouldYeliminated. Basis: The purport of the provision
General Administration Department

of Rule 34.1 (d) relevant to this proposed provision is that it is not necessary
Encl:
As stated above

to keep in the document collection of an International Searching Authority, more
than one version of a document which is republished once or more than once,
and also it does not make it obligatory to keep a specific version of documents,
4. Article 8 (1)
The 3rd sentence should be revised as follows: "Such modification shall

be promptly published by the International Bureau and it will take effect one

month after its publication by the Intemational Bureau, unless the later date of
taking effect of such modification is designated by an International Searching
Authority, in which case such modification will take effect from the date

1

Jd IXENNY/J XHNNY
S/IIA/OWY/104




designated by the said International Searching Authority.
5. Article 8 (2)
To clarify the purport of this Article, the required conditions pro-
vided for refunding of search fee (Rule 16.3) should be specified here.
6. Article 11
A passage "as mentioned in Rule 43.3. (a)" should be inserted before

"in addition to".

Annex to Circular No. 2395
of January 6, 1976

hevised

DRAFT MODEL AGREEMENT BETWEEN AN INTERNATIONAL
SEARCHING AUTHORITY AND THE INTERNATIONAI. BUREAU
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ARTICLE 12

International-Type Search . . . ¢ ¢ o « ¢
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Agreement between .....(*) and the

International Bureau of the World

Intellectual Property Organization

in respect of the functioning of

esess (*) as an International Searching

Authority under the Patent Cooperation
Treaty.

Preamble

WHEREAS the States party to the Patent Cooperation Treaty constitute a Union
for cooperation in the filing, searching, and examination of applications for the
protection of inventions, and for rendering special technical services, the said
Union being known as the International Patent Cooperation Union; and

WHEREAS it is recognized that the participation of the .....(*) as an Inter-
national Searching Authority in matters affecting international search will
contribute to the successful implementation of the Patent Cooperation Treaty.

WHEREAS having regard to Article 16(3) (b) of the Patent Cooperation Treaty
done at Washington on 19 June 1970 the .....(*) hereinafter called the "Authority"
and the International Bureau of the World Intellectual Property Organization;
hereinafter called the "International Bureau”, hereby agree as follows:

Article 1
Terminology Used in Agreement

(1) For the purpose of this Agreement, the "Treaty" means the Patent Cooperation
Treaty done at Washington on 19 June 1970; the "Regulations” means the Regulations
under the Treaty; the "Administrative Instructions” means the Administrative
Instructions under the Regulations; "Article" means an Article of the Treaty;
"Rule" means a Rule of the Regulations; "International Bureau” means the
International Bureau as defined in Article 2 (xix) of the Treaty; and the
"Authority"” means the International Searching Authority.

(2) All other terms and expressions used in this Agreement are to be understood
in the same sense in which they are used in the Treaty.

Article 2
Basic Obligation

With respect to the subject matter covered by this Agreement, the Authority
agrees to carry out searches in accordance with the Treaty while complying with
the requirements set forth in the Treaty, in the Regulations and in the Administrative

Instructions and, subject to the said requirements, with the provisions of this
Agreement.

(*) Reference will be made to a national Office or intergovernmental Organization
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Article 3

Competence of International Searching Authorityl

The Authority agrees to act as an International Searching Authority for inter-
national applications filed during the term of this Agreement:

(1) with the receiving Offices of, or acting for, all States,
or of, or acting for, the States specified in Annex A to this Agreement, and

(11) in the languages specified in Annex A, and
(iii) for the kinds of international applications specified in Annex A,
Annex A may be amended by mutual agreement at any time during the duration of the

Agreement, in particular by adding or deleting States, languages or certain kinds of
international applications.

Article 4
Minimum Personnel Requirements
(1) The Authority shall maintain during the term of its appointment a minimum

requirement of at least ..... full-time employees with sufficient technical
qualifications to carry out searches.

See
‘2) @t‘ l“L‘- xIA.- + intain staff which—i bl £ i +h
i rad—tach e 1 g par-1 cf
e g 3 1l -fiaelde ad-which-h +h 1 L < £. ilitiae +t a nd—th-
following1 2 the attach
Faag
..... ed sheets,
Article S
Documentation Facilities
(1; m:.. Atk ll-l g + maintai and-use—-ftor-search 2 P Au—{-.p; th
torm-of it PP i r i adii 'S "2‘ 3.3 a oaki £ 3 13 k3
1z rranged-for -search specified—i the-Regulation {Ru-l 234 +h.
Prop Y g PUEP P i r
£oll 3 a tatd facilities {cit £ & +. outsid Rule—34
¢ 3 g P
a6—to—tim s to Ly 33 a o B
G v
See par-2 of the attached |
) sheets, !
FELY Where a-patent-d is republished once or more-than-once,—as—such !
-
3 anted-patent the-Authority to-keap in dance-with -Rul 34.1(3)
P T ¥—ag - )
the Gn’l'lnvnlng versiocns £ _such % +-d L indte - minimum - d tati
P ~v
‘R 1 OEE h ] i fh £ &b Fod 1R hli £ _C. Talkl
Al L -] g kil 1 4 P 24
%ok ikokh. £ J a L fax. +h English-languac abst t AL allvy availablal
Jueag 2

&

N p g
d—thoR idre Publication-of Fra i

See par-3 of the attached
sheets.

1 A Contracting State has the option to consider only one International Searching
Authority or several such Authorities as competent to search international appli-
cations filed with its national Office and must inform the International Bureau

of its choice. Where it considers several Authorities as competent, it must
identify in its communication to the International Bureau each such Authority.

In the latter situation, the identification may indicate that either all such
Authorities are competent for the same kinds of international applications leaving
the choice to the applicant or that certain of such Authorities are competent for
one kind of international application and certain others competent for other kinds
of international applications (Article 16(2) and PCT Rules 35.1 and 35.2).

2 Both of the language facilities required under Rule 36.1(iii) and any further
language facilities should be referred to here.

3 1n negotiating the Agreement, the Authority may maintain and use‘such docu-
mentation outside Rule 34, but no significant changes should be made without
informing the International Bureau.

4 The Regulations give the faculty to the Authority to provide for ¢ :itution by
a kind of document other than those specified herein. (See Rule 34.1.4)).

Annex
page 5

Article 6

Number or Kinds of International
Applications Processed

For a transitional period of . ... . . _years, the Authority shall apply the
following limitation on the number or kindsSof international applications which
it will accept for searching under Article 65 of the Treaty: . . . . . .

Article 7
Subject Matter not Required to be Searched
Annex B to this Agreement defines the subject matter® which the Authority
will not search under Article 17(2) (a) (1) as specified in Rule 39.1.
Article 8
Fees?.
(1) Annex C to this Agreement contains a schedule of all fees of the Authority
which are related to its function as an International Searching Authority.
That Annex may be modified by the Authority not more frequently than once a

year.
the—Int tional-B : See par-4 of the attached

. sheets
(2) The Authority shall, to the extent and under the conditions’ set forth in
Annex C to this Agreement, refund the whole or part of the search fee paid where
a search report can be wholly or partially

Ainternational or "international-type" search. See par-5 of the attached

(3) The Authority shall charge a fee, as prescribed in Annex C to this Agree- sheets.

ment, for the translation of the international application, according to

Rule 48.3(b), whenever such application is filed in a language other than one of
those prescribed for the publication of the international application in

Rule 48.3(a).

5 The Authority may provide in its agreement with the International Bureau,
transitionally, for lim#mtions on the number and kind of international applications
that such Authority will undertake to process. In such cases, the Assembly of
Contracting States shall adopt the procedures necessary for the gradual application
of the Treaty in respect to the number or kind of international applications to be
processed. Alternatively, another International Searching Authority may undertake
to perform the remaining searches for the Contracting State(s) concerned. This
provision alseo applies to the preparation of international-type searches under
Article 15(5) of the PCT (Article 65(1)).

6 The Treaty gives the faculty to the Authority not to exclude certain subject
matter (e.g., plant varieties, computer programs, etc.) from international search
(Article 17(2) (a) (i) and Rule 39). Such subject matter should be listed in the
Annex.

7 In the interest of administrative efficienty, the search fee should be collected
with the transmittal fee and basic fee part of the international fee at the time

of the filing of the international application, although Rule 16.1(b) in conjunction
with Rule 15.4‘/a) provides in certain cases for a possibility of later payment.

8 The earlier international or “"international-type" search must relate to an
application the priority of which is claimed in a later international application
before the whole or part of *he search fee must be refunded. (See Rule 16.3)

p obed ‘3 exauuy/d xauuy

S/IIA/OWY/L0d



Annex
page 6

Article 9
Review Board
The Authority agrees to establish, in accordance with Rule 40.2(c) and (4),
a ..... [three-member board or special instance or competent higher authority]
to examine protests in respect of additional fees where the international appli-
cation is found not to comply with the requirement of unity of invention.

Article 10

Time Limit for Preparation of International
Search Reports or Declarations

The Authority agrees to establish international search reports or the
declaration referred to in Article 17(2) (a) within the time limits specified in
the first two sentences of PCT Rule 42.1.

Article 11
Classification
Annex D to this Agreement shall indicate any other classificationl0 of the S=e

subject matt®rvIn addition to'the International Patent Classification which the
Authority shall apply.

: rar-6 of
the attach
ed sheets.

Article 12

International-Type Search!l

(1) The Authority shall provide an "international-type" search report on all
national applications filed in the States listed in Annex E to this Agreement
as far as such search is requested by any such State.

(2) The Authority shall provide at the request of an applicant an "international-
type" search report on a national application filed in the States listed in
Annex E to this Agreement.

(3) The "international-type" search shall be carried out on a translated
national application when such application is not in a language prescribed for
international applications.

9 1In negotiating the agreement, the Authority may avail itself of the opportunity
to negotiate slightly longer time limits for the preparation of international search
reports or declarations for the first three years after entry into force of the
Treaty (see Rule 42.1, last sentence).

10 Since the normal indication of classification is according to the International
Patent Classification (see Rule 43.3(a)), such indication of symbols of another
classification system constitutes the exception.

11 International-type search is obligatory, to the extent to which the national law
of the State concerned so provides, and the national Office of that State subjects
applications filed with it to such search (Article 15(5) (b)). It is optional for
the applicant to the extent to which the national iaw of the State concerned so
provides and no obligatory search of the kind referred to above is prescribed
(Article 15(5) (a)). The obligatory international-type search assists national
Offices in particular of developing countries to establish an effective filter for
national applications not using the PCT route. The optional international-type
search assists prospective PCT applicants in determining, at an early date, whether
or not to seek protection for their domestic origin inventions in one or more
foreign countries via the PCT route.

~ —r o’ )
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Article 13

12
information Service and Technical Assistance
The Authority shall supply to the International Bureau such information
services as may be agreed and such other contributions to the technical

assistance program under Chapter IV of the Treaty as are practicable within
the existing facilities of the Authority.

Article 14
Entry into Force of the Agreement

This Agreement shall enter into force upon approval by the Assembly.

Article 15
Duration and Renewability of the Agreement
This Agreement is concluded for ..... years. It shall be renewable
for a period of ..... years subject to the approval of the Assembly. Should
the Assembly fail to render a decision prior to ..... months before the termination

of this Agreement, the Agreement shall be considered renewed for a period of
cesee Years.

Article 16
Amendment

This Agreement and any Annexes thereto may be amended at any time by
agreement between the parties.

Article 17
Termination of the Agreement
Either party may terminate this Agreement by denouncing it. The denunciation

shall be by written notice addressed to the other party. The Agreement shall
terminate one year after the date of receipt of the notice by the other party,

12 phis Article provides the basis for negotiating with the Authority its
participation in patent information services to be established and technical
assistance to developing countries to be provided under Chapter 1V of the PCT.

g obed ‘g sxauuy/g Xauuy

S/IIA/OWY/1Dd



Annex
page 9

Annex
page 8

LISTING OF PCT PROVISIONS RELEVANT TO ARTICLES OF THE
: AGREEMENT

In witness whereof the undersigned have signed this Agreement.
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General The Agreement PCT Article 16(3) (b),
i PCT Article 17(1) (Procedural Matters)
Done in duplicate at ..... this ..... day of ..... in originals in the ..... Rules 12, 42, 89.1(b)
and ..... languages, each text being equally authentic. ! !
Article 1 Terminology Used in Agreement PCT Article 2
For the Authority by: Article 2 Basic Obligation —_—
- . Article 3 Competence of International PCT Articles 16(2), 16(3) (b)
AME:  teieereevecsancannsnsooscnvnonnnnnns Searching Authority Rules 12, 35.1 and 35,2
Titles Article 4 Minimum Personnel Requirements PCT Rule 36.1(1) (iii)
Article 5 Documentation Facilities .
PCT Article 16(3) (c)
For the International Bureau by: (1) Minimum Documentation Rule 34, Rule 36-l(ii)
(2) Expansion of Minimum PCT Rule 34
NaME:  tevvvncneoasonenacnnnconnonnnnns Documentation
Article 6 Number or Kinds of Inter- PCT Article 65(1)
2 o national Applications Processed
Article 7 Subject Matter Not Required to PCT Article 17(2) (a) (i)
be Searched Rule 39.1(i) to (vi), Rule 15.4(a)
Article 8 Fees
PCT Article 3(4) (iv),
(1) Search Fee Rules 16.1 and 86,1(11)
[Listing of PCT Provisions relevant to (2) Fee Refund PCT Rules 16.3 and 41.1
Articles of the Agreement follows]
(3) Fee for Translation PCT Rule 48,3
Article 9 Review Board PCT Rule 40.2(c) and (4)
Article 10 Time Limit for Preparation of PCT Rule 42,1
International Search Reports
or Declarations
EE Article 11 Classification PCT Article 18, Rule 43
g Article 12 International-Type Search PCT Article 15(5) (a) to (c), Rule 41
b
Article 13 Information Service and PCT Articles 50 and 51
2] Technical Assistance
Hh
2‘ Article 14 Entry into Force of the PCT Article 16(3) (e)
[ Agreement
Q
ﬁ Article 15 Duration and Renewability of PCT Article 16(3) (e)
I; the Agreement
o Article 16 Amendment -
o}
3 Article 17 Termination of the Agreement  ICT Article 16(3) (e)
Ed
o
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0]
o
-
ot
—
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Stockholm, May 7, 1976
Annex to Circular No. 2395
Mr. K. Pfanner of January 6, 1976
Deputy Director General Revised
WIPO €
32, chemin des Colombettes DRAFT MODEL AGREEMENT BETWEEN AN INTERNATIONAL
CH-1211 Gendve 20 SEARCHING AUTHORITY AND THE INTERNATIONAL BUREAU
Schweiz .
TABLE OF CONTENTS
Page
Sir
’ Preamble..........................3
I am hereby returning a copy of the Draft Model ARTICLE 1
Agreement etc. (see your Circular letter C. 2395 -
) \ PCT 20 Terminology Used in Agreement o « « s o ¢ & o o o o o o © 3
of January 6, 1976) marked up in accordance with . 2
your suggestion. The remarks are to Articles 8 ARTICLE 2
and 12. Furthermore I would like to make the Basic Obligation = -+ * « o s o o @ o o o o o o o o o oo 3
observation with regard to Article 17, that the
time limit of one year may be rather short if an
office has to readjust its personnel number to a ARTICLE 3 _
redundancy situation. Competence of International Searching Authority . . « « « » 4
At the same time I regret that due to unforseen
circumstances this reply has been delayed beyond ARTICLE 4
the time limit recommended by you, and hope this 4
i i i P 1 ReQUirements « « « « o « o o o o o o o o o
will not cause any inconvenience. Minimum Personnel Requ
. ARTICLE 5
Sincerely yours
! - Documentation Facilities « « « « o o o o o o o o o o 0 o o 0 4
. - - <
A RN
Saul Lewin ARTICLE 6 .
Number ©Or Kinds of International Applications Processed . .
Deputy Director General
ARTICLE 7
Subject Matter not required to be Searched . . « « ¢ ¢ = * 5
ARTICLE 8
Fees............................5.
ARTICLE 9
ReviewBoard--.-........-............6
ARTICLE 10
Time Limit for Preparation of International Search Reports 6
or DeclarationS . « o o o o o o o o o o o o o o o o o o o o T-
: APTICLE 11
Classification......................5
Postadress Gotuadress . Telefon Postgiro -
Box 5055 Valhallovigen 136 08 - 22 55 40 15684-4
102 42 STOCKHOLM 5
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Page
ARTICLE 12 . i Agreement betweén .....(*t and the
1 i Type S h 6 International Bureau of the World
International-Type Search . ¢ . ¢ e ¢ ¢ o o s o o o ¢ @« o o o o o o o o

Intellectual Property Organization

ERTICLE 13 in respecf of the functioning of

Information Service and Technical Assistance . . . « ¢ « o ¢ ¢ o o o o -7 eess.(*) as an International Searching
! . Authority under the Patent Cooperation
ARTICLE 14 _ ) ” Treaty.
Entry into Force of the Agreement . . . . « ¢ ¢ ¢ o o o o o o o o o o
ARTICLE 15 ' Preamble

7
Duration and Renewability of the Agreement . . ¢ « ¢ &« o o « o o ¢ o

WHEREAS the States party to the Patent Cooperation Treaty constitute a Union
for cooperation in the filing, searching, and examination of applications for the
protecticn of inventions, and for rendering special technical services, the said
Union being known as the International Patent Cooperation Union; and

ARTICLE 16
AMENAMENE « o o o o o o o o o o o o o o o o o & o o 4 e e . e s e ... 7

ARTICLE 17 WHEREAS it is recognized that the participation of the .....(*) as an Inter-

national Searching Authority in matters affecting international search will
Termination of the Agreement . . . ¢ ¢ ¢ o o o o o o o o o o o ¢ o o @ 7 contribute to the successful implementation of the Patent Cooperation Treaty.
WHEREAS having regard to Article 16(3) (b) of the Patent Cooperation Treaty
done at Washington on 19 June 1970 the .....(*) hereinafter called the "Authority"
and the International Bureau of the World Intellectual Prcperty Organization,
hereinafter called the "International Bureau", hereby agree as follows:

Article 1
Terminology Used in Agreement

(1) For the purpose cf this Agreement, the "Treaty" means the Patent Cooperation
Treaty done at Washington on 19 June 1970; the "Regulations" means the Regulations
under the Treaty; the "Administrative Instructions" means the Administrative
Instructions under the Reqgulations; "Article" means an Article of the Treaty;
"Rule" ~esns a Fala of tha Tasulaticons: "Tntersmarionel Zurean” raars the
International Bureau as defined in Article 2 (xix) of the Treaty; and the
"Authority" means the International Searching Authority.

(2) All other terms and expressions used in this Agreement are to be understood
in the same sensec in which they are used in the Treaty.

Article 2
Basic Obligation
With respect to the subject matter covered by this Agreement, the Authority
agrees to carry out scarches in accordance with the Treatw while complving wiih

the requirements set forth in the Treaty, in the Requlations and in the Administrative

Instructions and, subject to the said requirements, with the provisions of this
Agreement.

(*) Reference will be made to a naticnal Oftfice or intecrgovernmental Ordanization

z 9bed ‘o sxauuy/9 Xauuy
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Article 3

- Competence of International Searching Authorityl

The Authority agrees to act as an International Searching Authority for inter-
national applications filed during the term of this Agrecment:

(1) with the receiving Offices of, or acting for, all States,
or of, or acting for, the States specified in Annex A to this Agreement, and

(ii) in the languages specified in Annex A, and

(iii) for the kinds of international a&pplications specified in Annex A,
Annex A may be amended by mutual a
Agrecment, in particular by adding
international applications,

greement at any time during the duration of the
or deleting States, languages or certain kinds of

Article 4
Minimum Personnel Requirements

(1) The Authority shall maintain during the term of its appointment a minimum

requirement of at least ..... full-time employees with sufficient technical
qualifications to carry out searches, .

(2) The Authority agrees to maintain a staff which is capable of searching the
required technical fields and which has the language facilities to understand the
following languages :

P osenen R ET R Y

Article 5

Documentation Facilities
(1) The Authority agrees to maintain and use for search purposes during the

term of its appointment, in addition to the minimum documentation facilities
properly arranged for search purposes specified in the Regulations (Rule 34), the
following documentation facilities: (cite groups of documents outside Rule 34

as to time or as to country coverage)3 St e e e e e e e e

(2) Where a patent document is republished once or more than once, as such

or as granted patent, the Authority agrees to keep, in accordance with Rule 34.1(9),
the following versions of such patent documents in its minimum documentation:
(Examples: Offenlegungsschrift of the Federal Republic of Germany, Tokkyo

Kokaikoho of Japan (as far as the English language abstracts are generally available)
and the Premidre Publication of France).4

_—

A Contracting State has the option to consider only one International Searching
Authority or several such Authorities as competent to search international appli-
cations filed with its national Office and must inform the International Bureau
of its choice. Where it considers several Authorities as competent, it nust
identify in its communication to the International Bureau each such Authority.

In the latter situation, thec identification may indicate that either all such
Authorities are competent for the same kinds of international applications leaving
the choice to the applicant or that certain of such Authorities are competent for
one kind of international applicaticn and certain others competent for cther kinds
of international applications (Article 16(2) and PCT Pules 35.1 and 35.2).

2 Both of the language facilities required under Rule 36.1(iii) and any further
language facilities should be referred to here.

3 1n negotiating the Agreement, the Authority may maintain and use such docu-
mentaticn outside Rule 34, but no significant changes should he made without
informing the Internaticnal Bureau.

4 The Roqulations give the faculty to the Authority to provide for substitution by
a kind of document other than those specified herein. (Sec Rule 34.1(d4)).

[Whenever the]

\ . \
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Article 6

Number or Kinds of International
Applications Processed

For a transitional period of . ... . . _years, the Authority shall apply the
following limitation on the number or kinds5of international applications which
it will accept for searching under Article 65 of the Treaty: . . . . . .

Article 7
Subject Matter not Required to be Searched

Annex B to this Agreement defines the subject.matter6 which the Authority
will not search under Article 17(2) (a) (1) as specified in Rule 39.1.

’

Article 8

Fees7

(1) Annex C to this Agreement contains a schedule of all fees of the Authority
which are related to its function as an International Searching Authority.

That Annex may be modified by the Authority not more frequently than once a
year. Such modification will take effect one month after its publication by
the International Bureau.

(2) The Authority shall, to the extent and under the conditions set forth in

Annex C to this Agreement, refund the whole or part of the search fee paid where

a search report can be wholly or partially baged upon the results of an earlier
international or “Enternftional—type" search.

does [

(3) /®he Authority /ehall charge a fed; N TP T I VT L Y 0 T . VoY
nea#,[for the translation of the international application, according to

Rule 48.3(b), whenever such application is filed in a lanquage other than one of
those prescribed for the publication of the international application in

Rule 48.3(a)ly, it shall be as prescribed in Annex C to this Agreement#]

5 The Authority may provide in its agreement with the Internation§1 Bureau,
transitionally, for lim#ations on the number and kind of international applications
that such Authority will undertake to process. 1In such cases, the Assembly of .
Contracting States shall adopt the procedures necessary for the gradual application
of the Treaty in respect to the number or kind of international applications to be
processed. Alternatively, another International Searching Authority may -undertake
to perform the remaining searches for the Contracting State(s) concerned. This
provision also applies to the preparation of international-type searches under
Article 15(5) of the PCT (Article 65(1)).

6 The Treaty gives the faculty to the Authority not to excludg certaiv subject
matter (e.g., plant varieties, computer programs, etc.,) from international search
(Article 17(2) (a) (i) and Rule 39). Such subject matter should be listed in the
Anncx.

7 1n the interest of administrative efficienty, the search fee should be collected
with the transmittal fee and basic fee part of the international fce at the F!mo

of the filing of the international application, although Rule lﬁ.l(b) in conjunction
with Rule 15.4/3) provides in certain cases for a possibility of later payment,

8 "he earlier int.rnational or "international-type" search must relate to an
application the prierity of which is claimed in a later international application
Lefore the whole or part of the scarch fee must bo refunded. (See Rule 16.3)

[* Art. 8(3) does not agree with Rule 48.3(b). When worded in such
agreement, it appears to be sup=2rfluous.]
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S/IIA/OWY/LOd



Annex
page 6

Article 9

Review Board

The Authority agrees to establish, in accordance with Rule 40.2(c) and (d),
a ..... [three-member board or special instance or competent higher authority]
to examine protests in respect of additional fees where the international appli-
cation is found not to comply with the requirement of unity of invention.

Article 10

Time Limit for Preparation of International
Search Reports or Declarations

The Authority agrees to establish international search reports or the
declaration referred to in Article 17(2) (a) within the time limits specified in
the first two sentences of PCT Rule 42.1.

Article 11
Classification
Annex D to this Agreement shall indicate any other classificationlO of the
subject matter in addition to'the International Patent Classification which the
Authority shall apply. '
’ Article 12
International-Type Searchll
(1) The Authority shall provide an "international-type" search report on all
national applications filed in the States listed in Annex E to this Agreement
as far as such search is requested by any such State.
(2) The Authority shall provide at the request of an applicant an "international-
type" search report on a national application filed in the States listed in
Annex E to this Agreement.
(3) The "international-type" search shall be carried out on a translated

national application when such application is not in a language presaribedfoxr - .
international applications. [SPecified in Annex to this agreement. ]

[ no such prescription exists! ]

9 1In negotiating the agreement, the Authority may avail itself of the opportunity
to negotiate slightly longer time limits for the preparation of international search
reports or declarations for the first three years after entry into force of the
Treaty (see Rule 42.1, last sentence). .

0 Since the normal indication of classification is accerding to the International
Pateni Classification (see Rule 43.3(a)), such indication of symbols of another
classification system constitutes the exception.

11 rnternational-type search is obligatory, to the extent to which the national law
of the Statec concerned so provides, and the national Office of that State subjects
applications filed with it tc such search (Article 15(5) (b)). It is optional for
the applicant to the extent to which the national iaw of the State concerned so
provides and no obligatery scarch of the kind referred fo above is prescribed
(Avticle 15(5) (a)). The oblicatory international-type scarch assists national
Offices in particular of developing countries to establish an effective filter for
national applications not using the PCT route. The optior international-type
search assists prospective ICT applicants in determining, an early date, whether
or not to seek protection foar their domestic origin invent.ons in one or more
{orelgn countries via the I'CT route.

Annex
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e Article 13

12
Iinformation Service and Technical Assistance

The Authority shall supply to the International Bureau such information
services as may be agreed and such other contributions to the technical
assistance program under Chapter IV of the Treaty as are practicable within
the existing facilities of the Authority.

Article 14
Entry into Force of the Agreement

This Agreement shall enter into force upon approval by the Assembly.

Article 15
Duration and Renewability of the Agreement

This Agreement is concluded for ..... years. It shall be renewable
for a period of ..... years subject to the approval of the Assembly. Should
the Assembly fail to render a decision prior to ..... months before the termination
of this Agreement, the Agreement shall be considered renewed for a period of
«esss years.

Article 16
Amendment

This Agreement and any Annexes thereto may be amended at any time by
agreement between the parties.

Article 17
Termination of the Agreement

Either party may terminate this Agreement by denouncing it. The denunciation
shall be by written notice addressed to the other partv. The Agreement shall
terminate after the date of receipt of the notice by the other party.

[This time may be too short, e.g.,if an Authority has to
readjust its personnel resources.]

12 This Article provides the basis for negotiating with the Authority its
participation in patent information scrvices to he established and technical
assistance tc developing countries to be provided under Chapter IV of the PCT.
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In witness whereof the undersigned have signed this Agreement.

Done in duplicate at ..... this ..... day of

++++. in originals in the .....

and ..... languages, each text being equally authentic.

[3usumoop np urji/juswunoop JO pud]
[sex3auue sop urji/seXauuy JO puz]

For the Authority by:

Name:

’ Title:

L T I T T S A

L I T

For the International Bureau by:

Name:

Title:

R I T

St serreetetssccn st et st e rennea

[Listing of PCT Provisions relevant to
Articles of the Agreement follows]

General

Article
Article

Article

Article

Article

Article
Article

Article

Article

Article

Article
Article

Article

Article
Article

Article

Article

-}

~

10

11
12

13
14
15

16

17

(1)
(2)

(1)

(2)
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.LISTING OF PCT PROVISIONS RELEVANT TO ARTICLES OF THE

AGREEMENT

The Agreement

Terminology Used in Agreement
Basic Obligation

Competence of International
Searching Authority

Minimum Personnel Requirements
Documentation Facilities
Minimum Documentation

Expansion of Minimum
Documentation

Number or Kinds of Inter-
national Applications Processed

Subject Matter Not Required to
be Searched

Fees

Search Fee

Fee Refund

Fee for Translation

Review Board

Time Limit for Preparation of

International Search Reports
or Declarations

Classification
International-Type Search

Information Service and
Technical Assistance

Entry into Force of the
Agreement

Duration and Renewability of
the Agreement

Amendment

Termination of the Aqgrecment

PCT Article 16(3) (b),

PCT Article 17(1) (Procedural Matters)

Rules 12, 42, 89.1(b)

PCT Article 2

PCT Articles 16(2), 16(3) (b)
Rules 12, 35.1 and 35.2

PCT Rule 36.1(4) (iii)

PCT Article 16(3) (c),
Rule 34, Rule 36.1(ii)

PCT Rule 34
PCT Article 65(1)

PCT Article 17(2) (a) (i)
Rule 39,1(1) to (vi), Rule 15.4(a)

PCT Article 3(4) (iv),
Rules 16.1 and 86 ,1(ii)

PCT Rules 16.3 and 41.1
PCT Rule 48,3
PCT Rule 40.2(c) and (d)

PCT Rule 42,1

PCT Article 18, Rule 43

PCT Article -15(5) (a) to ‘(c), Rule 41

PCT Articles 50 and S1

PCT Article 16(3) (e)

PCT Article 16(3) (e)

T Article 16(3) (e)

{End of Documant)
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