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1. The Working Group on the Legal Development of the Madrid System for the International
Registration of Marks (hereinafter referred to as “the Working Group”) held its tenth session,
in Geneva, from July 2 to 6, 2012.

2.  The following Contracting Parties of the Madrid Union were represented at the session:
Algeria, Australia, Austria, Belgium, China, Colombia’, Cuba, Cyprus, Czech Republic,
Democratic People’s Republic of Korea, Denmark, Egypt, Estonia, European Union, Finland,
France, Germany, Ghana, Hungary, Iceland, Iran (Islamic Republic of), Israel, Italy, Japan,
Kazakhstan, Kenya, Kyrgyzstan, Latvia, Lithuania, Madagascar, Monaco, Morocco, Norway,
Philippinesz, Poland, Republic of Korea, Romania, Russian Federation, Sao Tome and Principe,
Serbia, Singapore, Slovenia, Spain, Sweden, Switzerland, Turkey, United Kingdom, United
States of America and Zambia (49).

3.  The following States were represented as observers: Dominican Republic, India, Iraq,
Jordan, Mexico, Nigeria, Saudi Arabia and Trinidad and Tobago (8).

On May 29, 2012, the Government of Colombia deposited its instrument of accession to the
Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks.
The Madrid Protocol entered into force with respect to Colombia on August 29, 2012.

On April 25, 2012, the Government of the Philippines deposited its instrument of accession to the
Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks.
The Madrid Protocol entered into force with respect to the Philippines on July 25, 2012.
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4, Representatives of the following international intergovernmental organization took part
in the session in an observer capacity: Benelux Office for Intellectual Property (BOIP) (1).

5. Representatives of the following international non-governmental organizations took part

in the session in an observer capacity: American Intellectual Property Law Association (AIPLA),
Association des praticiens du droit des marques et des modéles (APRAM), Association of
European Trademark Owners (MARQUES), Association romande de propriété intellectuelle
(AROPI), German Association for the Protection of Intellectual Property (GRUR), International
Association for the Protection of Intellectual Property (AIPPI), International Federation of
Industrial Property Attorneys (FICPI), International Trademark Association (INTA), Japan Patent
Attorneys Association (JPAA), Japan Trademark Association (JTA) and Union of European
Practitioners in Industrial Property (UNION) (11).

6.  The list of participants is contained in the Annex to this document.

AGENDA ITEM 1: OPENING OF THE SESSION

7.  Mr. Francis Gurry, Director General of the World Intellectual Property Organization
(WIPQ), opened the session and welcomed the participants.

8.  The Director General indicated that, since the previous session of the Working Group, the
Madrid system had witnessed a new wave of momentous developments. He noted that the
accessions to the Protocol Relating to the Madrid Agreement Concerning the International
Registration of Marks (hereinafter referred to as “the Protocol”) of Colombia and the Philippines
had brought to 87 the number of members of the Madrid Union and expressed the hope that the
accession of Colombia, the second member of the Madrid system from Latin America, would
augur well for further accessions from that region. With just Algeria remaining party only to the
Madrid Agreement Concerning the International Registration of Marks (hereinafter referred to as
“the Agreement”), the Director General indicated that it would be a priority for the International
Bureau to work with its Delegation towards the accession of Algeria to the Protocol, which would
bring about the interesting prospect of a one-treaty system.

9.  With regard to further additions to the Madrid Union, the Director General pointed to the
fact that several Member States were at an advanced stage in their consideration towards
accession to the Protocol. In particular, he mentioned Barbados, Costa Rica, Dominican
Republic, Jamaica, and Trinidad and Tobago, in the Latin American and the Caribbean regions.
He mentioned also that Cambodia, Indonesia, Malaysia and Thailand, members of the
Association of Southeast Asian Nations (ASEAN), had decided to join the Madrid system by the
year 2015.

10. Furthermore, the Director General announced that the Governments of India, Mexico and
New Zealand, which had already completed the required constitutional processes, had
communicated their intention to accede to the Protocol during the course of the current year.
He indicated that, with the aforementioned developments, the Madrid system would consolidate
its status as a truly global system.

11. Interms of use of the Madrid system, the Director General stated that 2011 had been
a good year, with the total number of applications filed increasing by 6.5 per cent, to a record
of some 42,000 applications. He noted that there had been sizable increases in the number
of applications filed through the Offices of certain members, such as the Russian Federation,
which had recorded an increase of 35 per cent, the European Union, with 24 per cent,

the United States of America, with 15 per cent, and China, with 11 per cent. The Director
General further noted that there were some 540,000 active registrations in the International
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Register, containing more than 5.5 million designations and around 178,000 right holders,
80 per cent of which were small and medium sized enterprises. He concluded that, with each
passing year, the Madrid system was acquiring increasing relevance.

12. The Director General stated that, during the previous year, commendable work had been
done in the area of user-services, such as the establishment of customer service teams, in line
with the general orientation of WIPO to be focused on service provision. In addition, he
indicated that a number of improvements had been made in the area of information technology.
In particular, he recalled that the latest version of the Goods and Services Manager

(G&S Manager), launched in January 2012, was available in 10 languages. Moreover, during
the annual meeting of INTA, three new web-based client services, namely, the Madrid Portfolio
Manager, the Madrid Real-time Status and the Madrid Electronic Alert, had been made
available. Further in the area of information technology, the Director General stated that the
use of electronic communication for the exchange of documents within the Madrid system was
increasing, and, as evidence, he noted the fact that almost 43 per cent of international
applications were being transmitted electronically by the Offices of 13 member States, and that
by the end of 2011, 60 per cent of the documents received by the International Bureau had
been transmitted electronically.

13. Inthe area of improved delivery of information, the Director General recalled that the
sending of statements of grant of protection had become a mandatory feature of the Madrid
system in January 2011, noting that in the course of that year, the International Bureau had
received some 162,000 of such statements, which confirmed the extent to which this service
had been welcomed by users of the Madrid system.

14. The Director General concluded by expressing his gratitude to all the delegations for the
work that had been accomplished thus far by the Working Group, underlining that such work
was exceptionally important for the modernization of the Madrid system.

AGENDA ITEM 2: ELECTION OF THE CHAIR AND TWO VICE-CHAIRS

15. Mr. Mikael Francke Ravn (Denmark) was unanimously elected as Chair of the Working
Group, and Ms. Krisztina Kovacs (Hungary) and Mr. Xu Zhisong (China) were elected as
Vice-Chairs.

16. Mrs. Debbie Roenning (WIPO) acted as Secretary to the Working Group.

AGENDA ITEM 3: ADOPTION OF THE AGENDA

17. The Working Group adopted the draft agenda (document MM/LD/WG/10/1 Prov. 3)
without modification.

18. The Chair reminded the delegations that the report of the ninth session of the Working
Group had been adopted electronically on March 20, 2012, taking into consideration comments
received from the Delegation of Norway and from the Representative of INTA. The Chair
indicated that the report of the current session would be similarly adopted.

19. Following a remark made by the Delegation of Iraq concerning the need to update the
requirements to accede to the Protocol, which would allow Iraq to join the Madrid system, the
Chair indicated that the International Bureau would provide the Delegation with all the
necessary information concerning such requirements.
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AGENDA ITEM 4: PROPOSED AMENDMENTS TO THE COMMON REGULATIONS UNDER
THE MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION OF
MARKS AND THE PROTOCOL RELATING TO THAT AGREEMENT

20. Discussions were based on document MM/LD/WG/10/2.

21. The document was introduced by the Secretariat. The Secretariat stated that the purpose
of the proposal was to amend certain rules of the Common Regulations under the Madrid
Agreement Concerning the International Registration of Marks and the Protocol Relating to that
Agreement (hereinafter referred to as “the Common Regulations”) which were no longer
applicable. Concerning paragraph (3)(b) of Rule 7, the Secretariat indicated that, on
September 16, 2011, the Director General had received from the Minister for Foreign Affairs of
Sweden a notice of withdrawal of the notification made under former Rule 7(1). Since Rule 7(1)
was no longer in force, this meant that it was no longer possible for a new Contracting Party to
make such notification at the time of accession. Sweden had been the only Contracting Party
with a standing notification made under the former Rule. This was the background for the
proposal to delete, from paragraph 3(b) of Rule 7, the words “paragraph 1, as in force before
October 4, 2001, or”, as well as the accompanying footnote.

22. Paragraph (2)(a)(i) of Rule 24 required the filling of a subsequent designation through the
Office of origin, where Rule 7(1), as in force before October 4, 2001, applied. Since Sweden
had withdrawn the notification made under this Rule, paragraph (2)(a)(i) of Rule 24 was also no
longer applicable for any Contracting Party. It was therefore proposed that that provision be
deleted.

23. Paragraph (5) of Rule 40 established that no Office should be obliged to send statements
of grant of protection under Rule 18fer(1) before January 1, 2011. Insofar as the period during
which the sending of such statements had not been mandatory had expired, paragraph (5) of
Rule 40 was no longer applicable. Likewise, it was therefore proposed that that provision be
deleted.

24. The Delegation of the European Union expressed its support for the proposed
amendments to Rules 7, 24 and 40, as a consequence of the fact that some aspects of those
Rules were no longer relevant.

25. The Delegation of China said that it also supported the proposed amendments.

26. The Representative of GRUR indicated that provisions which were no longer relevant or
applicable should be removed from the Madrid legal framework. However, the Representative
asked whether versions of the Madrid system legal framework that were no longer in force
would remain readily available for the purpose of research and noted that, given the potentially
long duration of trademark rights, certain issues might arise concerning events which had
occurred under provisions that might no longer be in force.

27. The Secretariat confirmed that the versions of the legal framework that were no longer in
force were all available on the Madrid system website.

28. The Chair concluded that the Working Group had agreed to recommend to the
Madrid Union Assembly the amendment of Rules 7, 24 and 40 of the Common
Regulations, as proposed.
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AGENDA ITEM 5: INFORMATION RELATING TO THE REVIEW OF THE APPLICATION OF
ARTICLE 9SEXIES(1)(B) OF THE PROTOCOL RELATING TO THE MADRID AGREEMENT
CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS

29. Discussions were based on document MM/LD/WG/10/3.

30. The Secretariat, introducing the document, recalled that, in 2005, the Director General

had convened an ad-hoc Working Group in order to facilitate the review of Article 9sexies of the
Protocol, also known as the safeguard clause. In 2007, upon the recommendation made by

the ad-hoc Working Group, the Madrid Union Assembly had modified paragraph (1) of

Article 9sexies, establishing, in a new subparagraph (a), the principle that the Protocol alone
applied in the mutual relations between States bound by that treaty and the Agreement.
However, in said relations, a new subparagraph (b) rendered inoperative declarations made
under paragraphs 2(b) and (c) of Article 5 and paragraph (7) of Article 8 of the Protocol. As a
result, in the relations between States bound by both treaties, the standard time limit of one year
for the sending of notifications of provisional refusal and the standard fee regime applied.

31. The Madrid Union Assembly had also approved a new paragraph (2) of Article 9sexies,
under which the Assembly, after the expiry of three years from September 1, 2008, was
required to review the application of paragraph (1)(b), and could maintain it or, at any time
thereafter, either repeal it or restrict its scope by a three-quarter majority of States which were
party to both treaties. Such review had been undertaken during the ninth session of the
Working Group, which recommended that paragraph (1)(b) be neither repealed nor restricted.
The Working Group had further decided that a review of the application of paragraph (1)(b)
should again be included in the agenda for the following session.

32. The Secretariat indicated that the document under consideration provided updated
information concerning the application of paragraph 1(b), in particular with respect to the
inoperativeness of declarations made under Article 5(2)(b) and (c) and Article 8(7) of the
Protocol.

33. In Part |, the document presented the total number of designations recorded in the course
of the year 2011, further indicating those designations which had been affected by the
application of paragraph (1)(b) of Article 9sexies of the Protocol, either in the context of

Article 5(2), concerning the refusal period, or Article 8(7), concerning individual fees.

34. Regarding the time limit to refuse, 15 of the 55 States bound by both treaties had made a
declaration under Article 5(2)(b), and a further seven of those had also made a declaration
under Article 5(2)(c). In 2011, some 346,000 designations had been recorded. Of those, some
144,000 designations concerned Offices of States bound by both treaties. Of the latter, there
had been 52,000 designations in which a declaration made under Article 5(2) had been
rendered inoperative by the application of paragraph (1)(b) of Article 9sexies of the Protocol.

35. With regard to individual fees, 17 of the 55 States bound by both treaties had made a
declaration under Article 8(7). In 2011, some 577,000 designations had been recorded or
renewed. Of those, some 339,000 designations concerned Offices of States bound by both
treaties. Of the latter, there had been some 117,000 designations in which a declaration made
under Article 8(7) had been rendered inoperative by the application of paragraph (1)(b) of
Article 9sexies of the Protocol.
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36. In Part ll, the document elaborated upon the data, identifying the particular Contracting
Parties concerned by the inoperativeness of declarations made under Article 5(2) of the
Protocol. The document also provided statistical data in relation to the recording of statements
of grant of protection sent in accordance with Rule 18ter(1) of the Common Regulations.

In Part lll, the document performed a similar exercise with regard to Article 8(7) of the Protocol.

37. InPart IV, the document presented the amounts of the standard fees collected and
distributed in 2009, 2010 and 2011, resulting from the application of Article 9sexies(1)(b) of the
Protocol. Finally, in Part V, the document performed a simulation of the amounts of the
individual fees that would have been collected and distributed, had declarations made under
Article 8(7) of the Protocol been operative during those years, with the assumption that the
number of designations and the number of classes in each designation had remained the same.

38. The Delegation of the European Union stated that it continued to be of the opinion that the
current system worked fairly well, which was confirmed by the review of the application of
Article 9sexies(1)(b) undertaken by the International Bureau. The Delegation said that it
believed that the amendments to Article 9sexies of the Protocol, as adopted by the Madrid
Union Assembly in September 2007, had stood the test of time well and that, therefore, there
was no need to take further action. Nonetheless, the Delegation indicated that if the issue was
of concern to some member States, it would not be opposed to further periodic reviews of the
application of Article 9sexies(1)(b).

39. The Delegation of Switzerland indicated that, taking into account the interventions that
had been made during the previous session of the Working Group and in light of informal
consultations undertaken with Swiss stakeholders, it did not believe that there was a need to
modify the situation as it stood, given that it seemed satisfactory. Moreover, the Delegation
aligned itself with a suggestion made earlier by the Delegation of the European Union, which
had diverged from the previous recommendation made by the Working Group to the Madrid
Union Assembly, in the sense that the application of paragraph (1)(b) of Article 9sexies be
reviewed after a year. Accordingly, the Delegation of Switzerland proposed that such review
take place after a given regular period, suggesting that it could take place every three to five
years.

40. The Delegation of the Russian Federation, agreeing with the intervention made by the
Delegation of the European Union, also stated that the accession of Algeria to the Protocol, a
possibility envisaged by the Director General in his opening remarks, would lead to further
changes in the Madrid system. The Delegation stated that postponing the review of the
application of Article 9sexies(1)(b) for a period of three to five years would therefore place the
matter too far into the future. The Delegation expressed the view that a period of one to

two years would be more realistic.

41. The Delegation of Germany stated that it considered that five years would be an adequate
period, after which the Working Group could again review this issue.

42. The Chair noted that there appeared to be three proposals concerning the period

after which the Working Group would undertake a review of the application of

Article 9sexies(1)(b). There was one proposal for a period of one to two years, a second for a
period of three to five years, and a third proposal for a period of five years. The Chair proposed
a compromise period of three years, with the possibility that the Working Group could revisit the
issue again, upon the possible accession of Algeria to the Protocol.
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43. The Delegation of the Czech Republic expressed the view that a three-year period was
reasonable and said that it did not see what relevance the possible accession of Algeria to the
Protocol would have to the review of the application of Article 9sexies(1)(b) of the Protocol.

44. The Delegations of Algeria, Romania and the Russian Federation expressed their support
for the proposal made by the Chair.

45. The Representative of INTA stated that, similarly to the Delegation of the Czech Republic,
he failed to see the relevance to the subject under discussion of the possible accession of
Algeria to the Protocol. The Representative noted that further clarification was required on the
reasons why such event, among others that may come to pass, would have a particular
relevance on the review of the application of Article 9sexies(1)(b) of the Protocol. The
Representative of INTA further said that, should the Working Group decide to have a periodic
review of the application of Article 9sexies(1)(b) on a three-yearly basis, nothing would prevent it
from undertaking an earlier review if an event relevant to the particular issue occurred before
the following planned review.

46. Referring to its previous intervention, the Delegation of Algeria stated that Algeria would
make all necessary efforts to accede to the Protocol at the earliest possible date, but expressed
its concern that the proposal made by the Chair should not relate the matter under discussion to
the possible accession of Algeria to the Protocol.

47. The Secretariat, addressing the concerns raised regarding the possible association
between the accession of Algeria to the Protocol and the review of the application of

Article 9sexies(1)(b), explained that the former situation would result in all Contracting Parties of
the Madrid system being party to the Protocol. Thus, in a situation where all Contracting Parties
were bound by the Protocol, the Secretariat indicated that, perhaps, maintaining exceptions to
the application of certain provisions of that treaty referring back to the Agreement might seem
peculiar. Considering that in the mutual relations between States bound by both treaties, only
the Protocol applied, with the exceptions concerning declarations made under Articles 5(2)

and 8(7) of the Protocol, the Secretariat acknowledged that, even with Algeria acceding to the
Protocol, Article 9sexies(1)(b) could still be applied as it was then in force. Nonetheless, the
Secretariat stated that, in the event that the aforesaid situation materialized, it would provide an
opportunity to undertake an extensive review of the Common Regulations and an opportunity to
take a further look at the application of Article 9sexies(1)(b).

48. The Representative of INTA stated that when all parties to the Agreement became party
to the Protocol, the Agreement would, in effect, become inoperative. Nonetheless, the
Agreement would remain in force. Moreover, the Representative added that paragraph (1)(b) of
Article 9sexies did not refer to provisions of the Agreement but to provisions of the Protocol.
The paragraph in question referred to the Agreement to the extent that it referred to States
which were bound by that treaty. The Representative called for further reflection on the issue
before ruling that the fact that all parties to the Agreement had become bound also by the
Protocol would necessarily imply that Article 9sexies would have to be amended, which he did
not believe to be the case.

49. The Representative of GRUR stated that he fully supported the interventions made by the
Delegations of the European Union, Germany, Switzerland and other delegations, considering
that experience had shown that the continued existence of the exceptions contained in

Article 9sexies concerning particular declarations was a useful element in the operation of the
Madrid system and that a need to repeal or amend it had not been demonstrated.
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50. The Representative of GRUR added that, from a legal perspective, Article 9sexies
required that a State be party to both the Agreement and the Protocol. The fact that all
members of the Agreement also became members of the Protocol did not imply that the
Agreement would turn out to be superfluous or redundant, as the understanding of the members
of the Madrid Union was that membership of those treaties would be continuous. The
Representative pointed out that, in that regard, the situation was dissimilar to that of the Paris
Convention for the Protection of Industrial Property where, in the relations between States
members to the 1967 Stockholm Act, previous Acts ceased to apply. In the Madrid system,
there were two parallel treaties, a situation which was referred to in Article 9sexies, where, even
if all States members of the Agreement became also party to the Protocol, those States would
remain bound by the Agreement. The Representative concluded by indicating that he would
support a further review of the matter after a three to five year period.

51. The Chair proposed a three year period, provided that, in the event that all Contracting
Parties of the Madrid system became bound by the Protocol, the Working Group could address
the issue again at an earlier stage.

52. Referring to the statement made by the Chair, the Delegation of Algeria asked the Chair to
clarify whether Article 9sexies(1)(b) of the Protocol would be revised if Algeria acceded to the
Protocol within the three year period.

53. The Chair clarified that the issue at hand was not whether Article 9sexies(1)(b) would be
repealed or amended. The issue was whether a review of the application of that Article should
be undertaken again by the Working Group and, if so, when it would be appropriate to do so.

54. The Delegation of Algeria reasserted its concern regarding the possible association
between the accession of Algeria to the Protocol and the review of Article 9sexies(1)(b). The
Delegation added that it would prefer that the decision of the Working Group explicitly state that
the said provision would be reviewed in three years, without mentioning the possible accession
of Algeria to the Protocol.

55. Responding to the concerns expressed by the Delegation of Algeria, the Chair stated that
there appeared to be clear consensus on the fact that Article 9sexies(1)(b) should be neither
repealed nor restricted. There were, however, several proposals concerning the period after
which it would be relevant for the Working Group to undertake a further review of the application
of that Article. In this regard, the Chair had advanced a three year period as a compromise
solution, provided that the International Bureau could revisit the issue at an earlier time, in case
no State remained bound exclusively by the Agreement.

56. The Delegation of Algeria stated that, while taking note of the proposal made by the Chair,
it reserved the right to subsequently respond to the said proposal.

57. The Delegation of Switzerland, bearing in mind the interventions made by the Delegation
of Algeria, proposed to the Working Group a review of Article 9sexies(1)(b) within three years,
with the possibility for the International Bureau, or any delegation, to propose an earlier review,
without linking it to the possible accession of Algeria to the Protocol.

58. The Delegations of Algeria and the Russian Federation supported the proposal made by
the Delegation of Switzerland.

59. The Chair concluded that there was consensus on the fact that, at the present time,
Article 9sexies(1)(b) of the Protocol should be neither repealed nor restricted and that its
application would be reviewed by the Working Group after a period of three years.
However, it was further agreed that any member State of the Madrid Union, or the
International Bureau, may propose that the issue of the review of Article 9sexies(1)(b) be
revisited at a time that is earlier than the said period of three years.
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AGENDA ITEM 6: PROPOSAL FOR THE INTRODUCTION OF THE RECORDAL OF
DIVISION OR MERGER CONCERNING AN INTERNATIONAL REGISTRATION BEFORE
THE OFFICE OF A DESIGNATED CONTRACTING PARTY

60. Discussions were based on documents MM/LD/WG/10/4 and MM/LD/WG/10/6.

61. The Secretariat presented some background information on the issue at hand. The
Secretariat recalled that, during the fifth session of the Working Group, the Representative

of AROPI had referred to an informal paper made available to delegations. The Delegation of
Switzerland had proposed, at the seventh session of the Working Group, that the suggestions
contained in the document made available by AROPI be included in the agenda of that session.
As a result, the Working Group had undertaken a study in order to ascertain the impact and
consequences of the possible introduction of a procedure which would permit the division of
international registrations. The findings of such study, including the replies to a questionnaire
prepared by the International Bureau, had been presented in a document during the

ninth session of the Working Group. During that session, the Working Group had discussed the
consequences of the possible introduction of division of international registrations in the Madrid
system, as well as possible alternatives to division, such as the issuing upon request, by the
International Bureau or the Office concerned, of a statement of acceptance of goods or
services, a statement of partial grant of protection, where there has been a notification of partial
provisional refusal, or the division of a designation before the Office of the Contracting Party
concerned. The Chair had noted in his conclusions that there appeared to be no consensus at
that time on the need to introduce division in the Madrid system. Nevertheless, the Working
Group had requested that the International Bureau, together with some interested Offices and
organizations, study the matter in-depth, in order to present a proposal during the following
session of the Working Group.

62. The Secretariat remarked that the matter of division of the international registration had
been further studied by the International Bureau, with the benefit of contributions from nine
Contracting Parties and three non-governmental organizations.

63. Introducing document MM/LD/WG/10/4, the Secretariat indicated that the document
presented the results of the aforementioned study. The Secretariat indicated that the Working
Group, in its request, had given the International Bureau broad instructions. Moreover, most of
the contributions posted on the Madrid System Legal Forum simply considered the need to
study division at the level of the designated Contracting Parties, without further details. Thus,
the International Bureau had decided to undertake a study based on what it considered to be
the minimum common denominator to all the Contracting Parties. As a result, the document
introduced a proposal on division of designations made in international registrations before the
Offices of designated Contracting Parties.

64. The proposed introduction in the Common Regulations of division of designations made
before Offices of designated Contracting Parties would require two new provisions, proposed
new Rule 23bis and new paragraph 6 of Rule 40, and consequential amendments to two
existing provisions, namely, Rule 32, paragraph 1(a)(xi), and Rule 36(xi). The Secretariat
added that the proposal applied only to those Contracting Parties where national or regional
laws foresaw the possibility of division of designations made in international registrations. The
proposal would introduce an opportunity for Contracting Parties, where applicable, to notify to
the International Bureau information relating to such divisions, for recording in the International
Register and publication in the WIPO Gazette of International Marks (hereinafter referred to as
“the Gazette”). Such possibility would be optional. Since division, where applicable, would
occur in accordance with the national or regional laws of the designated Contracting Parties
concerned, the proposed provisions would not require substantial changes to the legal
framework of those Contracting Parties. The proposal did not seek to introduce a new kind of
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structure to allow for division, but to strike a balanced approach in the distribution of work
between the concerned parties involved, namely, the International Bureau and the Offices of
designated Contracting Parties. The proposal, while ensuring that information concerning the
division or subsequent merger of a designation was recorded in the Madrid Registry, could be
implemented with relatively low impact on the operations of the Madrid Registry.

65. Explaining how the proposed new mechanism of division would operate, the Secretariat
indicated that the holder, after receiving a notification of a partial provisional refusal, would need
to contact the Office concerned to inquire about the possibility of division of such designation.
Where said Office allowed for such division, it would do so in accordance with its national or
regional legislation and established procedures, including, inter alia, time limits, fees, and
issuing of a new national or regional number. The Office concerned would notify the
International Bureau where such division had been allowed. The International Bureau would
then record the fact that a notification had been received to the effect that division had taken
place at the level of the designated Contracting Party with respect to the international
registration in question. Taking into account the fact that division would have effect solely in the
Contracting Party concerned, the International Bureau would not issue a new international
registration number.

66. Paragraph (1) of proposed new Rule 23bis would set out the content of the natification
which would be sent by the Office where division had taken place. The information provided
would be recorded in the International Register and published in the Gazette, and it would be
made available in ROMARIN. Where an Office, while making a notification under the said
paragraph, furnished additional information in a document on paper or in electronic form, an
electronic image of such document would be accessible from ROMARIN, in a manner similar to
the practice followed with respect to statements of grant of protection sent under Rule 18ter(1).
For instance, such additional information could be the number of the national or regional
applications or registrations resulting from the division, the goods and services covered by each
one of those, or other elements of the mark concerned by the division. This additional
information would not need to be recorded in the International Register nor published in the
Gazette, but there would be benefits derived from its being made available.

67. The Secretariat went on to note that a request for division before the Office of a
designated Contracting Party and the sending of the ensuing notification under the proposed
new Rule would be independent of the obligation to send a notification of provisional refusal in
accordance with Article 5, paragraphs (1) and (2), of the Agreement and the Protocol, and the
ensuing notifications under Rule 18ter.

68. In addition to the proposed new Rule 23bis, the document also proposed consequential
amendments to Rule 32, regarding the recording of information and the data to be published in
the Gazette; Rule 36, concerning exemption from the payment of fees to the International
Bureau; and a new paragraph (6) in Rule 40, establishing a transitional provision specifying a
date as from which the proposed new rules may enter into force.

69. The Delegation of Switzerland introduced document MM/LD/WG/10/6, which contained a
further proposal relating to the introduction of division of an international registration in the
Madrid system. The Delegation indicated that, while the proposal made by the International
Bureau contained a number of interesting elements, it did not go far enough on two main issues.
Firstly, the Delegation believed that it would be very important to create and assign a new
international registration number to the divided part of the request. Secondly, the proposal did
not take into account the fact that several Offices of Contracting Parties of the Madrid Union did
not maintain a register for international registrations and referred only to the International
Register maintained by the International Bureau. In order to elaborate the proposal contained

in document MM/LD/WG/10/6, the Delegation indicated that it had held exchanges with the
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International Bureau, some delegations, user-associations, as well as consultations with Swiss
stakeholders. The proposal also took into consideration contributions posted on the Madrid
System Legal Forum by a number of delegations and observers, as well as the interventions
made during the previous session of the Working Group.

70. The Delegation of Switzerland stated that the introduction of division of an international
registration in the Madrid system should be developed in a way that would ensure a centralized
information mechanism maintained by the International Bureau, thus guaranteeing the
necessary legal security for the users of the Madrid system, while reducing the effects of the
new procedure to a bare minimum, both for the Offices concerned and for the International
Bureau. The Delegation considered that such balanced approach could be achieved through a
mechanism in which the Office of the designated Contracting Party undertook the substantive
examination of the request, according to its national or regional legal framework, leaving as the
main tasks of the International Bureau the recording, publication and notification, resulting in a
new international registration number for the divided part.

71. The Delegation of Switzerland indicated that the introduction of division of an international
registration in the Madrid system would align the system with provisions already contained in
the Trademark Law Treaty (TLT) and the Singapore Treaty on the Law of Trademarks (STLT),
thereby increasing the synergies among the different treaties administered by WIPO. The
Delegation stated that the proposal would end the current discrepancy in Contracting Parties
which, while allowing for division through the national route, did not provide for it at the
international level. The Delegation stated that it believed that the proposal would result in an
increased interest in the Madrid system.

72. The Delegation of Switzerland indicated that the proposed mechanism, as described in
document MM/LD/WG/10/6, would be based on the procedures followed for the recording of a
partial change in ownership, in accordance with Rules 25 to 27 of the Common Regulations.

73. The Delegation of Madagascar stated that, in its view, the introduction of division of
international registrations would respond to a demand from a certain number of users of the
Madrid system who were already benefitting from the availability of a similar procedure at the
national level. The Delegation further stated that it understood that the legislation of most of the
members of the Madrid Union envisaged the possibility of division at the national level and that,
for reasons of equal treatment, it was not opposed to the introduction of division in the Madrid
system. However, the Delegation indicated that such introduction should not place any burden
on members of the Madrid Union whose legislation did not provide for division, as was the case
in Madagascar, and should not complicate the procedures within the Madrid system and the
tasks of the International Bureau. The Delegation concluded that the proposal made by the
International Bureau, as presented in document MM/LD/WG/10/4, seemed to be the proposal
which best reflected those principles.

74. The Delegation of the European Union expressed support, in principle, for the introduction
of division of an international registration, as a desirable outcome, insofar as it preserved, as an
underlying principle of the Madrid system, the making of international registration of marks
simpler. The Delegation sought further clarification on the practical differences between the
respective proposals outlined by the International Bureau and the Delegation of Switzerland,
with a view to understanding the advantages of each proposal and to ensure that they would
neither result in a more complex system nor place any undue extra burden on Contracting
Parties.

75. The Delegation of Sweden, while expressing support for the statement made by the
Delegation of the European Union, emphasized the need for further information and for more
time to consider the proposal by Switzerland and, in particular, the impact it would have on the
operations of the Madrid system, an assessment of which could be carried out by the
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International Bureau. The Delegation emphasized the need to ensure that the introduction of
division would only pertain to those Contracting Parties which already provided for division, thus
not imposing the need to modify the national or regional applicable legal framework. The
Delegation sought to further clarify this particular issue with respect to the proposal by
Switzerland. Moreover, the Delegation expressed the view that allowing Contracting Parties to
declare that the provisions concerning division of an international registration would not apply in
their respective territories would not constitute an ideal solution. Considering that a majority of
the Contracting Parties of the Madrid system did not have a legal framework in place that would
allow for such possibility, this would result in a significant number of such declarations.

76. The Delegation of the United States of America, having compared the proposal of the
International Bureau and the proposal by Switzerland, stated that it was its understanding that
the proposal outlined by the International Bureau would record the fact that division had taken
place in a designated Contracting Party, so that the public could be aware that an international
registration might correspond to two different national registrations, each one uniquely identified.
This would mean that an international registration, which had been divided at the national level,
could continue to be renewed as a single international registration, and not as multiple
international registrations. Such was the case in the United States of America where, even if an
international registration was divided into multiple applications or registrations, the international
registration would remain intact and only a single renewal fee would be required.

77. The Delegation of the United States of America noted that it would appear that, under the
proposal by Switzerland, the international registration could be divided at the international level,
where a particular Contracting Party had issued a provisional refusal with respect to some of the
goods. This would split the international registration into two international registrations, which
the holder would be obliged to track and maintain, paying two separate sets of fees. The
Delegation added that matters could become increasingly complicated for the International
Bureau and holders alike, should other Contracting Parties issue partial provisional refusals with
respect to different goods or different classes, within the same international registration. The
Delegation suggested that, given that an international registration could be divided in different
ways with respect to different Contracting Parties, the proposal could result in a very
complicated and unmanageable situation.

78. The Delegation of the United States of America indicated that it was aware of the
importance that division at the national level might have for industry and that such option was
available under its national law. Nevertheless, it considered that the proposal to divide an
international registration might remove one of the great benefits of the Madrid system, which
was having a single international registration, with a single renewal, having effect in multiple
designated Contracting Parties. Under a divided international registration, the holder would face
multiple international registrations to renew and maintain.

79. The Delegation of the United States of America was of the view that the proposal by
Switzerland did not appear to contribute to the simplification of the Madrid system, but that, in
fact, it would further complicate matters. Reflecting on the previous discussion concerning the
review of the application of Article 9sexies(1)(b), the Delegation stated that, instead of moving
forward to a single treaty system, the Working Group seemed to be looking back to the various
features of the Agreement still in effect, which would not appear to be either forward-thinking or
to contribute to the simplification of the Madrid system.

80. The Delegation of Algeria stated that its national legislation did not provide for the division
and merger of international registrations. The Delegation added that it supported the statement
made by the Delegation of Sweden, as to the need to bring clarity to the fact that the proposal
by Switzerland should not, in any case, imply changes in national or regional legislations that
did not envisage division and merger.
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81. The Delegation of France expressed its support for the comments made by the
Delegations of the European Union and Sweden. The Delegation said that it did not oppose the
introduction of a procedure allowing for the division of international registrations, provided that it
did not place a burden on the Madrid system. The Delegation emphasized that the division
procedure was little used in a majority of the Contracting Parties to the Madrid system whose
legislation envisaged such possibility. The Delegation advised caution and suggested obtaining
further information and clarification on the different proposals under consideration. In particular,
the Delegation noted the importance of obtaining further clarification on matters such as
whether division would be available in Offices of designated Contracting Parties whose
legislation did not provide for division of the international registration, or whether there would be
a need to maintain a parallel national register, in order to publish and record the non-litigious
part of the international registration which may have been the subject of division. The
Delegation indicated that French users had suggested that they would prefer a more centralized
procedure within the International Bureau.

82. The Delegation of Israel indicated that, as far as its legislation was concerned, division
was available only for national applications. The Delegation, acknowledging the importance of
the introduction of division in the Madrid system, stated its view that such procedure should be
undertaken by the Offices of the designated Contracting Parties in accordance with the
applicable national or regional legislation, and not by the International Bureau. Thus, where a
request for division had been filed, the Office concerned would notify the International Bureau
once such division had already taken place. Nonetheless, believing that the largest amount of
information should be available to users of the system, the Delegation indicated that the
resulting national or regional divisional application or registration numbers and their
corresponding scope should be made available in ROMARIN. To this effect, the Delegation
suggested that such information be included as required content of the notification, in an agreed
format. Moreover, the Delegation considered that the sending of the notification should be
mandatory and not optional, as the availability of this information would provide holders and all
interested parties with a comprehensive view of the current status of protection in all designated
Contracting Parties, which would result in the provision of higher quality services.

83. The Delegation of Germany sought further clarification of the situation whereby, while, on
the one hand, it understood that the proposal made by the International Bureau would apply
only to Contracting Parties which already provided for division in their national or regional laws
and, therefore, such laws would not require to be amended, on the other hand, it appeared that
the proposal by Switzerland would oblige Contracting Parties to amend their legislation in order
to introduce the possibility of division of designations in international registrations. The
Delegation further indicated that, in Germany, division, while envisaged for national applications,
was not available for international registrations. Moreover, substantial procedural differences
would not allow for the analogous application of the rules pertaining to division of national
applications to designations of Germany in international registrations. Finally, the Delegation
sought further information on the manner in which requests for the recording of a partial change
in ownership were handled by the International Bureau.

84. The Secretariat confirmed that the understanding of the Delegation of Germany with
respect to the proposal made by the International Bureau was correct.

85. The Delegation of Switzerland stated that the proposal by Switzerland was aimed at
ensuring that any Contracting Party which provided for division at the national or regional level
could also provide for division of international registrations, with the necessary notifications to
the International Bureau. The Delegation drew the attention of the Working Group to the fact
that the proposal by Switzerland, as noted by various delegations, would neither oblige
Contracting Parties, which did not already provide for division, to introduce it, nor compel them
to divide international registrations, following the notification of a partial refusal.
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86. The Delegation of Norway, while welcoming proposals that would result in a more
user-friendly Madrid system, said that it was important also to avoid unnecessary amendments
which could increase its complexity. Thus, the Delegation concluded that the introduction of
division and merger within the confines of the Madrid system should address a real need,
whose existence was not entirely clear for the Delegation.

87. On the proposals under consideration, the Delegation of Norway considered that the
document introduced by the International Bureau, while presenting an easy and manageable
solution at the international level, raised some issues at the national level, should Norway
decide to allow for division of designations in international registrations. A particular concern
was related to the payment of renewal fees, which, in Norway, were due with respect to each
resulting registration following division. Under the proposal, only one of those resulting fees
would still be administered by the International Bureau, which would result in a deviation from
the principle of centralized management. Moreover, Norway would have to consider the issuing
of a national certificate for the divisional registration, in addition to the statements of grant of
protection that would be sent to the International Bureau. Finally, the proposal could result in
further complications with respect to national opposition proceedings, as an opposition could be
lodged for the international registration as well as for the divisional application, and such would
not be reflected in the communications exchanged with the International Bureau. The
Delegation concluded that the proposal had the potential to complicate matters at the national
level while perhaps not resulting in a more user-friendly Madrid system.

88. Commenting on the proposal by Switzerland, the Delegation of Norway said that it
appeared to reflect the overriding principle of the Madrid system, whereby the International
Bureau maintained an International Register which reflected the actual status of international
registrations and their various designations. The proposal maintained the transparency of the
International Register, allowing third parties to ascertain the status of an international
registration and its various designations. Moreover, the proposal seemed to take into account
that national practices concerning division and merger differed and it left to the Contracting
Parties the decision as to whether to allow for division. However, the Delegation indicated that,
as pointed out by the Delegation of the United States of America, the proposal also raised some
practical issues concerning the information maintained in the International Register, which might
not lead to a more user-friendly system. The Delegation said that it believed that the proposal
by Switzerland required further elaboration. The Delegation also expressed interest in learning
from the experience of those Contracting Parties which allowed for division of designations in
international registrations.

89. The Delegation of Germany supported the comments made by the Delegation of Norway.
The Delegation also sought further clarification on the proposal by Switzerland, particularly on
the need to amend its current legislation, which did not allow for division of designations in
international applications.

90. The Delegation of the Russian Federation stated that both proposals introduced a new
procedure which currently did not exist in the Madrid system. The situation in the Russian
Federation was closer to that outlined in the proposal by Switzerland, as it would not be possible
for its Office to assign a national number to those registrations resulting from the division of an
international registration. The Delegation considered that the introduction of division would
further complicate matters, as it would result in new time limits for registration procedures, which
might allow holders to circumvent the provisions of the Madrid system. Accordingly, the
Delegation sought clarification as to how time limits would apply to registrations resulting from
the division of an international registration.
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91. The Delegation of ltaly, supporting the comments made earlier by the Delegations of the
European Union and Sweden, said that it would recommend that there be extensive discussions
and further clarification on the advantages and disadvantages of each proposal under
consideration. The Delegation added that it welcomed changes aiming at the further
simplification of the Madrid system.

92. The Delegation of Spain, expressing agreement with the interventions of the Delegations
of the European Union, Germany and Norway, said it believed that the introduction of division
and merger would not simplify the Madrid system and it doubted its usefulness. Spain
contemplated both division and merger of national applications and, in 10 years of experience,
both had been practically inoperative, given the scarce number of requests. In the Delegation’s
view, it had been proven that division stretched proceedings, as would be the case with division
after a partial opposition, where proceedings would have to be suspended until the division had
been effected and all parties concerned had been notified. During the time it took to process a
request for division, the administration could have resolved the matter. Moreover, a decision
could become final with respect to a partial grant of protection, while, at the same time, it could
be the subject of an appeal limited to the refused part. The Delegation stated that the Spanish
system also provided for the merger of several single-class registrations into one multi-class
registration, which was a mechanism that had worked. However, in the absence of a similar
situation, the Delegation did not see the need for the introduction of such mechanism in the
Madrid system. The Delegation concluded that the complications introduced by the proposed
mechanisms would not be offset by their purported benefits.

93. The Delegation of Ghana, identifying with the concerns expressed by the Delegations of
Germany and Sweden, advised caution before introducing provisions which could further
complicate the Madrid system, making it less attractive for prospective Contracting Parties.

94. The Delegation of China informed the Working Group that amendments to its trademarks
legislation, which would enter into force the following year, would allow for division. The
Delegation expressed its support for the proposal outlined by the Secretariat, stating that it
would neither increase the workload nor the costs of the International Bureau, while it would
only add some notification-related work for Offices. The Delegation stated that the proposal
would facilitate trademark protection and provide more information to users of the system and
highlighted that the proposal contemplated a transitional period, which would enable Offices to
put in place the necessary procedures.

95. The Delegation of Japan requested that the International Bureau study the matter more in
depth, comparing the two proposals under discussion. The Delegation also indicated that it
preferred that the matter be discussed during the next session of the Working Group.

96. The Representative of JPAA welcomed the introduction of division of an international
registration before the Offices of the designated Contracting Parties, but it also indicated that it
would be pleased to have further opportunities to consider the matter.

97. The Representative of INTA drew attention to the contribution posted by INTA on the
Madrid System Legal Forum. He expressed the view that a number of findings stood out in the
review undertaken by the International Bureau of the laws and practices of Contracting Parties
of the Madrid system concerning division. The most important finding was that division was an
international standard, enshrined in the TLT and the STLT, applied by a large majority of the
member States of the Madrid Union. The second most important finding was the existence of a
de facto mechanism for division provided by the procedure for the recording of partial changes
in ownership. The third most important finding was that, whatever small the use made of
division could be, there was a clearly identified need among brand owners for division.
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98. Based on the said findings, INTA’s contribution suggested a number of guiding principles
to solve the question at hand, while meeting the needs of brand owners. The first of those
principles was that applicants who chose the international route should have access to the
same possibilities for division as those available to those who chose the national or regional
route. Contracting Parties that did not provide for division at the national or regional level,
should not be obliged to do so at the international level; however, with respect to those
Contracting Parties who did so, there should be a procedure for division of international
registrations. The second principle was that, in order to maintain the integrity and transparency
of the International Register, for holders and third parties alike, division of an international
registration should be recorded in the International Register. The final principle, considering
that the purpose of division was mainly to set aside goods or services not affected by a refusal
or by opposition or cancellation proceedings, was that division should be allowed on a
Contracting Party-specific basis.

99. The Representative of INTA said that he recognized those principles in the proposal by
Switzerland, which INTA was ready to support as a compromise solution that met the needs of
users. On the other hand, INTA considered that the proposal of the International Bureau did not
meet those needs. The Representative indicated that the idea was to divide the international
registration with respect to a particular Contracting Party. He recalled that the United States of
America was the only jurisdiction in the Madrid system which had a procedure in place for the
division of territorial extensions. While this solution could be extended to other Contracting
Parties, most delegations had expressed the view that this would require amendments to their
national or regional laws, while others indicated that such solution would not be possible, as
they did not maintain a register parallel to the International Register. The Representative
indicated that a further weakness of the proposal made by the International Bureau was that
notification of the division was not compulsory, which would not serve transparency. Finally, the
Representative said that he shared most of the concerns expressed earlier by the Delegation

of Norway.

100. The Representative of GRUR expressed support for the statement made by the
Representative of INTA, adding that those delegations participating in the conferences leading
tothe TLT and STLT treaties had recognized that there was a good cause for the introduction of
provisions which would allow for division. Moreover, in the context of the principle of equal
treatment, the Madrid system could not be presented as a true alternative to the national route,
where division, while provided at the national level, was not available at the international level.
As the Representative of INTA had suggested, the way to provide equal treatment would be to
introduce a procedure comparable to that in place for the recording of a partial change in
ownership. Nonetheless, the Representative of GRUR indicated his willingness to consider a
decentralized approach, such as that contained in both of the two proposals under discussion.
The Representative urged the Working Group to move to the forefront the interests of users,
who were to be served by the system, ahead of those of the national Offices or the International
Bureau, reminding the delegations that it was users who paid for the services rendered by
national Offices, both at the national and international level.

101. The Representative of GRUR indicated that the proposal by Switzerland was preferable to
that of the International Bureau, further noting that there were two possible ways to implement
this proposal at the national level. As indicated by some delegations, one way would be to have
particular legislation in place providing for the division and merger of designations in
international registrations. The second way to implement the proposal by Switzerland would be
through the analogous application, mutatis mutandis, of provisions concerning national
applications. The Representative cited, by way of example, the German Trademark Law, which
prescribed that, unless otherwise provided in the Law, the provisions applicable to national
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applications and registrations would apply, mutatis mutandis, to international registrations. The
Representative concluded that there were ways to implement the proposal, without the need for
further domestic legislation.

102. The Representative of GRUR said that there was a need to further study the practical
implications of implementing the proposal, and that GRUR would be willing to participate in the
ensuing discussions, maintaining as principles that the proposal upheld equal treatment and
that it was implemented at a reasonable cost; no Contracting Party would be obliged to do
more than what was already provided for national or regional applications; the International
Bureau would not re-examine that which has already been examined at national level; and, it
would uphold the transparency of the International Register, reflecting the current status of
protection in each Contracting Party.

103. The Representative of AROPI echoed the comments made by the Representatives of
GRUR and INTA. In particular, the Representative indicated that, as stated by the
Representative of INTA, the proposal by Switzerland was a good compromise. Referring to the
statements made by some delegations concerning the apparently complicated nature of the
division procedure, the Representative indicated that users who requested the introduction of
division would be the ones encountering the largest complications.

104. The Representative of AROPI said that the proposal by Switzerland would not create any
obligation for those Contracting Parties whose legislation did not envisage division. The
Representative added that the proposal simply stated that Contracting Parties whose legislation
provided for division at the national level would apply the same provisions to allow for the
division of international registrations. Recalling that a certain number of delegations had
underlined the fact that the number of requests for division filed before their Office was limited,
the Representative stated that allowing for division of international registration would not result
in an increase in the number of such requests. Furthermore, while noting that the proposal by
Switzerland would not cause additional work for the International Bureau, the Representative
underlined the importance of assigning an international registration number to the divided part
of the international registration.

105. Moreover, the Representative of AROPI, referring back to what had already been stated
by the Representative of INTA, said that the proposal made by the International Bureau would
apply only to those Contracting Parties whose Offices maintained a separate register for
international registrations. However, the Representative recalled that the Offices of most
Contracting Parties did not maintain such a separate register. For this reason, the
Representative underlined the importance that it would have for users of the Madrid system if
the International Bureau could assign a separate number to the divided part of an international
registration. The Representative added that the proposal by Switzerland, given the attribution of
a distinct international registration number, would provide users with increased certainty as to
their acquired rights, enabling them to enforce such rights through appropriate legal actions.

106. The Representative of APRAM welcomed changes to the Madrid system and viewed them
as additional opportunities rather than as increased complexity. The Representative stated that
the proposal by Switzerland offered a balanced approach, providing additional opportunities
without significantly increasing the burden of the International Bureau. Likewise, it would not
imply additional work for national Offices, given that those which had national provisions
allowing for division could apply them at the international level, while those which did not allow
for division could simply make a declaration to that effect. Moreover, division would not add a
particular burden to the International Bureau, as it could replicate procedures already in place
with respect to requests for the recording of a partial change in ownership.
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107. The Representative of APRAM expressed the view that the proposal outlined by the
International Bureau was insufficient, as it would not allow for recording at the international level
but rather at the national level, which would require maintaining a national register parallel to the
International Register, something which, as stated before, would appear to be the case only in
the United States of America. There would be a number of jurisdictions which, while providing
for division in their national laws, would not be able to effect and record such division for
designations in an international registration, due to the fact that in those jurisdictions only a
register for national registrations was maintained. Thus, the Representative concluded, there
was a need to provide for recording of division at the international level, which was the main
compromise reflected in the proposal by Switzerland.

108. The Secretariat, in response to a question previously raised by the Delegation of
Germany, delivered a presentation explaining how partial changes in ownership were recorded
in the International Register and notified to the holder and the Offices of the Contracting Parties
concerned. The Secretariat also provided some statistical information concerning such
recordings.

109. The Delegation of Germany commented that it received many queries concerning the
scope of protection of international registrations in Germany, a task which was rendered
complex by the reunification of two former German States and that, in some cases, the relevant
physical files may have been destroyed. The Delegation said that situations, such as a partial
change in ownership or division, could further add to this complexity and make it ultimately
impossible to determine the actual scope of protection in a given designated Contracting Party.

110. The Delegation of Colombia indicated that, even though it had provisions in place allowing
for division, recording such in the International Register might be rather complex, given that
division could actually happen between goods or services within one class, resulting in two
registration certificates concerning one mark with one international registration number. The
Delegation sought further clarification with respect to the two proposals under consideration. In
principle, the Delegation stated, it did not see further financial implications, as division would not
result in additional classes in the international registration. However, the Delegation warned
that this might not be the case at the level of a designated Contracting Party, where, upon
renewal, the holder might not pay the fees required to maintain the divisional registration. The
Delegation wondered how this particular situation would be reflected in the International
Register.

111. The Secretariat, addressing a question posed by the Delegation of Madagascar,
explained the manner in which the recording of a partial change in ownership concerning one
particular Contracting Party was notified to the Office concerned. Additionally, in response to a
question posed by the Delegation of the United States of America, the Secretariat outlined the
manner in which the recording and natification of a partial change in ownership, concerning
some only of the designated Contracting Parties and some of the goods or services, was
handled.

112. Referring to a question raised by the Representative of APRAM, the Secretariat indicated
that requests for the recording of a partial change in ownership concerning only one Contracting
Party would not be particularly more complex than other similar requests. In addition, the
Secretariat confirmed that the International Bureau could use the solutions developed to handle
requests for the recording of a partial change in ownership to handle requests for the recording
of division. However, the Secretariat also warned that, using solutions, developed to address
one particular issue, to deal with a new situation, might eventually make it more difficult to
ascertain the actual scope of protection of an international registration in designated Contracting
Parties. The Secretariat further added that, from a theoretical modeling perspective, a solution
to this particular problem might be found by uniquely identifying each designation.
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113. The Delegation of the United States of America, commenting on the possibility that each
designation could bear a unique identifier, such as a serial or tracking number, questioned
whether such would not interfere with the work of Offices which already provided for such
unique identifiers in their national systems, such as the Office of the United States of America,
as it would add another number to monitor.

114. The Chair, noting that there did not appear to be consensus for either of the two proposals
under consideration, said that some general concerns had been raised by a number of
delegations and that more information on division and merger of international registrations had
been requested. The Chair also recalled that some delegations had stressed the need to have
as much information as possible available in ROMARIN but that any new mechanism should
neither increase the complexity of the system nor require Contracting Parties to amend their
applicable laws. The Chair concluded that some general guidelines had been afforded but
urged delegations to provide more detailed information as to how the International Bureau
should continue to pursue the matter.

115. The Delegation of Switzerland said that there appeared to be a general interest in
continuing to work on the possible introduction of division in the Madrid system. The Delegation
therefore suggested that the International Bureau, as it had done the previous year, work with
interested Offices and user-organizations to present a new proposal on the introduction of
division in the Madrid system during the following session of the Working Group. The
Delegation said that the new proposal should bring to an end the discrepancy between the
national or regional route for trademark registration, which allowed for the division of
registrations, and the international route, which currently did not so provide. The Delegation
added that, regarding Contracting Parties whose legislation provided for division at the national
or regional level, such provisions should also be applied to allow for the division of international
registrations of marks. Meanwhile, the Delegation stated that those Contracting Parties whose
legislation did not provide for division at the national or regional level should not be obliged to
introduce provisions to that effect.

116. The Delegation of Switzerland stated that the new proposal should minimize the additional
work introduced by the division procedure for designated Offices and for the International
Bureau. The Delegation considered that, in line with what had been proposed in document
MM/LD/WG/10/6, the Office of the designated Contracting Party should undertake the
substantive examination of the division request, according to its national or regional legislation,
while the International Bureau should record, notify and publish such request as its main task.

117. The Delegation of Switzerland said that the new proposal should take into consideration
the fact that the majority of the members of the Madrid Union did not maintain a national register
for international registrations. In that sense, the Delegation indicated that the new proposal
should provide for a new international registration number to be assigned to the divided part.

118. The Delegation of Switzerland suggested that the International Bureau publish, at the
end of the year, a draft proposal on the Madrid System Legal Forum, allowing Offices and
user-organizations to post comments for a period of two months. The Delegation further
recommended that, based on those comments, the International Bureau prepare a final
proposal for consideration during the following session of the Working Group.

119. The Delegation of the Russian Federation expressed support for the proposal made by
the Delegation of Switzerland which, it said, was practical.
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120. The Delegation of Japan stated that it viewed the issue as the combination of roughly
three ideas, namely, maintaining the Madrid system reasonably simple, the use of certain
built-in mechanisms to carry out the current operations of the Madrid system and the
assessment of the actual need of users. The Delegation expressed the wish that these ideas
be kept in mind when revisiting the issue during the following session of the Working Group.

121. The Delegation of Japan indicated that, as a result of the discussions, it had come to
realize that the issue was more complex than it had initially thought and expressed its concern
that it might increase the complexity of the Madrid system. The Delegation said that it had
considered, from the beginning of the discussion, that the two proposals originally outlined,
while providing a good starting point for the ensuing discussions, missed certain elements. The
Delegation highlighted, as some of these elements, firstly, the need to introduce more detailed
provisions into the Common Regulations, as the proposal would induct decisions taken by the
designated Contracting Parties into the Madrid arena, as well as the need to consider some
transitional provisions; secondly, the need to amend provisions concerning payment of the
second part of the two-part individual fee; thirdly, the need to introduce detailed merger
procedures, as the inevitable consequence of the introduction of division; and, fourthly, to take
into account that the quality of the recording effected in the International Register would be a
product of the way such information had been first recorded in the national registers.

122. The Delegation of Germany said that it failed to see the difference between the original
proposal and the new proposal by Switzerland. The Delegation indicated that the latter would
also imply the need to introduce changes to national legislations, which had been opposed by
several delegations. Under such circumstances, the Delegation of Germany failed to see that
there was a path to move forward with the subject at hand.

123. The Delegation of Italy, agreeing with the Delegation of Germany, stated its belief that the
proposed change was not in the spirit of the further simplification of the Madrid system. The
Delegation wondered whether the proposed change was really necessary.

124. The Delegation of the Czech Republic, while agreeing with the comments made by the
Delegations of Germany and lItaly, stated that the proposal regarding division was a positive
development which responded to the expressed needs of users. However, noting that the
legislation of the Czech Republic did not provide for division, the Delegation stated that it failed
to see how the discussion could be moved forward, as most of the Contracting Parties did not
seem to have legislation allowing for division of international marks. Finally, the Delegation
thought that the introduction of division could result in increased fees for users of the system.

125. The Delegation of Romania, while indicating that it would require more time to evaluate
the new proposal by Switzerland, said that it supported it, in principle.

126. The Delegation of the European Union re-stated its earlier position concerning the two
proposals originally under discussion.

127. The Delegation of Colombia, expressing its support for the proposal which had just been
made by the Delegation of Switzerland, invited the Working Group to consider not just the need
to simplify the system but also the need to serve right holders. The Delegation suggested that,
provided national laws allowed for division, the Working Group should find a common
denominator which would enable such provisions to be aligned with the Madrid system.

128. The Delegation of Morocco stated that, while the new proposal by Switzerland appeared
to be interesting, it seemed that it did not take into consideration all the aspects which had
already been mentioned, in particular, required changes to national or regional legislation of
some Contracting Parties which did not already provide for division. Therefore, agreeing with
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comments made by the Delegation of Germany and other delegations, the Delegation of
Morocco concluded that the new proposal by Switzerland, while requiring some modifications,
could be the basis for further discussions.

129. The Chair indicated that, while there was consensus on the need for further discussions,
there appeared to be two proposals on how to move forward. On the one hand, it was
suggested that the International Bureau undertake a comparative study of the proposals
originally outlined, while, on the other hand, it was recommended that the International Bureau
prepare a completely new proposal.

130. The Delegation of Switzerland stated that it would be difficult for the International Bureau
to take into account all the comments that had been made during the discussion in order to
present a new proposal. The Delegation said that it had previously suggested that interested
Offices and observers interact with the International Bureau in order to present such new
proposal. Therefore, the Delegation proposed the use of the Madrid System Legal Forum as a
mechanism to facilitate such interaction. However, the Delegation noted that some delegations
had encountered problems while accessing the forum. Accordingly, should the Madrid System
Legal Forum not be available, the Delegation underlined the importance of providing for another
mechanism for the holding of preliminary consultations and submission of comments on a draft
proposal, which would then assist the International Bureau to elaborate a final proposal.

131. The Secretariat indicated that the International Bureau could produce a new document
and that, to this effect, it would welcome further contributions from Offices and
user-organizations. The Secretariat suggested having a first draft available for comments
before the end of the year. The draft could be posted on the Madrid System Legal Forum as
well as sent to Offices. Based on the comments received, the International Bureau could
present a new document on the subject during the following session of the Working Group.

132. The Delegation of the European Union stated that the time limit proposed by the
Secretariat seemed to be rather short. The Delegation said that, as the European Union had
internal constraints, it needed time to discuss the issue of division and, in particular, to consider
any new proposal which would be prepared by the International Bureau. The Delegation
preferred that any new proposal prepared by the International Bureau be considered during the
following session of the Working Group, once the document containing the proposal had been
made available on the Madrid system website, and the proposal could then be the subject of
possible modifications.

133. The Delegation of Switzerland stated that delegations which could do so, should be able
to provide comments to the International Bureau, and that such comments would be useful in
order to elaborate a new proposal. The Delegation of Switzerland added that those delegations
which could not submit comments would have the opportunity to do so during the following
session of the Working Group. The Delegation recalled that decisions were taken during the
sessions of the Working Group, further noting that the place where decisions were taken would
not change. The Delegation said that it thought that the use of the Madrid System Legal Forum
could be constructive, as it would allow delegations to interact among themselves between the
sessions of the Working Group.

134. The Chair proposed four months as a suitable period to provide comments on the first
draft of the document to be presented by the International Bureau during the following session
of the Working Group.

135. The Delegation of the European Union stated that, while it was not opposed to an informal
consultation process among the International Bureau and the Offices and user-organizations
concerned, discussions leading to the amendment of any proposal presented by the
International Bureau should only take place during the following session of the Working Group.
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136. The Chair indicated that the consultation process proposed to take place during the
aforementioned period, which would lead to the final version of the document to be presented
by the International Bureau, would be completely informal.

137. The Delegation of Germany, supporting what had been said by the Delegation of the
European Union, stated that comments on the document produced by the International Bureau
should not be confined to a specific period and that they should not lead to a revised version of
such document.

138. The Delegation of the European Union indicated that it supported the preparation by the
International Bureau of a new document, taking into account all the observations raised by
various delegations, with a view to discussing it in the following session of the Working Group.
The Delegation said that it did not support the idea of producing an intermediate document,
which would then be revised based on informal comments received through the Madrid System
Legal Forum.

139. The Delegation of Switzerland stated that it believed that proposals and comments made
by the participants in the Working Group would not interfere with the work of the International
Bureau, and that it considered that such collaboration could take place through the use of the
Madrid System Legal Forum. The Delegation of Switzerland further stated that it considered
that delegations not partaking in this process would always have an opportunity to express their
point of view during the following session of the Working Group.

140. The Chair concluded that the Working Group had agreed to request that the
Secretariat prepare a new document concerning division and merger, taking into account
all the comments and concerns raised by delegations during the current and previous
sessions of the Working Group; and that, for this purpose, the Secretariat would, before
the end of the year, invite delegations and user-organizations to provide further
contributions or suggestions.

AGENDA ITEM 7: REVIEW OF THE PROPOSAL ON TRANSLATIONS REQUESTED BY
THE MADRID UNION ASSEMBLY

141. Discussions were based on document MM/LD/WG/10/5.

142. The Secretariat began by presenting a fragmentary view of certain elements of the Madrid
system, where the evolution of the number of inscriptions effected by the International Bureau
was recalled. The Secretariat then went on to provided statistical information concerning the
operations of the Madrid system during the previous year, describing the objectives under which
the International Bureau was implementing a strategic plan to improve the performance of such
operations. Finally, the Secretariat delivered a brief update on information technology
developments, such as the automation of some of its processes, inter alia, classification,
examination and translation, and on the modernization program of the legacy solutions used to
administer the International Register.

143. The Secretariat, addressing a question posed by the Delegation of the Russian
Federation, stated that a web-based form for the request for translation of statements of partial
grant of protection, following a provisional refusal, and limitations, was already available on the
Madrid system website. With respect to automation, it was confirmed that 30 per cent of the
translation work undertaken by the International Bureau concerning international applications
was automated. Such automation leverage was higher with respect to applications filed before
the Offices of certain Contracting Parties, such as the Russian Federation, due to the fact that
the terminology used in such applications generally corresponded to standard descriptions used
in the International Classification of Goods and Services for the Purposes of the Registration of
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Marks (Nice Classification). The Secretariat stated that, following the modernization of the
technological environment, there would be an increase in the percentage of automated
translation work; however, at that stage, it was too early to determine the magnitude of such
increase.

144. The Secretariat, referring to a question raised by the Delegation of the European Union,
indicated that, without considering translation, the processing time to record a request for a
limitation was 45 days. Moreover, under the new practices concerning translation, anyone
could request that statements of partial grant of protection, following a provisional refusal, and
limitations, be translated into any working language of the Madrid system in which it was not
already available.

145. The Delegation of Spain stated that albeit complete, the presentations delivered by the
Secretariat leaned heavily on economic arguments, which were aimed at presenting the reforms
proposed by the Secretariat as the only alternative which would make the system more efficient
and economically viable in the future. The Delegation stated its belief that the presentations
failed to provide more detailed budgetary information to determine whether the resources
required would, indeed, be high in the context of the current economic situation of the Madrid
system, which would not appear to be fragile when, in fact, the system had experienced a
surplus.

146. The Secretariat, addressing a question posed by the Delegation of Italy, indicated that the
current increase in the workload resulted from higher use of the Madrid system in current
Contracting Parties, but that further increases in workload resulting from future accessions could
not be excluded. With respect to an increase in the number of filing languages that could be
used in the Madrid system, the Secretariat stated that there were no ongoing discussions on the
subject, but that the International Bureau had worked on the expansion of the G&S Manager
into 10 languages and that the addition of other languages would certainly be welcomed.

147.  The Delegation of Cuba thanked the International Bureau for its ongoing support,
particularly for the implementation of a system developed by WIPO to facilitate the
administration of industrial property Offices, which included a Madrid system module, and for
establishing electronic communication with the Office of Cuba. The Delegation encouraged
Offices of other Contracting Parties to use electronic communication. The Delegation stressed
the importance of the role that Offices played, both as Offices of origin and as Offices of
designated Contracting Parties, in bringing about a decrease in the incidence of irregularities in
the operations of the Madrid system.

148. The Secretariat, introducing document MM/LD/WG/10/5, recalled that the matter had been
initially discussed during the previous session of the Working Group, where the International
Bureau had proposed amendments to Rule 6 of the Common Regulations with the purpose of
regularizing a situation that had been in existence for some time.

149. During that session, the International Bureau had informed the delegations that there was
an increasing translation backlog of statements of grant of protection, following a provisional
refusal, made under Rule 18ter(2)(ii). The International Bureau had also stated that there had
been a practice in place for some time under which such communications had not been
routinely translated into the two other working languages of the Madrid system. It had been
further explained that the proposed changes would allow for a more rational allocation of the
existing resources, placing the International Bureau in a better position to absorb future growth,
resulting from increased use and future accessions, while still satisfying the needs of the users
of the system.
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150. The Working Group had not achieved consensus on the proposed amendments to Rule 6,
but it had agreed to recommend to the Madrid Union Assembly that it take note of the proposal
as a practice concerning translations of the aforesaid statements. The Working Group had
further recommended that the International Bureau implement a similar practice with respect to
limitations, and had recommended the Madrid Union Assembly to take note accordingly. The
Madrid Union Assembly, while taking note of those practices, had referred the issue to the
following session of the Working Group for further review.

151. The Secretariat recalled that the standing practices concerning the aforesaid
communications entailed that the International Bureau record them in the language in which
they were received. The International Bureau would then translate them into the language of
the international application and the language of communication of the holder, where different,
ensuring that the holder received all the necessary information in his chosen language.
Translation of those communications into another working language would be provided only
upon request.

152. The Secretariat stated that the document under consideration provided a conceptual
framework on the scope of the trilingual regime in the Madrid system, presented background
information on the overall translation tasks undertaken by the International Bureau, in particular,
such related to the translation practices under review, and reintroduced a financially sustainable
proposal resulting from a more rational allocation of the resources, which was attuned to the
linguistic regime of the Madrid system.

153. The Secretariat indicated that the trilingual regime entailed that a given operation could be
performed in any of the three working languages indicated in Rule 6 of the Common
Regulations, at the choice of Offices, applicants or holders. It further entailed that operations
were to be carried out in all three working languages, where the given operation was to be
performed in respect of or by the International Bureau. Where the operation concerned the
relation between Offices of origin and applicants, the Offices were entitled to restrict the
principle of the trilingual regime by limiting the number of languages in which international
applications could be filed with such Offices.

154. In February, 2012, the number of pending translations relating to decisions sent under
Rule 18ter(2)(ii) had reached more than 179,000, the equivalent of roughly 17.74 million words,
with an outsourcing cost of 4.43 million Swiss francs. At the same time, there had been no
externally motivated requests for translation, which could be seen as a confirmation that there
had not been much demand for such translation.

155. The Secretariat further stated that the proposed amendments to Rule 6 equally applied to
operations concerning statements of grant of protection, following a provisional refusal, and
limitations in any of the three working languages. The recording and publication of such
transactions would be, respectively, first, in the working language in which the statement or
request had been received; second, in the language of communication of the designated
Offices concerned; and, third, where applicable, in the language of the relevant international
application and in the language of communication of the holder.

156. As the proposed amendments applied equally to operations in the three working
languages and produced the same effects in all of them, they were, in fact, respecting the
Madrid trilingual regime. The proposed amendments would only impinge on the moment on
which information, in a given language, would be made available to interested parties, but it did
not prejudge or limit the languages in which this information could be made available. The
proposal would also contribute to the sustainable expansion of the Madrid system, while
effectively and efficiently serving the needs of its users, as almost all transactions effected
under the Madrid system would still be systematically translated into the three working
languages.
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157. The Secretariat further suggested that the proposed changes to the Common
Regulations, while upholding the principle of the trilingual regime, would result in a financially
sustainable linguistic policy which balanced the interests of holders of international registrations
and Contracting Parties, along with the legitimate interest of third parties. The proposal
addressed in earnest a long-standing and increasing problem faced by the Madrid system.

158. The Delegation of Spain stated that it considered that the proposal contained in the
document under discussion contradicted the policy of multilingualism of the United Nations,
which did not just entail non-discrimination of certain languages, but the equitable use of all
languages. The Delegation, recalling that the United Nations General Assembly, in resolution
A/RES/65/311, dated July 19, 2011, had stressed the equality of all United Nations official
languages, said that that required actions aimed at redressing certain inequalities. Such
inequalities were perceived in the proposal and in the practices adopted by the International
Bureau, where, for instance, the highest numbers of translations pending were into Spanish.

159. Furthermore, the Delegation of Spain advised of the danger of considering linguistic
matters from a purely economic perspective. Referring to its previous intervention, the
Delegation stated that the presentations delivered by the Secretariat lacked arguments in favor
of a multilingual system guaranteeing access to information regarding proceedings, in their
language, to an increasing number of citizens. The Delegation cited paragraph 194 of
document JIU/REP/2011/4, a report prepared in 2011 by the Joint Inspection Unit of the United
Nations System concerning multilingualism in the United Nations system organizations, which
stated that “As far as multilingualism is concerned, budgetary constraints cannot be the
Procrustean bed for aligning fair treatment of languages on inadequate standards and for the
degradation in the quality of services due to Member States”. The Delegation further said that,
in the current economic context and with the financial limitations faced by all, the inclination
toward monolingualism for the sake of pragmatism was far from diminishing, and the cited
document alerted of such risks whenever multilingualism was debated.

160. Concerning the proposal at hand, the Delegation of Spain said that it had the impression
that neither necessary economic efforts had been undertaken nor had potential economic
savings, which existed, been envisaged. The Delegation said also that the document lacked
budgetary and economic data concerning the Madrid system which would allow Contracting
Parties to make an informed decision, taking into account all possible aspects.

161. The Delegation of Spain questioned the way in which the Rule change had been
proposed. The Delegation recalled that, when the linguistic regime of the Madrid system had
been expanded to incorporate Spanish, it had been said that such reform would result in great
benefits and that it would simplify the system. The Delegation said that a budgetary
assessment of the costs resulting from the proposed changes should have been conducted at
that time. Instead, a few years later, without actually having implemented the trilingual regime
as envisaged by the Common Regulations, it had been reported to the Working Group and to
the Madrid Union Assembly that there was a problem and thus the norm had had to be
changed. Concerning the proposed amendments, the Delegation concluded that they had been
introduced to give legal coverage to a practice that, in fact, the International Bureau had carried
out for a number of years, without previously seeking authorization, and which was in
contradiction of the current legal framework.

162. The Delegation of Spain stated that it should be made clear that this particular way of
dealing with this apparent problem was a problem in itself. The Delegation said that the original
problem probably had been that the International Bureau had understood that it was spending
more than what it had originally budgeted or estimated for the implementation of the trilingual
regime, and that such conclusion had been reached without first complying with the Common
Regulations or reporting the issue to the member States. A practice had been adopted, without
prior consent, and then changes to the Common Regulations had been presented as the only
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solution. The Delegation expressed the view that such conduct was reprehensible and said that
it posed a very serious risk of legal uncertainty, perhaps more serious than the potentially high
costs of having a trilingual regime.

163. The Delegation of France, aware of the stresses affecting the International Bureau and in
a spirit of compromise, stated that it agreed with the current practices of translation upon
request of the list of goods and services in statements of partial grant of protection and
limitations. However, the Delegation said that those practices should not be legalized in the
Common Regulations, as proposed in Document MM/LD/WG/10/5. The Delegation underlined
the importance of keeping the current practices as an ad hoc mechanism. The Delegation
indicated that it believed that the legalization of those practices would put into question the
policy of multilingualism. The Delegation expressed its support for the intervention made by the
Delegation of Spain concerning respect for the policy of multilingualism within the United
Nations system and echoed its warning concerning the danger of taking a purely economic
approach. Finally, the Delegation said that the International Bureau could propose other ways
to address the problem posed by translation costs.

164. The Delegation of Japan stated that it agreed with the proposal made by the International
Bureau which, in addition to providing a solution to the increasing growth of the Madrid system,
solved a problem faced by the Office of Japan. Where a holder filed a request for the recording
of a limitation concerning Japan before the International Bureau, prompted by a notification of
provisional refusal issued by the Office of Japan, such recording would be notified to their Office
more than a year later, after it had been translated into all working languages of the Madrid
system. In such cases, while the Office of Japan withheld its final decision, out of respect for
the holder, the holder could have benefited from earlier protection. The Delegation added that
the current practice on translation had worked effectively to reduce the aforementioned problem.
The Delegation stated that it viewed the problem at hand as one concerning delayed processing
and not just limited to the issue of translation. From that perspective, the Delegation concluded,
the proposals contained in the document under discussion offered a more reasonable approach
to solving the mounting workload than merely increasing the budget of the International Bureau
or expanding its functions.

165. The Delegation of Sweden expressed its support for the proposal submitted by the
International Bureau. The Delegation underlined the need to keep procedures simple, in order
to maintain a well-functioning system. As described by the International Bureau, the current
legal standard for translations had resulted in significant backlogs and delays, negatively
affecting users. The Delegation, aware of the fact that the proposal for a simplified translation
procedure had been questioned from a linguistic perspective, stated that it considered that the
proposal would not affect the trilingual regime, as all three languages would still enjoy equal
legal treatment. Such fact ought to be considered independently from the actual demand for
translation in different languages, which may result in more translations carried out into some
languages.

166. Considering the current situation, where the International Bureau had been forced to
simplify its procedures without legal coverage, the Delegation of Sweden said that it believed
that the Working Group could not ignore the need to change the current legal framework, and it
believed that a point had been reached where there was a strong need for member States to
seek a flexible approach. As had already been pointed out by the International Bureau, the
proposed changes would result in a cost-saving and financially sustainable policy, which the
Delegation believed would take into account the interests of holders, member States and third
parties alike. The introduction of the proposed changes would allow for a more rational
allocation of the existing resources, while still satisfying the needs of users. The Delegation
stated that it was convinced that the proposal would speed up procedures and contribute to
serving the needs of users.
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167. Compared to previous proposals, the Delegation of Sweden expressed the view that the
proposal under discussion was a reasonable solution. The Delegation concluded by reaffirming
its support for the proposal, as presented; nevertheless, while awaiting future legal changes to
be introduced, the Delegation indicated that it would support a continuation of the current
practice.

168. The Delegation of the Republic of Korea expressed the opinion that the new translation
practice, in place since January 2012, had shown a certain impact in the shortening of the
backlog in the operations of the International Bureau, which it considered to be the most
important issue in order to shorten the pendency period in the Madrid system. Thus, the
Delegation said that it supported the proposed changes in the Common Regulations. However,
the Delegation considered that the phrase “in that language”, used at the end of proposed new
paragraphs (4)(c) to (4)(f) of Rule 6, was confusing and, in the absence of the explanation
provided by the Secretariat, could be interpreted in different ways. The Delegation suggested
that, for the sake of clarity, that phrase could be replaced, in the proposed new paragraph (4)(c)
with the phrase “in the language of the international application”. In addition, the same phrase
could be replaced, in the proposed new paragraphs (4)(d) to (4)(f), with the phrase “in the
language notified under paragraph (2)(iii)”.

169. The Delegation of Hungary said that recognizing the trend in the evolution of the Madrid
system which had triggered the operational problems described by the Secretariat, it
acknowledged the need to find a legally consistent solution. Nevertheless, the Delegation said
that it wished to associate itself with the observations and suggestions made by the Delegations
of France and Spain, agreeing that, in order to find the appropriate solution, it could be fruitful to
engage in further consultations and in-depth analysis regarding the proposal contained in the
document under consideration and its practical implications. In this regard, the Delegation,
made reference to what had been said earlier by the International Bureau regarding a possible
future increase in automated translations and suggested that such might be an important factor
in finding a solution.

170. The Delegation of Israel indicated its support for the proposal introduced by the
International Bureau as necessary in order to address costs and expedite services concerning
translation.

171. The Delegation of the Russian Federation, also indicating its support for the proposal
made by the International Bureau, stated that it understood that the Madrid system was a
system of mechanisms with clearly set rules, which applied to all the stakeholders in the system,
namely, users, right holders, Offices and the International Bureau. Where such rules were
breached, the party committing such breach, as, for example, in the case of an international
applicant, would receive a notification of irregularity to ensure proper adherence to the rules.
The Delegation added that all the stakeholders in the system should follow the legal
mechanisms and that, where the practices of the International Bureau slightly differed from the
rules, the legal framework should be amended, as was now particularly the case with Rule 6 of
the Common Regulations. The Delegation recalled, as had been done earlier by the
Delegations of Hungary and Sweden, that one of the main advantages of the Madrid system
was its flexibility, which had allowed the system to exist for so many years. Accordingly, the
Delegation expressed its belief that the Working Group had to show flexibility and understand
that the current situation had to be resolved through amendments to the Common Regulations.
The Delegation said that it envisaged that emerging scenarios, such as an increase in the
percentage of automated translations, could offer a different solution in the future, so that a
policy of translation upon request would no longer be needed. Referring to the low number of
requests for translation that had been received by the International Bureau, the Delegation
queried whether this might have been due to the fact that few users actually knew that such
request could be made online.
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172. Concerning the issue of multilingualism, the Delegation of the Russian Federation stated
that, in its view, this could be considered from different perspectives and interpreted in various
ways; however, the Delegation said that it understood that the resolutions previously invoked
were an appeal to the various United Nations organizations for a broader use of all United
Nations official languages in all its systems. The Delegation recalled that such was not the case
with the Madrid system with respect to Arabic, Chinese and Russian. In that sense, the
Delegation recalled that the Russian Federation was, in collaboration with the International
Bureau, translating the contents of the Madrid System Goods and Services Database

(G&S Database), an exercise that could be envisaged with respect to other United Nations
languages. Finally, the Delegation called upon the Working Group to ultimately remain focused
on the interests of the users of the Madrid system.

173. The Delegation of Switzerland said that, while it was in favor of multilingualism within the
United Nations system, it thought that a distinction should be made between the promotion of
multilingualism and the equal use of various languages in the different Working Group
documents. The Delegation added that the translation of such documents should be made on
time and should be of quality. Moreover, the Delegation stated that the interpretation provided
during the sessions of the Working Group should also be of quality. The Delegation stated that,
from its point of view, the case under consideration was different, as it did not concern Working
Group documents, but individual requests. The Delegation said it believed that the proposal
under consideration did not discriminate against any language, as such. Therefore, the
Delegation remarked, the proposal preserved multilingualism within the Madrid system.

174. The Delegation of Switzerland stated that, up to that time, Swiss stakeholders had not
raised any issues concerning the current practice. The Delegation said that, as had been its
position in the previous year, it was in favor of formalizing the practices of translation upon
request, which would create legal security and allow for the rational allocation of the funds of the
Madrid Union. However, the Delegation stated that, in the spirit of compromise, it could be
content with maintaining the practice as it stood.

175. The Delegation of Sweden, agreeing with the statements made by the Delegations of
Japan and Norway, stated that it fully supported the proposal on translation presented by the
International Bureau, as a sensible solution which reflected a pragmatic approach to the
implementation of the trilingual regime in the Madrid system. The proposal reduced the
workload and costs associated with the translation of documents for which users appeared to
have small interest, while balancing the needs of third parties by facilitating their translation
upon request. The proposal would align the Common Regulations with the standing practice,
while maintaining an efficient system where costs and workload were kept at a manageable
level. Evoking the principle of a user-friendly Madrid system, the Delegation said that it
considered that the changes should be adopted as proposed. Nevertheless, until such changes
had been approved, the Delegation supported a continuation of the current practice which, while
reducing costs, could allow the International Bureau to focus its attention on tasks beneficial to
Contracting Parties and users alike, such as providing for the automated translation of the list of
goods and services into more languages.

176. The Delegation of Denmark, commenting on the document under discussion, said that it
supported, in principle, the proposal put forward by the International Bureau. The Delegation,
as it had done during the previous sessions of the Working Group, further noted that all three
working languages of the Madrid system would receive equal treatment, and that translation
would be made available upon request. Moreover, in respect of limitations, the International
Bureau would routinely translate the limitations into the language of the international application,
ensuring that holders would have all documents concerning their rights in their preferred
language. The Delegation, stating that the Madrid system ought to operate in an efficient and
user-friendly manner for its administrators and for its users, recalled that several Offices were
faced with challenges and were required to examine their systems and workflows in order to



MM/LD/WG/10/8
page 29

improve the delivery of timely and cost-effective services. The Delegation, stressing the fact
that the proposal would allow the Madrid system to increase its efficiency while decreasing its
costs, indicated that it had listened to the arguments put forward and that it had realized that the
Working Group had to deliver a flexible solution which would allow it to move forward. The
Delegation said it believed that such solution could be found in the information provided by the
Secretariat. Thus, the Delegation wondered whether it could be possible to allow for the
continuation of the current practice, for a certain period, while the International Bureau explored
the further development of automated translation.

177.  The Delegation of Italy, after studying the document under discussion, expressed
support, in general terms, for the views expressed by the Delegations of France, Hungary and
Spain. Nonetheless, after listening to the interventions of other delegations, such as the
Delegations of Japan and the Russian Federation, the Delegation of Italy stated that it remained
flexible and that it did not strongly oppose the proposed changes. The Delegation noted that
further advances in automated translation could be achieved through the increased use of
online tools already available to users. Taking into account the intervention made by the
Delegation of Japan, the Delegation of Italy said that it believed that it was also important to
avoid any potential backlogs which could, in turn, delay the decisions delivered by Offices.

178. The Delegation of Cuba, after reviewing the document under consideration, stated that the
underlying concern around practices which could affect the use of any of the working languages
of the Madrid system, particularly Spanish, remained. The Delegation said that it believed that
the proposal, in spite of being practical and non-discriminatory, left a bad taste, at least among
the Spanish speaking Contracting Parties. Their expectations, concerning the expansion,

eight years ago, to three working languages or, in other words, to a trilingual regime, were being
affected, which was discouraging. The Delegation stated that for Cuba, a country with serious
economic limitations, it remained essential that the trilingual regime be fully preserved. Even
though a sustainable solution was already in place, such solution had left, according to the
International Bureau, 92,069 documents not translated into Spanish, which represented

50.3 per cent of the total number of documents sent under Rule 18fer(2)(ii) awaiting translation.
In other words, out of the 4.53 million Swiss francs required to address the 182,989 pending
translations, roughly two million Swiss francs would have guaranteed this undertaking into
Spanish.

179. The Delegation of Cuba questioned the neutrality of the decision taken with respect to
languages as well as its contribution towards the preservation of the interests of holders, whose
documents were not being translated into other languages, mainly from English and French into
Spanish, as the statistics provided had shown. The Delegation also questioned whether
demand would remain the same, once users of the system knew of the practice which had been
implemented. The Delegation said it believed that neither users of the system, nor Offices, had
been fully aware of the fact that the practice in question would not result in a fully transparent
situation with respect to industrial property rights in the Contracting Parties of the system. The
Delegation cited, by way of example, the fact that one of the documents which was not being
published in all working languages concerned final decisions, which could have been the result
of administrative or judicial proceedings. Such decisions, which could initiate further
proceedings, would not be known by all Contracting Parties insofar as translation had not been
requested.

180. The Delegation of Cuba stated that the need to guarantee that all documents be
translated could be resolved taking into account, on the one hand, the surplus resulting from the
increased use of the Madrid system, which, as a result of the record number of international
applications filed as from 2010, might not be slight; and, on the other hand, the possible
implementation of more productive information technology solutions. The Delegation expressed
its disagreement with the proposal contained in the document under consideration. In addition,
the Delegation expressed its dissatisfaction with the fact that, concerning a few of the
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documents of the Working Group, only the English versions had been published at an early
date. This fact forced Offices to study and review highly complex texts, in which even
amendments to legal provisions were proposed, only in English. Nevertheless, the Delegation
acknowledged the efforts made by the Secretariat to publish documents for the current session
of the Working Group some time in advance and requested that this practice be maintained in
the future.

181. The Delegation of Colombia, taking into account the presentations made by the
Secretariat and the interventions made by previous delegations, said it viewed the Madrid
system as analogous to an endurance race where, while the current translation backlog
concerned mainly Spanish, evolving circumstance could eventually shift this backlog into
another language. In consequence, the Delegation considered that the practice was not
discriminatory but rather egalitarian. In addition, the Delegation said that it envisaged a future
scenario where technological advances could enable the International Bureau to overcome the
current translation backlog, rendering obsolete the proposed changes to the Common
Regulations. As a result, the Delegation stated its belief that the current practice could stand,
subject to periodic reviews, within a reasonable period, to assess emerging technologies in
order to find the most suitable solutions to address the problem. Moreover, the Delegation
expressed the view that further studies could be undertaken with a view to standardizing the
way in which information was provided with respect to the four transactions discussed in the
document under consideration.

182. The Delegation of Spain, while still of the view that the proposal contained in the
document was inadequate, said that it was also aware of the difficulties faced by the
International Bureau in dealing with the current translation backlog. In that sense, the
Delegation of Spain thanked the Delegation of Colombia for its constructive intervention and
stated that it could agree with a continuation, for a limited time, of the practice in place
concerning translation. The Delegation said that, during such time, efforts should be made to
assess possible solutions to the problem at hand, such as those provided by information
technology. The Delegation further stated that those efforts should not be limited to
recommending a modification of the Common Regulations in order to align them with a practice
adopted by the International Bureau, a practice which was neither an adequate nor a permanent
solution to the problem.

183. The Delegation of France expressed its support for the proposal made by the Delegation
of Colombia.

184. The Delegation of China stated that there appeared to be a backlog concerning translation
and that resources needed to be allocated to resolve that issue. The Delegation also noted that
demand for the translation of the documents concerned appeared to be low and that, in any
case, interested parties could request such translation. The Delegation was of the view that the
standing practice concerning translation had not caused any problems for the proper functioning
of the Madrid system. The Delegation said it believed that the proposal made by the
International Bureau to regularize the practice was reasonable and that it could improve the
functioning of the system by increasing its efficiency and considerably reducing the translation
backlog. Notwithstanding that, however, the Delegation of China said that it did not oppose the
proposal made by the Delegation of Colombia and supported by other delegations and it hoped
that increased automated translation could be possible in the future.

185. The Delegation of Cuba endorsed the proposal made by the Delegation of Colombia and
said that it also hoped that the current situation, which concerned mostly documents to be
translated into Spanish, could be resolved.
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186. The Representative of MARQUES expressed his support for the proposal presented by
the International Bureau. The Representative stated that users were very much interested in an
efficient system and that they welcomed a reduction in processing time by reducing the number
of documents which would be routinely translated. The Representative added that the policy of
translation upon request met the needs of users. The Representative indicated that, for that
reason, MARQUES supported the current practices of translation upon request and that it would
not welcome a limitation of the practice. The Representative recalled an issue raised earlier by
the Delegation of the Russian Federation concerning user-awareness and requested that the
possibility of filing an online request for translation be made known and available to users more
widely. The Representative suggested that a link to the online request form be introduced in
ROMARIN so that a request for translation concerning a given international registration could be
more easily filed.

187. The Secretariat, in response to a question posed by the Representative of MARQUES,
confirmed that ROMARIN offered users the possibility to simultaneously display the information
concerning an international registration in the three working languages of the Madrid system. In
addition, the Secretariat welcomed the proposal concerning the introduction of a link to the
online translation request form in ROMARIN and indicated that it would determine what would
be the technical implications for implementing such proposal.

188. The Delegation of Sweden indicated that while some delegations had supported the
proposal made by the International Bureau, other delegations had expressed concerns about it,
in particular, in the context of the United Nations policy on multilingualism. The Delegation
concluded that there was no consensus on the proposal made by the International Bureau and
that a compromise solution would have to take notice of the concerns raised by the Delegations
of France, Spain and other delegations. The Delegation of Sweden said that it believed that
such compromise solution would be to allow the International Bureau some time to further
assess the issues raised and, in particular, the introduction of information technology solutions
in the area of automated translation.

189. The Chair proposed that the Working Group recommend to the Madrid Union Assembly
that it continue to take note of the practice in place concerning translation. The Chair further
proposed that the Working Group recommend to the Madrid Union Assembly that it mandate the
International Bureau to, after a period of three years, or earlier at the request of the Working
Group, undertake a review of the said practice in light of the views expressed by the delegations
and user-organizations in the Working Group, and in light of ongoing developments, including
information technology and automated translations.

190. The Working Group agreed to pursue the approach proposed by the Chair.

AGENDA ITEM 8: OTHER MATTERS

191. The Secretariat, responding to a question posed by the Representative of APRAM
concerning a recent practice implemented by the Office for Harmonization in the Internal Market
(Trade Marks and Designs) (OHIM) with regard to class headings, stated that the overall
implications of such practice for the Madrid system would have to be ascertained in discussions
which would have to be held between officials from OHIM and the International Bureau.

The Secretariat further stated that the International Bureau would keep users informed of

the outcome of such discussions.
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AGENDA ITEM 9: SUMMARY BY THE CHAIR

192. The Working Group approved the Summary by the Chair, as contained in document
MM/LD/WG/10/7.

AGENDA ITEM 10: CLOSING OF THE SESSION

193. The Chair closed the session on July 6, 2012.

[Annex follows]
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Madrid, Secteur des marques et des dessins et modéles/Deputy Director, Legal Division,
Madrid Registry, Brands and Designs Sector

William O’REILLY, juriste principal a la Division juridique, Service d’enregistrement Madrid,
Secteur des marques et des dessins et modéles/Senior Legal Officer, Legal Division, Madrid
Registry, Brands and Designs Sector

Antonina STOYANOVA (Mme/Mrs.), conseillere a la Division juridique, Service d’enregistrement
Madrid, Secteur des marques et des dessins et modéles/Counsellor, Legal Division, Madrid
Registry, Brands and Designs Sector

Marie-Laure DOUAY (Mlle/Miss), juriste adjointe a la Division juridique, Service
d’enregistrement Madrid, Secteur des marques et des dessins et modeéles/ Assistant Legal
Officer, Legal Division, Madrid Registry, Brands and Designs Sector

Juan RODRIGUEZ, consultant & la Division juridique, Service d’enregistrement Madrid, Secteur
des marques et des dessins et modéles/Consultant, Legal Division, Madrid Registry, Brands
and Designs Sector

Kazutaka SAWASATO, consultant a la Division juridique, Service d’enregistrement Madrid,

Secteur des marques et des dessins et modéles/Consultant, Legal Division, Madrid Registry,
Brands and Designs Sector
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