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I.  INTRODUCTION





� AUTONUM �	The Committee of Experts on the Patent Law Treaty (hereinafter referred to as “the Committee of Experts”) held its third session in Geneva from November 18 to 22, 1996.



� AUTONUM �	The following States members of WIPO and/or the Paris Union were represented at the session:  Argentina, Armenia, Australia, Austria, Azerbaijan, Belarus, Belgium, Brazil, Burkina Faso, Canada, Chile, China, Colombia, Croatia, Cuba, Czech Republic, Democratic People’s Republic of Korea, Denmark, Egypt, Finland, France, Germany, Haiti, Hungary, India, Indonesia, Iran (Islamic Republic of), Ireland, Israel, Italy, Japan, Kenya, Latvia, Lesotho, Lithuania, Malawi, Malta, Mexico, Namibia, Netherlands, New Zealand, Nigeria, Norway, Philippines, Portugal, Republic of Korea, Republic of Moldova, Romania, Russian Federation, Slovakia, Slovenia, South Africa, Spain, Sudan, Sweden, Switzerland, Tajikistan, Thailand, The former Yugoslav Republic of Macedonia, Tunisia, Turkey, Turkmenistan, Ukraine, United Arab Emirates, United Kingdom, United States of America, Uzbekistan and Viet Nam (68).



� AUTONUM �	Representatives of the European Communities (Ec), the European Patent Office (Epo), the Organization of African Unity (Oau) and the World Trade Organization (WTO) took part in the session in an observer capacity.



� AUTONUM �	Representatives of the following non-governmental organizations took part in the session in an observer capacity: American Intellectual Property Law Association (AIPLA), Asian Patent Attorneys Association (APAA), Brazilian Association of Industrial Property (ABPI), Chartered Institute of Patent Agents (CIPA), Committee of National Institutes of Patent Agents (CNIPA), Compagnie nationale des conseils en propriété industrielle (CNCPI),  Federal Chamber of Patent Attorneys (Germany) (FCPA), Federation of German Industry (BDI), Federation of Indian Chambers of Commerce (FICCI), Institute of Professional Representatives before the European Patent Office (EPI), International Association for the Protection of Industrial Property (AIPPI), International Federation of Industrial Property Attorneys (FICPI), International League of Competition Law (LIDC), Japan Intellectual Property Association (JIPA), Japan Patent Attorneys Association (JPAA), Pacific Intellectual Property Association (PIPA), Union of Industrial and Employers’ Confederations of Europe (UNICE) (17).



� AUTONUM �	The list of participants is contained in the Annex to this report.



� AUTONUM �	The Director General of WIPO opened the session and welcomed the participants.



� AUTONUM �	The Committee of Experts unanimously elected Mr. Alan Michael Troicuk (Canada) as Chairman and Mr. Craig John Burton-Durham (South Africa) and Mr. Rimvydas Naujokas (Lithuania) as Vice�Chairmen.  Mr. L. Baeumer (WIPO) acted as Secretary to the Committee of Experts.



� AUTONUM �	Discussions were based on the following documents prepared by the International Bureau of WIPO:  “Agenda” (document PLT/CE/III/1), “Selected Provisions of the Draft Patent Law Treaty and Draft Regulations” (document PLT/CE/III/2), “Notes” (document PLT/CE/III/3), “Draft Model International Form N(1” (document PLT/CE/III/4) and “Scope of the Patent Law Treaty” (document PLT/CE/III/5).  In this report, references to “the draft Treaty,” as well as to any given “draft Article” or “Article,” “draft Rule” or “Rule” or “Note” are references to the draft Treaty, to the given draft Article or Rule or to the given Note as contained in documents PLT/CE/III/2, PLT/CE/III/3 and PLT/CE/III/4.



� AUTONUM �	The Secretariat noted the interventions made and recorded them on tape.  This report summarizes the discussions without reflecting all the observations made.







II.  GENERAL DECLARATIONS





� AUTONUM �	The Delegation of the Republic of Korea welcomed the efforts of the Committee of Experts which had produced the draft Patent Law Treaty and hoped for its successful conclusion.  In respect of the draft Treaty under consideration, the Delegation wondered if the provisions regarding the extension of the time limit for priority claims and the submission of a certified copy of the earlier application conflicted with the Paris Convention for the Protection of Industrial Property (hereinafter referred to as the “Paris Convention”), and asked for clarification of the relationship between the draft Treaty and the Paris Convention.  Moreover, it expressed concern in respect of those countries which publish applications within 18 months of the priority date and thus would be unable to publish applications on time if all the necessary documents such as a copy or a certified copy of the earlier application and the translation thereof were not submitted within 16 months from the priority date.  The draft Treaty contained several provisions having an impact on the publication of the application with which the Delegation was concerned, and which it thought should be adjusted.  Finally, the Delegation noted that, notwithstanding the current agenda of the Committee of Experts, it would be appropriate to continue the discussion of mandatory representation under draft Article 5(2)(a).  It believed that foreign applicants should be required to be represented by a domestic representative within a certain number of months from the filing date, as provided for under the Patent Cooperation Treaty (PCT).  In closing, the Delegation hoped that its concerns would be considered in the draft Treaty by mutual agreement and expressed its willingness to reach a successful conclusion to the Patent Law Treaty.



� AUTONUM �	The Delegation of the Russian Federation reminded the Committee that, one year ago, when it had been decided to resume the patent law harmonization process, it concerned only formal requirements.  The present draft contained provisions, for example, on unity of invention, which might not be referred to as matters of a formal nature but as substantive matters.  The inclusion in the draft of such provisions could upset the harmonious character of the Treaty, might be liable to delay the work.  It further reminded the Committee that quite a number of issues had been agreed upon in The Hague in 1991, “in a package,” so it might not be wise to select certain provisions from that package which, again, might be liable to delay the work.  Finally, it expressed the desire to see, in the draft Treaty, as many references to the PCT as possible.



� AUTONUM �	The Delegation of the United States of America stated that, as in the case of its opening remarks in the first and second sessions of the Committee of Experts, it was still not in a position to discuss substantive patent law harmonization.  Accordingly, the distinction between formal and substantive matters was critically important, and it still viewed even the bracketed inclusion of an article on unity of invention as problematic.  The Delegation also observed that certain provisions, such as Article 3, had been drafted in a manner to accommodate all current systems, and expressed the view that this might not promote uniformity, simplification or cost reduction, which were of paramount importance to those seeking patent protection throughout the world.  The Delegation also expressed the opinion that some articles of the draft Treaty dealt with matters that did not rise to a level above regulatory status and suggested that it may not be prudent to elevate the status of those matters to the level of treaty articles.  It noted that regulatory practices are subject to more frequent changes than statutory provisions and suggested that provision be made for such changes outside of a treaty.  Nevertheless, the Delegation continued to view formalities harmonization as an important goal.  The ability to prepare an application in a single format that would be accepted by all Offices was eagerly sought by users in its country and would be widely applauded.  It also recognized that, although new guidelines or technical standards might suffice instead of a new treaty, the former could suffer from a lower level of commitment on the part of governments involved and thus impede full implementation.  The Delegation also noted that the Committee had recognized the importance of the PCT and that the International Bureau had already seen fit to include appropriate references in the draft Treaty.  It suggested that, as a first step, the Committee should focus on the PCT as a model for a system which would enable users to prepare an application in a single format which would be accepted by all Offices;  one possibility might simply be the mandated acceptance as a national filing of a filing which complied with the requirements under the PCT.  A second step might be to recognize the limitations of the current PCT, in particular since it was directed to applications filed in paper form, and to seek improvements that would, inter alia, accommodate electronic filing.



� AUTONUM �	The Delegation of Japan stated that its fundamental stance had not been changed since the first session of the Committee of Experts, that is, one should not forget what had been discussed for the past many years in an attempt to harmonize substantive patent law and thus should provide good influence as well as create good environment to start the negotiation on substantive matters again.  On the other hand, it believed that the goal of setting standards or making simplification for rules or formats concerning formality matters was itself worth being achieved.  It pointed out that, in the future situation where most of the communication means would become electronic towards the 21st century, it was desirable to take such technology development into consideration for harmonization of formalities.  The Delegation was willing to provide suggestions or comments based on its experience with an electronic filing system.  Moreover, it stated that, since, to a certain extent, the PCT seemed to be a de facto standard for formality matters, consistency with the PCT must be sought in order to prevent users from confusion.  Consideration of interests of Offices, applicants, attorneys and other parties concerned was needed to achieve harmonization in formality matters, and efforts to obtain a balanced solution would be important.



� AUTONUM �	The Delegation of Germany stressed the importance of harmonizing patent matters.  Nevertheless, it would have hoped for fuller harmonization than that proposed in the draft Treaty.  It expressed its agreement with the inclusion of provisions that were not purely formal and, at the same time, welcomed the possibility of broadening the scope of future harmonization.  It considered the draft Treaty generally acceptable, even if certain technical corrections still had to be made during the discussions in the Committee of Experts.



� AUTONUM �	The Delegation of Chile expressed support for both the harmonization of patent law in general and for the new provisions included in the draft Treaty.  It suggested that a transitional provision be incorporated in the draft Treaty to allow time for the implementation which would require adjustment of the norms of the treaty to the requirements of each country.  The Delegation also observed that there was a need for flexibility and simplicity for the user as well as for a balance between the standards required for industrialized countries and those required for developing countries, such as Chile.



� AUTONUM �	The Delegation of China welcomed the revised documents and was pleased that Articles 1 to 3, particularly Article 3, reflected the views of various delegations discussed during the last session.  It believed that this would facilitate the future conclusion of the Patent Law Treaty.  The Delegation supported the harmonization of patent laws as it did before and the efforts made by WIPO in concluding the Patent Law Treaty.  The Delegation expressed its hope for mutual understanding in the negotiation as well as for a consensus to be reached.  Further, it pointed out that, although the provisions concerning belated claiming of priority and unity of invention had been agreed to be placed within square brackets, in respect of extension of time limits there was the question whether such provisions would be in harmony with the Paris Convention.  The Delegation hoped that views would be fully exchanged during this session and would lead to a successful meeting.



� AUTONUM �	The Delegation of Switzerland stressed the importance of harmonizing at the international level certain patent law requirements to take into account the growing significance of patent law within the framework of international trade.  The Delegation reiterated its wish for a rapid conclusion of a corresponding treaty containing provisions that could facilitate the filing of patent applications in a large number of countries.  More particularly, it welcomed the presence of provisions of genuine interest to users, i.e., those concerning the possibility, when obtaining a filing date, of replacing the description and the drawings by a reference to another application, extension of a time limit or, again, the belated claiming of priority.



� AUTONUM �	The Delegation of France was generally satisfied with the draft Treaty that had been drawn up by the  International Bureau.  It nevertheless noted that its national experts and the industrial circles concerned in its country were not particularly satisfied with the wording of paragraph (2) of Article 13 concerning the delayed filing of a subsequent application with a priority claim.  The Delegation of France was not opposed in principle to the introduction of a provision concerning belated claiming of priority since it understood that it met a concern to allow for exceptional situations that could prevent an applicant from complying with the time limit for priority.  Nevertheless, it pointed out that numerous delegations, both at the first part of the Hague Diplomatic Conference and still at present, had stated that the provision raised a certain number of problems which had not been resolved, particularly that of compatibility with the Paris Convention, and also the problem of legal security for third parties.  It stressed the importance of achieving a balance between the interests of the applicant and those of other parties, just as it was necessary to achieve a balance between the introduction of provisions concerning substantive patent law, on the one hand, and, on the other hand, respect for what had been called a balanced package which the Delegation had always wished would one day also be subject to harmonization.



� AUTONUM �	The Delegation of Cuba welcomed the harmonization work in the field of industrial property, especially in the field of patents.  It supported the proposed draft Treaty but expressed its disappointment at the fact that it did not cover other questions of formalities and of substance which had been accepted in other treaties.  The Delegation underlined the important benefits for both users and Offices which would result from such harmonization, as well as the strategic interest in the accelerated prosecution of harmonization for  those countries which were currently changing their national patent legislation.



� AUTONUM �	The Delegation of India supported the efforts made by WIPO to harmonize the patent laws of different countries and stressed that it was absolutely necessary to harmonize the laws.  As a first step, the harmonization effort should deal with formal matters and not with substantive matters such as unity of invention.  It hoped that, if the Committee concentrated on the harmonization of formality matters, an agreement on that could be reached quickly.



� AUTONUM �	The Delegation of Australia welcomed the opportunity to discuss the issues that were on the Agenda, particularly those concerning the extension of time limits and belated claiming of priority.  The Delegation believed that more discussion was needed on the time limit provisions in order to result in provisions effective for all concerned, including third parties.  Further, it requested clarification as to the distinction between substantive issues and formality issues.  Finally, the Delegation of Australia sought inclusion of the topic of grace period, as well as a discussion on the relationship between grace period and the first to file principle, which it believed would be very beneficial in future meetings of the Committee of Experts.



� AUTONUM �	The Delegation of Romania was favorable to the harmonization of patent law and to the draft Treaty.  It held the inclusion of substantive provisions to be positive since that would constitute a true harmonization of patent law.



� AUTONUM �	The Delegation of Portugal expressed the wish that harmonization could be achieved that would go beyond what was set out in the document presented by the International Bureau.  It noted that, although the document presented new elements, those simply concerned formal aspects.  The Delegation was willing to discuss all matters, both those of form and those of substance, that might be proposed.



� AUTONUM �	The Delegation of Kenya expressed its gratitude to the Director General of WIPO and the International Bureau for its outstanding work in preparing the selected provisions of the draft Treaty and draft Regulations for deliberations by the Committee.  The Delegation reaffirmed its support for a harmonized, user�friendly Patent Law Treaty and recalled that its experience with administering its national patent law, the Industrial Property Act, Chapter 509 of the Kenyan laws, enabled the Delegation to note that a harmonized patent law would be desirable to patent examiners as well as to inventors and patent agents.  Finally the Delegation hoped for good progress towards a harmonized patent law.



� AUTONUM �	The Representative of the European Patent Office (EPO) was pleased that the draft Patent Law Treaty was taking shape and that good progress had been made since the first session of the Committee of Experts in December 1995.  He expressed his appreciation, in particular, for the WIPO Governing Bodies’ acceptance of the suggestions of the Committee of Experts to broaden the scope of the original proposal, and believed that the draft Treaty had sufficient substance to be of practical importance.  The Representative noted that, as mentioned at the second session of the Committee of  Experts, he would find it helpful to have additional references to the PCT indicated wherever possible, for example, in the case of unity of invention.



� AUTONUM �	The Representative of the Organization of African Unity (OAU) said that his Organization firmly supported the principle of patent harmonization and the efforts already undertaken by WIPO, particularly as concerned the legislative assistance provided to the African countries in respect of industrial property.  He gave his support to the draft Patent Law Treaty.



� AUTONUM �	The Representative of the International Association for the Protection of Industrial Property (AIPPI) stated that his Association was most favorable to the proposed draft Treaty and to the new provisions that had been presented since they went in the direction of greater convenience for the user.  He agreed with the Representative of the European Patent Office (EPO) who had mentioned the fact that the provision on unity of invention had been dealt with in the formal matters in the PCT.  He further noted that Article 13 had been hotly debated.  He emphasized that Article 12, which dealt with extension of time limits, was generally considered an article of form and he therefore did not understand why it was dealt with as a matter of substance when the time limit concerned was a priority time limit.



� AUTONUM �	The Representative of the Federation of Industrial Property Attorneys (FICPI) noted that, throughout the discussion on harmonization of patent laws, FICPI supported the conclusion of the draft Patent Law Treaty as an important instrument for further modernization and development of the patent systems of the world.  He recalled the balanced package of important points of substantive law in the Basic Proposal, and noted that the substantive issues should also be borne in mind in the present round of harmonization discussions.  Notwithstanding the limitation of these discussions to formal and procedural matters, FICPI was of the opinion that, with the increasing internationalization of patent protection resulting from the conclusion of the Agreement on Trade-Related Aspects of Intellectual Property Rights (hereinafter referred to as the “TRIPS Agreement”) and other developments towards a free global market economy, a high priority must be given to simplify formalities and procedural requirements to be observed when seeking world�wide patent protection.  The Representative explained that, at the June 1996 meeting of FICPI’s Executive Committee in Greece, a resolution was adopted to support the inclusion of the three additional topics on the Agenda for the current meeting, and believed that the proposed harmonization of provisions for extension of time limits and belated claiming of priority would help avoid unintentional loss of rights.  For the continued discussion in the Committee of Experts, the Representative noted the importance of two issues:  first, the possible inclusion of further points of substantive law which formed part of the Basic Proposal for the Diplomatic Conference in The Hague in 1991 and which had already been agreed for inclusion in the harmonization such as unity of invention requirements;  second, the proposal to include an international grace period, the topic which was seen as the starting point for the entire patent harmonization project.  The Representative pointed to the insufficiency of existing grace period provisions under the Paris Convention, and underlined the advantages to be obtained for inventors and researchers world�wide by an exemption from the prejudicial effect of certain defined prior disclosures.  The Representative wondered whether the development of the patent law of the United States of America since 1991, including, in particular, the extension of first inventor actions to all TRIPS member States, permitted the consideration of this subject.  The Representative believed that, as priority must be given to a fairly rapid conclusion of the Patent Law Treaty, he was not convinced that it would be beneficial to strive for this provision as he doubted whether opponents to the grace period would radically change their position in the very short�term.  Furthermore, the Representative stated that proposed harmonization of representation requirements under Article 5 of the draft Treaty were not only of interest to patent attorneys and other practitioners around the world, but also to the patent system as a whole.  Even if draft Article 5 were not on the agenda for the current meeting, he stressed that the apparent support given for the proposed text in the second session of the Committee of Experts had not taken into account all aspects of the problem, and that there was a need to re�address the principle reflected in the proposed wording.  Throughout the history of patent protection, the Representative recalled, it had been established that a well�functioning patent system relied on the efficient and smooth cooperation between patent Offices at the national and regional level and the body of qualified representatives admitted to practice before the Office.  This cooperation served to minimize the risk for procedural mistakes and ensure the maintenance of an efficient and high�quality application and examination procedure.  FICPI was of the opinion that nothing would be gained by an erosion of the traditional representation system, which would require national patent Offices to communicate directly with foreign applicants from all parts of the world.  While there was no disagreement with the principle that no loss of right should occur in respect of granting a filing date for an application received directly from a foreign applicant without appointment of a local representative, there appeared to be a need for clarification of the acts which could be performed without such appointment, and the right or obligation of a patent office to require the appointment of a representative for non�domestic applicants within a specified time�limit following an invitation to that effect.  In conclusion, the Representative noted that qualified local advice and services for seeking protection must be at the disposal of local industries in all countries, to ensure a global patent system which served industrialized and developing countries alike, and offered equal opportunities to big industries with large departments of patent specialists and individual inventors in small and medium�sized enterprises.



� AUTONUM �	The Representative of the Japanese Group of the Pacific Intellectual Property Association (PIPA) expressed his support for the draft Treaty and the Regulations, since the harmonization of formalities would simplify the procedures on the part of applicants and reduce the cost for obtaining patents.  Further, he stated that, once the present Patent Law Treaty was concluded, a full harmonization including substantial matters should be discussed so that a patent law harmonization in its true sense would be achieved in the near future.



� AUTONUM �	The Representative of the Japan Intellectual Property Association (JIPA) expressed basic support for the draft Treaty, in particular the inclusion of the new Articles through which the user�friendly nature of the draft Treaty had become clearer.  Further, he noted that JIPA was in favor of the conclusion of a Patent Law Treaty which would enable harmonization in both formal and substantive aspects in the near future.



� AUTONUM �	The Representative of the Union of Industrial and Employers’ Confederations of Europe (UNICE) and the Institute of Professional Representatives before the European Patent Office (EPI) welcomed the inclusion of the topic of unity of invention, as well as Articles 12 and 13, in the draft Treaty.  He was especially pleased by the incorporation of the provision on restitution under draft Article 13, which he believed to be very important for patent applicants who could be unfairly disadvantaged if prevented from filing an application on time by an intervening event beyond his control, such as a postal strike or an earthquake.  In closing, the Representative was hopeful for a rapid conclusion of the draft Treaty.



� AUTONUM �	The Representative of the Japan Patent Attorneys Association (JPAA) supported the new Articles 12 and 13 on restoration of rights and extension of time limits and belated claiming of priority.  Since these provisions were minimum requirements, he said that the more flexible application was favorable in view of the basic principle of sufficient patent protection.  The Representative, however, noted that he was not in favor of Article 5 (Representation;  Address for Service) because of the reasons mentioned in the second session of the Committee of Experts, namely, certainty of services, language barriers and professional knowledge of the practice.  High quality of applications should be particularly taken into account.  Moreover, he said that the objective of the basic proposal concerning substantive harmonization should not be forgotten and expressed his strong hope for true harmonization.



� AUTONUM �	The Representative of the Compagnie nationale des conseils en propriété industrielle (CNCPI) stated that users wished for harmonization of patent applications both in matters of form and of substance.  She noted that the provisions proposed for the extension of time limits or the delayed filing of priority documents were very favorable to users.  Nevertheless, she expressed her concern at a possible conflict between Article 13 on belated filing and the Paris Convention.  She emphasized the fact that, since the need for harmonization was a priority, matters of substance should not be allowed to become an obstacle to consensus on the conclusion of a treaty in that field.



� AUTONUM �	The Representative of the Federal Chamber of Patent Attorneys (FCPA) and the Committee of National Institutes of Patent Agents (CNIPA) stated his support for the draft Treaty and spoke in favor of greater alignment with the PCT, particularly in respect of the time limit for appointing a local representative.  He also welcomed all endeavors towards developing a broad concept of restoration, including the topics of further processing and belated claiming of priority.







III.  PROVISIONS OF THE DRAFT TREATY AND OF�THE DRAFT REGULATIONS UNDER THE DRAFT TREATY





Draft Article 1:  Abbreviated Expressions



� AUTONUM �	Items (i).  This item was approved as proposed.  It was agreed that national Offices of States party to a regional patent system would be expressly mentioned in Note 1.01.



� AUTONUM �	Item (ii).  In response to the request by several delegations for clarification as to the significance of the second sentence in Note 1.02, it was agreed that the International Bureau would study the relationship between the provisions of the draft Treaty with those of the PCT in greater detail.  In this connection, it was pointed out that an international application would be governed by the provisions of the PCT within the international phase of the PCT, but would have the benefit of the provisions of the future Patent Law Treaty during the national phase.  To this end, it was also agreed that the International Bureau would study if and where it might be useful to amend the Regulations under the PCT in order to harmonize them with any deviating provisions of the draft Treaty, unless such deviation was reasonable.  In general, it was agreed that the draft Treaty should refer in respect of questions relating to form and required contents of applications to the maximum extent to the provisions of the PCT and its Regulations in their amended version so that an application complying with those provisions would have to be accepted by the Contracting Parties of the Patent Law Treaty.



� AUTONUM �	In reply to a question from the representative of one non-governmental organization as to the meaning of the term “provisional application” (appearing in the first sentence of Note 1.02), the International Bureau explained that the term was intended to cover provisional applications such as in the United States of America, New Zealand and other countries, and that there was no need for a definition of that term since the definition of “application” would cover such provisional applications.  



� AUTONUM �	Item (iii).  This item was approved as proposed.  It was agreed that the Spanish text should be brought in line with the Spanish text of Article 4 G of the Paris Convention by using the term “solicitud divisional.”



� AUTONUM �	Item (iv).  This item was approved as proposed.



� AUTONUM �	Item (v).  To the question raised by the Delegation of Denmark as to the meaning in Note 1.05 of an entity “assimilated to a legal entity,” the Delegation of Germany explained that this language referred to a special kind of corporation (“Offene Handelsgesellschaft”).



� AUTONUM �	Item (vi).  The Delegation of the United States of America raised the question as to whether the language of this provision prohibited a handwritten submission.  The International Bureau indicated that the provision referred to all forms of writing on paper, including handwriting.



� AUTONUM �	The Delegation of France noted that its Office did not “prescribe” the form of communications, but rather “permitted” them.  It was agreed to replace the term “prescribed” by “permitted.”  The Delegation of Chile preferred the term “establecida” for the Spanish text.



� AUTONUM �	Items (viii) and (ix).  These items were approved as proposed.



� AUTONUM �	Item (x).  One delegation suggested that the language “the application or” should be inserted before the words “the patent.”  It was explained by the International Bureau that, since the term “owner” was only used in the draft Treaty to mean owner of a patent, this change would not be necessary.



� AUTONUM �	Items (xi) to (xiv).  These items were approved as proposed.



� AUTONUM �	Item (xv).  The Delegation of the United States of America raised the potential concern its Government may have with voting rights for intergovernmental organizations.  In response, the Director General advised the Committee of Experts that the basic proposal submitted to the forthcoming Diplomatic Conference on Copyright and Neighboring Rights included a provision which would allow international organizations, in particular the European Communities, to participate in any vote of the Assembly in place of its member States, with a number of votes equal to the number of its member States which were party to the treaty in question, but would not give such organizations a separate vote in addition to the votes of its member States.



� AUTONUM �	Items (xvi) to (xix).  These items were approved as proposed.





Draft Rule 1:  Abbreviated Expressions 



� AUTONUM �	This Rule was approved as proposed.





Draft Article 2:  Filing Date



� AUTONUM �	General.  The Delegation of the Russian Federation expressed the opinion that the requirements of Article 2 should be an absolute standard only with respect to the filing date to be granted for the purpose of priority under Article 4 of the Paris Convention, and that a Contracting Party should be permitted to set a higher or lower standard for the grant of a filing date for other purposes, in particular for calculating time limits in respect of procedures before the Office, such as examination.



� AUTONUM �	The Delegation of the United States of America and the Representative of the EPO suggested that the provisions for the grant of a filing date under the PCT should be aligned with Article 2 of the draft Treaty in respect of language requirements and that, to that effect, a claim was needed for the filing date.



� AUTONUM �	Paragraph (1)(a).  The International Bureau indicated that, in line with the suggestion in respect of Article 1(vi), the words “another form prescribed by the Office” would be amended to read “another form, if any, permitted by the Office.” 



� AUTONUM �	Item (i).  This item was approved as proposed.



� AUTONUM �	Item (ii).  The Delegation of the United States of America noted that this item did not cover the situation in which the person who submitted the application was not the applicant, who under its law must be the inventor, and suggested that all that the Office needed was a point of contact.  It was agreed to add the words “or the person submitting the application” after “applicant.”



� AUTONUM �	Item (iii).  After some discussion, a suggestion by the International Bureau that this item should refer to “a part which on the face of it appears to be a description” in line with PCT Article 11(1)(iii)(d) was agreed.  It was also agreed that the Notes would make it clear that the requirement under this item should be interpreted more broadly than the requirement for “a description of the invention” under Article 3(1)(ii).  In particular, the term “description” could include disclosure through a drawing, an abstract or a sequence listing.  It was suggested that the International Bureau should study whether the item should be further amended by adding the words “or other disclosure” after “description” in order to provide, in particular, for the grant of a filing date in respect of an application containing only one or more drawings disclosing the invention but no written description.



� AUTONUM �	Item (iv) and paragraph (1)(b).  Two delegations observed that, although they were in favor of these provisions in principle, the time limits for obtaining a translation which would apply under draft Rule 2(4) could be too long to allow the required national security check to be carried out within the six weeks prescribed in their legislation.  A further delegation also observed that the time limit under proposed Rule 2(4) could be too long to allow the application to be made available to the public 18 months from the priority date.



� AUTONUM �	In response to a question from one delegation, several delegations explained that, under the practice of their Offices, the certified copy for the purposes of priority claims under the Paris Convention consisted of a copy of the application in the language in which it was filed rather than of the translation into the language of the Office.



� AUTONUM �	Other requirements.  One delegation stated that claims should be added to the list of elements required for the grant of a filing date under paragraph (1).



� AUTONUM �	Two delegations suggested that the matter of re�dating the filing date of an application to the date on which a missing drawing was furnished should be regulated under the Treaty as in the PCT and not merely dealt with in Note 2.03.  Another delegation referred to the possibility of re�dating where a description or claims furnished after the filing date introduced new matter.  The representative of one non�governmental organization suggested that re�dating should not be required where the missing drawing did not introduce new subject matter into the application.  In response to a comment by another delegation that the determination of whether re�dating was necessary was a substantive, not a formal matter, the International Bureau suggested that an applicant who had submitted a missing drawing could be given the choice between either having the application re�dated or proceeding without the missing drawing on the basis of the original filing date.



� AUTONUM �	Paragraph (2).  This paragraph was approved.  In response to concerns expressed by one delegation and one intergovernmental organization, it was explained that the words “unless it is impossible” covered the situation in which the application contained insufficient indications for a notification to be sent and not, for example, problems caused by a heavy workload in the Office.  In response to a comment by the same delegation that the term “promptly” was vague, it was explained that the term meant as soon as administratively possible and that it did not appear feasible to be more precise.



� AUTONUM �	Paragraph (3).  There was no support for the proposal of one delegation that this paragraph be deleted to avoid imposing an administrative burden on Offices.



� AUTONUM �	Two delegations proposed that the word “shall” in the second sentence should be replaced by “may.”  The International Bureau observed that this would amount to deleting that sentence.



� AUTONUM �	The question of linking paragraph (3) with paragraph (2) was discussed.



� AUTONUM �	Paragraph (4).  It was agreed that this paragraph should be retained.  Although most delegations and the representatives of non�governmental organizations favored the alternative “shall” in the second line of the paragraph, several delegations preferred “may,” primarily because of the risk of publication at 18 months from the priority date being delayed where a translation of the previously filed application was required.  The Representative of the EPO explained that his organization had favored “may,” but that this would be reconsidered in the light of the views expressed by its Member States.



� AUTONUM �	Several delegations suggested that the applicant should be required to furnish details concerning the date and country of filing of the previously filed application.  Two of these delegations also proposed that the title of that application should be indicated.  It was observed that it might be preferable to provide for any such indications in the Regulations rather than in the Treaty itself.



� AUTONUM �	A representative of one non�governmental organization, supported by one delegation, suggested that the provision should not be restricted to those applications in respect of which priority is claimed.



� AUTONUM �	The Delegation of the United States of America suggested that the paragraph should provide for the electronic exchange of documents between Offices in place of submitting certified copies.



� AUTONUM �	In response to a question by one delegation, the International Bureau explained that if the required certified copy of the previously filed application were not filed, the application containing a reference to that previously filed application would be considered as not having been filed.



� AUTONUM �	One delegation observed that the term “description” in paragraph (4) did not include “drawings” and suggested that this should be taken into account in the drafting and interpretation of that term in paragraph (1).





� AUTONUM �	One delegation suggested that not only a certified copy of the application referred to could be required, but also a translation where necessary.



� AUTONUM �	Further requirements.  One delegation suggested that Article 2 should allow a Contracting Party to prescribe physical requirements in respect of the application which must be complied with for a filing date to be accorded.  Such a provision would, for example, permit the Office to refuse to grant a filing date for an application filed with a large blueprint of the invention.  As regards applications filed in non�paper form, the International Bureau pointed out that, under the introductory phrase of paragraph (1), such applications would only be acceptable where allowed by the Office.





Draft Rule 2:  Time Limits;  Periods of Extension



� AUTONUM �	Paragraph (1).  After some discussion, it was agreed that there should be a single time limit calculated from the date referred to in this paragraph because the distinction between residents and non-residents was no longer justified in view of modern communication methods.  There was, however, no consensus whether the prescribed minimum time limit should be two or three months.



� AUTONUM �	Paragraph (2).  One delegation observed that the risk of delayed publication referred to in the discussions on Article 2(4) could also arise under Article 2(1)(a) and (b) and suggested that this might be mitigated by prescribing a short time limit, possibly with no provision for extension, for furnishing both the copy of the previously filed application and the translation.  The International Bureau observed that it was not always possible for an applicant to obtain a certified copy of an application quickly and suggested that, if a short time limit were adopted, Offices should accept an uncertified copy and allow a longer time limit for the furnishing of the certified copy.  Moreover, the International Bureau indicated that time limits for furnishing a required translation should be such that no delay would be caused in the preparations for the publication of the application.



� AUTONUM �	In the light of an observation by one delegation that the certified copy and the translation, if any, required under Article 2(4) would be the same as those required in respect of the priority claim, the International Bureau noted that, at present, the time limits for providing the said documents were different.  The Chairman suggested that it could be made clear in the Notes that the documents filed in respect of the earlier time limit should serve for the purpose of the later time limit.





Draft Rule 3:  Receipt of Communications



� AUTONUM �	This Rule was approved as proposed.





Draft Article 3:  Application



� AUTONUM �	General.  One delegation, supported by the representative of one non�governmental organization, suggested that the list of requirements in Article 3, in particular under paragraph (2), should be shortened and made more user-friendly.  The International Bureau requested proposals as to which items in Article 3 should be deleted.



� AUTONUM �	The representative of one non�governmental organization suggested that Article 3 should provide that certification of documents could not be required.  The International Bureau observed that Article 6 already provided for this in respect of signatures.



� AUTONUM �	It was agreed that Article 3 should be revised so as to refer, to the maximum extent possible, to the relevant provisions under the PCT together with, where appropriate, an indication in the Notes of any differences between the draft Treaty and those provisions.  Consideration would also be given to proposing amendments to the relevant PCT Rules to reflect the views expressed on the draft Treaty.  In the light of this agreement, the following comments were made on the following provisions under Article 3.



� AUTONUM �	Paragraph (1), item (ii).  In response to a question by one delegation, the International Bureau explained that if, pursuant to Article 2(1)(b), the description were not in a language admitted by the Office, the Office could require a translation under paragraph (5).



� AUTONUM �	Item (iii).  Several delegations, the representative of one intergovernmental organization and the representatives of two non�governmental organizations opposed the inclusion of this item on the grounds either that the applicant could satisfy it merely by stating that he knew of no relevant prior art or that it was a matter for the description by analogy with PCT Rule 5.1(a)(ii).  



� AUTONUM �	The Delegation of the United States of America commented that the duty of disclosure of relevant prior art references was an on�going obligation during the course of prosecution of applications and suggested that the words “the relevant prior art references” be replaced by “information material to patentability.”  The representative of one non�governmental organization said that, in view of the on�going nature of this requirement, this item should not be included in paragraph (1).  



� AUTONUM �	It was agreed that a statement setting forth prior art references could be considered as part of the description and, as regards the contents of the description, it should be studied whether a reference should be made to the PCT.  Therefore, the said item should be deleted from paragraph (1).  Instead, a separate paragraph or article should make it clear that a Contracting Party could require the applicant to indicate additional prior art, if any, known to him of which he may become aware at a later date.



� AUTONUM �	One delegation and the representative of one non�governmental organization commented that the obligation to provide not only copies but also translations of prior art documents known to the applicants placed a heavy burden on applicants.  The Delegation of the United States of America explained that under the procedure of its Office an applicant was required to provide a translation into the English language of a disclosed document only if he already possessed such a translation;  otherwise a concise explanation of the relevance of that document was sufficient.  It was agreed that the Treaty should limit the obligation to provide translations of prior art references accordingly.



� AUTONUM �	Items (iv) to (vi).  Subject to the agreement referred to in paragraph 77, above, these items were approved as proposed.



� AUTONUM �	Item (vii).  One delegation suggested that this item should also refer to the deposit of microorganisms.  Another delegation commented that the item was not in the correct place.



� AUTONUM �	Paragraph (2)(a).  The International Bureau explained that the requirements under this paragraph had been divided into two separate subparagraphs (a) and (b) to provide for different sanctions, under paragraph (12)(a) and (b), respectively, in the event of non�compliance with those requirements.



� AUTONUM �	Items (i) to (iii).  The International Bureau noted that the PCT contained similar provisions to these items.



� AUTONUM �	Item (iv).  The International Bureau explained that there was at present no provision under the PCT for indicating the registration number of an applicant.  However, the introduction of such a provision could be considered in the context of the electronic filing of applications.  The International Bureau also explained that the omission of the required indication of the registration number was a correctable defect;  the Office would be required under paragraphs (11) and (12) to notify the applicant and to provide an opportunity for the applicant to comply with that requirement.  A majority of delegations supported this item.  However, as an alternative, it was suggested that the requirement to furnish a registration number should be optional, that the applicant should be permitted to furnish his registration number instead of his name and address, and that the item be moved to subparagraph (b) to minimize the sanction which could be applied.



� AUTONUM �	Item (v).  The International Bureau explained that this provision was compatible with the PCT.  



� AUTONUM �	At the suggestion of one delegation, it was agreed that it should be made clear in the draft Treaty that an applicant with establishments in several States should not be required to indicate more than one of those States.



� AUTONUM �	Item (vi).  The International Bureau observed that there was no corresponding provision under the PCT.  It was agreed that this item should be deleted.



� AUTONUM �	Item (vii).  The International Bureau stated that this provision was compatible with PCT Rule 4.6.



� AUTONUM �	Item (viii).  The International Bureau commented that the PCT did not currently provide for an indication of the basis of the inventor’s right to file the application or his entitlement to receive the patent applied for.  It suggested that this could be provided for by including a standard statement and an accompanying check-box on the request form.  One delegation noted that item 4.7 in draft Model International Form N(1 already contained such a statement.



� AUTONUM �	The International Bureau also commented that, following Article 3(10) of the draft Treaty, procedures under the PCT would be simplified if Offices were to require evidence as to the applicant’s entitlement to the application only in cases of doubt, instead of in the case of every application, as was permitted under PCT Article 27(2) and Rule 51bis.



� AUTONUM �	Item (ix).  It was noted that the same considerations applied generally in respect of this item as in the case of item (vi).  One delegation observed, however, that it would not be practical to indicate on the PCT request form a representative’s number for each designated Office.



� AUTONUM �	Item (x).  The International Bureau confirmed that this item conformed with the PCT.  The representative of one non�governmental organization asked whether, in the case where the address of a company’s patent department was different from the address of that company’s legal seat, the former address could be entered as an address for correspondence.



� AUTONUM �	Item (xi).  This item was approved as proposed.  One delegation suggested that the singular “regional patent” should be used in place of the plural “regional patents.” 



� AUTONUM �	Item (xibis).  The International Bureau suggested that, if this item were retained, a standard statement with a check�box could be introduced into the PCT request form.  



� AUTONUM �	The Delegation of the United States of America stated that it was still in favor of including this item for now and supported the suggestion of the International Bureau.  It was agreed that the item should be retained in square brackets.  



� AUTONUM �	One delegation commented that the Spanish text of this item should be revised to ensure conformity with the English and French texts, for example, “un juramento o declaración del inventor manifestando ser el inventor.”



� AUTONUM �	Item (xii).  The International Bureau observed that there was no provision in the PCT corresponding to this item but that a designated Office could request the information in question in the national phase.  One delegation and the representative of one non�governmental organization expressed the view that the provision was too broad in that it could require an applicant to disclose information regarding an unpublished application in a foreign country.  In response to a question from the representative of one non�governmental organization, it was confirmed that the only information which could be required was that which was expressly mentioned in the item.  Another non�governmental organization commented that, as under paragraph (1), item (iii), any requirement to provide not only copies but also translations of documents would place a heavy burden on applicants.



� AUTONUM �	The Delegation of the United States of America suggested that, if paragraph (1), item (iii), were amended as it had proposed, that item would then subsume the contents of item (xii).  



� AUTONUM �	After some discussion, it was agreed that, since Article 29.2 of the TRIPS Agreement did not specify when such information should be furnished, and since such information would generally not be available at the filing date of the application, this item should not be included in the provisions relating to the request but the International Bureau should study whether this item should be included in a separate paragraph or article in combination with paragraph (1), item (iii).  The representatives of two non�governmental organizations stated that, since the requirement under Article 29.2 of the TRIPS Agreement was optional, it was not necessary to include the said item in the draft Treaty.  It was agreed that it should be studied whether the provision related to a matter of substance, rather than to a formalities requirement, and whether it should therefore be deleted.



� AUTONUM �	Item (xiii).  In response to a comment by one delegation that the term “signature” should be replaced by “verification” or “authentication,” it was observed that this would be considered in the context of electronic filing.



� AUTONUM �	Further provisions.  One delegation suggested that provision should be made, along the lines of PCT Rule 4.4(d), for the applicant to indicate the address to which correspondence should be sent.



� AUTONUM �	Paragraph (2)(b).  One delegation suggested that this paragraph should be deleted, apart from item (iii), which should be based on PCT Rule 4.10 and moved to a different part of the Treaty.  However, another delegation stated that other items, in particular item (i), were needed.  



� AUTONUM �	The International Bureau explained that items (ii) and (v) related to possible mandatory requirements and that, if paragraph (2)(b) were deleted, the restriction on the sanctions which could be applied for non�compliance proposed in draft paragraph (12)(b) would not apply.



� AUTONUM �	Item (i).  The International Bureau observed that, although PCT Rule 4.12 provided for an applicant to indicate that an application should be treated as an application, not for a patent, but for the grant of another kind of protection, there was no provision under the PCT for indicating that the application was to be treated as a divisional application;  division of an international application could only occur in the national phase.  It would study, however, whether for the case where the international application itself was a divisional application, an appropriate amendment could be proposed to the PCT Regulations.



� AUTONUM �	One delegation suggested that, since not all countries provided for patents of addition, the words “if this is permitted by the legislation” should be added after the words “a patent of addition” in the second line.



� AUTONUM �	Two delegations and the representative of one non�governmental organization explained the need for the Office to know at an early stage whether the application was to be treated as a divisional application since a different filing date would then be granted.  The representative of one non�governmental organization questioned whether an indication under this item could be added or deleted after the application had been filed.  The representative of one delegation said that the item should be included so the Office would know that unity of invention had already been examined.



� AUTONUM �	Item (ii).  The International Bureau noted that, although there was no provision under the PCT for an indication as specified in this item, PCT Article 27(8) permitted a Contracting State to apply measures deemed necessary for the preservation of its national security.  



� AUTONUM �	Following some discussion, during which the Delegation of China supported the inclusion of a provision which would permit an applicant to provide an indication in accordance with the said item, it was agreed that a provision based on PCT Article 27(8), together with a further provision based on PCT Rule 4.17, allowing a Contracting Party to accept other elements in the request, such as the indication in question, should be included in the draft Treaty.



� AUTONUM �	Item (iii).  The International Bureau noted that PCT Rule 4.10 required the declaration of a priority claim to be included in the request.  



� AUTONUM �	In response to a suggestion from one delegation that, in order to comply with Article 4 of the Paris Convention, item 11.1 of draft Model International Form N(1 and corresponding footnote 15 should require the indication of a designated Contracting State in addition to the Office with which an earlier regional or international application was filed, the International Bureau explained that all that was needed was a precise identification of the earlier application;  thus the indication of a designated Contracting State was not needed.



� AUTONUM �	Several delegations noted that, although item (iii) required the priority claim to be included in the request, a belated priority claim under draft Article 13(1) would generally be made in a separate document.  With a view to permitting any priority claim to be made in a separate document, two delegations suggested that the item be deleted.  However, three delegations, the representative of one intergovernmental organization and the representative of one non�governmental organization emphasized the practical importance of providing for a priority claim to be made in the request, as was usually the case.  There was general support for a suggestion by the International Bureau that the draft Treaty should provide for a priority claim to be made in the request without prejudice to the possibility of a belated priority claim as provided for under Article 13(1).



� AUTONUM �	The Delegation of Romania, supported by the representative of one intergovernmental organization, suggested that item (iii) should additionally provide for a priority claim based on temporary protection at an international exhibition in accordance with Article 11(2) of the Paris Convention.  It was agreed that the International Bureau should study the matter.



� AUTONUM �	Item (iv).  The requirement that the indication of the reference to the previously filed application should be included in the request was supported by one delegation but opposed by two others.  The representative of one intergovernmental organization stated that, although it was not essential that the indication be included in the request, it was desirable to make provision for such indication in draft Model International Form N(1.  One delegation suggested that, if the item were retained, the words “as a substitute for the description” should be added before the words “under Article 2(4).”  The International Bureau noted that, although the item required the reference to be indicated in the request and paragraph (11)(b) required the applicant to be notified if this requirement was not complied with, the only sanction under paragraph (12)(b) was that the applicant would have the opportunity to correct the request part of the application.  However, no filing date could be awarded under Article 2(4) if the required indications were not provided at the time of filing.



� AUTONUM �	Item (v).  The International Bureau noted that, although PCT Rule 13bis provided for a reference to a deposited microorganism to be included in an international application, it did not require an indication to that effect to be included in the request.  



� AUTONUM �	The Delegation of Japan expressed the view that a Contracting Party should be allowed under the Treaty to require a copy of the receipt issued by an international depositary authority under the Budapest Treaty.



� AUTONUM �	In the absence of any support for this item, it was agreed that it should be deleted.



� AUTONUM �	Item (vi).  The International Bureau explained that, although there was no provision in the PCT or its Regulations for including a declaration as to non-prejudicial disclosures in the request, the Administrative Instructions under the PCT did allow for a statement on such disclosures to be included in the PCT request Form.  A statement could usually be furnished in the national phase under most national legislations.  



� AUTONUM �	Subject to a reservation by the Delegation of Switzerland, it was agreed that this item should be deleted.  The International Bureau noted that such deletion would not preclude an applicant from making such a declaration.



� AUTONUM �	Item (vii).  The International Bureau explained that, although the PCT provided for early publication and early processing, there was no formal requirement in respect of a request for such treatment.  



� AUTONUM �	Two delegations suggested that, if the item were retained, it should also include requests for deferred publication, deferred examination and deferred acceptance.  A further delegation proposed the addition of a request for examination.  The Delegations of Australia and Japan expressed the view that requests referred to in this item should not be required to be in the request part of the application.  The Delegation of China stated that, although it would prefer this item, as well as item (v), to be included in the request, it would not insist on this.  



� AUTONUM �	It was agreed that this item should be deleted.  It was, however, noted that the draft Model International Form N(1 should provide for the inclusion of optional elements which were of benefit to the applicant.



� AUTONUM �	Paragraph (3) item (i).  This item was approved as proposed.  In response to a question of a representative of one intergovernmental organization, the International Bureau explained that, in addition to the Model International Form provided for in the Regulations, each Office was free to prepare its own “individualized International Form,” provided that it was consistent with the Treaty and the Regulations, and that applicants could use either of those Forms.  As regards the presentation of the request part of the application, the Office would be permitted to refuse an application where a form was used which did not correspond to either the Model International Form or the individualized International Form.



� AUTONUM �	Paragraph (3) item (ii).  This item was not discussed, since it would be further studied by the International Bureau.



� AUTONUM �	Paragraph (4) item (i).  This paragraph was approved as proposed.  The Delegation of New Zealand suggested to introduce its practice that the last page of the application be identified in order to avoid doubts that this was the last page.



� AUTONUM �	Paragraph (4) item (ii).  This item was not discussed, since it would be further studied by the International Bureau.



� AUTONUM �	Paragraph (5).  This paragraph was approved as proposed.



� AUTONUM �	Paragraph (6)(a).  This paragraph was approved as proposed.



� AUTONUM �	Paragraph (6)(b).  This paragraph was approved as proposed with square brackets, subject to a decision concerning inclusion of item (xibis) of Article 3(2)(a).



� AUTONUM �	Paragraph (7)(a).  A number of delegations and representatives of non�governmental organizations opposed the limitation permitting a Contracting Party to require the submission of a copy or a certified copy of a priority application, a translation, or other indications or evidence in support of the declaration of priority, only where its Office was of the opinion that the validity of the priority claim was relevant to the determination of whether the invention concerned was new or involved an inventive step.  It was pointed out that such restriction would unduly restrict a Contracting Party’s rights under Article 4 D(3) of the Paris Convention and also would limit the interested Office and third parties in respect of access to the priority documents.  



� AUTONUM �	The representative of one non-governmental organization noted that, in many cases, the application on which the priority claim was based was withdrawn before publication.  Consequently, since many Offices only kept the priority document for a period of about ten years, the priority document would not be available in the case of litigation after the expiration of that period.  



� AUTONUM �	Another delegation drew attention to the fact that the present draft did not allow an Office which did not conduct substantive examination, and therefore did not determine novelty or inventive step of the invention, to require a copy or certified copy of a priority application or a translation thereof, even though that Office might subsequently need the copy for consultation by third parties or during litigation.



� AUTONUM �	The Representative of the EPO explained that the European Patent Office required the translation of the priority document only where the validity of the priority claim was relevant.  



� AUTONUM �	The Chairman suggested that the requirement for a copy or certified copy of the priority document and the requirement for a translation of such copy should be considered separately, and that the translation might be required only where it was needed.  



� AUTONUM �	In response to a question raised by the representative of one non�governmental organization asking what would be an example of evidence required under this paragraph, the Delegation of New Zealand explained that earlier documents were requested where the priority claim was based on a continuation�in�part application filed with the United States Patent and Trademark Office.



� AUTONUM �	The International Bureau observed that where a copy of a priority document was furnished by electronic transfer from the Office with which it was filed, certification of that copy would not appear indispensable.  It also observed that international applications and certain other regional applications were published “as filed” and were available on CD�ROM and on�line.  Moreover, the International Bureau suggested that it would be prepared to act as a central authority to communicate copies of international applications on which a priority claim was based to the Offices concerned in order to reduce the burden on the applicant, and that it would investigate the possibility of acting in this way in other cases as well.  



� AUTONUM �	It was agreed that the provision should be drafted to ensure adequate access by third parties, and that the International Bureau would study the mechanisms for accomplishing that scheme in the light of the questions raised in the discussions.



� AUTONUM �	Paragraph (7)(b).  It was agreed that this paragraph should be deleted in conjunction with Article 3(2)(b), item (vi).



� AUTONUM �	Paragraph (8).  This paragraph was approved as proposed.



� AUTONUM �	Paragraph (9).  The Chairman stated that, in the light of the discussions on paragraph (2), there was a need to distinguish between formal and substantive requirements.  There was also a need to distinguish between those formal requirements which could result in the refusal of the application if they were not complied with within the applicable time limit and those requirements relating to provisions for the benefit of the applicant, for example, a priority claim or a request for early publication, which should result only in the loss of that benefit if the requirements were not complied with.  



� AUTONUM �	In response to an observation by the International Bureau that PCT Article 27(1) could serve as a model, the Delegation of Australia commented that the relevance of that Article to the provisions of the draft Treaty would need to be studied.  That Delegation also expressed the view that it was not clear whether the paragraph covered formalities relating to substantive examination, for example, failure to request examination within the applicable time limit.  The International Bureau stated that it would study whether this was dealt with adequately in Note 3.43.  However, this was a difficult matter and one possible solution would be an agreed statement on the interpretation on the provision to be adopted by the Diplomatic Conference, as had been done in respect of certain provisions of other treaties, for example, the Trademark Law Treaty.



� AUTONUM �	Paragraph (10).  This paragraph was approved as proposed.



� AUTONUM �	Paragraphs (11) and (12).  The Chairman noted that notification of non-compliance and the sanctions to be applied in the case of non-compliance would need to be reconsidered following the proposed revision of the provisions of Article 3.  



� AUTONUM �	In response to a comment by one delegation, the International Bureau explained that the term “promptly” in paragraph (11)(a) meant that an Office was obliged to notify the applicant of any defect promptly after that defect had been discovered, not promptly after the application was received by the Office.  It was suggested that this should be made clear in the text of that paragraph or the Notes.



� AUTONUM �	The Delegation of the Russian Federation noted that a provision corresponding to Article 14 of the basic proposal submitted to the Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris Convention as far as Patents are Concerned held in The Hague from June 3 to 21, 1991, should be included in the draft Treaty.



� AUTONUM �	In response to a question by one delegation, the International Bureau explained that paragraph (12)(b) did not prevent an application from being refused on the grounds of lack of novelty in the light of intervening prior art taken into account as a result of a priority claim being considered non�existent.



� AUTONUM �	Paragraph (13).  There was general support for a provision of this nature.  However, several delegations and the representatives of one intergovernmental organization and of one non�governmental organization expressed the view that the paragraph was too broad in scope in that, for example, it could be interpreted as applying to the case where an application was treated as withdrawn for the non�payment of a fee or the failure to request examination.  It was suggested that the provision could be limited to situations in which the refusal was a sanction applied by a Contracting Party, or resulted from an action by the Office or from legal consequences following from the law.  The Delegation of the United Kingdom also suggested that the words “under the applicable law” should be added after the term “corrections.”  One delegation and the representative of one non�governmental organization expressed the view that the expression “within a reasonable time limit” was not precise enough.



� AUTONUM �	It was agreed that the International Bureau would revise this paragraph taking into account the comments made.





Draft Rule 2:  Time Limits;  Periods of Extension



� AUTONUM �	Paragraphs (3) and (4).  These paragraphs were not discussed independently of the articles to which they related.  It was agreed that they should be reviewed in the light of the revised text of Article 3.





Draft Article 4:  Validity of Patent;  Revocation



� AUTONUM �	Paragraph (1).  A number of delegations and the representative of one intergovernmental organization expressed support for this provision in principle.  However, some delegations expressed concern that the provision could be interpreted as preventing the revocation or invalidation of a granted patent on a matter of substance (for example, where the inventor had been fraudulently named) or where a maintenance fee had not been paid.  



� AUTONUM �	The International Bureau explained that the provision was intended to cover certain fees, but only those payable prior to the grant of a patent, such as the filing, publication and grant fees.  It was not the intention to prohibit the lapse of a patent for non�payment of an annual maintenance fee.  Moreover, the provision was intended to cover sanctions which were of equivalent effect to revocation or invalidation, such as unenforcement of rights.  All that would be made clear in the Notes.



� AUTONUM �	The Delegation of the United States of America stated that it could not support the provision to the extent that it applied to judicial proceedings.  That Delegation also expressed the view that failure to provide the indication referred to in Article 3(1)(iii) should be a ground for revocation or invalidation.  



� AUTONUM �	The International Bureau observed that the proposed Treaty would be of no effect if it permitted all Contracting Parties to maintain their existing laws.  Also, an international treaty must be binding not just on the Office, but also on the courts, as was the case under the TRIPS Agreement.



� AUTONUM �	In response to a question by the Representative of the EPO, the International Bureau explained that the provision was not intended to prohibit the requirement under the European Patent Convention for the furnishing of a translation of a granted European patent in one of the languages prescribed by a Contracting State.



� AUTONUM �	It was agreed that paragraph (1) would be reviewed in the light of the observations made and taking into account the revised version of Article 3.



� AUTONUM �	Paragraph (2).  The International Bureau explained that this provision covered revocation and invalidation of a granted patent on either substantive or formal grounds.  The paragraph was approved as proposed.







Draft Article 12:  Extension of a Time Limit



� AUTONUM �	General.  Many delegations and representatives of intergovernmental and non�governmental organizations supported the principle of harmonization of extension of time limits expressed in this Article.  It was agreed that a revised version would be prepared by the International Bureau, which would take into account the following comments and suggestions.



� AUTONUM �	The Delegation of the United States of America, supported by the representatives of three non-governmental organizations, suggested that, in order to avoid the administrative burden involved in examining any required evidence justifying an extension of a time limit, it would be appropriate to allow an extension against payment of a fee on the basis of a short statement by the person requesting the extension to the effect that the failure to meet the time limit was unintentional.  The Chairman pointed out that, since, as indicated in Note 12.01, Article 12 set a minimum right of a Contracting Party, a Contracting Party would be free to be more lenient.



� AUTONUM �	As regards the right of third parties, several delegations and representatives indicated that legal uncertainty should be avoided for third parties where a time limit was extended.  Several delegations proposed that the interests of a third party acting in good faith should be safeguarded and that an intervening right should be accorded.



� AUTONUM �	Several delegations suggested that any party concerned (not only an applicant or owner) should be permitted to request the extension of a time limit.



� AUTONUM �	The Representative of AIPLA pointed out that there was no danger of abuse of the extension possibility by applicants since the extension of a time limit would lead to shortening the actual duration of patent protection, the term of protection being calculated from the filing date.  



� AUTONUM �	Several representatives of non-governmental organizations indicated that it was necessary for representatives to have safeguard provisions in view of the difficulties in reaching an applicant or a representative in a foreign country.



� AUTONUM �	The Delegation of Sweden reserved its final position as to the drafting of Article 12 but expressed as its preliminary view that the scope of this draft Article seemed to be too broad.  The Delegation questioned, in particular, whether Contracting Parties should be unconditionally obliged to extend any time limit, as envisaged under paragraph (1)(a) and (b).  The Delegation observed that it would not be appropriate to provide for mandatory extension of time limits for the payment of fees and annuities.  It would also be necessary to distinguish between certain statutory fixed time limits and time limits determined by Offices on a more or less discretionary basis.  The Delegation pointed out that it should not be the prerogative of applicants and right�holders to bring about an extension, as this could negatively affect the interests of third parties.  The responsibility for prosecuting an application without undue delay should rest with Offices.  A scheme for mandatory extension of time limits might encourage Offices to unduly shorten terms from the outset.



� AUTONUM �	The Delegations of the United Kingdom and India similarly indicated that, in the area of extension of time limits, a balance between the applicant or owner, third parties and the Office was required.



� AUTONUM �	The International Bureau explained that Article 12 applied to both time limits established by law (statute) or convention and time limits established by the Office so that a Contracting Party would be bound by the minimum obligations under Article 12 whether time limits were fixed by national law, regulations, administrative instructions or Office decisions.  Several delegations expressed the view that it was necessary to differentiate between time limits established by law or convention and those established by the Office.  By way of example, several delegations observed that the time limit for the payment of annual fees should not be extensible beyond what was prescribed by Article 5bis of the Paris Convention. 



� AUTONUM �	The Delegation of Germany indicated that the Patent Law Committee of the European Patent Organisation had considered the matter and had expressed the view that distinctions should be made between a time limit established by law or convention and a time limit established by an Office and, as regards the latter kind of time limits, between an extension before the time limit had expired and an extension after the expiration of the time limit.  As regards the time limits established by law or convention, there should only be the possibility of reestablishment of rights for special reasons whereas, for the time limits fixed by an Office, there would be the possibility of requesting an extension (further processing) without such reasons.  The Delegation of Switzerland supported the view expressed by the Delegation of Germany and explained that, under its national law, the request for an extension of a time limit before the expiration of such time limit could only be made for time limits fixed by the Office, but not for statutory time limits.  On the other hand, further processing after the expiration of a time limit could be requested for all time limits, whether statutory or fixed by the Office, subject to certain exceptions provided by law.



� AUTONUM �	The Delegation of China mentioned that a time limit established by the Office of its country could be extended before its expiration and that, once a decision had been taken, the restoration of rights would be granted only where the applicant had taken all due care required by the circumstances.  The Delegation suggested that the Treaty should take the same approach concerning the extension of time limits.



� AUTONUM �	Several delegations pointed out that the matter of whether or not the extension of a time limit should be available for all the actions before the Office should be further examined by the International Bureau.  



� AUTONUM �	The Delegation of Japan drew attention to the fact that the length of time limits was different depending on the action before the Office concerned and on the general legislative approach of each country in respect of time limits.  That Delegation suggested that the International Bureau study the conditions in each country in order to seek a common ground for a universal standard.  



� AUTONUM �	The Delegation of Denmark indicated that the difference between the lengths of various time limits should be reflected in different periods of extension.



� AUTONUM �	In response to a question of the representative of one non-governmental organization concerning the relationship between Article 3(13) and Article 12, the International Bureau explained that both measures could be initiated in parallel;  that is, where an application was refused because of a missed time limit, the applicant would be given an opportunity to make an observation under Article 3(13) and could request an extension of the time limit under Article 12.



� AUTONUM �	Paragraph (1)(a) to (c).  Several delegations suggested that the automatic extension of a time limit for any action before the Office without any condition should not be allowed.  



� AUTONUM �	The Delegation of the Netherlands pointed out that, since the statutory time limits were chosen by legislators as a reasonable time period, they should not be automatically extended.  That delegation also observed that an automatic extension possibility could have the effect that Offices establish shorter time limits.  



� AUTONUM �	The Delegation of Japan pointed out that allowing the extension of any kind of time limit could cause undue delay in respect of preparations for the 18�month publication and for examination.



� AUTONUM �	One delegation commented that it would be unfair to require Contracting Parties which now charged fees for extension of time limits to abandon such fees since this would result in raising the fees to be paid by all applicants.  Accordingly, any extension of a time limit should be subject to a payment of fee.  This view was supported by another delegation.  



� AUTONUM �	The Representative of AIPLA welcomed the possibility of the extension of a time limit without payment of a fee.  However, he recognized that an obligation to pay a fee would encourage an applicant to take action promptly.  



� AUTONUM �	One delegation expressed concern that, if no fee were required, an excessive use of the possibility of extension of time limits would result.



� AUTONUM �	One delegation indicated that the extension of certain time limits, for example, the prescribed period for placing an application in order for grant or the period for response to an official letter by the examiner, could even be against the interests of the applicant.



� AUTONUM �	One delegation wondered whether the term “the extension of a time limit for an action before the Office” in Article 12(1)(a) included the extension of a time limit to pay a bill for information services rendered by the Office.  The International Bureau indicated that this was not intended and that the next draft would exclude such an extensive interpretation.



� AUTONUM �	The Representative of EPI supported the provision in paragraph (1)(b) which allowed a second extension of the time limit, in particular, since comparative tests which took a long time to conclude were often required in the field of chemistry, so that a further extension could be necessary.  



� AUTONUM �	The Delegation of Japan suggested that a Contracting Party be allowed to require a fee for the first extension and a justification as well as the payment of a fee for the second extension.



� AUTONUM �	Paragraph (2)(a).  The Delegation of the United States of America expressed support for this paragraph, noting that it would be applicable to any time limit established by law.



� AUTONUM �	Two delegations stated that they were not in favor of this paragraph, since it would delay the procedure.  



� AUTONUM �	It was agreed that the general principle of this paragraph should be retained and that the wording would be reviewed to take into account the comments made on Article 12 in general.



� AUTONUM �	Paragraph (2)(b).  Several delegations and representatives of governmental and non�governmental organizations supported this paragraph.



� AUTONUM �	One delegation suggested that, as regards the scope of this paragraph, a minimum standard be established under the Treaty and that other matters be left to each Contracting Party.



� AUTONUM �	In reply to a question raised by one delegation, the International Bureau explained that paragraph (2)(b) did not provide for the payment of a fee.  Several delegations suggested the inclusion of the payment of a fee under this paragraph. 



� AUTONUM �	The Delegation of the United States of America suggested that the term “an application or patent” be added after “a communication to an Office has been refused or.” 



� AUTONUM �	One delegation observed that, although the extension of a time limit would reduce the term of patent protection, an applicant’s right was protected in its country from the date of publication.  The representative of one non-governmental organization commented, however, that the right of an applicant accorded by a publication of the application would usually not permit the enforcement of his rights against a third party until the patent was granted.



� AUTONUM �	Paragraph (2)(c).  One delegation stated that it was not in favor of the inclusion of this paragraph.



� AUTONUM �	Paragraph (2)(d) and (e).  No specific comments were made on these provisions.



� AUTONUM �	Paragraph (3).  One delegation suggested that a reference to PCT Rule 82 be included since the subject matter was the same.  



� AUTONUM �	In response to a question raised by the Delegation of the United States of America, the International Bureau explained that a reference to PCT Rule 82 could be made and that Rule could be modernized and extended to take electronic communications into account.  The consequences of the loss in the mail or the malfunction of electronic communication, especially the re-submission of a lost document to the Office, could also be regulated.  Reference could also be made to PCT Rule 80.6 with regard to delays in receiving a communication from an Office.



� AUTONUM �	The Delegation of Australia observed that, where an applicant could not meet a time limit because of a fault of the Office, the extension of a time limit should always be allowed without any payment of fee.



� AUTONUM �	Paragraph (4).  No specific comments were made on this paragraph.







Draft Rule 2:  Time Limits;  Periods of Extension



� AUTONUM �	Paragraphs (5) and (6).  Subject to changes required by the revision of Article 12,  these paragraphs were approved as proposed.



� AUTONUM �	Paragraph (7).  The representative of one non-governmental organization, supported by two delegations, suggested that the time limit prescribed under this paragraph should be increased.  The Delegation of Switzerland explained that, under its national law, the time limit for further processing was two months from the date on which the applicant had become aware of the failure to observe the time limit, with a maximum of six months from the expiration of the unobserved time limit. 



� AUTONUM �	Subject to changes required by the revision of Article 12, this paragraph was approved as proposed.





Draft Article 13:  Belated Claiming of Priority



� AUTONUM �	Paragraph (1).	This paragraph was approved as proposed.  It was agreed that the square brackets around Article 13, which were considered to have been placed there according to a decision taken by the WIPO General Assembly and the Assembly of the Paris Union in September/October 1996, would be omitted in connection with Article 13(1).



� AUTONUM �	The Delegation of the United States of America explained that the national procedure of its country provided for the levying of a fee for a request for belated claiming of priority and sought clarification as to whether its Office would be permitted to continue this practice under this draft Article.





Draft Rule 2:  Time Limits;  Periods of Extension



� AUTONUM �	Paragraph (8).	In respect of the minimum of two months provided for in this draft provision, some delegations and the representative of one non-governmental organization expressed support for an increase of that time limit to three or four months.  However, as several delegations expressed support for the proposed two-month minimum, it was agreed that the International Bureau would study the issue, and that alternatives would be placed in square brackets for the purposes of consideration by the Committee of Experts.  



� AUTONUM �	It was suggested that the International Bureau should consider deleting the 16�month maximum time limit.  If that time limit were to be maintained, the text had to be clarified so that the 16�month maximum time limit would begin counting from the earliest priority application where there were multiple priority applications, and the desirability would have to be studied of tying any maximum period to the date of acceptance or publication of the application rather than calculating it from the priority date.



� AUTONUM �	It was agreed that the next draft would contain this paragraph without square brackets.







Draft Article 13:  Belated Claiming of Priority



� AUTONUM �	Paragraph (2)(a).  The principle underlying this provision was supported by the large majority of delegations and by many representatives of non-governmental organizations.



� AUTONUM �	Although it understood the necessity of the inclusion of such a provision, the Delegation of France expressed two concerns:  that the text was incompatible with the 12�month priority period established by the Paris Convention and that there was a lack of security for third parties.



� AUTONUM �	The Delegation of Italy expressed the same concerns as the Delegation of France.



� AUTONUM �	The Delegation of the Netherlands reserved its position for further consultation with its interested circles.



� AUTONUM �	The Delegation of Spain said that, while it had not yet taken a final position, it was inclined to take a favorable approach with respect to the principle contained in draft Article 13(2).



� AUTONUM �	As regards the question of whether the proposed Article 13(2) was compatible with the Paris Convention, it was pointed out that the Paris Convention provided for minimum rights and that, in any case, the practice of several member States of the Paris Convention to grant such an extension had never been challenged as being incompatible with the Paris Convention.



� AUTONUM �	While many delegations noted that the two-month time limit contained in this paragraph was sufficient, others expressed interest in a longer time limit, in order to provide greater flexibility for an applicant who, in an exceptional case, missed a time limit as a result of circumstances beyond his control.  



� AUTONUM �	The Delegation of the United States of America, supported by the Delegations of Australia and Canada, suggested that the standard of “all due care” might be too burdensome, and that more flexible language would be preferable.



� AUTONUM �	Attention was drawn to the need for Offices to receive all relevant documents in time for a publication of the application 18 months after the priority date.  As a possible solution to this problem, it was indicated that, if not all required documents were received in time, the Office could proceed with the publication and later complete it.



� AUTONUM �	The question was raised whether proposed Article 13(2) had the effect that the priority period was extended or the effect that the delayed filing of the subsequent application would have to be treated as if it had been received before the expiration of the 12-month priority period.  It was explained that, in view of Article 2, the filing date of the subsequent application could only be the date on which that application was received by the Office under the Treaty.



� AUTONUM �	One delegation and the representative of one non�governmental organization suggested that Article 13(2) be restricted to the situation where the subsequent application had been sent in time for receipt by the Office before the expiration of the priority period and where the late receipt was caused by circumstances beyond the control of the applicant.  Another delegation opposed such a restriction and pointed out that the case where the timely sending of the application was not possible also had to be covered.



� AUTONUM �	It was agreed that paragraph (2)(a) should be maintained in the next draft without brackets and that it should be reviewed by the International Bureau, taking into account the observations made, in particular as regards the safeguard of third party rights and the requirements for publication of the application.







IV.  FUTURE WORK





� AUTONUM �	The International Bureau indicated that the fourth session of the Committee of Experts was tentatively scheduled to take place from June 23 to 27, 1997.



� AUTONUM �	This report was unanimously adopted by the Committee of Experts on November 22,  1996.
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