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INTRODUCTION


The extension of the protection of geographical indications provided for in Article 23 of the TRIPS Agreement to products other than wines and spirits (hereafter:  GI-extension) is one of the main intellectual property issues under debate in the WTO.  It currently represents the most promising approach for finding an appropriate solution at the international level for ensuring effective protection for geographical indications of all products while, at the same time, providing sufficient flexibility in view of its implementation at the national level.

This paper discusses the GI-extension proposal as under debate in the WTO negotiations of the Doha Round, and presents additional action which should be undertaken at the national level in order to benefit to a maximum from such enhanced protection of geographical indications. 

ISSUE UNDER DEBATE

The TRIPS Agreement
 reserves the more effective protection of Article 23 of the TRIPS Agreement to geographical indications for wines and spirits. It does not prohibit the use of geographical indications such as “Long Jin tea from Malaysia”, “Jamaican Jerk from Trinidad”, “Geneva watch made in Russia”, “American Basmati Rice” or “Kobe Beef produced in Australia”.  According to the present level of protection under Article 22 TRIPS, it is sufficient to indicate the true origin of a product simply in small print or on the back l in order for a use of a geographical indication to not be misleading and therefore legal. In contrast, the label “Chilean Tequila” or “Napa Valley-type Red Wine, produced in Argentina” is – as a consequence of being protected under Article 23 TRIPS – unlawful.  This shows how the current provisions of the TRIPS Agreement clearly discriminate against producers of products such as rice, coffee, tea, cheese, watches, silk, cigars, ceramics and carpets which have a legitimate interest to also benefit for their products from the more effective protection of the TRIPS Agreement currently provided only to wines and spirits.  The purpose of the GI-extension proposal submitted in the WTO is to confer the more effective level of protection of Article 23 TRIPS to the geographical indications of all products and thus to put producers of least‑developed, developing and developed countries and their products on an equal footing as far as drawing benefits from geographical indications is concerned.  Unlike in many other instances within the WTO, geographical indications are an issue where the dividing line among Members is not congruent with the North – South divide. Instead, it is rather a controversy between ‘emigrant’ countries (Europe, Africa and parts of Asia) and ‘immigrant’ countries (USA, Australia and Latin American countries).  The issue of GI-extension is of particular interest to developing and least‑developing countries because of the importance of the remunerative marketing of their agricultural, handicraft and artisan products.  In addition, geographical indications have features which respond to the needs of indigenous and local communities and small farmers:  Geographical indications are based on collective traditions and a collective decision‑making process;  they reward traditions while allowing for continued evolution;  they emphasize the relationship between human efforts, culture, land, resources and the environment;  and they are not freely transferable from one owner to another
.

THE CURRENT DEBATE AT THE WTO

Pursuant to the Doha Declaration
, the Trade Negotiation Committee (hereafter: TNC) first decided to give issues related to GI‑extension priority in the regular TRIPS Council meetings in February 2002, and appropriate action should have been recommended by the end of 2002
.  Given the persistent disagreement among WTO Members on whether a mandate for negotiations on GI‑extension exists
, it was not possible to reach a consensus on the issue at the last Ministerial Conference held in Hong Kong in December 2005.  This, in spite of the intensive consultations which have been held by the chair of the TNC since January 2003 and, in a second stage, by the Director‑General himself (respectively by a Deputy Director‑General under the DG’s supervision)
.  The Ministerial Declaration adopted in Hong Kong requests the Director‑General to intensify his consultative process and to report at each regular meeting of the TNC and the General Council (hereafter: GC).  The Council was to have reviewed progress and take any appropriate action no later than 31 July 2006
.  Due to the suspension of the negotiations of the Doha Round in July 2006
, no appropriate action on GI-extension has been decided on until now, but consultations are still going on in an effort to bring about a breakthrough on this issue in parallel to decisions on modalities in other fields of the negotiations by the end of July 2007.

WTO Members advocating GI-extension (Friends of Geographical Indications)
 have presented the benefits of GI-extension for both producers and consumers from least‑developing, developing and developed countries as well as for sustainable development in numerous written communications to the TRIPS Council, the TNC and the GC
.  They also proposed draft legal text for the amendment concerning the scope of additional protection in Article 23 TRIPS
.  The proposal on GI‑extension is designed to have effect only for the future and is not to affect existing uses of names coinciding with protected geographical indications as long as the use has been consistent with the TRIPS Agreement (Article 24 TRIPS).  WTO Members advocating GI-extension also proposed discussing appropriate amendments of Article 24 TRIPS on exceptions of the protection for geographical indications
.  The common objective of the Friends of Geographical Indications has been – and will be – the confirmation of GI-extension as part of the Single Undertaking of the Doha Round. 


WTO Members opposing GI-extension
 contest that GI-extension is part of the Doha Round mandate
.  Their opposition to GI-extension increased after the European Commission submitted a list of geographical names to the negotiating group on agriculture in September 2003.  In a parallel strategy to GI-extension, this proposal of the EC intends to prohibit the use of specific geographical names currently used by producers in third countries other than the right-holders in the country of origin
.  The latter was understood by those Members opposed to GI-extension as confirming their concerns that the ultimate goal is to achieve a “roll-back protection”.

TRADE RELEVANCE AND DEVELOPMENT DIMENSION OF GI-EXTENSION

The WTO Members involved in the Doha Round of negotiations are particularly aiming to improve market access of products and create a fair multilateral framework within which the trade of such products can flow.  The proposal to extend the level of protection provided by Article 23 of the TRIPS Agreement to all products is made with this in mind, since granting a more effective level of protection to geographical indications for all products – and not just for wines and spirits – is a corollary to improving market access for goods across the board; and therefore a necessary component of the Doha Single Undertaking.  Decreasing tariffs and market support instruments make tools like geographical indications with effective protection increasingly important and even vital for small and medium-sized enterprises and producers.  The need for a useful marketing and trading tool to compete with mass-produced products on the global market is equal for all producers of traditional quality products having a specific geographical origin.  (For example:  Long Jin tea from China; Darjeeling tea from India or Ceylon tea from Sri Lanka;  Antigua coffee from Guatemala;  Blue Mountain coffee from Jamaica;  Veracruz coffee from Mexico or Mocha coffee from Yemen;  Chuao cacao from Venezuela;  Basmati rice from India and Pakistan and Jasmine rice from Thailand;  Phu Quoc fish sauce from Vietnam;  Havana cigars from Cuba;  and non-agricultural products such as Thai silk from Thailand, Hereke carpets from Turkey, Swiss watches from Switzerland, Talavera ceramics from Mexico or Arita ceramics from Japan, Limoges porcelain from France, and Bobo masks from Burkina Faso.)  Only by extending the additional level of protection currently foreseen in the TRIPS Agreement for geographical indications of wines and spirits will the WTO system provide these producers with a useful and effective tool that will help them to adequately protect their investment and assist them in competing on the global market.  The benefits of GI-extension – i.e. a better protection of geographical indications - will foster sustainable development of local rural communities by encouraging a quality agricultural and industrial policy; it will also foster employment in decentralized regions, support the establishment of other economic activities such as tourism and contribute to preserving traditional knowledge and biodiversity
.  It is therefore crucial that the WTO protection of geographical indications is enhanced through GI‑extension in the Doha Round.
OPTIONS FOR DEVELOPING EFFECTIVE PROTECTION OF GEOGRAPHICAL INDICATIONS AND ADDITIONAL ACTION TO BE UNDERTAKEN AT THE NATIONAL AND INTERNATIONAL LEVEL
International level

Since the start of the Doha Round, there has been a thorough examination and an exhaustive discussion on GI-extension in the WTO.  The Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications at WIPO has also contributed background information on the protection of geographical indications as well as on other related issues to the debate.  The time is now ripe for the General Council to decide on appropriate action on GI‑extension.  The Ministerial Declaration of Hong Kong from December 2005 passed without real progress, now, the July 2007 deadline approaches.  If WTO Members are truly willing to reach a fair overall balance, guidelines for the negotiations on GI-extension can be adopted so that a positive result can be achieved by the end of the Doha Round.  The proponents of GI-extension have submitted the following proposal for such guidelines
: 
· The protection of Article 23 TRIPS shall apply to geographical indications for all products; 
· The exceptions contained in Article 24 TRIPS for wines and spirits shall apply mutatis mutandis to all products; 
· The multilateral register to be established under Article 23 paragraph 4 TRIPS shall be open for geographical indications for all products.

National level
A number of elements may be taken into account and additional actions can be undertaken at the national level to improve the understanding and beneficialness of effective protection for geographical indications:

· National inventories:  WIPO Members should establish national inventories of their geographical indications.
· Ensuring effective GI-protection at the national level:  WIPO and WTO Members should carefully review whether, in their national legislation, there is effective protection for their geographical indications in place so that they can claim international protection for their geographical indications abroad/in third countries
. 

· As results from the review so far undertaken in the TRIPS Council according to Article 24.2 of the TRIPS Agreement, there are a number of ways of establishing specific protection for geographical indications at the national level with different levels of formalization of the protection
.  Some countries, like Switzerland, for instance, have developed specific provisions to protect unregistered geographical indications as a supplement to protection under unfair competition legislation.  Title 2 of the Swiss Federal Law on the Protection of Trademarks and Indications of Source from August 28, 1992
 entitles interested parties to request courts to prevent the use of geographical indications on products not having a corresponding geographical origin.  Thanks to this law, the geographical indications of all kinds of products (food, handicrafts and industrialized products) enjoy general and equal protection without registration in Switzerland.

· Distinctive features of geographical indications and trademarks:  A sound understanding of the different features of trademarks and geographical indications - two distinctive but often complementary intellectual property rights - is also an important prerequisite to developing effective protection and an adequate strategy for geographical indications at the national and international level.
· In general, WTO Members have chosen between two main approaches to implement the TRIPS standards on geographical indication protection at the national level:  either through a system of specific protection for geographical indications which reflects the “collective” approach inherent to geographical indications, or through the trademark system which is an “individual ownership” approach.  It is not the aim of this presentation to take a stance on this particular issue, but it is important to highlight at least the main differences between these two types of intellectual property rights.

· Geographical indications identify a good as originating in a specific geographic territory, region or locality, where a given quality, reputation or other characteristic of the good is essentially attributable to its geographical origin.  Furthermore, geographical indications are based on collective traditions and they are owned and exercised collectively
.  This is likely the main characteristic which distinguishes geographical indications from other intellectual property rights.  But of course, there are also many similarities, among which: geographical indications confer their legitimate users – the producers located in the area identified by the geographical indication and producing the particular product – the exclusive right to use this distinctive designation, which in turns increases its economic value for the relevant GI product.
· A trademark aims at distinguishing the products or services of one competitor from those of other competitors, as provided for in Article 15.1 of the TRIPS Agreement.  In order to distinguish a product or service, a trademark must not be descriptive or deceptive.  However, when looking at a geographical indication, it is by definition descriptive because a geographic name denotes the geographical origin of the product it identifies.  In many countries, therefore, a geographical indication will 
normally not be accepted as a trademark for a product, even though the product is produced exclusively in the specific geographical area denominated by the geographical indication.
 

· Relationship between geographical indications and trademarks:  Legitimate producers who want to access the markets of third countries with their original products and the relevant geographical indication may be prevented from doing so because, on these new markets, there are already products identified by trademarks consisting of, or containing, the geographical indication, although not coming from the indicated region or not having the required characteristics to legitimately carry the geographical indication, thus free-riding on the reputation of the geographical indication.  What is more:  countries which apply the “first in time, first in right” principle in a rigid way may prevent products legitimately carrying a geographical indication from entering the market.  Acquiring the rights of such a trademark already registered depends on the willingness of the trademark holder to transfer or cede his right.  This may be complicated to achieve or expensive and therefore only rarely an option, hardly ever probably for small producers or those coming from developing countries.  Allowing coexistence between prior trademarks and geographical indications, as permitted under Article 17 of the TRIPS Agreement, can prevent such situations. 
· Consistent enforcement:  The usurpation of geographical indications for products not originating from the place indicated by the geographical indication must be actively fought against.  Geographical indications, like other intellectual property rights, must be consistently enforced in order to prevent them from becoming generic or grandfathered. For this to happen efficiently and at reasonable costs, however, producers need to have an effective level of protection at their disposal at the international level as soon as possible.  GI-extension is the answer to this quest!
· Technical assistance:  WIPO can contribute to the establishment of appropriate protection for geographical indications at the national and international level by assisting and advising in particular developing and least-developed countries so that they can develop appropriate protection for their own geographical indications.
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� 	WTO Agreement of 15 April 1994 on Trade-Related Aspects of Intellectual Property Rights.


� 	See Felix Addor/Alexandra Grazioli, Geographical Indications beyond Wines and Spirits – A Roadmap for a Better Protection for Geographical Indications in the WTO TRIPS Agreement, Journal of World Intellectual Property 2002, pp. 893-895, � HYPERLINK "http://www.ige.ch/E/jurinfo/pdf/PDF-doku3.pdf" ��http://www.ige.ch/E/jurinfo/pdf/PDF-doku3.pdf�.


� 	WTO Doc. WT/MIN(01)/DEC/1 of 20 November 2002, paras. 12 and 18.


�	WTO Doc. TN/C/M/1 of 14 February 2002, in particular p. 4 and paras. 9-12.


� 	Delegations interpret paras.12 and 18 of the Doha Declaration differently: for Switzerland, the EC and its Member States, many Middle and Eastern European countries, India, Kenya, Mauritius, Nigeria, Pakistan, Sri Lanka, Thailand and Turkey, among others, the text of para.18 of the Doha Declaration provides a clear mandate to launch negotiations on extension (see WTO Doc. WT/MIN(01)/11 of 14 November 2002). Other WTO Members, such as Argentina or Australia, argue that this issue, like other implementation issues, can only become a subject of negotiation upon a TNC decision to that effect; see also WTO Doc. WT/MIN(01)/8 of 12 November 2002.


� 	As requested by Members in these consultations, the Secretariat prepared a compilation of the issues raised and the views expressed on issues related to GI-extension since the matter was put on the Doha Work Programme (see WTO Doc. WT/GC/W/546 - TN/C/W/25 of 18 May 2005). 


� 	WTO Doc. WTO/MIN(05)/DEC of 22 December 2005, para. 39.


�	WTO Doc. WT/GC/M/103 of 10 October 2006.


� 	These include, in particular, Cuba, the European Communities and their 27 Member States, Georgia, Guinea, India, Jamaica, Liechtenstein, Kenya, Kyrgyz Republic, the Former Yugoslav Republic of Macedonia, Madagascar, Nigeria, Pakistan, Sri Lanka, Switzerland, Thailand, Tunisia and Turkey. 


� 	Among the more recent and important communications submitted to the WTO are the following: WTO Doc. IP/C/W/204/Rev.1 of 2 October 2000; IP/C/W/247/Rev.1 of 17 May 2001; IP/C/W/308/Rev.1 of 17 September 2001; IP/C/W/353 of 24 June 2002; TN/C/W/7 of 29 November 20002; TN/C/W/14/Add.2 of 15 July 2003; TN/C/4 of 13 July 2003; TN/C/W/21/Rev.1/Add.1 – WT/GC/W/540/Rev.1/Add.1 of 17 May 2005; JOB(05)/61/Add.2 of 17 May 2005.


� 	WTO Doc. TN/C/W/14/Add.2 and JOB(05)/61/Add.2. In June 2005, the European Communities submitted to the TNC and the GC and the Special Session TRIPS a proposal for amending Section 3 of the TRIPS Agreement with a view to extending the regime of protection today available for geographical indications on wines and spirits to geographical indications on all products and a proposal for the inclusion of an annex to the TRIPS Agreement establishing a multilateral system of notification and registration of geographical indications for all products: WTO Doc. WT/GC/W/547 - TN/C/W/26 - TN/IP/W/11 of 14 June 2005.


� 	WTO Doc. JOB(05)/61/Add.2 of 17 May 2005, para.12; moreover, see the concrete proposals made in the submission of the European Communities in WT/GC/W/547 - TN/C/W/26 - TN/IP/W/11 of 14 June 2005.


� 	These include, in particular, Argentina, Australia, Canada, Chile, Chinese Taipei, Colombia, the Dominican Republic, El Salvador, Ecuador, Guatemala, Honduras, New Zealand, Panama and the United States.


� 	Among the more recent and important communications submitted to the WTO are the following: WTO Doc. IP/C/W/289 of 29 June 2001; IP/C/W/360 & 386 of 8 November 2002; IP/C/W/395 of 10 December 2002; Job(05)/8 of 4 February 2005 from Australia.


�   	WTO Doc. JOB(03)/12/Add.1 of 5 September 2003. 


� 	See Geographical indications as Trade-Related Intellectual Property, Discussion Paper, Asia-Pacific Trade and Investment Initiative, UNDP Regional Centre in Colombo, January 2007. 


� 	WTO Doc. JOB(05)/61/Add.2 of 17 May 2005 as well as TN/C/W/14/Add.2 of 15 July 2003, TN/C/W/7 of 29 November 2002, and WTO Doc. IP/C/W/353 of 24 June 2002. 


� 	See exception of Article 24.9 TRIPS Agreement.


� 	WTO Doc. IP/C/W/253/Rev.1 of 24 November 2003; see also WIPO Doc. SCT/8/4 of 2 April 2002.


� 	Trademark Law; RS 232.11 (see: � HYPERLINK "http://www.wipo.int/clea/docs_new/pdf/en/ch/ch089en.pdf" ��http://www.wipo.int/clea/docs_new/pdf/en/ch/ch089en.pdf�).


� 	As an additional instrument to this general protection through the law, Switzerland also established, as an increasing number of countries, a system of registration for geographical indications identifying agricultural products and processed agricultural products (see the Ordinance on the protection of appellations of origin and geographical indications for agricultural products and processed agricultural products of 28th May 1997; RS 910.12; � HYPERLINK "http://www.admin.ch/ch/f/rs/c910_12.html" ��http://www.admin.ch/ch/f/rs/c910_12.html�, � HYPERLINK "http://www.wipo.int/clea/en/fiche.jsp?uid=ch094" ��http://www.wipo.int/clea/en/fiche.jsp?uid=ch094�). 


�	See R. Silva Repetto / M. Cavalcanti, Multilateral Trade Negotiations on Agriculture, A resource Manual, IV TRIPS Agreement, Module 3: Provisions of the TRIPS Agreement Relevant to Agriculture (Part one), FAO, Rome, 2000, chapter 3.4.1.


� 	For instance: in Australia refusal to register “MICHIGAN” as trademark for earthmoving equipment (Clark Equipment Co. v. Registrar of Trade Marks, (1964) 111 C.L.R. 511) and in the United Kingdom with regard to “GLASTONBURY” for sheepskin slippers (Bailey v. Clark, (1938) 55 R.P.C, 253), cited from Michael Blakeney, Proposals for the International Regulation of geographical indications, in the Journal of World Intellectual Property, Vol. 4 No. 5, Geneva 2001, p. 629-652 p. 635; in the United States with regard to “KENTUCKY” for whisky, “CANADA” for maltless breviaries, “GREEN MOUNTAIN” for grapes, or “MONTSERRAT” for lime (Glenmore Distillers Company v. National Distillers Products Corporation, Section 1051, USC Annotated Title 15, Trade and Commerce; In re Canada Dry Ginger Ale, 86 F 2d 830; Hoyt v. J T Lovett Company, Section 1052, USC Annotated Title 15, Trade and Commerce; Evans v. Von Lear, Section 1052, USC Annotated Title 15, Trade and Commerce), all citations made from Ashwath U. Rau, Texmati, Texbasmati, Chicdarjeeling: Need for the Protection of our Geographical Indicators. Available at: � HYPERLINK "http://www.iprlawindia.org/law/contents/Geo_Appel/Articles/texmati.html" ��http://www.iprlawindia.org/law/contents/Geo_Appel/Articles/texmati.html�, footnotes 16-19; in Switzerland, “ALASKA” for beverages, in particular mineral water (Swiss Federal Court, August 2, 1994, PMMBl 1994 76), and “CUSCO” for sweets, in particular chocolate (Swiss Federal Court, January 26, 1971, BGE 97 I 79); in the European Union “CHIEMSEE” for windsurfing equipment (ECJ, May 4, 1999, “Windsurfing Chiemsee”, Joined Cases C-108/97 and C-109/97).





