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Dr. Alexander Mullen

PDG Secretary General

Flehenberg 72

42489 Wiilfrath

Germany

Tel +49-2058-72837/Fax -72701
e-mail: alexander.mullen@p-d-g.info

Mr. Yoshiyuki Takagi
Assistant Director General
Global IP Infrastructure
WIPO
34, chemin des colombettes
CH 1211 Genf
Schweiz
12.09.2012

Re: Requirements of industry with regard to minimum requirements of legal status data
delivery

Dear Mr. Takagi,

We would like to contact you on behalf of the PDG's IMPACT Working Group to inform you
about our views on legal status data.

High quality legal status information is of paramount importance for industry as it is the
prerequisite for a reliable analysis of the patent situation and thus crucial for well-informed
decision making by management.

On account of this understanding, the PDG has recently established a Task Force of the IMPACT
Working Group which intends to strongly emphasize the industrial requirements for legal status
information which require it to be comprehensive, reliable, up-to-date and standardized. In
addition, legal status and bibliographic data must be made available in a consistent and user-
friendly manner.

Therefore, IMPACT would now like to approach WIPO with a proposal for a new initiative aimed
at:

e enhancing the coverage of legal status data and

e formulating a minimum set of data to be delivered by offices to central repositories such as
INPADOC and PATENTSCOPE.

We are pleased to mention that the PDG Working Group is the leading users' voice with respect to
legal status data worldwide. We are therefore trust that our contribution will be valuable to all
providers of patent information, particularly to the EPO, WIPO, national patent offices, patent
information providers but needless to say also to the global user community.




[image: image2.jpg]- P

A Requirement Paper (RP) has therefore been prepared (see attachment) which collates users'
wishes and requirements.

‘We plan to inform the IMPACT Working Group of the RP paper during our forthcoming meeting
on September 20-21, 2012 in Heidelberg hosted by BASF. We are looking forward to welcoming
representatives of the EPO, WIPO, several national offices, major providers and, of course, the
industrial user community based on 39 PDG member companies.

A copy of this letter including the RP will be made available to the EPO.

As our Task Force would be happy to collaborate with your organization on the proposed initiative,
we would welcome a positive response from you.

‘We are looking forward to discussing further details with WIPO, for more information please
contact the Chairman of PDG's IMPACT Working Group - Dr. Peter Kallas
(peter kallas@basf.com).

Kind regards,

B Mutly,

Dr. Alexander Mullen
Secretary General
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Requirements of industry with regard to minimum requirements of legal status data delivery
High quality legal status information is of paramount importance for industry as it is the prerequisite for a reliable analysis of the patent situation and thus crucial for well-informed decision making by management.

On account of this understanding, the PDG Working Group IMPACT established a Task Force which intends to strongly emphasize the industrial requirements for legal status information which require it to be comprehensive, reliable, up-to-date and standardized. In addition, legal status and bibliographic data must be made available in a consistent and user- friendly manner.

Therefore, IMPACT would now like to approach WIPO with a proposal for a new initiative aimed at:

•
enhancing the coverage of legal status data and

•
formulating a minimum set of data to be delivered by offices to central repositories such as INPADOC and PATENTSCOPE.

IMPACT is pleased to mention that the PDG Working Group is the leading users' voice with respect to legal status data worldwide. IMPACT therefore believes that our contribution will be valuable to all providers of patent information, particularly to the EPO, WIPO, national patent offices, patent information providers but needless to say also to the global user community.

A Requirement Paper (RP) has therefore been prepared (see attachment) which collates users' wishes and requirements.

The IMPACT Working Group discussed the RP paper during the meeting on September 20-21, 2012 in Heidelberg hosted by BASF. IMPACT welcomed representatives of the EPO, WIPO, several national offices, major providers and, of course, the industrial user community based on 39 PDG member companies.

IMPACT's Task Force would be happy to collaborate with WIPO and national and international patent offices on the proposed initiative.

Appendix 1
Requirement Paper
Minimum requirements for the delivery of legal status data
General Remarks
The patenting system provides a mechanism to encourage further innovation and investment in technology and it is in every nation's best interest to support technical advancements for the benefit of society and its people. Consequently, it is essential that any person or organization participating in business activities be made aware of the monopoly rights arising from patents which are held by others in the relevant field.

However, this alone is not enough. Since most patents have a potential lifetime of around 20 years, one can only guess how long a monopoly right will exist on the basis of the specification data alone - and this can be grossly misleading. In practice, patentees frequently do not keep up the annuity payments for the full period of their monopoly entitlement and allow their patent rights to lapse - on average, around 11-12 years after filing. Consequently, it is important that the potential users of an invention, other than the patentee, can easily find information as to whether a patent is in force or not. In this way, they can see whether they are free to utilize the invention e.g. if they can introduce a competing product onto the market or if they have to license a patented process first.

Hence, legal status data is key information which people need to know and it follows that the ready availability of this information has direct consequences, not just for business, but for society in general.

The patent community highly acknowledges and appreciates efforts e.g. by the EPO or WIPO to collect and consolidate legal status data. To date, the central source is the EPO database - INPADOC. All information should at least be available via this centralized source.

As most companies need global legal status, the preferred way to access legal status data, for a first overview, is a central source to avoid having to access various sources for a global legal status survey.

Therefore, the most important legal status data should be provided to such a source.

· In time

· Comprehensive

· Reliable

· Correct

· With further explanations of the meaning when codes are used or provided in other languages than English

These general requirements are of paramount importance to the user community.

Main legal events

As a first priority, the PDG focuses on the main legal status events which are: 
Pre-grant events:
· Filing data (although the publication is usually the first piece of information is made available to the public the filing date is of high importance: many dates are based on the filing date like the patent term itself, priority right, SPC, or national phase entry (no country can require national phase entry before 30 months from priority).

· Publication of the application (link to publication should be provided)
· Examination

· Application withdrawn

· Application rejected

· For PCT filings at least the entry into the national phase

Grant
Post-grant events (link to the publication should be provided: it is important to see what has been granted)

· Opposition (data and opponent(s))

· Expiration

· Fee payments

· Reinstatements

General
· Change of ownership

· SPC issued
· List of patent family members with a link to the publications
These minimum requirements are the basis for a more comprehensive legal status data delivery. Every office planning to make legal status data available to the public should deliver the minimum set to centralized sources on a non-discriminatory basis. Afterwards, more detailed data should be made available.

We would like to recommend starting an initiative to make available the minimum requirements for the delivery of legal status data for those offices which have not yet started to disseminate legal status data to centralized sources and encourage those offices that are already providing legal status data to further enrich the scope of the information supplied.
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