IPC/WG/9/4

ANNEX VIII

IPC/WG/9/4

Annex VIII, page 2

Swedish Patent and Registration Office

Conversion of indexing schemes

March 20th, 2003

RAPPORTEUR REPORT ON STANDARDISED NOTE

(as invited by IPC/WG/8)

SE was invited to submit a proposal for a standardised note to be used for conversion of double-purpose indexing schemes that are used for identifying ingredients of mixtures or compositions. This proposal was submitted on January 14th.

Comments have been received from EP (February 12th), US (February 14th), JP (February 14th), RU (February 17th), RO (February 19th) and GB (February 27th).

EP submitted a counterproposal, which is more adapted for the chemical field and uses wording that more exactly repeats the agreed standard wordings for obligatory and non‑obligatory classification. The EP counterproposal also adds a fourth note (note 3), which does not relate to the conversion of indexing, but to general IPC practice of classifying inventive subcombinations. US supported the EP counterproposal, but proposed some changes, mainly for enabling the use of the note in first-place rule areas and adding the words "per se". US also suggested making a general note that can be used in fields other than chemistry. JP generally supported the SE proposal, but stated that it should not be applied in F16H. RU and RO supported the EP counterproposal. GB supported the notes proposed by EP and US, but made some proposals for improvements.

Rapporteur thinks the US proposal of both a chemical version and a general purpose version of the notes is a good idea. The immediate need is for a chemical version, since the big majority of indexing schemes to be converted are in the chemical field. However, a general version will be good for the future. Rapporteur suggests that the general version addresses both the first and the last place rules, but that the chemical version only mentions the last place rule.

Chemical version:

Note (1)

Rapporteur suggests using the GB version, which is less restricted than the others since it talks about "compounds or ingredients". It of course has to be born in mind that these words will be replaced by relevant expressions in the place where the notes will be applied.

Note (2)

Rapporteur suggests using the GB version, which is less restricted than the others since it talks about "compounds or ingredients".

Note (3)

· US propose adding the expression "per se", to which GB objects. Rapporteur thinks "per se" is too restrictive, since it is more limited than what is stated in the "Guidelines on What to Classify", which say that "whenever a part of an “inventive thing” is determined to also be novel and unobvious, that part should also be classified". Basic compounds per se are not the only relevant "parts" of a mixture - it could be argued that "sub-mixtures", that is "the whole mixture except one or more ingredients", are just as relevant.  

Take the example of a novel and inventive mixture of known compounds, which in addition contains an additive. If the additive is the ingredient classified according to the last place rule, then the mixture without that additive, even though novel and inventive, can not be given further obligatory classifications, since all its compounds are known per se.

Rapporteur proposes to use "parts" of compositions, rather than "compounds or ingredients". This might look like an overcomplication, but it appears necessary in order to completely reflect the guidelines on what to classify.

"A compound per se" means "a compound in itself, as opposed to a combination of which it is a part" (see paragraph 40 of the Guide). It seems strange to use these words, since the whole point of the proposed notes is classification of mixtures. Rapporteur also tends to agree with GB that "compounds per se" implies classification in the compound areas of section C, rather than in the application places where the proposed notes will occur.

· US and GB propose "a compound … not already classified", while SE and EP propose "a compound … not identified by the classification …". Rapporteur thinks the SE/EP version is more correct, since the compound mentioned in note (3) is not necessarily the same as the one mentioned in note (2). It could be a different one, that is nevertheless classifiable in the same group, and then a second classification in the same group would be incorrect.

· However, the important thing is to consider whether note (3) is desirable at all.

A majority of the comments supported it, but in Rapporteur's opinion it might give more confusion than help. It is also not immediately related to the problem of converting hybrid systems. In Rapporteur's opinion it has to be worded very carefully in order to avoid misunderstanding and still be in line with the guidelines for what to classify. Rapporteur thinks it would be better to use the expression "novel and non-obvious" instead of "invention information".

Note (4)

· The first two questions mentioned in relation to note (3) are also relevant for note (4).

· The SE proposal contained an example of when "other" ingredients are "of interest for search purposes". Rapporteur thinks that such an example would be helpful, especially to classifiers who are not experts in searching.

· When testing the proposed notes on real examiners it was noted that the distinction between "must" and "may" is not obvious to uninformed users, or perhaps even noticed. It should be considered whether a sentence should be added, saying that the non-obligatory classification should be given as "other information". Anyway, the Guide to the next edition must be very clear on these matters.

Anders Bruun

Carolina Gómez Lagerlöf

Rapporteurs' proposal (chemical version)

(1)
In groups < - - - >, in the absence of an indication to the contrary, a <compound or ingredient> is classified in the last appropriate place.

(2)
A <composition, i.e. a mixture of two or more compounds or ingredients> is classified in the last of groups < - - - > that provides for one of these <compounds or ingredients>.

(3)
A part of a <composition> which is not identified by the classification according to note (2), and which itself is determined to be novel and non-obvious, must also be classified according to the relevant of note (1) or (2). The part can be either a single <compound or ingredient> or a <composition> in itself.

(4)
A part of a <composition> which is not identified by the classification according to note (2) or (3), and which is considered to represent information of interest for search, may also be classified according to the relevant of notes (1) or (2). This can for example be the case when it is considered of interest to enable searching of <compositions> using a combination of classification symbols. Such non-obligatory classifications should be given as "other information".

Rapporteur's proposal, applied to A01N:

(1)
In groups 27/00 to 65/00, in the absence of an indication to the contrary, an active ingredient is classified in the last appropriate place.

(2)
A composition containing two or more active ingredients is classified in the last of groups 27/00 to 65/00 that provides for one of these active ingredients.

(3)
A part of a composition which is not identified by the classification according to note (2), and which itself is determined to be novel and non-obvious, must also be classified according to the relevant of note (1) or (2). The "part" can be either a composition in itself or a single active ingredient.

(4)
A part of a composition which is not identified by the classification according to note (2) or (3), and which is considered to represent information of interest for search, may also be classified according to the relevant of notes (1) or (2). This can for example be the case when it is considered of interest to enable searching of compositions using a combination of classification symbols. Such non-obligatory classifications should be given as "other information".

Rapporteurs' proposal (general version)

(1)
In groups < - - - >, in the absence of an indication to the contrary, a <subcombination> is classified in the <first/last> appropriate place.

(2)
A <combination of subcombinations> is classified in the <first/last> of groups 
<- - - > that provides for one of its <subcombinations>.

(3)
A <subcombination of a combination> which is not identified by the classification according to note (2), and which is determined to be invention information, must also be classified according to the relevant of note (1) or (2).

(4) A <subcombination of a combination> which is not identified by the classification according to note (2) or (3), and which is considered to represent information of interest for search, may also be classified according to the relevant of notes (1) or (2). This can for example be the case when it is considered of interest to enable searching of <combinations> using a combination of classification symbols. Such non-obligatory classifications should be given as "other information".
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